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CASES 

ARGUED  AND  DETERMINED 

IN  THE 

CIKCUIT  COURTS  OF  THE  UNITED  STATES 

WITUIN  ^TIIE  SECOND  OUiCUiT. 


Joas  B.  £meb60n 
va, 

Fbtee  Hooo  A2ID  Cornelius  II.  Delamateb. 

It  b  the  province  and  tho  duty  of  the  Court  to  settle,  as  «  qaMiion  of  law,  tbo 

toeaning  of  the  specification  of  a  patent,  uiiil,  if  ihnt  innnot  bo  Ascertained 
satufuctorily  upon  its  fnec,  the  prifent  is  void  for  :imbip-uity. 
Accordinfrlr,  whiTo  it  w.-is  objected,  upoa  the  face  of  the  wpccificatinn  of  a 
patent  for  improremcats  in^the  mode  of  propelling  vessels,  that  it  wus  uncer< 
tain  vhelher  tha  patantee  cltimad  a  wktd  eonstnicted  tpSndfff,  or  onlj  <ptra^ 
fiMm  atlacbed  to  a  wheel,  and  the  Court  instnicted  the  jury  tint  tlie  qucslioo 
.  whether  the  speeification  waa  ambiguous  in  the  partieular  cliaiged  wis  one 
compounded  of  bw  and  fact,  and  tbat|  if  the  Jury  should  find  that  a  ttpirtd 
whetl  and  htptral  propeller  wen-  the  mmc  tiling  in  ordinary  Acceptation,  then 
the  specification  wa8  auffiuieail^'  certain  in  that  respect :  Hdd^  that  the  instruc- 
tion waa  erroneous. 

Where  prayers  for*instnuHioii8  to  the  jury  are  made,  and  are  not  complied  widi 

hj  (he  Court,  th^  are  to  he  eonddered  as  nihsed. 
Bzoeptioiis  win  lie  to  the  refusals  of  the  Court  to  gfve  instmetJoitii  when  lequcst- 

ed,  in  like  manner  as  to  the  insi ructions  actually  given. 
A  p?itent  embracing  p^veral  distinct  inveniion.s  i?  vaHd,  where  they  are  capable  of 

being  wicA  in  connection,  and  to  s(il)(ierve  ihc  same  common  end. 
•  But  their  actual  employment  togetlier  Ia  not  required  to  bustaiu  the  validity  of 

the  patent,  and  the  wrongful  use  of  either  infontton  separately  is  a  violaUon 

of  the  patent  jtro  tanfo, 
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Bmeraon  t.  Hogg; 

Where  a  patent  eontelned  three  c1«iitta»  tie.  :  {I.)  A.  mode  of  conrertiiig  the 
reciprocating  motion  of  *  piston  Into  «  contiaued  rotary  motion,  hj  a  new 
vombineiion  of  machineiy ;  (2.)  An  improved  spiral  propelling-wlieel ;  and 

(3).  Tlic  application  of  a  rerolTing  Terticul  shnft  tu  the  turning  of  u  cnpstan 
on  the  deck  of  n  vessel ;  and  it  appeared  fiotti  the  specification  tfiat  the  tliree 
inventions  were  contrived  with  the  view  t>i  being  usfeil  cfrnjitimly,  and  as  con- 
ducing to  a  common  cud,  in  the  better  propelling  and  nnvigating  a  «hip:  JJtid^ 
that  the  patent  was  valid. 
HMf  alsOf  that  the  fact  tliat  the  three  inventions  were  capable  of  being  used 
separatelj  and  independent  of  each  other,  did  not  prevent  Ibeir  being  embraced 
in  one  patent. 

If  a  patent  describes  an  invention,  and  how  it  is  to  l)e  applied,  it  is  not  nrce^parv 
in  either  tlie  ''pf^'cifieation  or  tin-  drawing  to  (ii'sfriln'  or  «h'lini  ato  thr  old 
raacliinerj  with  which  the  new  contrivance  is  to  be  connected,  when  no  change 
In  its  form  or  proportions  enters  into  the  new  fnvention. 

Under  the  act  of  Febmarj  21st,  IfM,  (1  U,  &  of  Largt^  8S3t,  §  3,)  it  is 
suflldent  for  the  patentee  to  put  on  file,  with  his  specification,  drawings  and 
written  rcferencea,  without  their  being  mentioned  in  tho  specification;  and,  if 
the  references  are  written  on  the  drawings,  the  terms  of  the  act  are  oompOcd 
with. 

Where  a  patent  was  issued  in  1634,  to  which  no  dniwing  was  annexed,  but  a 
drawing  had  been  origiuallj  deposited  in  the  Patent  Office,  and  the  record  of 
tho  patent  and  the  drawing  were  destroyed  by  fire  in  the  burning  of  the  Office 
In  December,  1886,  and  the  patentee,  under  the  act  of  Ifardi  8d,  1887,  (6  IT. 

8,  'St'if.  at  Latyr,  191,)  restored  the  record  of  his  patent  in  May,  1841,  but  did 
not  file  a  tlra\viii<;  untlcr  ^  1  oT  that  act,  verified  by  oath,  until  February,  1844, 
and  ihoti,  in  Miinh,  is  j  i^  finding  that  drawin^^  imperfect,  made  and  swoix*  to 
and  filed  a  second  one,  and,  in  Mny,  1844,  commenced  an  action  for  Ihc 
iurringcnicnt  of  his  patent :  /Jeld^  that  a  duly  certified  copy  of  the  second 
drawing,  as  so  attested  and  filed,  was  admissible  in  evidence,  on  the  trial  of 
such  action,  nndet  $  fi  of  that  act 
It  being  alleged  that  the  patentee  had  abandoned  his  discovery,  and  the  lapn;  of 
time  from  the  grant  of  the  patent  to  the  cotnmencenu'nt  of  llio  jiction  biing 
urged  as  proof  of  that  fact:  ffrM,  thai  he  was-cntitled  to  give  evideiico  of  the 
filing  of  bis  drawings,  or  of  any  other  act  douc  by  liitn  in  assertion  of  his 
right. 

Where,  in  such  case,  on  a  motion  by  the  defendant  for  a  new  trial,  it  was  object- 
ed that  the  plaintiff  was  not  entitled  to  damages  for  infringements  committed 
prior  to  the  re-recordlog  of  his  patent,  the  charge  of  the  Court  at  tlie  trial 

having  imported  a  peneral  lird  ili^v  of  the  defendant,  and  the  Court  not  hav- 
i!)L'  been  |)rn_ved  lo  insti  uet  the  jury  oihi  rwi«e,  and  no  exception  having  been 
tak<  ti  to  the  direction  as  given :  JJeid^  that  the  objection  could  not  now  be 
taken. 

(Before  Nblsou  and  Bxna,  JJ.i  Bouthem  District  of  New  York,  December  1st, 
1845.) 
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Emerson  e.  Hogg. 

This  was  an  action  on  the  case,  commenced  in  May,  1844, 
for  the  infringenuMit  of  Letters  Patent  granted  to  the  plain* 
tiff  on  the  8th  of  March,  1834,  for  "  a  new  and  useful  im- 
provement in  the  steam-engine."  Die  specification  is  set  forth 
at  lengtli  in  the  case  of  Hogg  v.  ^hnerson,  (6  How.  437,  438 
to  441.)  In  the  preamble  to  the  epeciiication  the  invention 
was  said  to  j>e  of  *^  certain  improvements  in  the  Bteam<«ngine, 
and  in  the  mode  of  pi-opelling  therewith  either  vessels  on  the 
water  or  carriages  on  the  land."  The  elaims  were  as  fol- 
lows: 

"  What  1  cbhii  m  lay  iuventiuti,  ami  fi.»r  which  I  ik^k  a  paltut,  b  Uie  substi- 
tuUng  for  the  crank  in  the  rcciprvcaiiug  engine  a  grouTcd  cjliudcr,  opiratiug 
in  the  maaiwr  bwrdobeiiore  dmodMi,  bj  metoM  of  ici  conDeetion  with  tlie 
pbcoB-iod,  together  with  all  Uie  varietiomi  of  whidi  this  pfindple  is  snscep- 

tibie ;  an,  for  example,  a  bar  of  metal  may  be  bent  in  the  form  of  a  groove,  and 

atta;  !i>  'i  fr,  the  revolving  shaft,  and  friction-wheels  on  the  piston-rod  may 
cinbracf  this  OD  each  side,  producing  an  effect  similar  to  that  jitoJuccd  by  the 
groovf.  I  :il«o  cinitn  tlie  .spiral  proi)t'lliiif:-wl)cel,  constructed  and  oficratiiifr  in 
the  iuaniiur  wiiich  I  have  ^-t  furlh  ;  and  likewise  the  application  of  tlie  rc-vulving 

vertical  shaft  to  the  turning  of  a  capstan  on  the  deck  of  a  vcaseL  Not  intend- 
ing, in  either  of  these  parts,  to  confine  mjself  to  precise  forms  or  dimensions, 
but  to  vary  them  in  sach  manner  as  experience  or  convenience  mny  dictate, 
whiUt  the  principle  of  action  remains  unclianged,  and  similar  resnlls  are  pn^ 
dnoed  bj  similar  means.*'  * 

It  appeared  at  the  trial  tiiat  the  drawing  and  model  of  the 
plaintiff's  invention, originally  deposited  in  the  Patent  Office, 
were  destroyed  when  that  Office  was  bnmed  in  December^ 
1836.   Under  the  act  of  March  3d,  1837,  {5  Ul  8,  Stat,  at 

Larye^  191,)  tlie  plaintiff,  for  the  purpose  of  restoring^  the 
retxird  of  his  patent,  filed  in  the  Patent  Office,  in  May,  ]841, 
u  Court  cc)])y  of  hitt  patent.  No  drawing  was  annexed  to  the 
patent  originally  iftsned,  nor  was  any  referred  to  in  the  is|)ecili- 
cation.  But  the  plaintiff,  when  he  restored  tlie  record  of  his 
]>atent  in  May,  1>^41.  at  the  same  time  de}>or>ited  in  tlie  Patent 
Office  a  new  drawing  of  his  invention,  which,  however,  was 
not  sworn  to  by  him  or  in  any  way  attested.  On  the  12th  of 
Febniary,  1844,  this  drawing,  having  been  duly  sworn  to  by 
the  phuntiff,  was  filed  in  the  Patent  Office.  But,  on  a  subse- 
quent examination  of  it^  it  was  found  to  be  imperfect,  and  a 
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Emerson  r.  H(^. 

Boc'ond  drawing  was  made  and  sworn  to  and  IIIcmI  in  tlie 
Patent  OlHce  on  the  27th  of  March,  1844.  A  certified  cf)py 
of  this  drawing,  as  bo  attested  and  filed,  was  offered  in  evi- 
dence hy  the  plaintiff,  and  admitted,  under  the  objection  of 
tiie  defendants. 

The  validity  of  the  patent  was  objected  to  by  the  defend- 
ants, on  the  gronnd  that  the  specification  was  ^ambiguons, 
and  that  it  was  imcertain  upon  its  face  whether  the  patentee 
claimed  a  whed  constmcted  apiraUy^  or  only  spiral  paddles 
attached  to  a  wheel ;  and  the  defendants  requested  the  Court 
to  charge  the  jnrv  that  the  })atent  was  void  on  that  ground. 
'J'he  jiait  of  the  epecificatiou  on  which  the  point  arose  is 
qn<»ted  in  the  opinion  of  the  C\»nrt.  The  Court  refused  to 
char^ye  as  requested  ;  bnr  cliari^ed  that  the  question  whetlier 
the  specification  was  ainltiiruons  in  the  particular  charged 
was  one  conqxinnded  of  law  and  fact,  and  tliat,  if  the  jnrv 
should  find  that  a  Hjriral  wheel  and  a  sjriral  j^i'opeUer  were 
.  the  eame  thing  in  ordinary  acceptation,  then  the  specification 
was  sufficiently  definite  and  certain  in  tliat  respect. 

The  defendants  also  objected  to  the  validity  of  the  patent, 
on  the  following  grounds :  (1.)  That  the  claim  of  the  patent 
covered  three  distinct  and  independent  Inventions ;  (2.)  That 
the  specification  did  not  sufficiently  indicate  what  was  the 
invention  claimed ;  (3.)  That  it  did  not  sufficiently  distin- 
.  guish  the  new  mechanism  from  what  was  before  known. 
The  Court  charged  that  the  patent  was  not  open  to  any  of 
these  objec^tions. 

There  was  a  verdi(;t  for  the  plaintiff,  and  the  defenilants 
uow  moved  for  a  new  trial,  on  a  bill  of  exceptions. 

Belh  P.  Staples  and  John  O,  Sargent^  for  the  defendants. 

Francis  B*  Cutting,  for  the  plaintiff. 

BiHTs,  J.  The  exceptions  taken  to  the  rulings  of  the  Court 
on  the  trial,  and  to  the  final  instructions  to  the  jury,  and  the 
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|>oiiits  rai?ied  on  the  ar^innent  under  those  exeeptiuJis,  cm- 
brace  a  great  variety  of  topics,  relating  as  well  to  general 
principlee  applicable  to  all  patent  cases  as  to  the  particular 
featnrep  of  this  case.  Several  days  have  been  occupied  in 
the  diflcofiBion  of  those  questions,  but  the  conclusion  to  which 
we  have  come  in  examining  the  exceptiouB  will  spare  us  the 
neoeBBity  of  oonsidertng  the  atgmnent  in  its  whole  extent, 
and  of  adjudicating  all  the  matters  in  oontroversy. 

We  think  the  exception  well  taken  to  the  fourth  instmetiou 
given  hj  the  Court  to  the  jnryy  which  is  as  follows :  ^  Whe* 
tber  the  specification  be  ambiguous  is  generally  a  question 
of  law  to  be  decided  by  the  Court.  In  this  case,  it  is  com- 
pounded of  law  and  fact,  and,  if  the  jury  find  the  fact  to  be 
that  a  Hj/iml  wheel  and  a  splmf  />rojH  lh  r  are  the  same  thing 
in  ordinnr}'  acceptation,  then  the  tspecilication  is  sulhciently 
detinite  ajid  certain  in  tliis  respect."  Tlie  part  of  the  s|>e<*i- 
ticatiou  to  which  the  instruction  is  applicable  is  this ;  "  i  em- 
ploy an  impn>ved  Hpiral  paddle  ipheely  differing  esseutiallj 
frcrni  th<jse  which  have  heretofore  been  essayed.  Tliis  spiral 
I  make  ])y  taking  apie(;e  of  metal  of  such  length  as  I  intend 
the  spiral  propeller  to  be,  and  of  a  suitable  width,  say,  for 
example,  eighteen  inches ;  this  I  bend  along  the  centre  so  as 
to  form  two  sides,  say  of  nine  inches  in  width,  standing  at 
right  angles,  or  nearly  so,  to  each  other,  and  give  to  it,  longi* 
todinally,  the  spiral  curvatures  which  I  wish.  Of  these 
pieces  I  prepare  two,  three,  or  more,  and  fix  them  on  the 
outer  end  uf  the  ])addle-shaft,  by  means  of  arms  of  a  suitable 
length,  say  of  two  f(»ct,  more  or  less,  in  such  a  }»ositiuii  that 
the  trough-fonn  given  to  tlieiu  longitudinally  bhull  he  effec- 
tive in  acting  u}»on  the  water.  It  must  lie  entirely  under 
water,  and  t)j)erate  in  the  direction  of  the  boat's  way.  Instead 
of  metal,  the  ftjnral  pntpcller  may  be  formed  of  w<K)d,  and 
worked  into  the  pwper  fonn,  the  shape,  and  not  the  matenal 
thereof,  being  the  only  point  of  importance." 

The  specification  was  objected  to  on  tlie  trial  as  ambiguous, 
and  one  of  the  particulars  urged  in  support  of  the  objection 
was,  that  it  was  uncertain,  upon  the  face  of  the  specification. 
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whether  the  patentee  claimed  a  whetl  oonBtructed  ^pirally^ 
or  only  spiral  paddles  attached  to  a  wheel.   The  Court  did 

not  di:i[K)so  of  the  point  as  a  question  of  conj^tnietion  merely, 
but  loft  a  fact  to  he  found  hy  the  jury,  and  indicated  the  rjde 
of  law  that  would  govern  wlu  n  that  fact  should  he  af^eer- 
tained.  This  was  nii(l< mlitcdly  (mt< >r.  It  is  tlu' prn\  iiice  and 
tlie  duty  of  the  Court  tn  si'ttlo  tliu  meaning  of  tiie  patent, 
and,  if  that  cannot  he  ascertained  satisfactorily  upon  the  face 
of  the  Bpecificatiofj,  the  law  declares  it  insutiicient  for  ambi- 
guity and  nnwrtainty.  {Godson  on  PaL  100,  and  Supp*  20 ; 
Phillips  on  Pat.  249,  252.)  The  meaning  of  the  terms  em- 
ployed, in  view  of  the  object  the  inventor  had  in  contempla* 
tion,  and  to  ascertain  the  extent  of  his  claim,  mnst  be  deter- 
mined  and  declared  by  the  Court.  The  Bpecificatiou  is  laid 
before  the  jury  as  de&ied  and  settled  Ia  the  exposition  of 
the  Court,  and  the  matters  of  &ct  presented  by  the  resjiective 
parties  to  8upix>rt  or  defeat  the  patent  are  then  to  be  exam- 
ined and  applied  as  if  the  construction  fixed  by  the  Court 
had  1m  ('11  incoq)orated  in  tlic  specification.  It  accoi*dingly 
devolved  upon  the  Court  to  difepo^e  ol  the  question  as  a  ])<>int 
of  law,  and  eirlier  to  decide  that  the  patent  was  in  this  rc- 
s|)C(:t  anil)ii;'U(Mis,  aTid  tliercfore  and  direct  the  jury  to 

find  a  verdict  for  the  defendants,  or  to  ride  against  the  objec- 
tion, and  decide  that  the  patent  conveyed,  in  tJiis  particular, 
a  meaning  sulhcieutly  certain,  and  point  out  what  its  claim 
was.  (  WaMurn  v.  Go  iddj  3  Story^  122.)  This  Court  can- 
not now  estimate  what  effect  upon  the  conclusions  of  the  jury 
this  wrong  direction  of  the  Court  may  have  had,  and,  aa  the 
defendants  were  entitled  to  an  expUcit  instruction  on  the 
point,  the  refusal  of  the  Court  to  give  it  must  necessarily 
avoid  the  verdict,  it  not  being  manifest  that  the  point  is  irre- 
levant and  immaterial  to  the  issue  tried. 

riic  (piestion  whether  the  specification  in  this  j)articular  is 
s<»  aiuhiguuus  and  uncertain  as  to  defeat  the  patent,  was  n(»t 
argued  on  the  exce]>tion8,  and  \vc,  therefore,  lorhcar  prc- 
nonncing  u}K)n  that  point  now.  It  will  remain  to  be  brought 
u];  again  ou  the  new  trial. 
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Nunicroiis  iiistnictioim  were  prayi'd  for  hy  the  deteiidaiitbi. 
Wiien  the  char^^e  ha«  not  complied  with  the  prayers,  they  are 
to  be  coiisi(h'r"'l  as  rcfuaed,  and  exceptions  will  lie  to  the 
refusals  of  the  Court  to  give  instructions  when  requested,  in 
like  TnnTiner  as  to  the  instructions  actually  given.  {Douglass 
Y,Mi'Aflij<ier,S  Oranch^^^S;  Smithy.  Carrin/fton^A:  Cranch^ 
62 ;  0*NeaJU  v.  Z<»n^,  4  Cranak^  60 ;  Pennock  v.  Dialogue^ 
S  PeUra^  1 ;  Pitts  v.  Wldtinan,  3  iStory,  609 ;  Cfymer^  Les- 
966  T.  DawMm,  3  Haw,  674.)  The  Court  is  accordingly  to 
be  regarded  as  having  decided  on  the  trial:  (1.)  That  the 
patent  i8  go<^»d  on  its  face,  including  the  claim  for  three  differ-  * 
ont  inventions ;  (2.)  That  the  specification  is  not  defective 
for  amhii^uitv,  in  any  particular  other  than  tJie  one  sub- 
mitted to  til*'  jury  iks  bef<»re  stated  ;  and  (3.)  That  the  8j>eci- 
ticatioii  sufficiently  distiuguighes  the  new  mechanism  from 
tiie  old. 

We  shall  not  spread  out  at  large  the  reasons  governing  our 
decision  npon  these  general  heads.  Yvt,  iia  all  the  important 
questions  involved  in  the  case  were  ftdly  argued,  and  the 
same  questions  may  again  arise  on  the  new  trial,  we  submit 
the  conclusions  adopted  by  ns,  as  a  gnide  in  the  future  prO' 
ceedings  m  the  ease.  It  will  be  the  proper  time  to  determine 
how  far  this  present  decision  sliall  be  held  conclusive  on 
these  points,  when  the  offer  shall  be  made  to  re-opea  and 
review  before  us  the  same  questions. 

(1.)  In  Evans  v.  EeUon,  (8  Wheat  464,  506),  and  in  Bar- 
rett v.  I/aUy  (1  Jfason,  447,  475,)  doubts  are  started  whether, 
under  the  general  patent  law.  improvements  on  different 
machines  can  regularly  be  (•()iu))rc'heTided  in  the  same  patent, 
so  as  to  give  a  right  to  the  exclusive  use  of  the  several 
niacliineb  separately,  as  well  as  a  right  to  the  exclusive  use 
of  them  in  combination.  Hut  the  special  statute,  ((i  (/.  tS. 
JStaL  at  Large,  70,)  applicable  to  the  fii"st  case,  furnished  a 
rule  in  itself,  and  the  doctrine  intimated  by  the  Court  must 
aooordingly  be  accepted  as  put  hypothetically,  and  not  laid 
down  as  a  settled  principle  to  govern  the  construction  of  spe- 
cificationa.   The  case  of  JSarrett  v.  JTall  attempts  a  generali- 
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zation  of  the  doctrines  of  the  patent  kw,  and,  in  the  par- 
ticular now  tinder  inquiry,  the  definition  there  adopted  has 

no  necessary  connection  with  tlie        decided.    Jndjfc  Storv. 

%<  «7  ft 

in  Moo(l]i  V.  Finlxe^  (2  Masohy  119,)  enters  Ji  caveat 

against  Iub  rcusdnini*-  in  that  case  being  held  to  authorize  tlie 
including  in  one  spocilicutiuu  .<ev(M-al  iinprovenients  in  .-cj'a- 
rate  machines,  liuving  difJtinct  Hn<l  iiitlepeiident  operations  ; 
much  less  the  claiming  in  tiie  same  patent  a  combination  of 
different  machines,  and  distinct  improvements  in  each.  The 
suggestions  advanced  in  all  these  cases  were  by  way  of  cau- 
tion, and  were  prol)ably  designed  to  avoid  the  conchisions 
that  the  Coiurt  had  prejudged  or  was  committed  upon  that 
particular  form  of  the  question.  No  one  of  the  cases  de- 
manded a  judgment  upon  the  specific  point  In  Wyeth  v. 
Stone^  (1  Story,  273,  292,)  the  Court  reviews  those  cases,  and 
restricts  their  application  to  such  inventions  as  are  necessa- 
rily distinct  from  each  other,  and  not  contemplated  to  be 
nsed  in  connection,  and  holds  that  a  patent  for  seveml  ma- 
chines, each  beinpr  ii  distinct  and  indepeiulent  invention,  is 
valid,  where  tliey  liuve  a  eonimon  juirpose  and  are  auxiliary 
to  the  same  eonmion  end.  {PhilUps  on,  Pat.  21^,  217: 
Pitts  V.  WItUman,  2  Story,  COO,  <>20,  (]21.)  Tlie  principle 
seems  to  be,  that  the  inventions  should  be  capable  of  being 
used  in  connection,  and  to  sul)serve  a  common  end,  ( Wyeth 
V.  Stone,  1  St4)ry,  273,  2^9,  290,)  though  their  actual  employ- 
ment together  does  not  seem  to  be  required  to  sustain  the 
validity  of  the  patent  in  which  they  may  be  united.  Ac- 
cordingly, the  wrongful  use  of  either  separate  machine  is  a 
violation  of  tlie  patent  right  pro  tanto.   (Id,  292.) 

Yfe  think  the  specification  in  this  case  sliows  that  these 
three  separate  machines  were  contrived  with  the  view  of 
being  used  conjointly,  and  as  conducing  to  a  common  end,  in 
the  better  propelling  and  navigating  a  ship,  and,  in  our 
opinion,  their  capability  of  being  used  separately  and  inde- 
l>endent  of  eac  h  other,  does  not  prevent  tlieir  being  embraced 
in  one  patent. 

(2.)  We  think  the  other  objections  of  ambiguity  are  not 
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8iij»].urtt'd.  Tlie  patent  sullicieutly  indlcfitos  what  tlio  pnt- 
entoe  claims  to  ]>e  \\'\^  iinprovemoTit,  and  tin.'  oiilv  (jiirst ion  ib, 
whutiicr  his  description  Is  sufUciently  full  tirid  exact  to  enable 
a  medianic  to  construct  the  new  machmc.  This  is  a  fact  to 
he  inquired  into  and  settled  by  the  jnrj^  and  not  a  matter  for 
the  Court  to  adjudicate.  If  it  be  decided  that  the  patent 
claims  the  invention  of  a  spiral  wheel,  or  of  a  spiral  propel- 
ler, as  distinct  and  different  a  wheel,  there  does  not 
seem  to  the  Court  any  further  uncertainty  or  ambignity  as  to 
the  object  sought  to  be  secured  by  the  patent. 

(3.)  We  think,  also,  the  specification  distinguishes  the  new 
mechanism  from  the  old  with  as  much  particularity  as  is 
required  hy  the  rules  of  law.  It  describes  the  invention,  and 
how  tliut  is  to  be  ajijdied,  and  the  law  does  not  render  it 
necessarv'  to  set  forth  tlie  old  machinery  with  which  the  new 
coutrivnn<*c  is  to  be  connected.  {PhiUijts  on  Pat.  '270,  aiul 
caseH  tlirt't  vtled.)  Tlie  drawiiifj:  bcconips  part  of  the  patent, 
and  may  be  referred  to  in  oixler  to  lielp  out  the  description. 
But  in  neither  need  the  old  and  well-known  parts  of  tlie 
machine  be  described  or  delineated,  when  no  change  in  their 
forms  or  prop>rtions  enters  into  the  new  invention. 

One  great  object  of  the  exceptions  taken  by  the  defend- 
ants is  to  rectify  the  decision  of  the  Cburt  as  to  the  admissi- 
bility of  evidence. 

1.  It  is  contended  that  the  Court  erred  in  admitting  the 

drawings  in  evidence,  they  not  being  referred  to  in  the  speci- 

fication.   It  is  at  best  equivocal,  whether  the  act  of  Febni> 

ary  21st,  1793,  (1  TL  S,  Stat  at  Dirge,  318,  322,)  requires 

the  MjMt^ficatiojt  to  contain  written  references  to  drawings. 

The  language  <  ^  'i)  is  :  *'  and  he  s-hall  accompany  the  whole 

with  drawiiyjs  and  inriften  refW'  /(irs,''''  Arc.     The  ex]>ress 

tenns  of  the  clause  n<»  more  reqnii-e  that  the  irri fieri  refer- 

eji'-es  should  be  incorjMjratcd  in  the  specification,  than  that 

the  drair^hioH  should  be.    Judge  Stor}'  fii^st  read  r^c  section 

as  demanding  that  the  refersmxs  should  be  set  forth  in  the 

specifi<  ation.   {EarU  v.  Sawyer^  4  Mason,  1,  11.)   But  the 

specification  in  that  case  was  so  prepared,  and  accordingly 
t 
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the  interpretation  of  the  statute  was  not  demanded  of  the 
Goiut.  CongreaB  clearly  suppose  that  the  drawings  are  not 
necessarily  to  be  noticed  in  the  patent,  for  they  gay,  in  the 
act  of  March  3d,  1837,  §  1,  (5  U.  ^.  ^tat.  at  Large,  191,) 
"  wherever  a  drawing  wiis  uot  oriffinally  annexed  to  tlie  pat- 
ent, and  referred  to  in  the  fJi'Ocificutiuii,"  tire.  And  ac^aiii,  in 
the  3d  sec  tion  of  the  same  act,  the  mode  of  niakiiiir  cvideiue 
of  tlie  thawing  of  nii  invention,  if  sepai-ate  from  the  patent, 
is  presrribed  in  laiiguaire  importing  that  it  may  he  distinct, 
and  without  connectiou,  by  references  or  otherwise,  with  the 
patent 

Upon  general  principles,  and  in  view  of  tlic  poliry  and 
convenieuce  of  the  matter,  it  might  probably  have  ))een  the 
better  conatraotion  to  hold  that  the  drawings  should  be  so 
connected,  by  reference  or  annexation,  to  the  specification, 
aa  to  make  it  certain  that  a  drawing  was  relied  \\\yor\y  and 
what  particular  one  was  intended.  There«  could  then  be  no 
mistaking  what  was  to  be  examined  to  learn  the  inventor's 
diseovor}*,  and  no  surprise  vow\A  be  i)racti8ed  by  offering  in 
evidence  a  diliercut  d^a^viIlHr^  or  producing  one  that  liad  not 
been  originally  prepared  with  the  description,  to  fix  its 
meaning  and  extent,  liut  we  think  tlic  more  recent  accejttu- 
tion  with  the  Circnit  Judge«  hasi  been,  that  the  patentee 
complies  with  the  rct^nirements  of  tlie  act,  if  he  puts  on  iile, 
witli  Ills  s])eeiti cation,  drawings  and  written  references,  with- 
out their  being  mentioned  in  the  specification,  and  that,  if 
the  references  required  are  written  on  the  drawings,  the 
terms  of  the  statute  are  satisfied.  This  was  directly  decided 
't*v  Judge  Story  in  Washburfi  v.  QovH^  (3  Stfyry^  122,)  and 
seems  to  have  been  so  ruled  by  Judge  McLean  in  Brooka  y. 
BiekmMy  (3  McLean^  250.)  Tlie  long  usage  at  the  Patent 
Office  to  receive  and  record  drawings  not  referred  to  in  the 
specification,  is  of  weight,  also,  in  fixing  the  meaning  of  the 
clanse.  And  we,  in  this  case,  conform  our  construction  of 
tlie  law  to  that  uwige  and  iindertitanding,  and  hold  that  there 
was  no  en-or  in  the  decision  of  the  Court  at  the  trial  oii  this 
point. 
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2.  Another  objection  much  pres^^ed  on  the  arpiment  was, 
tliat  the  Court  adniitrcd  in  uviduiice  iieveral  different  copies 
of  drawi!i<in(«  tiled  Itv  the  }>atentee.  It  was  insisted  tliat  lie 
was  not  entitled,  under  the  act  of  March  3d,  1837,  to  offer  in 
evidence  any  other  than  the  first  drawing  deposited  by  him 
in  obedience  to  the  requireinent  of  that  act. 

The  original  patent  and  drawings  were  destroyed  with  the 
Patent  Oflice  in  1836.  On  the  proof  of  that  fact  the  plain- 
tiff would,  at  common  law,  have  been  entitled  to  give  seoond- 
ary  evidence  of  the  contents  of  those  documents.  The 
seoond  section  of  the  act  of  1837  restrictB  this  common  law 
rule  of  evidence,  and  interdicts  the  receiving  any  patent  in 
evidence,  unless  it  be  re-recorded  conformably  to  that  act, 
and  also  excludes  drawings  not  verified  pursuant  to  that  act. 
The  first  section  of  the  act  authorizes  any  person  having  in 
hio  pus.-cs.-^ion  or  being  interested  in  any  patent  issued  prior  to 
Deeeniher  l^th,  183r),  to  have  the  same  recorded  anew  in  the 
Patent  l^tfice,  toiretlier  with  the  deacriptions,  speeitieations  of 
claim,  and  drawings  annexed  or  belonging  to  the  same. 
Then  follows  a  direction  to  the  Commissioner  to  cause  the 
same,  or  any  authenticated  copy  of  the  original  record,  speci- 
fication or  drawing  which  he  may  obtain,  to  be  transcribed 
and  coped  into  books  of  record.  The  act  then  declares: 
And  wherever  a  drawing  was  not  originally  annexed  to  the 
ffotent^  and  referred  to  in  the  specification,  any  drmoiny  pro- 
duced  as  a  delineation  of  the  invention,  being  verified  by 
oath  in  sudi  manner  as  the  Comnussioner  shall  require,"  may 
be  filed,  &c. ;  and,  by  the  second  section,  copies  thereof,  cer- 
tified by  the  Commissioner,  are  made  prtmd  facie  evidence, 
the  same  as  copies  of  the  origiiuil  recurd. 

The  plaintiff,  after  the  loss  <if  hi>  original  drawinsrs,  made 
out  and  filed  a  (•o|)y  verified  as  directed  by  the  (^onrniissioner, 
and  subse(pient  ly,  considering  that  coj>y  inq  >  l  i  rct,  he  had 
another  prepared  and  verified  and  filed.  The  eertitied  cx>py 
of  this  second  one  ^\  as  offered  in  evidence  and  reeeived  by 
the  Court,  and  to  that  admission  ibe  exception  a]>]>Ue8. 

We  think  the  evidence  was  properly  admitted  upon  either 


Digitized  by  Coogle 


13  80UTHBBK  DI8TBICT  OF  HEW  TOBK, 

JiMuetson  V.  Hpgg. 

one  of  two  grnumls:  (1.)  The  plaintiff  had  a  riirht  to  diaw 
up  at  aii}'  tiiiH'  a  delineation  or  j)ict»)iial  icure^cntatioii  of  lii:^ 
invention,  and  prei>ent  it  in  elncidatiun  of  liis  written  de&cri|.>- 
tion.  It  perfonn*'  in  ]>;irt  the  office  of  a  model,  which  may 
at  any  time  he  eoiiBtructcd  for  tlie  puqiose  of  illustrating  and 
giving  application  to  contrivances  which  may  be  obscure  or 
diffic\dt  to  understand,  as  described  in  the  s^^iiication. 
{PhiUipB  on  Fat.  294.  205.)  (2.)  This  drawing  was  not 
origiBally  annexed  to  the  patent  and  referred  to  in  the  speci- 
ficatiou,  and  accordingly  was  of  that  particular  class  whidi 
was  to  be  receiyed  at  the  discretion  of  the  Commissioner. 
The  provisions  of  the  first  section  of  the  act  of  1837  are  full 
to  show  the  meaning  of  Congress,  that  the  Board  of  Commis- 
sioners were  to  take  all  practicable  measures  for  restoring  to 
the  tiles  the  best  jx)S8ible  substitutes  for  lost  drawings.  Thev 
may  be  prepared  in  the  Patent  Office,  or  obtained  fiuui  clerks 
of  Coni'ts,  tfcc.  When  put  on  file  tliey  are  public  records, 
and  all  parties  are  entitled  to  copies  of  them,  and  pueh  copies 
must  be  received  in  evidence,  wlieu  nlkivd.  Tf  they  are  dis- 
cordaiit,  one  may  destn>y  the  effect  id  another.  But,  if  they 
concur  in  the  essential  particulars  of  the  invention,  tlie  fact 
that  there  is  a  variety  of  them,  derived  from  different 
sources,  would  conduce  to  prove  that  the  contents  of  the 
original  one  are  subetantially  recovered.  We  think  the  an- 
thentication  of  the  Conunissioner  entitled  the  party  present- 
ing the  copy  to  read  it  in  evidence,  in  the  first  instance,  and 
that  the  facts  proved  or  offered  to  be  proved  on  the  part  of 
the  defendant^  did  not  entitle  them  to  exclude  from  the 
consideration  of  the  jury  the  copy  offered  by  the  plaintiff. 
(3.)  It  might  Imj  added  that  the  plaintiff  was  entitled  to 
give  evidence  of  the  tiling  of  his  drawings,  or  of  any  other 
act  done  b}-  him  in  1841,  in  assertion  of  his  ]>atcnt  right. 
Oui'  l)raiu  li  of  the  defence  taken  in  the  notice  under  the 
plea  was,  that  the  jtlaintiff  had  abandoned  his  disci >^ery, 
and  the  laj)»e  of  time  from  the  grant  of  the  patent  lo  the 
conmiencement  of  this  suit  was  urged  as  pit>of  of  that  fact. 
The  plaintiff  was  entitled  to  rebut  any  presumption  of  aban- 
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doniiicut  by  showing  acte  prosecuting  or  ajgeerting  his  dis* 
oovery. 

3.  It  is  objected  that  the  plaintiff  is  not  entitled  to  dam- 
a^  for  infringements  committed  anterior  to  the  re-recording 
of  his  patent,  and  that  the  jury  were  not  oonectlj  inatmcted 
on  that  fiubject  The  ehaige  imports  a  general  liability  of 
the-defendantS)  and  no  intimation  is  given  that  their  liability 
ought  to  be  Bo  qualified.  This  point  was  not  raised  at  the 
triaL  The  Court  was  not  prayed  to  instruct  the  jury  other- 
wise, nor  was  a  spet^ific  exception  taken  to  the  direction  as 
given.  If  the  defendants  wIsIrmI  more  detinitc  instructions, 
or  desired  that  those  given  sliould  be  qualified,  tlicy  should 
have  called  the  matter  to  tlie  notice  of  the  (>)urt,  tlnit  the 
mi*4take,  if  one,  miirht  have  hccn  rlien  rectified.  No  advan- 
tage can  now  be  taken,  if  an  error  has  been  so  connnitted. 
(Smith  V.  Carrington,  4  Cranch,  62  ;  Career  v.  Jackson,  4 
Peten,  1  ;  Xorm<in  v.  WeUsy  17  Wend,  136 ;  Steward  v. 
Bacon,  1  Hill,  532,  537.) 

A  new  trial  must  be  granted,  the  costs  to  abide  the  event* 


•  The  ca«c  was  u<;;iiii  tried  U'fure  Xklson,  J.,  in  May,  1847,  when  the  plain- 
tiff again  had  a  verdict.  The  defendanta,  after  judgmcDt,  carried  the  case  to  the 
Supremo  Court,  where  it  id  reported  as  Hogg  v.  Bmerton  in  6  Howard,  437,  and 
in  11  Mmard^  687,  and  where  tbe  dedaion  of  tUb  Court  ee  (orthe  validity  of  the 
IMOeni  waa  anatained. 
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The  Citj  Bank  of  New  York  v.  Skeltoo. 


Tile  Prksidknt,  Dibectoks  ani>  (  '(nnwNY  of  tok  City  Bank 

OF  ^E\V  YouK 

Elu^ajusth  S&elton  and  oTUEKfi.   In  Equity. 

Upon  tho  general  principtei  of  Equity  jurisprudence,  a  bank  may,  in  a  proper 
ease,  huve  relief  by  bill  of  ioterpleader  against  separate  and  advenarj  partica 
who  daim  title  to  moneys  therdn  depoallrcL 

Thb  Court  has  no  power  to  restrain  or  interfere  with  a  suit  prosecuted  and  pend- 
ing in  a  Statt^  Court,  hy  i-njuining  thf  t'urther  pro«couti(jn  of  such  .suit. 

But  this  Court,  iu  executing  a  jnri«?diL'ti«m  vested  in  it,  may,  in  a  case  ol"  whicli  it 
iias  cognizance,  act  upon  pui  u'ei)  wlio  are  suitor^i  iu  a  State  Court  in  relation  to 
the  same  subjeel-niatter,  so  far  at  least  m  to  compel  their  submiiwioii  to  such 
judgment  as  this  CSourt  may  render  in  the  ease. 

Where  fbnds  were  deposited  in  a  bank,  and  afterward  S.,  dalming  the  funds  as 
his  property,  commenced  a  snit  for  their  recovery  in  a  Stale  Court  against  the 
hank  and  Y.,  the  depositor  of  tho  fumi^,  und,  while  that  suit  was  pi  niliiig,  Y. 
oonimunced  two  suits  in  thi;«  Court  against  tlie  bank,  to  recover  tJie  funds  and 
damages  for  their  detention,  the  bank  having  no  intcretit  iu  tlie  fuuds:  //(^ 
on  a  bill  filed  in  this  Cottrt  by  the  b»ok  against  S.  and  T.,  that  although  this 
Court  would  not  decree  an  interpleader  in  the  case,  or  enjoin  the  suit  in  the 
State  Court,  yet  it  would  eigoin  the  pKMeenlion  by  T.  of  bis  suits  in  this 
Court,  until  the  fiiml  decision  of  the  suit  in  the  State  Court. 

Held,  aUo,  that  this  Court  would  f;ive  the  parties  the  option  to  consent  f)y  stipu- 
lation in  inti'rplead  in  tiii.s  Court  on  tlie  .suhject-matter,  and,  in  case  tliey  did 
su,  would  allow  the  bank  to  pay  the  funds  into  Court,  first  deducting  6uch 
costs  and  expenses  as  the  Court  should  allow.  , 

(Befora  BsTTis  J.,  Southern  District  of  New  York,  March  2d,  1846.) 

This  was  a  hill  in  equity  filed  in  December,  1845,  by  the 
plaintiffs,  a  banking  corporation  in  the  city  of  New  ^Ork, 
against  Elizabeth  Skclton  and  Mary  Ann  Frazer,  (•itiztns  of 
the  AVest  (Wst  of  Africa,  and  Phili]>  R.  Yonnre,  a  citizen 
and  resident  of  Georgia.  The  facts  were  theKe :  At  the 
iuBtance  of  Lot  Clark,  the  plaintiffs,  on  the  dth  of  July,  1844, 
agreed  to  receive  on  deposit  for  safe  keeping,  for  a  short 
time,  and  until  some  conflicting  claims  in  respect  to  them 
flhoold  be  adjusted,  certain  bonds  and  moneys  and  a  promia- 
eoiy  note.   Accordingly,  lihe  said  Clark,  Samuel  L.  Burritt 
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and  Erastus  C.  Benedict,  (the  latter  acting,  as  was  alleged,  on 
behalf  of  the  defendant  Yonge,)  deiK)sited  with  the  plaintiffs 
sixteen  six  per  r/nt.  bonds  of  the  United  States,  fujioantiug 
in  the  whole  to  $o2,000,  with  coupons  attached  for  the  pay- 
ment of  interest,  and  a  promissoiy  note  of  one  Qibbs  for 
$1,000,  and  $2,490  in  cash,  said  to  be  interest  previonslj  col- 
lected on  the  bonds.  The  plaintiffs  teller,  who  received  the 
deposit,  delivered  to  Benedict,  with  the  knowledge  atid  con- 
currence of  Clark  and  Burritt,  a  bank  book,  commonly  called 
a  dealer's  book,  containing  this  entry :  "  City  Bank,  New 
York,  in  ac.  witli  Pl\ilip  K.  Yonge.  Bonds  dejx^ited  for  col- 
leetiuu  uf  the  iiirpre>t  aloiu?,  no  })ai-t  of  the  said  di'posit,  prin- 
cipal or  intiTt'st.  \n  be  vvitbdniwn  before  tlie  first  day  of  Sej)- 
tcinbi  r  next,  unless  Samuel  L.  Burritt,  of  E.  Florida,  shall  in 
writing  request  paid  Yonge  or  hh  attorney  to  witU<lra\v  the 
same,  or  some  portion  thereof;"  and  then  the  particulars  ot 
the  dcpihsit  wore  -tated.  About  the  Ist  of  August,  18^, 
three  of  the  bonds,  for  ^3,000  each,  and  the  note  of  Gibbs, 
were  withdrawn!  fn)ni  the  bank  pursuant  t  flu  above  condi^ 
tion ;  and  the  bank  subsequently  received,  for  interest  on  the 
remaining  thirteen  bonds,  $2,580  in  cash.  The  bill  alleged 
that  the  plaintifis  continued  to  hold  the  said  assets  under  such 
deposit,  without  making  any  claim  to  any  part  of  them,  and 
had  always  been  and  were  ready  and  desirous  to  deliver  the 
sjiiue  to  whosoever  might  be  entitled  to  them. 

in  AugiL-r,  J  SI4,  the  defendants  Skelton  and  I'^razer,  by 
the  said  Clark  as  their  solicitor,  filed  a  bill  in  the  C  Jo  art  of 
r'han<-(M-y  ^>^  the  State  of  New  Yurk,  against  the  plaintiffs 
and  the  tk-fciKlant  Yiins^e,  (•laiinin«^^  the  said  assets  and  futids 
as  their  property,  as  legatees  and  heirs  at  law  of  John  I'raJier, 
deceased,  i*epre,senting  that  the  said  assets  belonged  to  and 
were  derived  solely  from  his  estate,  of  whi(;h  the  defendant 
Tonge  was  one  of  the  executors,  and  that  the  executors  had 
received  other  and  suflicient  assets  to  satisfy  all  the  debts  and 
specific  legacies  of  the  estate,  and  setting  forth  various  other 
f^ts  to  show  that  the  assets  so  deposited  belonged  to  them 
and  ought  not  to  be  paid  over  to  the  defendant  Yonge,  and 
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praying  an  injunction  against  the  plaintiffs  and  Yon<i^e,  and 
other  ajjproprititi?  relief.  An  injunction  \v:i.<  issued  \)y  the 
btut^j  Court,  on  tlie  hill,  and  yerved  on  the  [>laintiftb,  restruln- 
ing  theTii  from  juirtiiif?  with  the  bonds  and  money.  They 
appeared  in  the  suit  and  tiled  tlieir  answer  in  January,  1S45, 
disclainung  all  title  to  or  interest  in  the  assets,  and  offering 
to  pay  ov{  r  the  same  as  the  Court  might  direct.  YoDge  also 
appeared  iu  that  suit  and  answered  the  bill.  The  injunction 
snbeeqiiently  dissolved  by  the  Chancellor,  leaving  the 
subject-matter  of  the  suit  to  be  prosecuted  between  the  par- 
ties as  tihey  might  be  advised ;  and  the  suit  was  still  pending, 
undetermined,  when  this  bill  was  filed. 

On  the  3d  of  November,  1845,  after  the  dissolution  of  the 
injunction,  a  notice  in  writing  was  served  on  the  plaintifib  on 
behalf  of  the  said  heirs,  to  the  effect  that  4ihe  said  assets 
belonged  to  the  said  heirs,  and  that,  if  the  plaintiffs  should 
deliver  them  to  Yonge,  they  would  do  so  at  their  j>eril. 

On  the  25th  of  November,  l>!4r),  Yunge  eonnuenced  two 
8uit.s  at  law  in  this  Court  against  the  plaintiffs,  one  in  trover 
and  the  other  in  assumj)sit.-  In  the  former,  he  pouirht  to 
recover  the  value  of  tli(*  suid  remaining  thirteen  bonds,  with 
coui>ons  attached ;  and,  in  the  latter,  damages  for  not  deliver- 
ing to  him  the  said  bonds,  and  for  not  paying  to  him  the 
interest  so  collected  thereon.  Those  suits,  also,  were  pend- 
ing, undetermined,  when  this  bill  was  filed. 

The  bill  contained  other  averments  usual  in  bills  of  inter- 
pleader, and  prayed  diat  the  defendants  might  be  decreed 
to  interplead  and  settle  their  rights  to  the  said  bonds  and 
moneys,  or  might  proceed  and  determine  them,  if  possible, 
in  ftud  stut  in  the  State  Court  of  Chancery ;  or  that,  on  the 
discontinuance  of  the  latter  snit,  the  plaintiffis  might  be  at 
liberty  to  pay.  over  the  assets  to  the  parties  on  being  indem- 
nified hy  this  Court  in  so  doing,  oi-  to  pay  the  same  into  this 
Court,  to  he  dis|K)sed  of  as  it  might  direct,  on  the  discontinu- 
ance of  said  suit  in  Chancery :  that  Yonge  might  be  en- 
joined from  prosecuting  his  suits  at  law,  and  Skeltou  and 
FrsiZ^r  from  prosecuting  their  suit  in  Chaucery ;  and  that  the 
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y»liiutiffs,  on  paying  the  assets  into  Giurt,  might  be  dis- 
churijed  from  all  liability  to  the  defendants  in  the  premises, 
and  have  allowed  to  them  all  their  costs  and  counsel  fees  in 
all  the  salts. 

A  motion  was  now  made,  upon  the  bill,  for  provisional 
injnnctians. 

George  WUUam  Wrighty  for  the  plaintiffs. 

Samiid  Skenooodf  for  Skelton  and  Frazer. 

Erastus  C.  Benedict^  for  Yonge. 

Betts,  J.  Two  questions  have  been  discussed  on  this 
motion  :  (1.)  ^7hether  the  facts  establish  a  case  for  a  decree 
of  interpleader :  (*3.)  Whether  this  Court  has  jui'isdiction  to 
niake  such  a  decree. 

The  strong  objection  taken  to  the  right  of  interpleader  in 
this  ease  is,  that  the  plaintifiEs  received  the  deposit  as  bailees 
of  Tonge,  and  became  absolutely  bound  to  lilm  to  retuni  it 
at  his  call ;  and  that  the  qualification  in  the  deposit,  that  the 
written  concnrrence  of  Burritt  should  be  neceesaiy  to  a  with- 
drawal of  the  deposit,  operated  only  for  a  limited  period, 
and  ceased  to  have  any  effect  after  the  1st  of  September, 
1844. 

Eminent  Judges  speak  of  the  doctrines  respecting  bills  of 

interpleader  as  perplexing  and  not  well  defined.  (2  Stoics 
Eq.  Jur.  §  814,  and  notes.)  The  f  uiKiiitnental  principle  u}x)n 
which  relief  by  bill  of  interpleader  is  founded  is,  that  two  or 
more  pers«>li^  are  claiminr^  tlie  same  tliiuii;  In-  different  or 
separate  interests,  of  a  pei*s(»n  wlio  does  not  claim  any  iiitt^r- 
est  tlierein  himself,  and  does  not  know  to  wliom  he  uuglit  of 
rif^lit  to  surrender  it,  and  that  one  or  both  have  brought,  or 
threaten  to  bring,  actions  against  him.  In  such  case,  he  may 
appeal  to  a  G^urt  of  Equity  to  protect  him  from  the  vexation 
attending  sneh  suits,  and  also  from  being  compelled  to  respond 
to  several  parties  for  the  same  thin^.  (2  Stores  Eq^  Jvr, 
2 


Digitized  by  Google 


18  SOITCHEBN  DISTRICT  OF  NBW  TOBE, 


The  Gitj  Bank  of  New  Yoik  t.  Skelton. 


§  806;  3  Kenfs  Comm.  567,  568 ;  Jerem^fs  Eq.  347  ;  Eden 
on,  In).  \st  "Am.  ed.  24:2  ;  Oraioshay  v.  Thornton,  2  Mylne 
t6  Oi'iiifj,  1  ;  Atkim<ni  v.  Jfan/cH,  1  Cowen^  091.)  The  de- 
feii;l:uit  Voiitre  insists  tliat  the  rule  does  not  Ji}){)ly  to  bailees 
or  to  ])aukei^,  but  that  they  are  l)oun(l  by  the  i^eiieral  princi- 
ples of  law  to  restore  to  tlie  Ijuilor  the  deposit  made  with 
them.  (2  Stoty's  Eq.  Jar.  §§  816,  817;  Story  on  Bail- 
m^tfiy  §  110.)  But  the  cases  which  seemingly  support  that 
objection  are  coimterbalanced  by  a  weightier  array  of  author- 
ities, both  English  and  American,  \f>  tlie  contrary.  (2  K^nl^9 
Comm.  566  to  568 ;  Atkinson  v.  MwiJcBy  1  Cowrn^  691 ; 
Sckut^  Y,  Peli98ier,  3  Mw.  OA,  E.  191 ;  Bireh  y,  Oorbinj 
1  Ooa^e  OL  €0969^  144;  Jeremtfs  JSq.  848.)  The  rale  bae 
been  directly  sanctioned  in  the  cases  of  funds  deposited  in  a 
bank,  (BiraA  y.  Gm^iij  1  Coa^s  0A»  Oases,  144,)  and  wilih  a 
stakeholder  (Id.  145  ;)  and  it  has  been  applied  in  behalf  of 
a  captain  of  a  vessel,  against  whom  there  were  adverse 
claims  upon  bills  of  lading.  (Lowe  v.  IlicJiardsony  3  Madd. 
277.)  Each  of  these  cusus  is  strong  in  analogy  to  the  present 
one,  and  1  should  feel  no  ditlicidty  in  declaring,  upon  the 
general  principle  of  P](iuity  jurisprudence,  that  a  bank  may 
be  entitled  to  relief  by  bill  of  interpleader  against  separate 
and  adversary  parties  who  claim  title  to  moneys  therein  de- 
posited. 

But  there  is  an  impediment  to  the  enforcement  of  that 
principle  by  this  Court  in  the  case  now  before  it.  One  of 
the  suits  pending,  against  which  the  plaintiffs  ask  relief,  Is 
prosecuted  in  the  State  Court  of  Chancery,  and  this  Court  is 
clothed  with  no  power  to  restrain  or  interfere  with  a  suit  so 
situated.  A  Court  of  the  United  States,  in  executing  a  juris- 
diction  vested  in  it,  may  undoubtedly  act  upon  parties  who 
are  suitors  in  a  State  Court  in  relation  to  the  same  subject- 
matter,  so  far  at  least  as  to  compel  their  submission  to  such 
judgment  as  the  United  States  Court  may  render  in  a  case  of 
which  it  has  cognizance.  But,  even  then,  it  cannot  interdict 
their  prosecuting  their  suit  in  the  State  Court,  much  less  am- 
trol  any  action  pending  in  such  Court.   It  is  understood  that 
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the  State  Courts  iinifonuly  adupt  the  same  doctrine  in  re- 
spect to  Courts  of  the  United  States.  Here  it  is  to  be  a?- 
ramed  that  the  State  Court  is  competently  posseBsed  of  the 
case  1h  fore  it,  and  a  decree  of  this  Court  compelh'ng  the 
pUiintiffs  and  one  of  the  defendants  in  that  Court  to  inter- 
plead hexe,  would  be  an  exercise  of  that  authority  and  oon- 
trol  OTer  the  State  Court  itself  which  can  only  be  allowed 
to  a  tribunal  of  general  jurisdiction  under  the  same  Govem- 
ment 

But  the  plaintiffs  haTe  niade«ont  a  case  of  the  most  strin- 
gent equity  against  allowiT)g  Yonge  to  proceed  in  his  suitii 
in  this  Court  against  them,  wliilc  the  suit  brought  by  Skeltoii 
and  Frazer  is  pending  in  the  State  Court  for  the  same  sub- 
ject-matter, and  to  which  he  is  a  party  defendant.  The  con- 
flicting rights  of  these  two  proseeutnig  parties  are  directly  at  • 
issue  in  the  suit  in  the  State  Court,  and  that  forum  has  full 
capacity  to  decide  the  right  between  them.  There  the  con- 
trt)versy  should  be  continued  BO  far  as  these  plaintiffe  are  to 
be  affected,  and,  with  the  determination  of  tbfit  ease,  they 
should  legally  know  to  whom  they  can  rightfully  deliver  over 
the  funds  in  their  possession. 

I  think  the  cases  of  MaOaw  v.  HindSy  (12  Whea/L  193,) 
and  Ihmn  y.  Clarke^  (8  Petertfy  1,)  furnish  a  guide  to  the 
order  proper  to  be  made  in  this  case.  The  former  was  a  case 
mmilarly  circumstanced  to  the  present  one,  and  is  an  author- 
ity that  this  Court  may,  in  its  discretion,  restrain  the  prose- 
cution of  the  auits  brought  by  Yonge,  until  he  has  luid  an 
opiK)rtuiiity  to  settle  his  controversy  with  Skelton  and  Frazer 
in  the  suit  in  the  State  Court  of  Clmneerv. 

I  shall  accordingly  order  an  injunction  to  that  elieet,  giving 
to  the  paVties  the  option  to  consent,  by  stipulation,  to  inter- 
plead in  this  Cburt  on  the  subject-niatter,  and  thus  place  it 
wholly  under  the  control  of  this  Court* 


•  Order.  Tlie  bill  in  thia  case  having  been  f  mi,  mul  counsel  for  the  respeo- 
tiTf?  jmrtit\>  hiivinjr  fu't-ii  licard,  and  tho  jin  rnisvs  being  lul!v  (■'sn.sklcreil,  ami  it 
appearing  to  the  Court  that  the  piaintiti;)  hold  the  ai>8et«  uad  lunds  in  the  bill 
iMiilioD«i  for  the  trae  owner,  without  hmTing  or  ehiniing  any  tight  or  interest 

a 
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David  L.  Suydam  vs.  Uobace  II.  Day. 

Under  the  FUent  Uwb  of  the  United  StetM,  an  aieignee  of  m  patent  must  be 
vq[arded  la  acquiring  hi*  title  to  It,  with  a  right  of  action  in  his  own  name, 

only  by  force  of  the  statute. 
Soch  excludve  right  of  action  exists  in  favor  of  a  sole  assigireo  only  in  two 
Cftscfi,  namely,  wliere  lie  acquire;",  by  assignment,  the  whole  ii^terest  in  the 
patent,  or  a  grant  or  conveyance  of  the  whole  interest  within  some  particular 
diistrict  or  territory. 

Under  §g  11  and  14  of  the  Aet  of  My  4th,  1886^  (6  IT.  &  Stai.  at  Larpe,  121 
128,)  an  ftOtioQ  is  g^Ten  only  to  aueh  peity,  (eompoaed  of  one  or  more  petw 
■ona,)  aa  poeieaaee  the  wliole  ioterest. 

The  Eiibjcct-matter  of  a  patent  is  not  partible  except  In  respect  to  territmial 
•SMgomente. 


therein,  and  that  they  are  ready  and  willing  to  deliver  the  same  over  to  wboeo 
CTer  nay  have  right  thereto ;  and  it  appearing  to  the  Court  that  the  defend 

ants  Eliaibeth  Skelton  nin!  Mary  Ann  Kntzer  have  lieretofore  _filcd  their  bill 
'in  the  Court  of  Chancery  of  the  State  ot  New  York  against  the  plaiutids 
and  the  defendant  Philip  B.  Tonge,  alleging  the  foil  right  and  title  to  the 
said  funds  and  assets  to  be  vested  in  and  to  belong  to  the  said  Skelton  and  Fra- 
zcr ;  and  it  appearing  to  the  Court  that  the  pUiotift'd  and  the  said  Yonge  entered 
their  respective  appearances  in  said  suit  in  said  Court  of  Chancery,  and  that 
said  suit  is  ctill  pending  and  ondetennined ;  and  it  further  appearing  to  the 
Court  that  after  such  suit  was  instituted  the  wud  Yon^e  commenced  in  this 
Court,  in  his  own  niiuie,  two  separate  aclioua  at  law  againist  tiic  pluinlitl's,  one 
in  trover,  in  which  he  seeks  to  recover  the  Tahie  of  the  said  funds  and  assets 
and  the  other  in  assinnp-iit^  in  which  diuuagcs  are  demnnde"!  for  the  detention 
of  the  said  assetii,  and  that  the  plaintiffs  have  appeared  in  ttie  said  actions,  and 
the  same  are  yet  pending  and  undetermined  in  this  Court :  It  is,  therefore, 
considered  by  the  Court  that  tVn  t  l  iintift's  are  entitled  to  relief  in  this  Court 
in  the  premises;  but,  inasmuch  as  the  suit  instituted  against  the  ptaintifls  by 
the  Mid  Skelton  and  Fraaer  la  proeeeuted  In  the  Oourt  of  Chaneery  of  the  State 
of  New  York,  and  the  proceedings  before  that  tribunal  are  tint  within  the 
cognizance  of  thia  Court,  or  su^tject  to  its  control,  it  is  considered  by  the  Court, 
that  ao  much  of  the  prayer  of  the  laid  bill  as  eeeki  an  interplead  in  the 
premises,  and  prays  ilie  sanie  to  be  decrec<I  by  iliis  Court  nguns)  the  above- 
named  defendants^  ought  not  to  be  granted,  and  it  is,  therefore,  or  dered,  that 
the  same  be  denied.  It  Is  Atrther  ordered,  ^t  an  iq|imction  issue*  according 
to  the  prayer  of  the  bill,  against  the  said  Yonge,  restraining  him  from  further 
prosecuting  his  said  actions  at  law,  or  either  of  them,  instituted  in  thus  Court 
against  the  plaintiffs^  until  the  final  decision  of  the  said  suit  pending  in  the  Court 
of  Cliancery  of  the  State  of  New  York,  unless  the  said  Yon;_'e  and  Skelton 
and  Frazer  shall,  within  twenty  days  from  tlie  date  of  thi^  order,  file  their 
stipulation  in  writing  in  this  Court,  electing  to  interplead  between  themselves 
in  this  Court,  in  respect  to  the  subject-imMU'r  aforesaid  ;  and,  in  case  of  such 
interpleader  between  the  said  parties,  it  is  ordered  that  the  said  plaintiffs 
thereupon  pay  into  this  Court  tha  fund<<  and  assets  aforesaid,  first  deducting 
therefrom  lucb  their  coeie  and  ezpensee  as  shsll  be  allowed  them  by  the 
•CourL 
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Where  a  patent  was  granted  for  un  improvement  in  tlio  mode  of  prepariog  india- 
rubber  with  sulphur  fur  liie  mauufacture  of  various  articles,"  and  S.  became 
tbe  Msignee  of  the  tiduiiTe  rigbl  to  um  tbe  improTeraent  "  in  the  iimidq&o- 
am  of  Alined  or  oomgilod  indla-rubbor  goods:  **  Mdd^  tlutt  S.  could  not 
—8it«Si.  u  Action  in  bia  own  name  alono  for  an  infring^mont  of  hia  right  hj 
Ibe  manufactnro  of  aneh  goods. 

(Before  NBuon  and  Bern,  JJ^  Sonthem  District  of  Kew  Totk,  April  26tb,  1846.) 

Dbmurrek  to  a  declaration.  The  action  was  case  for  the 
infringement  of  Letters  Patent.    The  plamtiff  counted  on 

two  patents.  The  first  count  set  forth  a  patent  to  Charles 
(foudyear,  assis^ee  of  Nathaniel  Hay  ward,  granted  February 
24th,  1839,  fur  an  "  iToprovement  in  the  Tnode  of  ))re])arini^ 
caoutehoue  with  sulphur,  for  the  niauufactun^  of  various 
articles."  and  an  assignment  by  Goodyear  to  the  plaintifT  on 
the  24th  of  May,  1844,  of  "  the  exclnsi\e  right,  privilege, 
and  license  to  use  the  said  iniprovement  in  the  maiuifacture 
of  shirred  or  corrugated  india-rubber  goods,"  and  alleged  an* 
infringement  by  "  the  mannfacture  of  shirred  or  corrugated 
india-rubber  goods."  The  specification  of  the  said  patent 
described  the  invention  as  an.  ^  improvement  in  the  mode  of 
preparing  caoutchouc,  gum*ela8tic  or  india-rubber,  for  the 
manufacturing  of  various  articles  in  which  that  substance 
is  used."  The  claim  was  the  combining  of  sulphur  with 
gum-elastic,  eitha*  in  solution  or  in  substance,  either  in  the  - 
modes  above  pointed  out,  or  in  any  other  which  is  sub- 
i»Untially  the  same,  and  which  will  pi\)duco  a  like  effect." 
The  second  count  set  forth  a  patent  to  Charles  Goodyear, 
granted  June  15th,  ls44,  for  an  "improvement  in  india- 
rubber  faljricd."  The  claims  of  the  last-mentioned  patent 
were :  (1.)  The  combining  of  caoutchouc  "  with  sulphur 
and  with  white-lead,  so  as  to  form  a  triple  compound,  either 
in  the  proportions  herein  named,  or  in  any  other  within  such 
limits  as  will  produce  a  like  result.  And  I  will  here  renutrk, 
that  although  I  have  obtained  the  best'  results  from  the 
carbonate  of  lead,  other  salts  of  lead,  or  the  oiddes  of  that 
metal  may  be  substituted  therefor,  and  will  produce  a  good 
effect,  I,  therefore,  under  this  head,  claim  the  employment 
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of  ejtlier  of  tlic  oxides  or  salts  of  lead,  in  the  i>laee  of  the 
white-lead  in  the  alK)ve-named  compound."  (2.)  In  combi- 
nation with  the  foregoing,  the  proce^is  of  exposing  tlie  india- 
rubber  fabric  to  the  action  of  a  high  degree  of  heat,  such  as 
is  herein  specified."  The  second  count  also  set  forth  an 
assignment  hy  Goodyear  to  the  plaintiff  on  the  24th  of  Maj, 
1844,  of  the  sole  and  exolasive  right  to  use,  in  the  manu- 
facture of  corrugated  or  sliirred  india-rubber  goods,  the  appli- 
cation of  white-lead  and  the  oxides  of  lead  in  connection 
with  the  application  of  artificial  heat,  and  in  combination 
with  india-rubber  and  sulphur,  in  the  manner  and  pn)|)ortion8 
Bet  forth  in  the  specification  annexed  "  to  the  last-mentioned 
patent,  and  averred  that  the  said  specification  and  the  u[)pli- 
cation  for  Letters  Tatcut  under  the  same  were,  at  the  time  of 
the  making  of  the  assignment,  on  tile  in  the  Patent  Office, 
according  to  law,  and  alleged  an  infringement  by  "  the 
manufacture  of  tihirred  or  corrugated  india-rubber  goodii  or 
fabrics." 

The  defendant  demurred  to  both  counts,  and  the  plaintiff 
joined. 

George  Griffin  and  Francis  B.  Cutting^  for  the  defendant. 

8eth  P.  StapUsy  for  the  plaintiff.  (1.)  By  the  act  of  Con- 
gress, the  plaintiff  can  maintain  an  action  in  his  own  name, 
for  injury  to  his  rights  under  the  patents.  He  has  the  exdu- 
Hue  right  to  use  the  patents  for  his  own  profit  Under  §  1 1  of 
the  act  of  July  4th,  1836,  (5  U.  8,  Stat,  at  Large^  121,)  a  party 
may  sell  any  imdivided  part  of  his  interest  in  a  patent.  The 
right  to  sell  is  not  contined  to  an  aliquot  or  integral  part  of 
the  patent,  but  applies  ala>  to  the  divisible  properties  of  the 
invention.  Section  14  of  the  eauie  act  aLso  tends  to  support 
the  idea  that  a  person  who  lias  an  exclunive  right  in  a  patent, 
may  have  a  remedy  by  action,  may  disclaim,  c^c,  an<l,  under 
§  17,  a  bill  in  equity  may  be  liied  by  any  party  aggrieved.'* 
(2.)  The  plaintiff  can  sustain  this  action  on  the  general  prin- 
ciples of  the  common  law.  It  is  an  action  on  the  case,  and 
the  law  furnishes  the  remedy  where  the  right  is  established. 
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The  CoruT  held  :  1.  Fndcr  the  Patent  law!*  of  the  Uiiited 
States,  an  u-ssii^nee  uf  a  ]»utt  nr  iniist  he  iviirardt'd  as  anjuiriiig 
his  titU'  to  it,  with  n  riirht  of  action  in  his  (»wn  iianie,  only  hv 
force  of  the  statute.  2.  8uuh  exclusive  right  of  action  exists 
•  ia  fAvor  of  a  sole  assigoee  only  in  two  cases,  namely,  where 
he  acquires,  by'  assignment,  the  whole  interest  in  the  patent, 
or  a  grant  or  conyeyance  of  the  whole  interest  within  aome 
particular  diBtrict  or  territory.  3.  Section  11  of  the  act  of 
1836,  which  authorizes  the  assignment  of  "  the  whole  inters 
est  or  any  undivided  part  thereof,"  taken  in  connection  with 
section  14  of  the  same  act,  gives  an  action  only  to  such  party 
(composed  of  one  or  more  persons,)  as  possesses  the  whole 
interest  4.  The  subject-matter  of  a  patent  is  not  partible 
except  in  respect  to  territorial  assignments.  5.  A^^  tl\e  decla- 
ration in  this  case  shows  that  the  phiintifF  lias  an  interest  in 
only  a  j>art  of  each  patent,  to  wit,  a  license  to  use,  in  the 
manufacture  of  a  particular  kiiul  of  goods,  the  invent  i  n 
covered  by  each  patent,  it  is  bad  on  its  face,  and  judgment 
must  be  rendered  for  the  defendant 


Joii:^  Jacques  vs.  Edward  K.  Collins  and  otukbs. 

Ia  B  proe«eding  in  this  Obttrt  under  §  15  of  t)i«  Jodicimrj  Aet  of  September 

24th,  1789,  (1  U.  S.  Stai,  ai  Larg«^  82,)  to  obtain  a  dUcoverr,  in  nn  action  at 
law,  of  documents  in  the  possession  of  the  adrerse  party,  it  is  only  requisite 
tbat  the  caiue  labould  be  ai  issue,  and  tliai  the  Cunrt  should  be  stitibfivd  that 
the  evidence  required  tu  be  disclosed  will  be  pertinent  to  such  issue,  and  that 
tlie  eiroimurtaacet  should  be  tlioee  tn  wbMi  a  diacomy  would  be  decreed  in 
Cbaneery. 

It  it  not  peceewry  tiiei  tlie  petition  for  the  dieeovery  ehonld  oootdn  Itie  foimeli- 
tiet  of  e  bill  of  diaoovery  in  Ctmncerj ;  but  it  is  enough  if  it  contains  a  notlee 

to  the  opposite  party  of  the  time  and  pbcc  of  mdking  the  iqipUeetioo,  end  % 

plain  designation  of  the  doenmcnts  sought  for. 

(Before  Bern,     Southern  Dietnct  of  Kew  York,  Ifa/  25th,  184A.) 

Thib  was  an  action  at  law  to  recover  damages  for  alleged 
false  repiesentationfl  made  by  the  defendants  conoeming  the 
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character  and  ooudition  of  divers  goods  shipped  at  New 
York  by  one  De  Goer  on  board  a  veaeel  for  England,  the 

plaintiff  averring  that,  by  reason  of  those  representations,  he 
was  induced  to  iidvauee  a  ]ar<;e  sum  of  money  to  De  Goer, 
by  way  of  loau,  on  the  goodb  as  Becurity,  whifli  money  wa^j 
entirely  lost.  The  defendants  now  pre.-eiited  a  petition  to 
the  Oourt,  t?ettini^  forth  that  the  cause;  was  at  issue ;  that, 
prior  to  the  making  of  the  loan,  a  eunvsjH indenee  t<X)k  place 
between  the  plaintiff  and  De  Goer,  in  which  the  special 
motives  and  reasons  for  the  loan  were  set  forth,  the  reverse 
e£  those  averred  in  the  <leelaratiou ;  that  the  loan  was  made 
on  certaui  bills  of  lading,  invoices,  and  otiier  documents, 
transferred  to  or  deposited  with  the  plaintiff  by  De  Goer,  as 
security  for  the  loan;  that  De  Goer  had  absconded,  and 
his  testimony  as  a  witness  could  not  be  obtained ;  that  the 
defendants  had  served  a  written  notice  on  the  plaintiff  to 
deposit  the  correspondence  and  the  other  papers  with  the 
clerk  of  this  Court,  so  that  the  defendants  mi^t  take  copies 
of  them,  or  to  serve  copies  of  them,  duly  verified,  on  or 
before  a  da}  named,  but  the  notice  liad  not  been  complied 
with ;  tliat  tlie  papers  in  question  were  not  in  the  })ossession 
or  under  the  control  of  the  (Iefen<hints  ;  and  tliat  the  discov- 
ery of  them  was  nece6sary  to  enal)U'  tlie  defen<hint«  to  prepare 
for  trial.  The  ]>etition  prayed  a  discovery  eitluT  by  a  deposit 
with  the  clerk,  or  by  the  service  of  swoi-n  co])ies,  and  was 
verified  by  one  of  the  defendants,  to  the  effect  that  the  papers 
were  not  in  their  possession  or  under  their  control,  and  that 
the  affiant  was  advised  by  counsel  and  believed  that  the  dis- 
covery was  necessary  to  enable  the  defendants  to  prepare  for 
trial  There  was  added  a  certificate  of  counsel  that  he  had 
given  such  advice. 

iSeth  P»  Staples  and  John  Anthony  for  the  defendants. 

Frcmcia  B,  CtUtmg^  for  the  plaintiff. 

Bi.rrr8,  J.  Tlie  petition  now  presented  conforms  to  the 
course  of  practice  in  the  State  Courts,  {GiuJuim-s  Pr.  B,  dych. 
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6,)  but  ail  objection  [a  taken  to  its  suflic  ieiicy,  on  the  ground 
tliat,  if  it  were  tiled  in  Chancery  to  (compel  a  dipcoverv  of 
the  r^anie  papers,  it  would  be  l>ad  on  ^'oneral  demurrer,  and 
that  the  }>reseut  proceedino^  is  substautially  of  the  same  char- 
acter aa  if  it  were  had  in  Equity. 

The  Supreme  Court  of  New  York  seems  to  regard  the 
State  statute  as  transferring  to  the  law  Courts  the  jurisdictioQ 
and  practice  of  Chancery  in  relation  to  this  subject  of  dis- 
ooveiy,  to  be  exercised  conformably  to  standing  rules  of 
Court  {Taumsmd  t.  Zawrenee,  d  Wend.  458.)  There  is  a 
difference^  however,  in  the  terms  of'  the  State  and  United 
States  statutes^  which  may  perhaps  require  some  diversity  of 
proceeding  in  executing  them.  (3  S.  199,  §§  21,  22 ;  Act 
of  Sept.  24M,  1780,  §  15,  1  U.  S.  Stat  at  Large,  82.)  The 
act  of  Congress  requires  that  the  circumstances  shall  be  those 
in  wliicli  a  diw!Overv  would  be  decreed  in  Chancery,  but  it  in 
no  re>pert  «lesi<riiates  the  Chancery  practice  as  tlie  mode  by 
which  the  law  Coui-ts  shall  execute  the  power.  It  also  diflFere 
fn>in  the  State  statute  in  limiting  the  ])ioeeeding  to  cases  in 
which  issue  \^  joined,  and  \\\  which  it  is  made  to  appear  satis- 
^Mstorily  to  the  Court  that  the  eyidence  required  to  be  dis- 
closed will  be  pertinent  to  such  issue. 

No  method  of  proceeding  being  prescribed  by  Oongrefls, 
this  Court  has  alwaj^  considered  the  purpose  of  the  act  best 
fulfilled  by  adopting  the  most  simple  and  expeditious  course 
of  procedure,  and  avoiding  the  formalities  <xE  a  bill  of  dis- 
covery in  Chancer}'.  A  mere  notice  to  the  opposite  })arty  of 
the  time  and  place  of  application,  and  a  plain  designation  of 
the  documents  or  pieces  of  evidence  sought  for,  have  been 
acted  upon  in  thiii  Court  us  b\ifliciently  fullilling  the  ternis  of 
the  law. 

Tlie  .standiiiL''  rules  of  this  Court  make  no  direct  provision 
for  this  procecdinii^,  and  the  ado})tion  by  them  of  the  State 
rules,  to  apply  in  causes  where  none  are  specitically  estab- 
lished by  this  Court,  may  very  well  embrace  the  regulations 
of  the  Supreme  Court  of  the  State  governing  these  applica- 
tions. The  petition  in  this  case,  whether  considered  in  that 
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view,  or  only  in  relation  to  its  constituent  parts,  is  sufficient 

in  substance,  iiiid  adeijuate  notice  lias  been  given  to  the 
\  ])laintiff.  The  objection,  tberef(»ie,  that  the  petition  is  defec- 
tive 08  a  bill  of  discover}',  cannot  avail,  and  the  |)laintiff 
must  produce  and  leave  with  the  clerk  the  ])apers  called  for 
l)y  the  petition,  or,  at  his  election,  aerve  copies  of  them  on 
the  defeudautfi*  attorney. 


TnjK  PliKSIDENT,  DlKECTORS  AX1>  CoMPANV  OF  THE  CiTY  BaUK 

OF  >^'e\v  Youk 

V8. 

'Eluauktu  Skkltok  am>  oTUEiifi.   In  Equity. 

This  Court  lias  power,  in  a  proper  case,  to  prohibit  a  nnn-rosidrnt  plaintiff  irom 

prosecuting  an  action  against  a  defendant  rp«idinp  witliin  this  .State. 
A  party  entitled  to  ttue  in  tliiii  Court  bv  rt'tu^uu  uf  a  cuDt»iituliunal  quHliGcation, 

acquires  no  right  to  tnj  tUnding  hvn  (UflTerent  from  wfaai  hft  woutd  have  m 

uj  other  Iribanal  oonipcteDt  to  take  cogniaauce  of  bia  caae. 
Whenever,  therefore,  juriadiction  over  bis  ca^*  has  attached,  this  Court  will 

proceed  with  it  conformably  to  tiie  general  principles  of  law,  aiid  to  the  usage 

and  practice  of  the  Court. 
The  Circuit  Ctmrts  of  tlic  t'nited  States  have  power  to  eoDtrol  wnd  stay  tioris 

pending  before  them,  either  bj  order  ou  the  coniuion  law  (tide  uf  ilie  Court, 

or  \>\  iiijanetlon  on  the  Equity  side. 
Bnt  they  will  not  exercise  tuoh  authority  over  actions  pending  In  a  8tat« 

Court,  nor  will  a  State  Ck>uii  interfere  with  acUona  pending  In  the  F^eial 

Courts. 

The  decision  in  this  same  cape,  (antt,  p.  14,)  that  thi?  is  n  proper  cate  for  this 
Court  to  stay  by  ii^unctiou  an  acti(/&  at  law  pending  here,  reviewed  and 
,  itllinucd. 

(Before  Nelsom  and  Bms,  JJ.,  Southern  District  of  New  York,  July  Slet 
184G.) 

At'TI'R  tin'  injunction  in  tliis  cfi^c  was  irranted,  (an/f\jK  14-, 
the  delcndant  Y^nige  answered  the  bill,  and  now  moved  for 
a  dis&olutiou  of  the  iujimctiou. 
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Tbe  Citgr  Bank  of  Sew  York  «.  Skelton. 

Eraatu^  C\  Benedict^  fur  Yonge. 

(jcijrge  WiUiani  Wright^  ior  the  plaintiffs. 

Bktts,  J.  This  motion  is  urged  principally  upon  the 
gioond  that  this  Court  has  no  constitutioDal  power  to  inhibit 
a  non-resident  plaintiff  fi-om  prosecuting  an  action  against  a 
defendant  residing  within  this  State.  The  Constitution,  in 
designating  the  parties  and  subjectB  over  which  the  Courts 
of  the  United  States  shaU  take  jnr\8diction,  does  not  prescribe 
the  manner  in  which  snch  jurisdiction  is  to  be  exercised.  It 
of  oooTBe  derolves  npon  Congress  to  regulate  the  mode  of 
prooedore  by  which  the  functions  of  the  judiciary  are  to  be 
exeeiitod.  This  is  sometimes  done  by  a  specific  direction  to 
the  (\Hii-t.<,  ])iit  most  commonly  by  very  general  provisions, 
such  are  embodied  in  the  procress  acts,  oi-  in  ^  34  of  the 
Judiciary  act  of  1  Tn'J,  (1  S.  Sfaf.  at.  L<in/r\  1>2.)  The 
I'lquity  powers  of  tliis  Court,  and  the  practice  by  means  of 
which  such  powers  are  enforced,  are,  by  act  of  Congress, 
made  substantially  the  same  as  those  of  the  High  Court  of 
Chancery  in  England.  {Act  of  May  8th,  1 70i>,  %1.\U.  S. 
Stat,  at  Large^  276;  Rohiim  n  ^  .  Campbell^  3  W/ieat,  212, 
228.)  Whenever,  therefore,  jurisdic^tion  over  a  case  attaches 
bj  virtue  of  the  Ck>nstitntion,  the  Court  proceeds  with  it  con- 
formably to  the  general  principles  of  law  preecribed  by  the 
statute,  or  established  under  authority  derived  from  it ;  and, 
in  this  req>ect,  the  Courts  of  the  United  States  stand 
upon  the  same  footing  as  those  of  tins  State  or  of  Great 
Britain  liavin^^  general  jurisdiction.  A  party  entitled  to 
hue  liy  reason  of  a  constitutional  qnalitication,  acquires  no 
right  to  any  stan<ling  in  this  Coni't  (b"fferent  from  .what  he 
would  have  in  any  other  trilmnal  comj>etent  to  take  cogni- 
zance of  his  case.  "Wherever  he  is  entitled  to  resort  for 
relief,  he  must  take  his  remedy,  not  upon  the  footing  of  his 
capa*'ity  to  sue,  but  conformably  to  tlie  law  and  usage  of  the 
Court  A  suitor  in  this  Court  must  accordingly  be  subject 
to  such  regulation  and  control  as  the  Court,  under  authority 
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of  law,  iii:iy  deem  proper  to  ap])ly  to  his  particular  rase,  or 
such  as  may  exist  in  the  form  of  general  rules  of  practice  or 

decision. 

This  power  of  Circuit  Couils  to  control  and  stay  actions 
pending  before  tkem  is  distinctly  recopnii^c'd  by  the  Supreme 
Court.  {MaUoic  t.  ITimU,  12  WhsaL  l^Z ;  Dunn  v.  Clarke, 
8  Peters^  1.)  In  both  of  those  cases,  the  suits  at  law  stayed 
by  injunction  were  pending  on  the  law  side  of  the  Circuit 
Court ;  and,  in  the  latter  case,  although  the  Supreme  Court 
held  that  the  injunction  bill  could  not  be  maintained  for  the 
want  of  prupcr  parties,  yet  they  ordered  a  stay  of  the  suit  at 
law  in  the  Circuit  Court  until  the  parties  should  have  had 
time  to  seek  relief  from  a  State  Court.  The  stay  of  pit)ceed> 
in^  in  the  present  case  might,  therefore,  have  been  rightfully 
made  l)y  order  on  the  eominon  law  side  uf  the  Court,  or  the 
CtMirt  may,  on  a  i)roper  bill,  act  on  the  Eq^uity  side,  and  effect 
tlie  f^tay  by  injunction. 

The  Supreme  Court  of  the  State  of  New  York  exercises  a 
broad  equitable  poAver  over  suits  and  suitore,  in  staying  pro- 
ceedings on  mere  motion,  when  the  justice  of  the  case  de- 
mands such  interference.  {Graham',^  l*r.  B.  3,  ch.  2.)  It  is 
also  a  common  head  of  Equity  to  restrain  suits  at  law  by 
injunction  from  Chancery,  whenever  the  relief  at  law  is  inad- 
equate  or  inlperf  ect,  or  whenever  the  Court  of  Chanceiy  has 
cognizance  of  the  case  already,  and  Is  competent  to  give  the 
parties  full  reliel  {Thomson  v.  Brown,  4  Johns.  Oh.  B. 
ei9,  643;  Benton  V.  Graves,  Bopk.  Oh.  B,  806.)  And  no 
doubt,  if  Tonge  had  instituted  his  actions  in  a  State  Court  of 
law,  the  Chancellor  would  have  enjoined  their  prosecntion. 
But  the  Courts  of  the  United  States  will  not  exercise  Bueh 
authority  over  the  State  Court,  {Diggs  v.  Wolcott^  4  Cranch^ 
179,)  nor  will  tlie  State  (Jourt  of  Chancery  interfere  with 
actions  pending  in  tiic  Fedtn'al  Courts. 

The  case  of  Dunn  v.  Clarh\  before  cited,  is  full  authority 
for  staying  proceedings  in  the  actions  at  law  in  tiiis  Court,  to 
await  the  decision  upon  the  subject-matter  in  the  State  Court, 
the  case  here  being  clothed  also  with  the  additional  feature, 


Digiti^uG  by  Google 


OGTOBEB,  1846. 

Sporkmaa  v.  Higgina. 


29 


that  the  suit  in  the  State  Court  was  lirst  bmught  and  is  »♦ 
ifisiic  there  between  the  same  pei-sons  who  are  parties  to  the 

guits  here. 

TIh'  ]>o\vor  (»f  this  Court  thus  to  interfere  being  }X)S8e8sed 
ill  ample  pin  inula,  we  are  satisfied  that  tlie  facts  of  this 
case  will  wai-rant  and  indeed  demand  the  exercise  of  tliat 
power.  The  motioii  to  dififiolve  the  iujuuctioii  must,  there- 
fore, be  denied. 


AMD  I^ELBEY 
VS. 

EuAS  S.  Hioonrs  akd  onnsss.  In  Equitt. 

Where  e  pldnUff,  who  had  obteined  tn  ti^nncUon  fipom  thia  Ooerl  resindning  s 
defendant  from  the  infringement  of  a  patent,  set  on  foot  a  stratagem  to  lend 
the  «!»*f.  tiilaiit  to  violate  the  injunetion,  and  lniiii«Mli;a'  )v  made  a  motion  for  an 
attarliiuoiit,  knowing  the  defemiuiit  to  be  iniiotPiit  ol  any  wrongful  act,  and  tt 
ctearl  V  appeared  that  there  had  been  no  violation  ol  the  injunction :  iJtldf 
tfiet  the  pldntiffmnat  pay  the  coeti  of  the  notion. 

Etcq  if  there  bad  been  an  actual  viohition  of  the  injunetion,  induced  bj  the 
■mttegem  of  the  plaintiff,  an  application  for  an  attadiment  would  not|  it  9tm$^ 
be  jnatified,  either  in  eonsdenoe  Or  in  law. 

(Belbn  BBvn^  J.,  Southern  Dietrict  of  New  Tork,  October  20th,  1846.) 

Tms  waa  a  motion  for  an  attachment  for  aa  alleged  viola- 
tion of  an  injunction  restraining  the  defendants  from  infring- 
ing the  plaintiffiB'  patent  for  a  de^iz/n  for  floor  oil-cloth.  (See 

SjHit'kinan  v.  Higgins,  1  Blatchf.  C.  C.  li.  205.) 

JJanul  Lordy  for  the  plaintiffs. 

Seih  P.  StapleSy  for  the  defendants. 

P'l  rrs,  J.  A  witness  on  the  part  of  the  plaintiffs  deposes 
that  he  purchased,  a  few  days  since,  some  of  the  oil-cloth  of 
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tke  pattern  m  qaestion  at  a  store  in  Pearl  Btreet ;  that  on  the 

same  day  he  applied  for  oil-cloth  at  the  defendants'  store  in 
Broad  street,  and  bought  some  of  the  same  kind  there ;  and 
that  the  clerk  who  sold  the  latter  told  him  that  the  oil-cloth 
in  Pearl  street  belonged  to  the  defendants. 

On  the  part  of  the  defendants  it  is  estnblislied,  bv  tlie 
fullest  proof,  that  tbey  liad  no  interest  ^\hatevcr  in  the  Pearl 
Btreet  st^^re,  or  in  the  oil-cloth  sold  there,  and  the  eviden(»c  is 
strong  to  show  that  the  ] plaintiffs  were  well  aware  of  that 
fact.  It  is  further  proved  by  the  defendants  that  a  person 
applied  to  their  porter,  at  their  store,  to  sec  oil-doth  ;  that  it 
was  flhown  him ;  and  that  he  selected  out  of  the  general  stock 
the  particnlar  piece  in  question,  and  desired  to  hare  it  sent 
to  an  address,  which  he  gave,  at  a  place  designated,  and  then 
left  the  store.  Immediately  afterwards,  one  of  the  defend- 
ants went  into  the  salefl-room,  and,  on  being  informed  by 
the  porter  of  what  had  happened,  forbade  his  delivering  the 
cloth,  and  told  him  it  could  not  be  sold.  Tlie  defendants  fur- 
ther prove,  that  when  the  injunction  wa^i  served  they  gave 
strict  orders  to  their  clerks  to  stop  selling  that  description  of 
cloth.  The  peivon  who  tlius  called  at  their  store  did  not  ]iay 
^r  the  clotli,  and  it  was  not  sent  to  the  address,  Tlie  name 
he  gave  was  an  assumed  one,  and  it  appears  that  he  acted  for 
the  plaintifib.  The  motion  for  an*  attachment  is  made  on  his 
affidavit. 

The  counsel  for  the  plaintiffs  very  properly  admitted  tli  it 
the  application  could  not  prevail,  and  that  the  evidence  fully 
acquitted  the  defendants  of  all  blame.  But  it  was  urged  that 
probable  cause  for  the  motion  had  been  shown,  and  that  costs 
ought  not  to  be  awarded  against  the  plaintifiis. 

The  proceeding  on  the  part  of  the  plaintiff  was  palpably 
a  stratagem  to  lead  the  defendants  to  violate  the  injunction. 
This  motion  is  not  induced  by  any  acts  known  to  have  been 
done  1)V  the  defendants,  or  bv  any  declaration  or  intimation 
of  theire  that  they  would  disre<r;ird  the  inhibition  they  were 
under.  Their  conduct  wiis  in  every  respect  submissive  to 
the  mandate  of  the  Court.   Even  if  the  plaiutiiit)'  agent  had, 
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under  rach  cireninBtaneee,  succeeded  in  making  a  yalid  pur- 
chase  of  the  oil-cloth  from  tlie  defendants'  porter,  by  payini; 
the  price  or  obtaining  a  deliseiy  of  it,  such  transactiuu  would 
not,  either  in  conscience  or  in  law,  justify  an  apjilication  for 
an  attachment.  But  there  was  no  sale  in  fact ;  aiul,  as  the 
plaintiffs  set  on  foot  a  sclienie  to  entrap  the  defe7i(laiits.  and 
iiiiiuediatc»ly  i)ur8ued  them  with  a  motion  for  an  attachment, 
knowing  them  to  be  innocent  of  any  wrongful  act,  it  is  right 
that  the  plaintiffs  sbonld  be  charged  with  the  costB  of  an 
application  so  made. 

The  motion  for  an  attachment  is  denied,  with  coets  to  be 
taxed. 


Benjamin  G.  Wilder  tr^.  Miouael  ]\IioCoBMicR. 

Wbtra  it  is  assigned,  as  eaoM  of  demurrer  to  a  declaration,  that  it  is  not  prop. 

er!y  entitled,  but  th-  direct  5;^  not  pointed  out  nTifil  the  nrjinimcnt,  and  U  then 
alK-ici  to  coiisi:it  in  a  variance  between  the.decianuiun  and  the  writ,  tbe  Court 
cannot  act  upon  it  on  aucii  a  suggestion.  a 
Bat,  Arm  if  sncli  «n  objection  were  proper!?  raised,  an  amendment  of  the  error 
woold  be  allowed. 

YttkMrn  between  tbe  decUimtion  and  tbe  writ  ewtnot  be  taken  ad?aiit^^  of  on 
gOBOfal  deDoirer. 

In  a  fleclaration  on  Letters  Patent  for  an  invention,  it  i«?  not  necc^snry  to  aver  at 
what  specific  time  the  invention  patented  was  made;  it  need  ooljr  be  before 
U;c  application  tor  tbe  patent. 

Tbe  grant  of  Lettera  Patent  b  itidf  aofidnit  e^enee  Uiat  all  tlw  preliminaiy 
alepa  reqoirad  hy  kw  were  property  taken  bj  tbe  patentee ;  and  it  ie  not 
necaaaaqr,  in  a  dedantion  on  if  patent,  to  plead  the  taking  of  any  of  those 
steps. 

A  t1e«.lanttion  on  a  patent  niii'-t  t<'ndf>r  nn  i'j-jne  on  the  novelty  and  utilify  of  the 
disi  ovory  patented,  but  it  need  not  hHow  the  regularity  of  tbe  proceedings  in 
uie  Patent  Oibce  preliminary  to  the  grant. 

Tbe  uuthoritf  of  the  GooiniJaiioner  of  Patents  In  granting  a  patent  It  not  of  tbe 
nature  of  ^'wHididiM,  in  its  eommon  law  aoceptaiion,  and  tbe  doctrine  appcr* 
tdobg  to  the  judgments  of  tribnnals  of  Inferior  JttriadictioD,  when  pleaded,  Is 
not  applicable  to  his  acts. 

A.  dedaration  on  a  patent,  which  aveni  the  patent  and  spcoifioation  to  be  In 
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language  of  the  import  and  to  the  vflbet  roUowing,**  md  then  sets  them  forth 

in  hoBc  verba^  i»  sufficient,  and  is  not  open  to  tbc  objection  that  the  potent  Is 
not  sot  forth  according  to  it-^  legal  tmor  and  i-ffect. 

An  avcruieut  that  tlie  p  iij  nt  and  specitlcation  nre  "  rcndy  in  Court  to  be  pro- 
duced," Lb  equivalent  to  a  profert  in  its  most  furnjul  t^rins. 

A  rritenidon  of  UtfHngemeiite  of  a  patent  may  be  saed  for  in  one  action. 

A  dodanuioa  for  the  inMngemeot  of  a  patent^  commendng  in  osae,  and  eonelnd- 
ing  hj  demanduig  odtef  dama^  In  gross  in  compensation  of  the  wrong,  Is 
good. 

Where  a  declaration  on  a  patent,  though  not  formnl,  f  n>bodic.«  all  that  is  c?»«critinl 
to  enable  the  pluiiuifT  lo  gi?e  evidence  of  his  nglit  and  of  its  violation,  and 
aiTurdii  to  the  defendant  the  opportunity  to  iuurpo^  every  defence  allowed 
llim  bj  kvr,  the  Conrt  iHU  not  encourage  merely  critical  objections,  and  will 
sedi,  even  on  special  demarrer,  to  sustain  the  dedaratlon. 

(Before  Nelson  and  Betts,  JJ.,  Southern  District  of  New  Vurk,  November  i9tii, 
1646.) 

TniB  was  an  actiou  on  the  case  for  the  infringement  of 
Letters  Patent  The  defendant  demnrred  to  the  declaration, 
aligning  fifteen  special  causes  of  demnrrer.   The  plaintiff 

joined.    The  case  is  sufficiently  stated  in  the  opinion  of  the 
Court 

Eugene  Cdeeerly,  for  the  defendant 
^  John     Staples^  for  the  plaintiff. 

BsnS)  J.  Most  of  the  cnnses  of  demurrer  in  this  case  are 
of  an  extremely  technical  character,  touching  very  slightly 
the  merits  of  the  action.  They  can  be  best  disposed  of  by 
considering  them  nnmerically  in  their  order. 

The  first  cause  is,  that  the  declaration  is  not  properly  enti* 
tied,  but  the  defect  or  imperfection  is  not  pointed  out  It  * 
was  alleged  on  the  argutuent  that  the  writ  was  returnable  on 
the  19th  of  February,  whereas  the  pladta  was  of  the  20th. 
If  this  objection  was  intrinsically  of  ever  so  great  importance, 
the  Court  most  manifestly  would  not  act  upon  it  on  a  sugges- 
tion iju  made.  Jhit,  if  the  objectiuu  liad  come  up  on  oyer  of 
the  writ,  or  by  setting  out  the  writ  in  /t(Pe  verba  in  the  de- 
murrer IxKjk,  the  Court  would,  under  the  statute,  allow  an 
amendment  of  au  error  so  •trivial.   {Act  of  Sept.  2Uh,  1789, 
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§  o'2y  1  fj.  S.  Sfof.  at  Large,  Ul.)  A'nilsnicos  between  tlie 
de<-lamti«ni  ;ni"l  tlic  writ  eaniiot,  however,  l>e  taken  advuntao^e 
f'f  oil  general  demunxn*.  {Damll  v.  t'miy^  2  Wheat,  45.) 
This  cause  of  demurrer  ia  overruled. 

The  seeond  cause  assigned  is,  that  the  declanition  does  not 
aver  at  what  time  the  invention  patented  wjis  made.  Time 
18  not,  in  this  case,  a  traversable  particular,  in  the  sense  of 
special  pleading.  The  Patent  law  nowhere  requires  the  pat- 
entee to  allege  or  prove  the  specific  time  of  his  invention. 
It  need  only  be  before  his  a})}>llcation  for  a  patent ;  and  it  is 
wholly  immaterial  to  the  validity  of  the  patent,  and  to  the 
character  of  the  pleading  to  be  interposed  by  the  defendant, 
whetlier  the  invention  was  long  antecedent  to  the  application 
i>Y  directly  preceded  it.  The  a(^t  of  July  itli.  \S^M')y  (5  U.  S, 
Sfaf.  nf  Large^  119,  §  entitle;*  the  person  wlm  invents  or 
<]  -  ers  a  new  manufacture,  t.^c.,  not  known  or  used  by 
otiici>  before  hi?  discovery,  to  take  out  a  patent.  Should 
evndence  i)e  offered  by  the  defendant,  tending  to  defeat  the 
patefit,  because  it  was  taken  out  before  tlic  discovery  was 
made,  it  would  be  clearly  sufHcieut  for  the  patentee,  in  its 
sapport,  to  prove  that  he  made  the  discoveiw  at  any  period^ 
however  short,  previous  to  his  application  for  the  patent' 
{Meau%  V.  Sif4^,  4  Mason,  lOS ;  2  OreenL  Ev.  %  492.) 
The  averment  demanded  by  this  cause  of  demurrer  is  not 
inserted  in  approved  precedents  of  declarations  for  infringe- 
ments  of  patents.  (2  Oreenl.  Ev,  %  487,  note  1 ;  Phillips 
rm  Pat.  520;  2  Ohitty^s  PL  320.)  The  second  cause  must, 
therefore,  l>c  disallowed. 

The  third  and  fourth  causes  cannot  be  sustained.  The 
third  ii^,  that  it  diMjs  not  ap|^>ear  that  the  apjdication  for  the 
patent  was  in  writinir,  nor  t<>  wliuni  it  was  made.  The  fourth 
is,  tliat  ir  does  not  appear  tliat  tlie  ( 'ommi>si()ner  of  Patents 
had  any  rightful  authority  to  grant  the  patent.  These  causes 
are  founded  upon  supposed  requisites  of  the  statute,  not 
averred  in  the  deelai-ation  to  have  been  complied  with,  and 
are  also  supposed  to  be  sup|)orted  by  general  principles  gov- 
eniiiig  proceedings  in  tribunals  of  inferior  jurisdiction.  If 
8 


Digitized  by  Google 


34:  BOUTHEBN  DISTRICT  OF  NEW  TOBK, 

Wilder  v.  McConuick. 


tlie  mattera  which  it  h  alleji^cd  should  be  set  forth  in  tlic 

deeliiratioii  would  call  for  ;iit]ili<  :iti<)ii  of  thofie  priuciplcs 
in  ca,se  they  were  pleaded  by  \v;iy  of  justitic  ution  and  in 
defence  of  act-^  (l<jne,  or  as  a  protccri< >ii  t«>  tlu*  i^nrty  }>lettding 
them,  which  would  at  least  be  a  doubtful  ]>rn])n-itit>n,  {Mar- 
tin V.  3[f>ff\  VI  Wheat.  11),)  it  would  not  liccc^^urily  follow 
that  tlie  same  method  of  pleading  must  be  pui-sued  in  declar- 
ing upon  a  private  title  or  a  grant  emanatin<i^  from  fonction- 
aries  acting  under  statutory  authority.  {L><i'j  v.  (^hism^  10 
Wheoit.  449 ;  Bank  oftJhe  United  States  v.  Smithy  11  Wheat, 
171 ;  OarroU  v,  Peake,  1  Peters^  18, 23.)  The  third  cause  of 
demurrer  rests  upon  the  assumption  that  the  plaintiff  must, 
in  his  pleading,  specify  all  the  acts  done  by  him  to  obtain  a 
patent,  in  order  diat  it  may  appear  upon  tlie  face  of  the 
declaration  that  the  mode  of  proceeding  pointed  out  by  the 
statute  has  been  pursued.  But  the  case  of  Ths  Philadelphia 
ami  Trenton  lia'drinid  Co.  v.  Stimpson,  (14  J^etem^  448.) 
dis|K>ses  of  this  and  all  the  other  objections  that  full  within 
thu  s.inie  class.  The  grant  of  the  juitcnt  is  itself  sufficient 
t'vidtiiee  that  all  the  ]n rliiiiinary  steps  r<  (|uii*ed  bv  law  were 
]H'»»perly  taken.  An<b  as  the  plaintiff  may  niakc  his  j)atent 
tlie  (liicct  and  efficient  proof,  in  the  tii-st  instance,  of  his 
right  to  the  grant,  so,  o  forfUtri^  it  would  seem  to  be  unneces- 
sary for  him  to  plead  any  of  the  particulars  which  conduced 
to  the  grant.  It  i>  sufficient  to  set  forth  the  L-iinf  in  sub- 
stance. {Tryo%%y,Wtnte,  \  Peteri  V.V.lL'd^.)  The  fourth 
cause  of  demurrer  is  founded  u|)on  a  misap])lication  of  a  doc- 
trine appertainuig  to  the  acts  of  legal  tribunals,  where  a 
Court  of  inferior  jurisdiction  takes  cognizance  of  a  case  and 
renders  judgment,  and  he  who  sets  up  such  judgment  in 
BU])port  of  his  own  interests  must  aver  and  prove  that  the 
tribunal  had  jiu  isdiction  in  the  matter.  The  authority  of 
the  Commissioner  of  J'atents,  or  of  the  Comniissioner  of  the 
Land  Office,  or  of  the  rrcsickMit,  (whose  former  fmu  tious  in 
this  behalf  are  hoav  exercisetl  by  those  ofiirci-.N,)  to  is>ue 
L;raut>,  i>  not  nt  the  nature  ut  jtir^tS(ln:hoit^  in  its  coiiniKsn 
law  uud  technical  acceptation.    As  in  regard  to  patents  for 
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land,  60  in  regard  to  patents  for  inventions,  the  proper  ofiicer 
iflsnes  the  grant  when  he  has  evidence  satisfactory  to  his  oivn 
mind  that  the  claimant  is  entitled  to  receive  it  But  that 
adjudges  nothing  as  to  the  real  right  That  question  is  un- 
affected, and  remains  to  be  examined  and  decided  between 
parties  contesting  it,  without  prejudice  or  advantage  from  the 
Letters  Patent.  We  are  not  aware  of  any  method  of  plead- 
ing by  which  the  Courts  can  he  called  n]x>n  to  settle  the  regu- 
larity of  the  jm  liiiiiiKii  V  prtH.-ecHliiiiiS  in  the  I^itcnt  Office. 
Xor  il«K-s  then'  scim  to  he  any  utility  in  puttiti^  in  iKisue  the 
anthuj  it  N  of  tlu'  ( 'oniMiitebiuncr,  upon  the  facts  hcfoiv  liini,  to 
grant  a  jiatent,  l>ecaufte,  if  the  decision  should  negative  his 
authority,  it  could  not  revoke  or  supereede  the  patent.  The 
declaration  must  tender  an  issue  ujx>n  the  novelty  and  utilit^*^ 
of  the  discovery  patented,  thet>e  heing  essential  to  the  en- 
forcement of  any  exclusive  privilege  under  the  patent  But 
the  question  of  the  regularity  of  the  proceedings  in  petition- 
ing for  and  obtaining  the  patent,  and  that  of  the  correctness 
of  the  judgment  of  the  officer  in  awarding  it^  are  not  mate* 
rial,  and  cannot  be  inquired  into. 

The  fifth  and  sixth  causes  of  deminrrer  are  founded  ui>on 
an  inaccurate  appTehension  of  the  form  of  the  declaration,  % 
The  tifth  cause  i>.  that  tlie  declaration  sets  forth  the  Letters 
Patent  accordiuir  to  their  \vor<ls  and  iijjures,  and  not  accord- 
mc^  to  tlieii-  leirfd  teiior  and  eflect.  The  ileelai'ati* >n  avers 
tlie  ]';itent  and  sj>eeiticatinn  to  be  *'  in  language  ot"  the  ini- 
p<jrt  and  to  the  effect  following ; "  and  it  cannot  he  a  v.ilid 
e.xceptiou  that  "  iniiK)rt "  is  used  instead  of  tenor,'*  even  if 
the  words  are  not  identical  in  signification,  hecause  the  lan- 
guage is  tliat  of  recital  and  not  of  grant.  The  sixth  ctause  Is, 
that  the  declaration  does  not  make  sufiicient  profert  of  the 
Letters  Patent  The  declaration  says :  as  by  the  said  Let- 
ters Patent  and  specification,  all  in  due  form  of  law,  ready  in 
Court  to  be  produced,  will  fully  appear.'*  This  is  equiva- 
lent to  profert  in  the  most  formal  and  ample  terms.  It 
tenders  the  entire  grant  to  the  inspection  of  the  Court  and  - 
party. 


* 


Digitized  by  Google 


36  SOUTHERN  DISTBIOT'^OF  5EW  TOBK, 

'    

ilder  e.  McCormiolc. 


The  seventh  cause  is,  that  the  declaration  i»  bad  for  du- 
plicity, in  setting  iortli  three  distinct  causeB  ut  action  in  the 
banie  <?onnt,  viz, :  three  distinct  infringenunits  of  the  siiid 
Ix^tteis  l*atent.  The  patent  ip  for  an  "*  improvement  in  tire- 
proof  cliesl.s  ;uul  safcH."  The  flecluration  av»*rs.  in  the  same 
count,  that  the  defendant  made  and  nnmufactuied  and  sold 
five  hundred  iron  safes  or  chesti^  in  tlie  manner  and  of  the 
materials  deiK;ribed  in  the  said  Letters  Patent,  and  in  imita* 
tion  thereof,  in  infringement  and  violation  of  the  said  Letters 
Patent,  and  against  the  exclusive  right  so  aecored  by  the  said 
Letters  Patent ; "  and  also,  that  be  made  and  manufactiired 
and  sold,  and  caused  to  be  made  and  manufactured  and 
sold"  five  bandied  like  iron  safes  or  chests;  and  also,  that 
be  ^  put  on  sale  and  offered  for  sale  and  sold  "  five  hundred 
like  iron  safes  or  chests.  These  various  averments,  wbieb 
are  siipjioBed  to  cofistitute  three  separate  causes  of  action^ 
and  thus  to  render  the  declaration  liable  to  the  objection  of 
<ln]>licitv,  arc  no  more  than  a  specification  of  the  manner  in 
wliirii  tlie  plaintifTs  riglit  hai^  heen  violated.  A  reiteration 
of  infringements  of  a  patent,  Hke  a  repetition  of  torts  of 
any  other  kind  wliieli  are  of  tlie  same  nature,  may  bo  sued 
for  and  recompensed  in  one  action.  There  is  no  known  doc- 
trine of  the  law  that  requires  a  plaintiff  to  split  up  into  sepa- 
rate actions  grievances  of  that  character.  They  are  pix>perly 
united  in  this  case^  and  the  demurrer  cannot  be  sustained  for 
that  cause. 

The  eighth  cause  is^  that  the  declaration  has  no  proper  or 
formal  commencement  and  conclusion,  inasmuch  as  it  com> 
mences  in  the  form  ol  an  action  of  trespass  on  the  case,  and 
concludes  in  the  form  of  an  action  of  debt.  The  conclusion 
is,  that  the  plaintiff  has  been  injured  and  deprived  of  profits 
which  he  might  otherwise  have  derived  from  tlie  improve- 
ment, and  lia.s  sustained  actual  dainai^es  to  the  amount  of 
tive  tlioiisHud  dollars;  and  that,  by  iorce  of  the  statute,  an 
action  hath  accrued  to  him  to  recover  of  the  deJeinlant  the 
said  actual  daniaLceri,  and  such  ad'liii<uial  daniuges,  not  ex- 
ceeding, in  the  whole,  three  timed  tlie  amount  of  said  actual 
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(laiii:ii:c.^,  as  the  Cum  t  tiiay  see  fit  to  onU'r  aud  adjudge  ;  and 
that  the  defendant,  thuugh  often  requested,  lias  never  paid 
the  ^ime  nor  any  jMirt  thereof  to  the  plaintiff.  It"  tliere  he 
any  foundation  for  this  cause  <>f  deiniuTor  it  i^  of  the  most 
teehni(ral  description,  and  the  defect  would  be  removal)le  by 
amendment  as  of  ooturae.  But  we  do  not  perceive  that  there 
h  anv  material  inc^ntrruity  between  the  commencement  and 
the  eloae  of  the  declaration.  The  £:ravainen  of  the  euit  is 
the  tortions  infringement  of  the  plaintiff's  patent,  and  the 
conclusion  of  the  declaration  is  a  demand  of  damages  in 
gma.  They  are  averred  to  be  actual  damages,"  but  that 
allegation  does  not  change  the  nature  of  the  averment  It  is 
etiU  merely  a  demand  of  damages  in  eompensation  of  the 
wron<r.  t 

The  declaration  is  not  formal  in  its  frame.  Bnt  it  embodies 
all  that  is  essential  to  enable  the  plaintiff  to  give  evidence  of 
his  rii^ht  and  of  its  vir)lat!oii  by  the  defendant,  and  affords  to 
the  defendant  the  op}>or! unity  to  iiit»M|M)>e  every  defence 
allowed  him  bylaw.  In  sur-li  a  (omiition  of  the  plon<lin<;s 
in  a  cause,  the  Court  will  not  encxMirage  objections  merely 
critical  and  over-nice,  and  will  Keek,  even  on  special  demur- 
rer, to  sustain  pleadings  substantially  sufficient,  and  thus  avoid 
ii>cle><^  delays  and  expenses. 

The  demurrer  is  ovemiled  on  all  points,,  but  without  costs 
to  either  party. 


IIenky  Stephens 
David  Felt  aud  Willakd  Felt. 

Ou  the  trial  of  an  action  for  the  infi-ingcmeDt  of  a  patent  fur  a  writing  iluult 
DO  WM  giTen  of  the  com  of  the  manofaetare  of  (be  fluiil,  or  of  the  Bale 
pfkr,  but  it  wae  shown  that  aeles  were  higlilj  profitable,  and  that  tlie  de. 
f^ndatiia  had  made  and  aold  very  large  qiiantiUea.  The  dcfvndatite  gtve  no 
evidence  of  the  amoont  of  their  maaufat-ture  and  aelce,  or  of  the  ooat  or 
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valae  of  the  arUde.  Tbe  jury  foand  «  ▼erdiet  of  $2,000  for  the  pUintiflP 
flel  \  that  the  venJiet  must  .stand,  it  not  being  one  of  {lalpable  extiamginco. 

In  such  a  case,  n  plainfifT  i?*  rif>t  held  to  the  niofft  fT  ict  pmnf  of  the  amount  of 
hn  <lrtmf\;rc-;,  (iiul  the  jury  an?  warmnted  in  exci>  i>iTij:  :i  lilK-inl  di^cn'tii  ii. 

If  tlte  detVndiuit  prt-'fera  to  Wave  tlie  diiiuages  to  gcnentl  inference  and  the  e^ti. 
miite  of  the  jury,  when  he  might  nuike  their  aiiKMiiit  reaaonably  certain  hj 
OTidence  on  his  part,  tbe  finding  of  the  jary  wiU  not  be  interfered  with,  except 
In  a  case  of  palpable  extravagance. 

(Refore  XauM>ii  and  Bnra,  JJ.,  Southern  District  of  Kev  Toric,  Heoember  Sd, 

TmB  was  an  action  at  law,  to  recover  damages  lor  the  in- 

fringemeut  of  Letters  Patent  granted  to  the  plaintiff  for  a 

writing  fluid.   The  plaintiff  had  a  verdict  for  $2,000,  and 

the  defendants  now  moved  for  a  new  trial,  on  a  case,  upon 

tUe  ground  that  there  was  no  1e«;al  evidence  anihorizing  the 

amount  of  damage-  ^i^eii  by  the  jury, 

* 

William  EmerMn^  for  the  defendants. 
Qeorqe  Giford^  for  the  plaintiff. 

Uetts,  J.  The  actual  (Liviacfen  sustaiiuMl  l>y  the  patentee, 
are,  ac(?ortliiig  to  tlie  fourteenth  scetion  of  tlie  act  of  July 
.  4th,  1836,  (5  U.  S.  Stat,  at  Ljrge,  123,)  to  be  the  sum  fixed 
by  the  verdict;  and  the  Court  is  eniiH>Nvered,  according  to 
the  circumstances  of  the  case,  to  render  judgment  for  any 
sum  not  exceeding  three  times  the  amount  of  the  verdict. 
In  this  case,  there  was  no  proof  of  the  cost  of  the  manu- 
facture of  the  fluid,  or  of  the  sale  price.  It  was  in  evi- 
dence  that  sales  were  highly  profitable,  and  that  the  de- 
fendants had  manufactured  and  sold  very  lai^  quantities, 
measured  not  bv  bottles  onlv,  but  bv  lioj!^;heads.  It  was  also 
proved  that  they  had  prepared  numy  ihousMuds  of  labels, 
which  were  artixed  lo  tlieir  bottU's,  and  that  they  were  con- 
stantly selling  these  labi  ls  and  sending  tliem  off  in  largo 
(piantities,  besides  what  were  sold  at  rotnil  nt  their  estnblish- 
ment  in  New  York.  On  these  facts  the  juiy  assessKl  the 
danuiges.  Jvo  pr(M>f  was  offered  l>y  the  defen<laiits,  from 
their  books  or  clerks^  tending  to  limit  or  qualify  the  gene- 
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rality  of  the  evidence  given  bj  the  plaintiff  in  respect  to  the 
ftmount  of  their  m&nnfacttire  and  sales ;  nor  did  they  offer 

proof  of  the  cost  of  the  article,  or  of  \\^  value  in  market,  to 
show  that  tlieir  <>i>eniti(»iis  were  not  seriously  iiijiiriont>  to  the 
pkintitf.  We  do  not  think  tliaf  a  plaintiff  ou«;]it,  in  Kiieh  a 
ca>e,  to  be  hold  to  the  nu>st  c.\j)lieit  and  exnct  ])i(>of  of  the 
anionnt  of  damages  sustained,  and  that  the  jury  are  warrant- 
ed in  exercising  a  liheml  discretion.  A  patentee  nniy  never 
he  able  to  prove  tlie  extent  of  his  actual  damnire?.  hut  a 
defendant  can  almost  invariably,  if  he  is  disposed  to  do  so, 
show  the  chai-acter  of  his  own  acts,  and  prevent  any  exces- 
sive valuation  of  damages  against  him.  If,  however,  a  de- 
fendant prefers  to  leave  the  matter  to  general  inference  and 
the  estimate  of  a  jury,  when  he  might  make  it  reasonably 
certain,  by  evidence  on  his  part,  we  do  not  think  the  judg- 
ment and  valuation  of  the  jury  should  be  weighed  over-scru- 
pulously,  or  that  the  Court  should  interfere  with  their  find- 
ing, excei)t  in  a  case  of  palpable  extravagance.  We  do  not 
tliiiik  \\\v  verdict  in  this  instance  is  of  that  character,  and,  in 
our  <»j»iuiou,  it  ought  to  stand. 

The  motion  for  a  new  trial  is  accordingly  denied. 


Joseph  F.  Atwiix 
vs. 

EoMtiND  Fkkbett  and  othbbs.  In  Equity. 

A  cpecml  demumr  to  a  bill  in  Bqvltj  is  inrofflclent  unlcw  it  points  out  specifi- 
cally, bj  paragrftph,  pa^^e,  or  Atlio,  or  otlier  inetiiod  of  refervnce,  tlio  p«rts  of 

the  bill  to  which  it  is  intt'rul.Hl  to  applv. 
Where  «n  iiction  lU  law  (br  tlie  infriiit^t'tnoKt  of  a  copyri^lit  was  hnniL^lit  ai;ai!i«t 
G.,  and  ttieii  thu  pUiitlitl  tiled  a  bill  in  cqiiitjr  agaiiii^t  G.,  ¥.  utiti  A.,  cUarging 
them,  a»  eop.irtuer:',  wicb  having  committed  tiio  acts  fbr  wtilch  O.  wns  sued  at 
law,  and  ae«iiiDg  a  dtMsovery  frutq  all  of  tlieni  in  aid  of  the  suit  at  law :  &ld^ 
that  O.  oonld  not,  by  ilemurrer,  object  to  the  bill  aa  multifarious  in  respect  to 
\\M  co-'lofen  lints,  e^peci  illy  as  it  appeased  bj  the  l>iU  that  tbej  resided  oat  of 
the  jarisdietioD  of  the  Court. 
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It  »eenu,  too,  that  the  charge  in  the  bill  that  the  defendants  committed  the  acU 
complained  of  us  copartners,  would  be  an  answer  to  the  objection  of  niuiii- 
furiuui»iiesd,  provided  t!ie  bill  cuiitiuned  other  propi-r  allegaiioiui  <K>iiuectiiig 
them  with  the  object  and  purpose  of  the  diacoverv  prujcd. 

A  deffiodanfc  cannot  be  oompdled  (o  make  dlaeoveriet  in  anawer  to  «  bill 
wbidi  seeks  to  enforce  peniilUet  t&d  forfeitures  sgdnat  biui  by  means  of  sneb 
discoverii'H. 

Where  a  bill  in  Equity  tlainict!  a  forfeiture  of  pieces  of  music  under  §  7  of  tbe 

Act  of  Ffhninrv  ^M,  IMH,  (1  F.  S.  Staf.  <it  Lirff>,  438,)  and  al«0  SOUglit  a 
di"*c<)vvi  y  fidiii  tlic  di  t\  iiil.iiit.-i  of  tlir  ihiuiImt  of  j)icoe!i  priiitfd  by  or  for 
tlieui,  utid  of  llie  liuuiber  uu  liaud  :    i/r/t/,  lu-it  the  bill  vian  bud,  uu  special 

demnrrer. 

If  the  fotfdture  bad  been  waiTcd  in  tbe  bill,  tlie  discovery  migbt  be  oompeOed 

in  aid  of  tbe  recovery  of  damages  in  a  i^uit  ut  law. 
And  1/  sfftnx  timt,  on  such  digct>vcrv.  Equity  might  compel  tltc  defcodanis  to 

dolirtT  up  to  the  pl;untiff  the  forfeited  c»>pie8. 

But  tiie  tK>f<>iidants  ciuuuu  he  directly  required  to  convict  tbemsclvea  of  the  act 
which  cnn  iod  wiUi  it  tlie  lorfeiiure. 

Tlie  objections  whicb  may  be  taken  by  general  demorrer  to  a  bill  founded  on  a 
eopyriglit,  and  seeking  a  dlacovcry  in  regard  to  its  hilKngement,  in  aid  of  n 
suit  at  law,  are:  (I.)  That  the  phiiniill'  h>  ts  fuil)i  do  title  in  hin)9elf  to  the 
Bubjeet-iiiutter  of  the  copyright;  and  (2.)  That  the  bill  lays  no  Ic^  founds- 
tioti  fur  tlio  (liscovrry  f^oii^rht. 

To  coimtilute  a  per««on  an  aulhur  under  the  eopyri^'lit  Act  of  Februnry  Sd, 
(4  U.  is.  tSlut,  at  Lttrge^  436,)  he  must,  by  his  own  iiUcllectual  lubor  applied  to 
tbe  materials  <^  bis  compoailion,  pi  udnco  an  arrangement  or  cumpUation  new 
in  itself. 

He  may  arrange  or  compile  a  new  production  from  materials  before  Icnown,  or 
obtained  for  him  by  the  labors  of  others,  but  he  cannot  obtain  a  copyright  for 
those  mutei'iuls  in  tbe  mane  hlate  in  which  they  arc  furnished  to  him. 

A  iii  tunn  ennnot  apym^priittc  as  liiii  own,  b>  co[i.vri;:ht,  iilt.  rations  and  iiii- 
piovenicnli)  made  iu  a  musical  composition  by  others  at  his  ptucureiueut  and 
for  bim. 

Wliere  a  UU  in  Equity  contains  allcgatlona  which  constitute  an  assertion  of 

authorship  uiidoi  the  copyright  Act  in  terms  Huflioicntly  explicit  to  constitute 

a  perfect  title  at  law  in  tlie  plaintiff,  the  bill  will  be  liehl  good  on  general 

demurrer,  notwith.etnnding  tlio  'icfectiveness  and  inconsistency  of  other  allcga* 

tions  in  the  bill  a«  to  the  auihur-hip. 
An  uctiou  on  the  cohc     the  pruper  form  of  remedy  to  recover  danuiges  for  the 

fixation  of  a  copyright,  and  tie*pam  wUl  not  lie  Ibr  inch  violation. 
To  obtain  a  discoveiy  in  Bquity  In  aid  of  a  sdt  at  law,  tbe  Uli  must  diow  it 

to  be  necessary  for  the  plaintiff;  and  tliat,  wbMi  made,  U  can  be  used  to  his 

advantage. 

Such  a  diiKovorv  will  tint  hf  pmnted  where  it  is  sought  in  aid  of  an  action  of  ■ 

(rf*/uisM  for  tile  viuhition  of  a  cupyri^lit. 
And  u  bill  secl&iug  such  diM:overy  will  be  held  bad,  ou  geuerui  demurrer. 
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iit  «wm.  too,  tluft  fltteh  a  UIl  is  defecdvo  in  aatMtanoe,  where  it  aeeks  «  diacovorj 
from  three  defiendanla,  ind  the  aclimi  it  law  is  against  onlj  one  of  them. 

Wh.  rv  a  bill  io  Equity  apiinit  threa  defendants  showed  title  in  the  plain- 
tiff to  a  copyright,  and  a  wrongful  viohtlion  of  it  by  all  the  defendants,  and 
injuries  inflictwl  utid  apprehentlfd  from  puch  Tiohuion,  and  pniyi><i  fi»r  nn 
injunction  agsiinst  all  the  dcfendunt«,  and  also  for  a  discovery  from  nil  in  aid 
1^  a  suit  at  law  againet  one  lor  the  same  violuiiou  :  //f/t/,  on  general  dctuur* 
rer  10  the  whole  Uli,  that  the  relief  by  injunction  wee  not  dependent  on  the 
discorery  pmyed,  and  that,  although  the  bill  was  bad  as  a  bill  of  discorery, 
yet  it  was  good  as  an  lujonction  bill,  and  that  the  demnrrer  ninst  be  ovetv 
ruled. 

A  general  demurrer  to  the  whole  bill  must  be  OTemikd  if  any  independent  part 

of  the  bill  lA  siiflScient. 
Nor  will  a  formal  protekUttion  accompanying  the  demurrer  avoid  the  force  of  the 
nile. 

(Before  Neuron  and  Bmttii,  J  J.,  Sotitbern  Diatrict  of  New  York,  December  Sd^ 
1M6.) 

The  bill  in  this  case  was  filed  by  tbo  plaintiff  auainJit 
Edtnund  Ferrett,  l  iniothy  S.  Arthur  and  I  'l;  ili  I>.  Galusliu, 
fopartnerri  in  Philadelphia  and  Xew  York,  untk  r  the  name 
<»f  Ferrett  &  Co.  It  set  forth  that,  in  DeceiidR-r,  LN-i4,  an 
opi-ra  was  pnxlnced  at  tlie  Paik  Theatre  in  N«*w  ^'ork.  for 
the  tir!4t  time  in  Aniericu,  entitled  "  The  Jiohemian  (iirl," 
the  music  of  which  wa>  composed  b}-  one  IJalfe,  in  Eui*oj)e  ; 
that,  flooD  afterwards,  the  plaintiff  undertook  to  adapt^ 
anranire  and  jiubiish  such  nnisi(r,  and,  in  doing  so,  gave  to 
particular  pieces  of  the  music  titles  differing  from  those  they 
iKire  as  composed  and  represented  in  Europe  and  in  Hew 
York,  and  nmde  many  alterations  of  and  additions  to  said 
mtune,  and  arranged  trios  as  duetts,  and  duetts  as  solos,  and 
gave  names  to  nameless  waltzes  and  gallops ;  that  six  pieces 
of  music  in  the  opera,  whose  titles  were  given,  were  ex- 
press ly  adapted  and  an-anged /'or  or  hi/  the  plaintiff  for  publi- 
cation ;  that  the  whole  of  the  music  of  tlie  opera,  as  written 
and  |»ublished  in  Knroj>e  and  j)erf<>rinetl  in  New  York,  was 
adaprod.  arrani^ed  and  [tuldished  /'/y  or  for  tlie  phiintill,  and, 
a^  felujiied  by  him,  wiki  essentially  different  from  tlie  music 
a«  arranged  and  published  in  Europe  and  performed  in  New 
York ;  that,  prior  to  the  publication  by  him  of  the  several 
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]>ioce8  of  music  of  tlie  opera  so  armiisjed  and  adapted  by  or 
for  him,  luid  witli  such  udditiunal  matter,  new  titles,  nnd  new 
names,  the  })hiintiff  caused  a  printed  copy  thereof  lu  1m' 
|M>sited  in  tlie  clerk's  otlice  of  the  l)i-*1rict  Court  for  tlie. 
Soutliern  District  of  >«'ew  York,  in  whicli  District  he  then 
resich'd,  and  obtained  from  said  clerk's  oiHce  a  coj)y  the 
recf)rd  of  said  titles,  and  caufied  a  copy  of  8uch  record  to  be 
inserted  at  full  lenjjth  \i\Hm  the  title-page  or  frontispiece  of 
each  of  the  copies  of  each  of  the  editions  ol  each  piece  of 
music,  by  causing  to  be  printed,  in  a  conspicuous  place,  on 
each  piece,  tlie  following  words :  ^  Entered  according  to  act 
of  Congress,  A.  D.  1845,  by  J.  F.  Atwill,  in  the  clerk's  office 
of  the  .Dist.  Court  of  the  Southern  Dist  of  Kew  York ; 
that,  within  three  months  after  the  publication  of  the  same 
a  copy  thereof  was  delivered  to  the  Secretary  of  State  of  the 
L  iiited  States,  to  be  preserved  according  to  law ;  and  that 
thus  the  }»laintiff  secured  a  copyright  for  the  said  pieces  of 
music,  and  for  the  titles  of  the  same. 

The  bill  then  avi'rred  that  the  defendants  had,  witliout  per- 
mission, sold  at  ^iew  York,  to  a  considerable  extent,  copies 
of  the  several  i)ieccs  of  nnisic  so  copyrighted,  printed  inmi 
and  in  exact  imitation  of  the  music  as  arranged  and  ])ub- 
lished  by  the  plaintiff,  and  with  the  plaintiff's  original  matter 
intnxluced  therein,  and  with  his  titles  to  some  of  them,  and 
in  violation  of  his  copyright ;  that  the  defendants  had  on 
hand  a  laige  quantity  of  said  infringing  pieces  of  music ; 
that  the. plaintiff  had  sustained  damages  to  the*  amount  of 
fifteen  thousand  dollars;  that,  in  July,  1845)  the  plaintiff 
brought  a  suit  at  law  in  this  Court  against  the  defendant 
Galusha,  (the  only  one  of  the  partners  residing  in  New 
York,)  in  a  j)lea  of  trespass  to  recover  damages  for  the  said 
infringement,  in  which  said  (ialu^lla  was  held  to  bail  in 
^r),(Hi(l;  that  siiid  suit  was  still  peuditig,  and  the  plaintill: 
intended  to  l>iing  the  same  to  trial,  and  expected  to  recover 
heavy  damages  therein  :  and  that  a  discovery  from  Galu>hji 
and  his  partners  was  necessary  in  order  to  enable  the  plaiutiiO^ 
safely  to  try  said  cause. 
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The  bill  then  called  on  the  defendants  to  answer  the  spe- 
cific allei:ations  contained  in  it,  and  also  to  discover  how 
iiuiiiy  <»f  the  infrini^iiif;  pieces  <»1  nuisie  they  had  h)](1,  and 
how  inaiiv  tliev  luui  on  liaiid,  and  to  set  forth  an  acctnint  of 
their  sales,  with  the  rate  at  which  each  ]>icce  bad  been  tiold,* 
auid  of  the  nnmber  of  cojjics  i>i"intLMl  by  or  for  tbein. 

Tlie  prayer  of  the  bill  wa«,  that  all  the  infriuti^inu;  copies  in 
the  pofiaussion  of  the  defendants,  and  the  plates  from  which 
they  were  printed,  might  be  delivered  to  the  plaintiff ;  that 
the  discovery  prayed  fur,  when  made,  nn'ght  be  n>c<l  bj  the 
plaintiff  as  evidence  on  the  trial  of  the  action  at  law ;  and 
that  the  defendanta  might  be  enjoined  from  further  infringe- 
ments. 

The  defendant  Galusha  demurred  to  the  bill  on  the  grounds 
set  forth  in  the  opinion  of  the  Court . 

Itaiidol^h  W.  Townaendj  for  Galusha. 

2£an<haU  &  JlidwdLy  for  the  plaiuti£^. 

Betts,  J.  Tlirce  separate  dettinrrers  are  tiled  to  the  bill  in 
this  case  by  the  defendant  Galusha.  The  other  two  defend- 
ants have  not  entered  their  appearance,  and  it  does  not  appear 
that  they  have  been  served  with  the  subpoena. 

Tlie  (ii  fendant  attempts  to  call  in  question  distinct  jjaits 
of  the  bill  by  severing  his  demurrers,  and  also  takes  objection 
to  the  whole  by  general  demurrer.  The  special  causes  of 
demurrer  are  excepted  to  by  the  phuntiff  as  informal  and 
insufficient,  in  not  pointing  out  precisely  the  parts  of  the  bill 
intended  to  be  embraced  by  them.  They  adopt  the  general 
foniiulary,  "  that,  as  to  so  much  of  the  bill  as  seeks,"  &c., 
without  specifying,  by  jjaiai^naph,  page,  or  folio,  or  other 
method  of  reference,  where  the  objectionable  matter  is  to  be 
found.  We  think  tins  mode  of  deiinirring  to  tlie  statements 
of  a  lonj;  and  involved  bill  is  too  obscure  and  indefinite  to  be 
admissible.  {MiffanCs  PL  214:  Rohii^mj}  v.  Thompfion^  2 
Vet.  i&  B.  118 ;  Wea^head  v.  BlackOurn,  Id.  VIU)  Tho 
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business  of  a  special  di  iiiiirrer  is  to  point  out,  b}  the  clearest 
iudicatioim,  the  features  allci^t'd  to  be  defective  in  the  j^lead- 
ing,  and  to  relieve  the  Court  Iroin  tlie  labor  and  delay  iiu  un-ed 
by  repeated  searelies  for  the  parts  to  which  the  demurrer  may 
apply.  {>Stori/'8  Atj.  1*1.  ^§  457  to  459;  Dcvomher  v.  3^^  ?^- 
enlutm^  2  SchnaJrs  d"  Lefroyy  199.)  In  the  present  ease  the 
Court  have  abridged  the  bill  paragi  aph  by  paragraph,  and  in 
tliat  way  have  been  enabled  to  seleet  various  statement* 
which  were  nndoubtedlj  intended  to  be  embraced  by  the 
special  demurrerB;  but  we  aie  not  inclined  to  sanction  so 
loose  a  mode  of  pleading.  We»  therefore,  hold  the  special 
demnrrers  to  be  informal  and  insufficient,  except  in  respect  to 
the  multif arioosness  of  the  bill,  and  to  its  demand  of  discov- 
eries involving  penalties  and  forfeitures  against  the  defend- 
ant In  thoBe  particulare  we  think  lhat  the  causes  of  demur- 
rer assigned  desijjnate,  with  snfficient  explieitiiess,  the  parts 
of  the  bill  to  which  tliey  are  intended  to  a])ply. 

(1.)  The  l)ill  i&  objected  to  a«  niultifari(»iis  liy  the  defend- 
ant Gahijiha,  on  tlie  p:ir»mul  that  it  makch  chargeH  against  and 
exacts  answeis  from  his  co-defendants  in  regard  to  matters 
involved  in  the  snit  at  law  connnenced  againfst  him,  which  do 
not  concern  them,  thej  not  being  parties  to  the  suit  at  law. 
But  the  matters  referred  to  concern  him,  and  he  camiot  make 
the  objection  of  irrelevancy  in  respect  to  his  co-def(>ndant8, 
more  especially  as  it  appears,  on  the  face  of  the  bill,  that 
they  reside  out  of  the  jurisdiction  of  the  Court.  {8tor^$ 
Eq»  PL  %  544,  noU  8.)  Another  feature  of  the  bill  might 
also  probably  rescue  it  from  this  objection,  inasmuch  as  it 
charges  the  acts  complained  of,  to  have  been  committed  by 
the  tib«e  defendants  as  partners  and  in  their  copartnership 
character,  provided  they  are  all  connected  by  other  i>n>per 
allegations  with  the  object  and  pnr})ose  of  the  discover}* 
prayed  for.  {Mitford^s  PL  181,  183.)  The  deinuri*er  for 
multifariousness  is  overruled. 

(2.)  It  is  an  incontrovertible  princii)le  of  Ecpiity  law,  |hat 
a  defendant  cannot  be  compelled  to  make  discoveries  in  an- 
swer to  a  bill  which  seeks  to  enforce  penalties  and  forfeitures 
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a^ii)i>t  him  l»y  means  of  such  (liscovcricH.  {Stf^/y\<f  Af/.  PI. 
§  Noic  and  j<§  :>22,  57^,  .V.)s ;  JUfford's  PL  11)4  ta 
V^l.)  In  this  <;afc,  the  bill  (.'hums  a  fni-fritiiiT,  lUKler  §  7  of 
the  act  of  February  1H31,  (4  6^.  S,  Slat,  at  L(r<i>',  4;{S.^  of 
the  phitc:^  and  })iec"ea  of  nuu-ic  on  liaiid.  liad  the  forfeiture 
been  w  aivt'd  by  the  plamtiff,  tlie  defendants  might  he  com- 
pelled to  dkcloiie  the  number  of  their  publicatiouB,  the  quan- 
tity on  haud,  and  the  amount  realized  from  sales,  in  aid  of 
the  recovery  of  damages  in  a  suit  at  law.  So,  probably,  on 
such  discovery,  Equity  might  compel  the  defendants  to  de- 
liver up  to  the  plaintifis  the  forfeited  copies.  But  the  bOl  is 
clearly  faulty  in  directly  requiring  the  defendants  to  convict 
themselves  of  the  act  which  carries  with  it  the  forfeiture 
sued  for. 

The  decision  of  these  two  points  leaves  untouched,  how- 
ever, the  principal  features  t)f  the  bill  which  are  suppofied  to 
be  bruugiit  in  question  Vty  the  deraurreni,  and  to  the  discus- 
nioii  of  which  tlie  arL'-unieiit  wuii  mainly  directed  ;  and  it, 
thcretorc,  remains  tu  he  considered  whether  advauta^  call 
be  taken  of  thossc  mattei's  by  general  demurrer. 

The  objections  which  may  be  t^ken  on  general  demurrer 
are:  1.  That  the  plaintiff  sets  forth  no  title  in  himself  to  the 
subject-matter  of  liis  alleged  copyright  ;* and  22.  That  the  bill 
lays  no  legal  foundation  for  the  discover}'  sought. 

1.  The  insufficiency  of  the  plaintiff's  title  on  the  face  of 
the  bill  is  claimed  to  he  this — that  he  alleges  the  musical 
composition,  or  considerable  portions  of  it,  to  have  been 
arranged,  adapted,  printed,  and  published  by  or  for  him, 
instead  of  averring  that  it  was  composed  hy  himself.  The 
plaintiff,  on  the  other  hand,  contends,  that  even  admitting 
this  to  be  so,  his  title  is  complete,  upon  the  legal  adage,  qui 
jiwit  jter  all n  in  famt  per  ne^  and  that  he  can  appropriate  as 
hio  own  the  altenitions  and  improvements  of  the  music  made 
by  otliers  at  his  procurement  and  for  him. 

The  act  of  ( "onLness,  (4r  U.  S.  St,it.  at  Large,  436,  §  1,) 
secures  by  copyright  to  any  person  who  is  the  author  of  any 
musictd  campa^iiwih  the  exclusive  property  in  his  composition 
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for  a  term  of  years.    The  etatute  contains  a  more  detailed 
deBcription  of  the  ^^ubjects  of  copyriglit  thnn  is  iriven  in  the 
Englifih  acts  of  8  Anne  and  r>4  Geo.  3,  {Goihtm  on  I^at 
App,  384  and  422 ;)  but  the  construction  given  to  those  acts 
by  the  English  Courts  makes  them  indade,  under  the  name  of 
booka^  pieces  of  mnsic,  &c.   So  that  our  system  has  no  broader 
operation  in  this  respect  than  the  English,  and,  no  doubt,  a 
just  construction  of  both  statutes  will  render  their  provisions 
concurrent   The  counsel  for  the  plaintiff  insists  that  the  doc- 
trine of  the  English  law  enables  a  man  to  secure  to  himself  as 
his  own  composition  whatever  he  has  had  prepared  for  him 
by  the  laboc?^  of  otliers.   We  think,  however,  that  the  cases  of 
Tomon  V.  Walker^     Smamt.  (uii,  080,)  Nn'oll  v.  i>f(tchdnh^ 
{Id.  087,)  Caryx.  Longman,  (3  Ksj).  273,  274,^  and  Mawman 
V.  Ttijy^  (2  h*)im.  385),  rest  upon  wholly  di^Vreiit  ])rinciples. 
They  recognize  the  rii^ht  of  authorpliip.  aUlunii^h  the  mttfr- 
jtnals  of  the  comj)osition  were  pixKjured  by  another,  and  also 
an  equitable  title  in  one  person  to  the  labors  of  another,  when 
the  relations  of  the  parties  are  such  that  the  former  is  entitled 
to  an  assigmnent  of  the  production*   But,  to  constitute  one 
an  author,  he  must,  by  his  own  intellectual  labor  applied  to 
the  materials  of  his  composition,  produce  an  arrangement  or 
compilation  new  inHtself.   (Gray  v.  JiusteUy  1  8tory^  11.) 
And  the  rules  of  the  common  law  and  of  Equity  are  the 
same  upon  this  subject   {Cary  v.  Longnum^  1  Eaaty  858 ; 
Sayre  v.  Moore,  Id,  361,  note  ;  Jereiw/a  Eq.  322.)   The  title 
to  i*oad-books,  maps,  tfcc,  rests  u|K)n  this  ])rincij)le,  (2  Sfory^s 
J'l'l.  T*ir.  §  1»40 ;)  and  the  cases  cited  l)y  the  plaintiffs  counsel 
have  relation  to  new  ])i'oductions  anaiiLTt'd  or  compiled  iVoiii 
materials  before  known,  or  <»btained  l>v  othei-s  for  the  nutlior, 
and  not  to  the  a])j»ropriatioii  liy  copyriii;lit  of  those  materials 
in  tlie  same  state  in  wiiich  thev  are  furnished. 

If,  therefore,  the  plaintifP's  title  rested  only  nixm  tlic  alle^ 
gation  referred  to,  we  should  hold  the  bill  to  be  defective  on 
general  demurrer.  But  we  find  repeated  averments  in  the  bill, 
to  the  effect  tliat  he  made  nuifiy  alterations  of  and  addi- 
tions to  the  said  music — that    he  added  new  matters  of  his 
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own,  not  in  the  uriiriiiul  upijni " — that  he  affixed  a  copy  of 
the  re(<»r(l  on  the  title-pa^e  "of  euch  piece  of  music  com- 
j/or^ed,  arranged  and  a(hii>t<'d  h\  him  for  puhlieation" — mid 
tliat  n  copyriglit  was  taken  out  for  Micli  pie<'es  "  a<  arraiii^cd, 
adapted,  and  puhlished  by  the  plaintiff,  with  the  new  titles 
and  original  matter  introduced  tberein  by  him  "  whereby  he 
became  eitrirlcd  to  vend  the  mtifiic  "  as  arranged  and  adapted 
by  him,  and  to  the  original  matter  intix)duced  by  him  there- 
in ; "  and  the  bill  charges  the  defendants  with  having  sold 
SQch  music  ^  printed  from  and  in  exact  imitation  of  the  mnsic 
BO  arranged  and  adapted  and  published  by  the  plaintiff,  with 
the  original  matter  introdnced  therein  by  him,  and  with  his 
titles  to  some  of  such  pieces  of  music."   These  allegations 
amount  to  an  assertion  of  authorship  in  terms  sufficiently  ex- 
plicit  and  full  to  constitute  a  perfect  title  at  law,  and,  the 
fart-  1'<Mn;nr  admitteii  l)y  the  di^  luurrcr,  we  must  hold  the  right 
of  thi'  }>laintiff  efttublL-.lu'<l  upon  these  averments,  nutwith- 
btandiui'  their  defectiveness  and  their  inconsistencv  Mith 
other>  <-oTit5iine«l  in  the  bill.    {MUj'ord^'<  PI.  ^iVl^  Such 
im})erfect  pleading  is  matter  of  form,  and  can  be  taken  ad-  ^ 
vantage  of  only  by  special  demurrer.    The  general  demurrer 
in  this  behalf  must,  tlierefore,  be  overruled.    {Verplutik  v. 
Caifi'-'^s  1  Johns,  Oh,  ILoU'^  llhjii^lpotham  v.  Burnt    5  Id, 
184 ;  Kuyper9  t.  The  lieformed  Ihttch  Churchy  0  Fatge^ 
570.) 

2.  The  disooveiy  prayed  for  is  to  aid  the  plaintiff  in  his 
snit  at  law  prosecuted  against  the  defendant  Qalusha ;  and 
the  averment  in  the  bill  is,  that  he  has  commenced  an  action 
of  trespass  against  that  defendant  for  the  violation  of  his 

copyright.  The  demurrer  raisers  the  question  whether  the 
bill  alleges  such  a  suit  at  law  iis  will  afford  foundation  for 
the  discovery  sought,  no  relief  (consequent  on  the  di>cosery 
being  j>ruved  for.  It  is  clear  that  the  plaint  ill  hius  a(U)pted 
a  form  of  action  at  law  which  cannot  be  supported.  The 
English  statute  of  54  Creo.  8,  §  '2,  gives  specitically  an  action 
on  the  case  as  the  remedv  for  the  violation  of  a  copvritrht. 
Our  act     U,  S,  Stat,  at  Large^  438,}  only  indicates  the  form 
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of  action  when  a  mannecript  is  publiehed  without  the  consent 
of  the  author,  (§  9,)  or  when  a  suit  is  brought  to  recover  the 
pecuniary  penalty  given  by  the  sixth  section.    On  ^^eral 

principles  of  law,  howeviT,  it  is  cU-ur  lliat  freftpanH  cannot  he 
Imnifrht  Inr  an  injury  nicrcly  coiiscqnential  in  itg  character, 
unaeconipauied  by  force  tts  against  the  person  or  proj  cr'ty,  or 
by  wronirful  intennoclrllini!:  with  tlie  pus<ct^,sion  of  pro|)erty. 
(1  ChUiif.^  ri.  l:^t;,  liiT.)  The  act  of  8  Anne,  ch.  19,  did 
not  designate  the  form  of  action,  yet  no  doubt  was  ever  ex- 
pi-est»ed  that  cme  was  the  appropriate  one.  (Btd-ptrd  v. 
llood^l  T.  R,  616;  Cary  v.  Ixniqman^  1  Efjst^  358;  lio- 
warth  Wilkes^  1  Campb*  94.)  To  obtain  a  diBcovery  in  aid 
of  a  snit  at  law,  the  bill  muet  show  it  to  be  neceseaiy  for  the 
plaintiff,  and  that,  when  made,  it  can  be  need  to  his  adTaa* 
tage.  {Jerfmy*s  Eg,  161 ;  Sfoiy's  Eq.  PI  %%  819,  321.)  It 
neceesarilj  followB,  from  these  principles,  that  a  discoveiy 
will  not  be  decreed  in  aid  of  an  action  at  law,  where  it  is 
manifeet  that  the  plaintiff  cannot  avail  himself  of  it  in  the 
suit  he  is  attempting  to  prot^ecute.  It  is,  perhaps,  also  to  be 
regardc<l  as  a  substantive  defect  in  the  bill  tliat  it  seeks  a  dis- 
coverv  from  throe  defendants  to  aid  a  suit  inbtitutc^l  a<rainst 
one  alone.  In  so  far,  then,  as  tlio  maintenance  of  the  bill 
de]>('n(ls  u|ion  the  plaintiff's  right  to  a  discovery,  wc  think  it 
defective  in  substance,  and  bad  on  genenil  demurix*r. 

The  bill,  however,  prays  for  an  injunction,  and,  nuiking  title 
on  its  face  in  the  plaintiff  to  the  copyright  set  forth,  and 
showing  a  wrongful  and  wilful  violation  of  the  copyright  by 
the  defendants,  and  serious  injuries  inflicted  by  and  appre* 
hended  from  such  violation,  it  is  sufficient  in  substance  and 
form  to  entitle  the  plaintiff  to  an  injunction.  This  relief  ia 
not  dependent  upon  the  disooveiy  prayed,  but  rests  on  the 
equities  set  forth  in  the  bill,  and  may  be  refused  or  granted, 
irrespective  of  the  discovery.  A  general  demurrer  to  the 
whole  bill  takes  exception,  therefore,  to  this  branch  of  it,  and 
the  principle  of  Equity  pleading  is  universal,  that  a  general 
demurrer  to  the  wliolc  bill  must  be  overruled  if  any  independ- 
ent part  of  the  bill  is  sufficient.   JlttjMotharn  v.  Jiumet 
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5  Johns.  Oh.  a.  184 ;  Kuyjpern  v.  Ths  Rtfwmed  Dutek 
Chwtdi^  6  Paige^  570 ;  8Umf%  Eq.  PI.  §  443.)  The  fonnal 
protestation  acoompanying  the  demnmr  is  of  no  avail  to 
protect  it  against  this  defect,  as  it  eannot  serve  the  puq)ose  of 
a  plea  or  answer,  or  form  an  excuse  for  not  putting  in  tlie 
one  or  the  other.  {Storifs  Eq.  PI.  §§  452,  457,  458.)  AVe 
think,  therefore,  that  the  general  demurrer  must  be  overruled 
on  both  jHtint.'i. 

As  faults  ill  I  •](  III  liner  have  occurred  on  burli  Bides,  each 
partj  may  amend  without  paying  costs  to  the  other. 


Benjamin  Tatiiam,  Jk.,  and  otjiebs 

BOBEBT  W.  LOWBKB  AND  OTHSBB.    In  EqUTTY. 

All  AnMikKn  Mdgoee  of  m  aUok  iiiTfliilor,  who  obtabs  LeCten  Patent  in  faii 

oiTQ  name  from  the  United  States,  under  §  6  of  the  Act  of  March  Sd,  1837, 
(6  U.  8.  Slat,  at  Lnrfj",  193,)  «  not  within  tho  nVwn  clause  of  g  15  of  the  Act 
of  July  4lh,  1836,  (  .'>  S.  Sfaf.  at  Larrjfy  12^,)  which  miuirea  the  patentee, 
if  an  alien  at  the  time  tiic  ptitent  was  granted,  to  put  and  continue  on  sale  to 
tile  public,  on  fMSOoable  tma^  Um  biToitioii  Ibr  whldi  the  jittoiit  imied 
Thil  daiue  a|iplies  only  to  u  alieti  patentee. 

It  ia  not  nec«fl8ai7f  under  that  clause,  for  an  alien  patentee  to  prove  that  ho 
taawktMl  the  patented  invbitiaii  to  obtain  a  market  Ibr  ity  or  that  he  endeavored 
to  •cll  it  to  any  person. 

But  it  rests  on  those  who  seek  to  defeat  the  patent,  to  prove  tluit  the  patentee 
neglected  or  refused  to  sell  the  pat^ited  inveation  for  reasonable  prices  when 
aj^lioasion  yru  made  to  him  to  pntchase. 

(Befofo  NEmr  and  Bsns^  JJ.,  Sooihcm  Diitilet  of  Kew  York,  April  2l8t„ 
1847.) 

This  was  an  applicatioii  for  a  provisional  injunction  to 
restrain  the  infringement  of  re-issned  Letters  Patent  granted 

to  the  plaiiitiff.-i,  Marcli  14th,  1846,  for  fourteen  years  from 
August  31st,  1837,  for  "  improvementB  in  tlie  machine  for 
making  or  manufacturing  pipes  and  tubes  from  lead,  or  other 


Digitized  by  Coogle 


50   -  SOUTHERN  DISTiUUf  OF  NEW  YORK, 


Taliluun  «.  Lowber. 


metallic  substances."  The  iDveiition  was  one  made  by  John 
Hanson  and  Charles  Hanson,  of  Hnddenfield,  England,  and 
for  which  Letters  Patent  were  granted  to  them  in  England 
dated  August  3l8t,  1837.  The  origina]  patent  in  the  United 
States  was  issued  on  the  29th  of  March,  1841,  to  Benjamin 
Tatham,  Jr.,  and  Henry  B.  Tatham,  two  of  the  plaintifiB,  as 
aBsignees  of  the  Hansons.  The  other  plaintiff,  George  N. 
Tatham,  became  interedttd  in  the  patent  before  the  re-issue. 
The  ])laintifTs  were  all  citizens  uf  the  United  States. 

In  upi^Mjriitiun  to  the  motion,  it  wji8  attempted  to  be  shown 
that  a]>plicatioii  liad  been  made  to  the  plaintiffs  to  ])\irchai»e 
ail  iiitei-Lst  uiider  their  patent.  V)ut  that  they  iefuc?ed  to  sell, 
desiring  themselves  exclusively  to  manufacture  lead  pipe 
under  their  patent,  and  to  control  the  business.  It  was  insist- 
ed that  the  plaintiffs  had  thereby  subjected  tliem^eU  es  to  the 
operation  of  the  clause  in  §  15  of  the  Patent  Act  of  July  4th, 
1836,  (5  U:  S.  Stat,  at  Lavrge^  123,)  which  provides  that  a 
defendant,  in  an  action  on  the  case  for  an  infringement  of  a 
patent,  may,  under  a  previous  notice  to  that  ^ect,  show  that 
the  patentee,  if  an  alien  at  the  time  the  patent  was  granted, 
had  failed  and  neglected,  for  the  space  of  eighteen  months 
from  the  date  of  the  patent,  to  put  and  continue  on  sale  to 
the  imhlicf,  on  reasonable  terms,  the  invention  or  discovery  for 
which  tlie  jjatent  issued,  and  that,  in  that  case,  judgment  shall 
be  rendered  for  the  defendant,  with  costs. 

The  ydaintilis  olfered  evidence  to  show  that  they  had  not 
neglected  or  refused  to  sell  riirhts  under  their  patent  in  a 
manner  to  bring  themselves  within  the  statute. 

Seth  P,  SiAijjlea  and  George  V,  Goddard^  for  the  plaintiffs. 

Daniel  Lord  and  WUUam  Cwrtk  Hfoyes^  for  the  defend- 
ants. 

Thb  Coubt  held,  that  the  plaintifb^  on  the  grant  of  the 
patent  to  them  upon  the  assignment  of  the  alien  inventors, 
took  and  held  it  with  all  the  privileges  belonging  to  Ameri- 
can  patentees,  and  that  the  alien  clause  in  §  15  of  the  Act  of 
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1836  applied  only  to  iilieii  patentees,  and  not  to  American 
patentees  who  became  siu  li  a**  aissiiriiees  of  alien  inventors 
nnder  the  sixth  section  of  the  Act  of  March  Hd,  ls;57,  (.">  IT. 
S.  Sfa^.  at  Large,  193;)  tliat  even  if  the  plaintifl's  took  their 
right  with  the  condition  attaclied  to  alien  j)atentees,  vet  they 
had  satisfied  the  statute ;  that  tliey  need  not  prove  that  they 
hawked  the  patented  improvement  to  obtain  a  market  for  it, 
or  that  they  endeavored  to  sell  it  to  any  person ;  bat  that  it 
rested  upon  those  who  sought  to  defeat  die  patent,  to'  prove 
that  the  plaintifis  neglected  or  refuBed  to  sell  the  patented 
invention  for  reasonable  prices  when  application  was  made  to 
them  to  purchase.  ' 


AlCAlTOA  L.  FOHBPOKD 

tw. 

WiLUAM  Johnson,  Asuinibtbator,  &a,  of  Jambs  Ponbfobd, 

DECEASED,  XSfD  0TUER8.     In  EqUITY. 

As  a  gcDcnil  rule,  the  cepecity  or  incapacitjr  to  marry  depends  on  the  law  of  the 
pboe  vhcM  the  luniage  to  coottMied,  and  not  on  the  place  of  the  doaaidl  of 
Ibepartlca. 

Prior  to  1S2S,  P.  was  married  in  Xcw  Tork  to  H.,  who,  in  that  jetr,  obtained 

from  the  Court  of  Chancery  of  New  York  a  dooree  of  divorce  on  account  of 
the  adullerr  of  P.  The  dp«'r»'o  dissolved  the  marriape,  and  frr^pd  each  of 
the  parties  fruin  tlie  obligations  of  tlie  sume.  The  Act  under  wliich  the 
divurce  wiLs  granted  provided,  tliat  tlie  party  oODTlcted  of  adultery  tthould 
noi  marry  again  nDtil  (be  Other  ahonld  be  aMiiany  dead.  In,  1837,  wfatte  H. 
waa  stUl  Uvfa^,  P.  and  A.,  both  then  reading  in  Hew  York,  wera  married  to 
eadb  other  in  Neir  Jersey,  in  due  form  and  according  to  the  laws  of  that 
State.  A,  then  knew  nothing  of  the  divorce  or  of  H.,  nnd  had  only  heard 
that  P.  had  had  a  wife  who  was  (icad.  A.  was  married  in  New  Jersey  in 
complianco  with  the  wislies  of  P.,  and  with  no  intontion  on  her  part  of  evad- 
ing any  law  of  New  York.  P.  died  in  184d,  intestate,  domiciled  at  the  liiue 
in  Xew  Tork.  Under  the  laws  of  New  Tork,  A.,  if  bla  widow,  was  entitled 
to  n  abare  of  hto  pemnal  ealata  The  defendant  J.  obt^ed  adndnlttration 
in  New  Toik  on  P.'a  estate,  and  received  aweti  to  a  large  amount,  but 
rdtoed  to  pny  any  portion  of  them  to  A.  ▲  bUl  filed  bj  A.  to  oompel  iiKdi 


62 


SOtTTHEBN  DISTRICT  OF  NBW  TOBK, 

Ponafocd  v.  JohnsozL 


pajrmeut,  Imviug  beeo  demurrtid  to  ou  the  ground  tiiat  the  marriage  bt.>tween 
P.  «Qd  A.  WM  toid :  ISpM,  thftl  the  deei«e  of  ^voroe  ww  u  ibmlate  diMO- 
lation  of  tho  mani^  oontroot  m  to  bolh  pMli««;  tbrt  tho  dkuliility  to  mtrrj 
imposed  by  tb«  etatato  of  Now  Tork  ttttaebed  lo  P.,  by  way  of  penaltj,  oolj 
within  that  Stato;  that  the  marriage  between  A.  and  P.  In  N«  w  Jersey  was 
valid;  that  A  wiig  entitled  to  nil  (hi*  rights  of  tin'  lawful  widow  of  P.  und^ 
the  laws  of  New  Yorlc ;  aod  that  J.  was  bound  to  pay  over  to  her  her  share  of 
P. 'a  estate. 

Simbli,  Unfc  Oio  validity  of  tho  Now  Jeney  mairiago  would  not  Imvo  boon 
tflteted  if  both  portiM  hod  rosorted  to  thai  State  to  erode  the  prohibitory  Uw 
of  Now  Tork.  Ami  dearly,  whwe  one  party  was  ionocent  and  ignormt  of 
such  purpose,  the  mala  fida  of  the  otfier  ooold  not  Impeaoh  the  marriage,  if 
it  was  lawfol  in  other  reipoota. 

(Belbre  Niiwm  and  Bnnn»  JJ.,  Southern  DIatrfot  of  New  Toik,  July  Sd,  IM7.) 

The  plaintiff  in  this  case,  a  citizen  uf  New  Jersey,  filed 
her  hill  against  William  JohniK>ii  and  others,  citizens  of  New 
York.  She  claini"  i  to  be  the  widow  of  James  Ptjiu^furd, 
d(^cea8ed,  the  defendant  JohnRoii  was  his  administrator,  and 
the  other  defendants  were  his  next  of  kin.  The  facits  were 
these :  Some  time  prior  to  1826,  James  Ponsford  was  mar- 
ried in  New  York  to  one  Ilaimah  Stanton,  who,  in  that  year, 
obtained  from  the  Court  of  Chanceijof  the  State  of  New 
York  a  decree  of  di'voroe  on  account  of  the  adultery  of 
Ponsf od  He  appeared  in  die  suit  brought  by  her,  and  the 
Court  had  full  jurudiction,  both  of  the  subject-matter  and  of 
the  parties.  The  decree  of  divorce  was,  that  the  maniage 
between  the  parties  ''be  and  the  same  is  hereby  dissolved, 
and  that  each  of  the  said  parties  be  freed  from  the  obliga- 
tions of  the  same,  according  to  the  provisions  of  the  Act  of 
the  Legislature  of  the  State  of  New  York  in  such  case  made 
and  provided."  The  Act  under  which  the  di\orce  was  de- 
creed was  entitled,  "  An  Act  concerning  divorces  and  for 
other  i)nq>oses,"  passed  April  ISth,  181 '•.  The  4th  section 
of  the  Act  was  the  only  one  particularly  involved,  and  was 
as  follows  :  "  If  it  shall  satisfactorily  appear  to  the  Court  of 
Chancery  that  the  defendant  has  been  guilty  of  the  adultery 
charged  in  the  bill,  it  shall  be  lawful  for  the  said  Court  to 
decree  that  the  marriage  between  the  parties  shall  be  dis- 
solved, and  each  party  freed  from  die  obligations  thereof, 
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but  such  dissolutiou  shall  not  in  any  wise  affect  the  legiti- 
mnoy  of  the  chil(h-en  thereof.  And  it  shall  be  lu\rfnl  for  the 
t*c»iii|jlHi riant,  after  such  'li->uhition  uf  the  marria«rc%  to  marry 
again,  as  though  the  defendant  was  actually  dead.  .But  it 
shall  not  be  lawful  for  the  defendant,  whj  may  be  so  con- 
victed of  adultery,  to  marry  again  until  the  oomplaanaiit  shall 
be  actually  dead."   (2  7?.  Z.  198,  §  4.) 

In  September,  1837,  the  plaintiff  and  James  Ponsford 
were  married  to  each  other,  both  then  residing  in  New  York. 
The  marriage,  however,  took  place  in  dne  form  in  New 
Jeney,  in  conf onnity  to  the  laws  of  'that  State.  From  the 
time  of  this  marriage  until  the  death  of  Ponsford,  he  and 
the  pUuntiff  lived  together  as  husband  and  wife.  Tlie  phun- 
tiff,  at  the  time  of  the  marriage,  knew  nothing  of  said  decree 
of  divorce,  or  of  the  suit  in  which  it  was  obtained.  She  had 
heard  tliat  I*(>n>furd  had  been  married,  but  was  informed  by 
him,  prior  U>  lier  marriage,  that  liis  f<»rnier  wife  had  lieen 
dea*!  for  many  years.  When  Porisford  proposed  to  the  ])hiin- 
tiff  to  go  to  New  Jersey  to  bo  married,  he  assigned  to  lier  as 
a  reason  that  he  did  not  wisli  his  friends  to  know*  of  his  mar- 
riage, and  she  was  married  in  New  Jersey  in  compliance 
with  his  wishes,  and  not  with  any  intention  on  her  part  of 
evading  or  defeating  any  of  the  laws  of  New  York.  The 
plaintiff,  at  the  time  of  her  own  marriage,  was  not  acquaint- 
ed with  Hannah  Ponsford  or  her  family,  or  with  James 
Ponsford's  &mily,  and  heard  nothing  of  Hannah  or  of  her 
said  marriage,  (except  as  before  stated,)  until  some  time  after 
her  own  marriage.  Hannah  was  stiU  living  when  this  bill 
was  filed. 

James  Ponsford  died  in  June,  1845,  intestate,  leaving  no 
(h-cendant  or  parent,  but  leaving  the  plaintiff,  his  widow, 
ami  a  lister,  and  uuphews  and  nieecp,  children  of  deceased 
bi-utliers  and  sistei-s.  il<  his  next  of  kin.  In  July,  1S45,  the 
defendant  Joluison,  who  was  the  husband  of  one  (»f  the 
niee>es,  obtained  letters  ui  administration  on  Ponsford'a 
estate  from  the  Surrogate  of  the  city  of  New  York,  where 
Ponsford  left  property,  and  received  assets  to  the  amonnt  of 
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over  $32,000.  By  the  la\^  >  of  New  York,  where  PoTiisfnrd 
was  domiciled  at  the  time  uf  hiB  deatli,  the  plaintiff,  as  hig 
widow,  would  be  entitled  to  one-half  of  his  i)cr8onal  oj^tate 
after  the  pavmont  of  his  debts,  to  the  whole  of  the  residue  if 
under  $*i,UOO,  iipd,  if  the  residue  exceeded  $2,000,  tlien  to 
$2,000  in  addition  to  the  one-half.  The  bill  averred  that 
Johnson  would  not  pay  the  plaintiff  any  portion  of  the  estate 
of  Ponsfordy  but  was  about  to  pay  it  to  the  next  of  kin,  and 
refused  to  recognize  the  plaintiff  as  the  widow  of  Ponsford, 
pretending  that  she  was  never  lawfully  married  to  him,  and 
that  they  could  not  and  did  not  make  a  lawful  contract  of 
marriage  in  New  Jersey.  The  bill  prayed  an  actH>nnt  by 
Johnson,  tlie  ])ayment  to  the  plaintiff  of  her  shai*e  of  the 
estate,  and  an  injunction. 

The  defcii<l:ints  dt  iimiTpd  to  the  bill,  asr^iinn'nj?  for  range 
that  the  plaintiff  founded  her  claim  on  a  pretended  maij  iage 
between  her  and  Ponsford,  contracted  while  his  wife  Han- 
nah was  ill  full  life,  and  while  Ponsfoixi  had  no  capacity,  by 
the  laws  of  New  York,  where  he  was  then  domiciled  and 
resident,  to  contract  any  sudi  marriage  during  the  life  of 
Hannah. 

Boifol  H,  Waller,  for  the  defendants.  1.  The  dissolution 
of  the  marriage  of  Ponsford,  by  the  decree  of  divorce  under 
the  Statute  of  New  York,  was  not  operative  as  to  him.  His 
subsequent  marriage  with  the  plaintiff  was,  therefore,  void. 

2.  The  marriaere  domicil  in  this  case  was  not  Kew  Jersey, 
where  the  marriage  ceremony  was  performed,  but  New  York, 
where  the  parties  intended  to  reside.  The  contract  of  mar- 
riage was,  in  the  eye  of  the  law,  made  in  New  York.  3.  Put, 
if  made  in  New  Jersey,  it  was  a  nullity,  liaving  been  made  in 
fra»id  and  evasion  of  the  law  of  New  York.  {Stori/H  Confl. 
of  Tmws^  §§  86,  123  ;  Jackson  v.  Jackson^  1  Johns.  424 ; 
West  Cambridge  v.  Lexington^  1  Pkk.  506.)  4.  The  plain- 
tiff makes  her  claim  in  this  case  under  the  Ne^'  "^'ork  statute 
of  distributions.  (2  7?.  S.  96,  §  75,  suhd,  3.)  The  question 
of  the  distribution,  and  oonseoaently  the  question  whether 


Digitized  by  Google 


JULY,  1847.  55 

Fonaford  e.  Johnson. 

she  i»  the  widow  of  Poiistord,  must  bo  goveriieti  by  the  local 
law  of  New  York.  (Ston/.s  Confi.  of  Laws,  ^  380,  481, 
a.)  She  cannot  claim  in  violation  of  the  marriage  lawa 
of  the  ])huc  of  distribution,  (ffayfJon  v.  Gouhl,  1  Saik. 
11  V> ;  llnhhack^a  Ev.  of  Succession^  309,  3H> ;  Story\H  Confl. 
of  LawK  m  18,  51,  54,  65  ;  JDoex.  Vardill,  ^  B.  dfO.^; 
S,  a  9  Bliffhy  32;  Shdf.  an  Marr.t&Dw.  126, 128.) 

WtUiam  Blw,  for  the  plaintiff.  The  divorce  was  an  entire 
disBolntion  and  extinction  of  tiie  former  nmrriage,  as  to  botii 
parties.  The  reetriction  impoeed  by  the  statute  on  Pongford 

against  his  marrying  again  nntil  Hannah  shonld  be  actually 

dead,  created  a  mere  personal  disability.  The  statute  was 
designed  to  act  on  a  second  marriage  bv  a  d<^fendant  con- 
victed of  adulterv,  only  wlien  sudi  marriage  siiould  !)e  <  <iu 
tracted  in  New  York.  The  4ih  section  of  the  Act  conc.t  i  iiiri*x 
divorcc-s,  construed  in  connection  with  the  Act  of  February 
7th,  1788,  (1  B,  JL  113,)  could  operate  on  such  Bocond  mar- 
ri^e  ouly  by  way  of  punishment  of  the  defendant,  if  he 
ehould  enter  into  it.  Being  thus  a  penal  statute,  it  ouly  pro- 
hibited the  re-marriage  if  it  took  place  in  New  York. 

George  Wood,  on  the  same  side.  Ib  the  plaintifPs  marriage 
to  be  r^rded  in  New  York  as  a  valid  marriage  ?  For,  if 
not,  she  cannot  claim  as  the  widow  of  Ponsford.  1.  The 
valtdity  of  the  marriage  is  to  be  determined  by  the  law  of 

the  place  where  it  was  contracted.  {TTubhacJc's  Ev.  of  Sn^cces- 
^iorXy  330,  331 ;  DaLnjmple  v.  Dalrymple^  1  Ilayy.  C.  R.  59.) 
2.  Ponsford  was  entirely  divorced  by  the  decree  from  his 
former  marriage.  The  decree  and  the  statute,  (§  4,)  both 
of  them  declare  the  divorce  to  be  y)erfect  aiu]  eiitire.  The 
same  Etatute,  (2  R.  L.  199,  §  7,)  gives  to  the  husband,  where 
he  is  eom])]aii]ant  and  obtains  a  divorce  for  the  adulteiy  of 
his  wife,  the  same  rights  in  the  wife's  real  and  pei^^^onal  prop- 
erty *^in  like  manner  as  though  the  marriage  liad  contin- 
ned,**  thns  implying"  that  the  marriage  is  dissolved  by  a  de- 
cree of  divorce  for  adultery.  The  only  oases  where  the  lex 
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<m^r(u^tw  has  not  aeemed  to  prevail  on  the  qneBtion  of 
the  validity  of  a  Beoond  marriage  after  a  divorce,  iB  where  the 

first  iiiaiy  lauL'  was  not  completely  dissolved  by  the  divorce. 
{Shelf,  on  Marr.  ifc  JJiv.  128 ;  Beazley  v.  Ueazley^  3  Hogg, 
Ecc.  R.  639.) 

Marr!aij:;e  is  a  social  i-elulioii,  guvenied  in  part  bv  the  prin- 
cipit's  wliicli  j^oveni  contracts  merely  civil,  ])nt  yet  i^c)iii<x  fur- 
ther, and  calling  in  other  principles  to  regulate  and  deter- 
mine its  character.  In  this  aspect,  the  law  of  marriage  iB  a 
branch  of  the  jvs  gentima.  The  present  caae  must  be  con- 
sidered by  the  rules  of  that  law. 

The  objections  to  the  validity  of  the  plaintiff's  marriage 
are :  (L)  That  the  parties  were  bound  to  many  acoording  to 
the  law  of  New  York ;  (2.)  That  the  penonid  disability  on 
Ponsford  followed  him  into  New  Jersey. 

(1.)  The  lex  loei  actus  governs  as  to  the  validity  of  the 
marriage.  (Story's  Confl.  of  Laws,  §§  79,  81,  82,  86,  87,  89  ; 
S/ielf  on  Marr.  d:  Div.  123  ;  Jfubback^s  E*:.  of  Succession, 
330,  331,  and  aufJuiritLcn  thtre  colledccL)  To  this  rule  the 
only  exc'eptioii  is,  where  the  marriage  violates  principles  of 
natural  moral itv.  (Id.  332,  333.)  The  American  doctrine 
is.  that  if  a  ])ei*s<)n,  divorced  from  his  fii-st  wife,  is  rc!)dcrcd 
by  tlio  law  of  the  jjlace  of  the  divorce  incapaMc  of  contract- 
ing a  second  marriage,  still,  if  he  contracts  marriage  in  an- 
other State,  where  the  same  disability  does  not  exists  the 
marriage  is  valid  ;  and  this,  although  the  marriage  was  cele- 
brated in  the  foreign  State  in  order  to  evade  the  law  of  the 
place  of  domieil  {Story'a  Confi.  ofLawB^  §§  89, 123, 123a, 
VStSh  ;  2  Kenff9  Comm.  91  to  93,  Zd  edit. ;  Id,  458,  459 ; 
Putnam  v.  Putnam^  8  Pick,  433  \  Wett  Cambridge  v.  Zea^ 
ingtan^  1  Pick  506 ;  J}e  Coucke  v.  Savetiery  3  Johns,  CL 
190.)  If,  however,  the  evasion  can  in  any  event  affect  the 
validity  of  the  marriage,  both  parties  must  concur  in  the 
evasion.  The  evasion,  if  the  cause  of  the  invalidity,  must 
be  determined  Ijy  inquiring  into  the  motives  of  the  })ai'tie8. 
It  is  not  an  intrinsic  but  an  extrinsic  cause.  In  this  case,  the 
plaiutifE  did  not  concur  in  the  evasion. 
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(2.)  Tho  y)cr8i>iial  disahility  of  Poiisford  did  not  prevent 
his  marr}  iii«j:  in  New  Jcix-'V.  It  wa**  a  mere  personal  ili^abil- 
\tx.  If  a  penalty,  the  j^>enal  laws  of  one  countr}'  t'annot  he 
taken  iK  tHc  of  in  another.  They  are  strictly  local.  Thus,  a 
criminal  sentence  of  attainder  in  the  Courts  of  one  eovereign, 
although  it  createB  a  personal  disability  to  sue  tliere,  does  not 
carry  tlie  same  disabilit}-  with  the  person  into  other  conn- 
triee ;  and  a  person  convicted  of  an  infamous  offence  in  one 
State  is  not  thereby  rendered  incompetent  as  a  witness  in 
other  States.   {Story's  Oo^/l,  of  LaWy  %%  620, 621.) 

Danid  Lardf  for  the  defendants,  in  reply.   The  qnestion 

involved  in  this  ease  is  one  not  covered  by  any  decision  in 
the  United  States,  except  the  case  of  Putnam  v.  l^utnam, 
(8  Pick.  443,)  cited  fur  the  })hiiiitifF,  which  m  of  no  weight. 
If  the  doctrine  of  that  case  he  sound,  a  man  may  have  an 
unlimited  number  of  wivetj. 

1.  I*onsf()nrh  fij*st  marriap^e  was  lawful  and  created  an 
incapacity  in  him  to  marry  again  while  it  continued.  The 
(Kvorce  under  the  New  York  statute,  (2  E,  L.  198,  §  4,)  did 
not  relieve  Poimford  from  this  incapacity.  The  marriage  was 
not  dissolved  for  all  purposes.  It  was  only  dissolved  so  far  as 
Hannah  was  concerned,  and  the  statute  expressly  empowered 
her  to  marry  again,  which  she  could  not  otherwise  have 
done.  The  decree  of  divorce  released  the  civil  obligations 
of  the  parties  to  the  first  marriage,  but  it  only  released  the 
civil  incapacity  of  Hannah.  The  policy  of  the  statute  was 
to  extinguish  the  force  of  the  first  marriage  only  as  to  the 
aggrieved  party.  Tlie  statute  (jj  4)  imposed  no  disability  on 
Ponsford,  but  merely  left  him  where  it  found  him,  laboring 
under  the  disability  created  by  his  first  marriage.  In  this 
\'iew,  the  j)rovi»;i(>n  was  not  pemd.  The  second  marriaire 
took  place  while  the  folic  »wiiig  provision  of  the  lie  vised  Stat- 
utes of  New  York  wais  in  force :  "  No  second  or  other  sub- 
sequent marriage  shall  be  contracted  by  any  pei*son  during 
the  lifetime  of  any  former  husband  or  wife  of  such  ]^erson, 
unless  the  marriage  with  such  former  husband  or  wife  shall 
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have  been  auimlled  or  dissolved  for  some  cause  other  than 
the  adultery  of  such  person.  Every  man  uit^'o  contracted  in 
violation  of  the  pro\nsion8  of  this  section  filiall  be  ahsolutelj 
void."  (2  li.  S.  139,  §  5.)  This  proTislon  is  not  limited  to 
the  State  of  Xew  York.  The  language  is  positiye  and  uni- 
yeraal,  and  applies  to  all  marriages^  wherever  contracted. 

2.  The  plaintiff  cannot  set  up  a  claim  under  the  New  York 
statute  of  distributions,  and  at  the  same  time  set  up  a  right 
under  the  decree  of  divorce  in  this  case  as  the  foundation  of 
that  claim.  The  evasion  of  the  law  of  New  York  by  the 
husband  was  durect  and  intentional,  and  the  marriage  was  as 
much  a  violation  by  both  the  parties  of  the  policy  of  that  law 
.  as  if  the  contract  had  been  made  in  Xcvv  York. 

The  lex  loci  actus  is  invoked  as  p^overning  in  the  case.  But 
the  plaintiff's  ri^rht  to  lier  distributive  share,  as  the  widow  of 
Pon^ford,  is  the  creation  of  positive  law,  and  is  not  in  the 
nature  of  a  contraot.  That  riglit  accrues  to  her,  if  at  all, 
merely  as  an  incident  of  her  marriage.  And,  if  the  mar- 
riage was  void,  of  courae  no  incident  could  follow  from  it. 
The  plaintiflF  is  claiming  rights  that  follow  from  a  Xew  York 
domicil,  against  the  law  of  that  doniicil.  In  JIaydon  ▼* 
Gauld^  (1  8<dh,  119y  cited  in  Hubbacl^9  Ev.  of  SwseeBaion^ 
309,)  it  was  decided,  that  where  the  husband  demanded  a 
right  to  himself  as  husband  under  the  ecclesiastical  law,  he 
ought  to  prove  himself  a  husband  by  that  law. 

Bsm,  J.   This  case  has  been  carefully  considered  by  the 

Court,  and  we  are  prepared  to  pronounce  judgment  in  it 
The  iiri}^ency  of  other  engagements  since  the  argument  has 
not  alio  wed  us  time  to  draw  up  at  length  the  reasons  in  sup- 
port of  the  decision.  The  Court  is  about  to  adjourn,  and  the 
judges  cannot  have  oi)p()rt unity  for  further  conference  i)re- 
vious  to  November ;  and,  if  we  defer  the  decision  to  that 
period,  a  year's  delay  to  the  parties  may  be  caused,  should  an 
appeal  be  taken.  We  shall  therefore  order  judgment  to  be 
entered  for  the  plaintiff  on  the  demurrer,  only  indicating  the 
general  grounds  upon  wliich  the  decisioft  is  placed. 
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1.  We  coiiiiider  that,  as  a  general  principle,  tlie  capacity  or 
incapacity  to  marry  depends  on  the  law  of  the  ]>]ace  where 
the  marriage  is  contracted,  and  not  on  that  of  the  domic- 11  of 
the  parties.  This  principle  need  not  be  asserted  as  ahsohite 
in  i^l  casoB.  Incest,  polygamy,  and  practices  outraging  the 
moral  sense  and  the  usages  d  civilized  nations^  may  be  ex- 
cepted  &om  the  rale,  without  impairing  its  justness '  and 
efficacy. 

8.  We  regard  the  decree  of  diyoroe  pronounced  by  the 
Court  of  Chancery  of  the  State  of  New  York  to  be,  in  its 

purport  and  by  force  of  the  statnte  of  tlie  State,  an  absolute 
dissulutitjii  of  the  mm  i  ia;^  contract  as  to  both  parties,  and 
that  the  disqualification  or  disability  to  marr\'  declared  by  the 
statute,  attached  to  Ponsford,  by  way  of  }>enaltv,  only  witliin 
thi*  State  of  New  York,  and  did  not  incapacitate  him  from 
contracting  a  sound  and  valid  marriage  in  the  State  of  New 
Jersey,  where  the  same  disability  did  not  exist. 

3.  We  think  that  the  \'alidity  of  the  marriage  in  New 
Jersey  would  not  have  been  affected  if  both  parties  had  re- 
sorted there  to  evade  the  prohibitory  law  of  New  York.  And 
clearly,  where  one  party  was  innocent  and  ignorant  of  such 
purpose,  the  mala  fde%  of  the  other  eoold  not  impeach  the 
marriage,  if  it  was  lawful  in  all  other  respects. 

Judgment  lor  the  plaintiff. 


Tm  Unctbd  SrAtBS  tv.  Raphakl  Sobotxb. 

An  indictment  for  Torgcrj  under  §  19  of  the  Act  of  March  8<],  1825,  (4  U.  SL 
Stat,  at  Largty  120,)  In  altering  a  certificate  i'^  uf  l  nn^lor  (1  of  the  Act  of 
March  2(1,  1799,  (1  U.  S.  Stat,  at  Urpe,  659,)  altegiog  that  the  certificate  was 
i.^uetl  Uj  the  collector  ez  officio.  Is  bad  OQ  demurrer. 

Bj  Uie  Act  of  1799,  tlie  certificate  was  to  b«  ia«ued  bj  the  tuptrvisor  of  the 
fefenne,  ami  the  indSetment  oqgfit  to  allege  that  the  eoOeeior  waa  deaignaced 
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by  the  Frerident  to  lUil  Aa  datiee  of  aoporfiior,  under  the  Act  of  Ktidi  Sd, 

1808,  (2  (T.  S.  Stat,  at  Laiy$^  MS,)  end  tliti  the  eertUoate  wm  gnated  bj  tfao 
collector  m  that  capacity. 

(Before  NauoH  aDd  Bim,  JJ*,  Soutbem  District  of  JUtw  York,  Korember  lidi. 

Indictment  for  forger}'.  The  -ilst  section  of  the  revenue 
Act  of  March  LM,  1799,  (1  U.S.  Stat  at  Large,  pro- 
vides that,  in  addition  to  a  general  certificate  to  be  given  to 
an  importer  of  spirits,  wines  or  teas,  the  surveyor  or  chief 
officer  of  inspection  shall  give  to  him  a  partkndar  certificate^ 
.whidh  shall  accompany  each  cask,  ch(  f.  c^c.,' wherever  the 
same  may  be  sent  within  the  limits  of  the  United  States,  as 
evidence  that  the  same  was  lawfollj  imported,  and  gives  the 
form  of  such  certificate.  The  42d  section  of  the  same  act  {Id, 
660)  provides,  that  "  the  9ujperm9orB  of  the  several  districts 
shall  provide  blank  certificates,  under  snch  checks  and  devices 
as  shall  be  prescribed  by  the  proper  officers  of  the  treasury, 
and  shall  number,  sign  and  deliver  the  same  to  the  officers  who 
may  perform  tlie  duties  of  inspectoi's  of  the  revenue  for  tlie 
several  jjorts  in  their  resjiective  districts ;  wliich  blank  certifi- 
cates shall  be  IiIIihI  up  and  cuunterbigned  by  the  inB]>i'ctnrs  of 
the  n  \  euuc  aforesaid,  who  shall  be  accountable  therelur  to  tiie 
supervisors ;  and  tlie  said  inspectors  shall  make  regular  and 
exact  entries  of  all  certificates  which  shall  be  granted  as  afore- 
saidy  as  particularly  as  therein  described."  The  44th  section  of 
the  same  act,  C60,)  provides,  tliat  eveiy  person  who  shall 
obliterate,  coanterfeit,  alter  or  deface  any  of  such  certificates, 
shall,  for  each  and  every  snch  offence,  forfeit  and  pay  one  hun- 
dred dollars,  with  costs  of  snit  By  the  Act  of  March  3d,  1803, 
(2  U.  S.  8tiU,  at  large^  243,)  it  is  provided,  that  the  President 
may  attach  the  duties  of  the  officer  of  TntpermaoTf  in  any  dis- 
trict, to  any  other  officer  of  the  Government  of  the  United 
States  within  such  district  By  the  19th  section  of  the  Act  of 
March  3d,  1825,  (4  U.  S.  Stat,  at  I^rge,  120,;  it  is  juovided, 
that  auy  j>ei-son  who  shall  falsely  make,  forge  or  counterfeit, 
or  shall  falsely  alter,  any  iiif-ii  uiuent  in  imitation  of  or  pur- 
porting to  be  a  permit,  debenture  or  other  official  document. 
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grautctd  by  any  collector  or  other  uffieer  of  the  customs  by 
virtue  of  his  office,  or  shall  kuowiiigly  pass  or  attempt  to  pass 
as  true  any  such  counterfeited  instruineut  or  any  such  falsely 
altereil  certificate,  with  intent  to  defraadf  shall  be  deemed 
guilty  of  felony. 

The  defendant  was  indicted,  under  the  Act  of  1825,  for 
forgeiy,  in  altering  a  jwiundar  eerHfioate  iBBued  tinder  the 
Act  of  1799.  The  indictment  alleged  the  certificate  in  ques- 
tion to  have  been  issued  by  the  collector  of  the  port  of  New 
York,  by  virtue  of  his  office.  The  defendant  demurred  to  the 
indictment 

James  R,  Whiting,  for  the  defendant. 

Francis  K  Marhury^  for  the  United  States. 

Bicrrs,  J.  The  instrument  charged  to  have  been  forged 
was  one  which  the  supervisor  of  the  revenue  was  authorized 
to  issue  by  the  Act  of  1799.  The  Act  of  1803  authorized  the 
President  to  <kslgnate  any  other  officer  to  fulfil  the  duties  of 
supervisor.  The  indictment  alleges  that  the  collector  iesned 
the  certificate  ex  offieio*  But  no  Act  of  Congress  is  shown, 
making  him,  as  collector,  supervisor  also.  If,  from  the  fact 
of  the  collector's  acting  in  the  capacity  of  supervisor,  it  is  to 
be  presumed  iJiat  he  was  designated,  under  the  Act  of  1803, 
to  perform  the  duties  of  that  office,  the  indictment  is  still  bad, 
in  averring  that  he  issued  the  certificate  ex  officio.  It  should 
have  averred  his  substitution  in  place  of  the  supervisor,  and 
the  granting  of  the  certiticate  by  him  in  that  capacity. 

Judgment  for  the  defendant. 
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"Wilson 

its, 

Edwakd  Chasteney. 

E.  made  his  will  in  1819,  devising  real  estate  to  H.  \m  wife,  fur  life,  ur  during 
her  nridowhoud,  Tor  the  support  of  herself,  her  three  daughter^  and  one  P. ; 

'  and,  on  tb«  death  or  ra^nvriage  of  R.,  tbe  oatate  was  davlaecl  to  P.  for  his 
lifo,  for  the  aapport  of  hhnaelf  and  the  daughten;  and,  after  tho  death  or 
re-marriage  of  R.  and  the  death  of  P.,  the  estate  was  devised  to  the  three 
daughters  iu  fee.  Tbe  will  gave  power  to  R,  so  long  aa  she  should  retnain 
single,  and  to  P.  aftt'r  her  death  or  mi^rriage,  to  aeW  ntitl  convey  the  real  estate, 
promdfd  that  B.  sliould  /«  wntinij,  Ktgned  with  hi*  /iami,  approve  and  conteni 
to  auch  $aUf  without  which  approbation  and  coosenl  no  such  sale  should  be 
▼slid.  Tbe  mon^  srisliig  fhrni  the  sale  were  directed  to  be  iDvested  in  sncb 
naiiBer  as  B.  should  direct,  for  the  parpoees  of  die  wUL  R.  was  appothted 
esecutrix:  SeU^  that  R  had  only  a  naked  power  in  respect  to  the  dinposition 
of  the  estate,  and  that  the  power  could  be  rlghtfullj  exercised  only  bj  a  lale 
f»f  the  estntf  h\  fee. 

The  tc-'tutor  having  died,  and  thv  will  having  been  proved,  H.,  in  1825,  lo^d 
the  rcul  estate,  m  executrix  and  trustee,  to  N.,  ^clUug  furih  the  will  ul  large 
hi  the  lease,  fiir  21  yean,  the  leseee  to  pay  to  R,  her  heirs  and  assigns,  yearly 
daring  the  term.  If  she  should  so  hng  live  sod  rssaain  the  widow  of  K,  and, 
after  her  death  or  marriage,  during  tlie  rcddoe  of  the  term  then  nnezpired, 
unto  P.,  a  certain  rent :  Hdd,  that  the  lease,  as  a  conveyance  under  the  power 
of  sale  ill  the  will,  was  void,  as  not  fulfilling  the  intent  of  the  testator,  and  not 
a  ^nle  of  the  estate  for  cash,  or  something  which  could  be  invested  as  it« 
represenlalive. 

Bat  JUU^  o/so,  that  R.,  having  an  absolate  estate  for  her  widoiHiood,  coaM  lease 
that,  independently  of  the  power  of  mle,  and  that  the  lease  gliren  was  good 
Ibr  the  hiterest  she  had,  and  only  void  for  any  suiptas  of  the  term  nnezpifed 

at  her  decease. 

B.  having,  iu  1827,  sold  and  conveyed  the  sAttic  re  al  estate  in  fee  to  H.,  the  con. 
vev  uice  purporting  to  be  inad«*  by  her  aw  executrix  and  trustee  under  tlic  will 
and  m  pursuance  of  the  power  uf  ciale :  Held,  that  the  leaiie  u>  N.  was  no 
Impediment  to  the  ezendse  of  the  power  of  sale. 

In  ^ectment  brought  by  tbe  remalnderonen  under  the  will,  to  recover  the  real 
eetate,  after  the  death  of  B.  and  P. :  Held,  that  questions  touching  the  dis> 
creet  ext  rii^c  of  the  power  of  sale  belonged  to  a  Court  of  Equity,  and  that 
the  deed  to  U.,  if  valid  on  its  face,  must  operate  as  such  at  law. 

The  approbation  and  consent  of  B.  to  tbe  deed  to  H.  were  given  by  his  writing 
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ftt  the  Ibol  of  tbe  deed,  and  direetl;  foHowing  the  iignftture  of  R :  **  I  etmmU 
to  tbe  abore,**  end  snbeeriWng  fais  neue  thereto :  Hdd^  that  the  requirement 
of  the  proriso  in  tlie  power  of  aale  waa  ther^y  aatiafled,  and  that  the  «muiU 
of  B.  hnported  Ua  appnbatiom, 

(Before  Ktuoir  and  Bsns,  JJ.,  fioothem  Diittiet  of  New  Tork,  NoTember  Uth, 
1647.) 

Ejectment  for  premises  in  the  city  of  New  York.  Medcef 
£den,  the  younger,  made  his  will  in  July,  1819,  devising  all 
his  real  and  personal  estate  to  Kachel  hi%  wife,  for  life,  or 
ii  'r  rrite  viduitate,  for  the  maintenance  and  support  of  her* 
self,  her  daughters  Sally  Ann,  (one  of  the  plaintiffs,)  Eliza- 
heth^  and  Bebecca,  and  also  of  John  Pelletrean ;  and,  on  the 
death  or  re-marriage  of  hie  wife,  he  deyised  eaid  estates  to 
Pelletrean,  during  his  natural  life,  for  the  support  of  himself 
and  the  three  daughters ;  and,  after  the  death  or  re-marriage 
of  his  wife,  and  the  death  of  Pelletreau,  he  devised  all  his 
said  landed  estates  to  Sally  Ann,  Elizabeth  and  llebecca,  in 
fee.    Tlie  will  then  itioceeded  :  "  I  s^ive  t/)  my  wife,  so  long 
>\\v  shall  rciuaiu  single,  and  to  the  said  John  Pelletreau, 
aftt  r  \\L'v  death  or  marriage,  full  power  and  uutliority  to  sell 
and  convey  all  or  any  "part  of  my  real  estate,  })i()vided  that 
the  said  Aaron  Burr  shall  in  writing,  signed  with  his  hand, 
approve  and  consent  to  such  sale  ;  but  no  such  sale  shall  be 
valid  without  such  approbation  and  consent."    The  moneys 
arising  from  such  sale  were  directed  to  be  invested  in  such 
manner  as  Burr  should  direct,  for  the  purposes  of  the  will. 
He  appointed  his  wife  executrix  so  long  as  she  remained 
single  and  unmarried,  and  declared  that,  after  she  should  die 
or  be  married,  Pelletreau  should  bo  his  executor. 

On  the  1st  of  January,  1825,  the  testator  having  died,  and 
his  will  having  been  duly  proved,  Rachel  Eden  executed  a 
lease  of  the  [)reinifes  in  question,  which  wei*e  a  part  of  those 
devised  by  the  will  of  her  hnshand,  to  one  Nursworthy. 
The  lease  ]iiiri>orted  to  be  executed  by  her  as  executrix  and 
trustee,  and  set  forth  the  will  at  lai-i;e.  The  AuheftduDi 
clause  of  the  lease  was  :  "  To  have  and  to  hold  tlic  preinities, 
from  the  Ist  day  of  Januaij,  1825,  for  and  during  the  full 
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end  and  term  of  twenty-one  years  Uience  next  ensuing,  yield- 
ing and  paying  to  the  said  Eachel  Eden,  her  heirs  and  assignsy 
yearly  and  every  year  during  the  said  term  of  twenty-one 

years,  if  she  shall  so  long  live  and  remain  the  widow  of  the 
said  Medcef  P^dcii,  ;uul,  fVoin  and  after  lier  death  ur  marriage, 
yieldiiifii;  and  paving,  for  and  during  the  residue  of  the  said 
term  which  may  be  then  luiexpucd,  unto  the  said  John  Pelle- 
trean,  the  yemrly  rent,"  <fec. 

On  tlie  :^l>th  of  January,  1>527,  liachel  Eden  sold  and  eon- 
veyed  the  same  premises  in  fee  to  lialsey  Kogers.  The  con- 
veyance purported  to  be  made  by  her  as  executrix  and  trus- 
tee under  the  will,  and  in  pursuance  of  the  power  of  sale 
contained  therein.  The  approbation  and  eonpent  of  Burr  to 
this  sale  was  given  by  his  writing,  at  the  foot  of  the  deed, 
and  directly  following  the  signature  of  Bachel :  I  consent 
to  the  above,''  and  subscribing  his  name  thereto. 

Bachel  Eden  died  in  1830,  and  Pelletreau  in  1838.  Elizar 
betii  died  in  1832,  intestate  and  without  issue.  The  plaintiff 
Waldron  was  the  husband  of  the  plaintiff  Sally  Ann.  The 
plaintifiF  Wilson  represented  the  interest  of  Kebecca.  The 
defendant  set  up  the  lease  to  Norswui  thv,  and  tlie  deed  to 
llalsey.  At  the  trial  a  vei*dict  was.  taken  subject  to  the 
opinion  of  the  Court,  on  a  case  to  be  made. 

Ambrose  Z,  Jardany  tor  the  plaintiffs. 

George  Wood  and  Danid  Lord^  for  the  defendant 

Beits,  J.  The  points  considered  and  decided  by  the  Court . 
are :  (1.)  The  due  execution  of  the  power  under  the  will,  in 
the  conveyance  of  the  promises  in  question  in  fee  to  Halsey 
,  Bogers,  on  the  29th  of  January,  1827 ;  (2.)  The  sufficiency  of 
the  endorsement  made  by  Col.  Burr  on  the  deed  to  Kogers,  as 
a  compliance  with  the  directions  of  the  will. 

(1.)  We  regard  it  as  settled,  bv  the  Courts  of  this  State,  on 
the  effect  of  the  will  of  Medcef  Eden,  that  Kachel  Eden  liad 
only  a  naked  power  in  respect  to  the  disposition  of  the  estate, 
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and  that  the  power  coald  he  rightfully  exercised  only  hj  a 
sale  of  the  estate  in  fee.  ( WMtYm  v.  McCtmih,  1  IfiUy  111 ; 
MeComb  v.  WeMrtmy  in  srror,  7  JliU,  335  ;  Bloomer  v.  Wal- 
dron, 3  IliU,  301.)  It  tlie  demise  to  Norsworthy,  on  the  1st 
of  J:imi:ir\%  1825,  wa?*  intended  ai  a  wnveyance  under  the 
piAV'er  ill  the  will,  it  would  be  void,  as  not  fulfill iiijj::  the  de- 
clnred  intent  of  the  testator,  because  not  a  Bale  of  the  estate 
iin'  •  a-'h,  or  something  which  could  be  invested  as  its'  repre- 
sentative. {Bloonier  v.  Waldron,  3  /////,  361.)  But  Rachel 
Eden,  having  an  absolute  estate  for  her  widowhood,  could 
lease  that,  independently  of  the  power  of  sale ;  and«  whether 
she  demised  it  in  gross  bj  a  description  appropriate  to  her 
special  interest,  or  conveyed  it  for  a  term  of  years  which 
might  ontnm  the  dnration  of  her  interest,  the  demise  wonld 
be  good  for  the  interest  she  had,  and  only  void  for  any  sur- 
plus of  the  tezm  unexpired  at  her  decease.  (Bacov^s  Ah. 
Leases,  Z  S ;  4  Com,  Dig,  Dajfs  Ed,  63,  note  s;  Svmdair  t. 
J<idcsim^  S  Vowen^  543  ;  OZark^s  Lessee  v.  Courtney^  5  Peters, 
319.  )  The  lease  purports  to  be  executed  by  her,  as  executrix 
and  tru>tee,  but  it  also  sets  forth  at  large  the  will  Ijy  which 
her  personal  interest  is  created,  and  the  conveyance  will, 
upon  -ettled  principles  of  law.  he  supported  to  tlie  extent  of 
her  autliority  to  make  it  as  donee  of  the  estate.  {Say den  on. 
PmcerSj  298.)  She  being  tenant  for  life,  unless  she  should 
re-marry,  the  demise  was  good  for  the  amount  of  her  interest, 
and  she  would  never  liave  been  allowed  to  reclaim  the  premi- 
ses from  the  lessee  daring  her  life,  or  before  the  expiration 
of  the  twenty-one  years,  on  the  allegation  that  she  had  no 
rightfol  power,  as  executrix  and  trustee,  to  execute  a  lease, 
even  though  it  had  been  executed  by  her  with  a  formal  dec- 
laration that  she  acted  solely  under  the  p  wer  of  sale  in  the 
wilL  But  the  lease,  though  inartificially  drawn,  in  no  way 
limits  the  grant  to  the  power  of  sale.  On  the  contrary,  it  in- 
dicates, with  a  distinctness  that  can  leave  no  doubt,  an  inten- 
tion to  grant  the  interest  of  the  lessor,  ii.^  well  as  to  exercise 
a  buppoocd  power  to  convey  a  tenn  be\  ond  that.  There  was 
clearly  nothing  in  the  power  of  sfi^le  in  the  will  which  author- 
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ized  the  liinitationii  ub  to  rent  wiitaiiu*<l  in  the  lease,  and, 
those  liinitatioTis  are  in  eonponancc  witli  the  aotiial  iiiteregt 
of  liachel  Eden  and  IVllctivan,  tlie  instrimicnt  would  natu- 
rally be  construed  so  that  the  grantee  might  be  assured  of 
all  the  interest  the  widow  liad  in  her  own  right,  and  so  as  to 
correspond  with  honest  and  fair  dealing  on  her  part/  These 
considerations  show  that  the  lease,  operating  only  to  convey 
the  rested  interest  of  llie  lessor  dniing  her  widowhood,  cre- 
ated no  impediment  to  the  exercise  of  her  power  of  sale ;  and 
that  the  sale  in  fee,  on  the  29th  of  January*,  1827,  to  Bogers, 
became  valid  and  effectual,  if  so  executed  in  point  of  form  as 
to  give  it  operation  under  the  will. 

It  is  contended  that  the  outstanding^  term  of  vears  wanted 
by  the  trustee  to  Norsworthy  was  injurious  to  the  devisees,  in 
preventing  a  sale  for  the  full  value  of  their  interests,  and  ulbo 
that  the  sale  to  Rogers  was  in  facrt  for  an  inadequate  consid- 
eration. Questions  touehiiig  the  discreer  and  beneficial  ex- 
ercise of  the  power  of  sale  l)elong  to  a  Court  of  Chancer}', 
and  not  to  one  of  law.  The  devisees  might,  by  bill,  have 
had  relief  against  the  tmstee,  if  she  eicecuted  her  trust 
i  in  providently  and  to  their  prejudice,  and  against  the  pur- 
chaser, also,  if  he  knowingly  induced  such  act  and  colluded 
with  her  in  its  commission.  {Fhxnu^t  y.  Zeacky  5  Oaw.  506 ; 
CAcmpion  v.  WkUe,  Id.  510;  Jaekaon  y.  BiUsy  8  Id.  290, 
293 ;  TayloT  y.  King^  6  Munf.  368.)  But,  U2x>n  its  face,  the 
conveyance  to  Hogera  is  vaUd,  in  so  far  as  Mrs.  Eden's  capac- 
ity to  execute  it  is  concerned,  and  must  so  operate  at  law 
against  the  remainder-men,  unless  its  execution  was  defec- 
tive for  want  of  couipliuiico  in  form  with  the  directions  of 
the  will. 

(2.^  Tlie  jxjwer  to  sell  is  given  by  the  will,  with  a  proviso, 
"that  AamTi  P>urr  shall,  in  writing,  signed  with  liis  hand, 
approve  and  consent  to  sneh  sale,  luit  no  sale  sliall  be  valid 
without  such  approbation  and  consent." 

The  argument  for  the  defendant  concedes,  as  broadly  as 
the  plarntifis  contend,  that  this  power  most  be  strictly  pur- 
sued, BO  far  as  it  is  directory  as  to  persons,  time  and  mode  of 
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execution.  It  is  ncedlesB  to  rehearse  the  authorities  for  this 
doctrine,  which  Ib  fundamental  on  this  point  There  can  he 
no  question  that  the  deed  hj  the  trustee  was  inoperative  and 
Toid,  nnless  Aaron  Burr,  in  writing,  signed  with  his  hand, 
approved  and  consented  to  the  sale.  His  consent  and  n[>|»i*o- 
bation  in  writing  was  made  a  vital  part  of  the  power.  No 
form  or  method  of  conveyance  eonld  be  devised  omitting 
mch  consent,  which  would  satisfy  tlie  special  qnalification  of 
the  |xnvor.  ?so  consent  or  approbation  could  be  given  by 
Col.  P>U!  I  which  would  nnider  the  deed  efficacious,  except  in 
the  >prrilic  mode  ixiinted  out  by  the  will.  iSufffh^n  on 
i^»;4 ;  ILnrl  liui  v.  JCernp,  3  East,  410;  Taylor  \. 
Horde,  1  Burr.  60,  120;  Daly  v.  Jam^^,  8  Whi^at.  495; 
Clarke'}*  Lessee  v.  Courtney,  5  J^eters,  319,  349,  350 ;  Sin* 
dair  v.  Jackson,  8  Cow.  543.)  It  is,  perhaps,  not  going  too 
far  to  say,  that  the  cases  at  law  demand  a  precise  and  literal 
exercise  of  the  power,  to  satisfy  the  rule.  {Daly  v.  JameSy  8 
Wheat,  495,  535 ;  Hawkins  y.  Kemp,  3  £astj  410 ;  Su^n 
on  Powers,  210, 212.) 

Whenever  a  particular  form  is  prescribed,  no  other  may 
be  adopted  as  equivalent  to  it,  and  the  only  question  here  is, 
whether  the  will  has  declared  the  formula  with  which  the 
consent  and  approbation  of  Col.  Burr  shall  be  expressed. 
The  manner  must  be  in  writing,  and  the  writing  must  be 
siirned  l»y  hhn.  r»<>th  of  these  particulars  liuve  been  fultilled 
in  this  ciii>c,  and  we  tliink  that  these  are  the  directiotis 
in  the  will  which  need  be  literally  and  exactly  eornplied 
with.  The  conveyance  is  perfect  in  all  it^  formalities  when 
BO  framed,  and,  if  the  writing,  so  signed,  expresses  the  con- 
sent and  approbation  of  CoL  Burr  to  the  sale,  thei*e  is  no  lim- 
itation to  the  use  of  those  {U'ecise  words  in  order  to  convey 
the  consent.  The  will  manifeetly  shows  that  the  testator 
intended  to  secure  the  concurrence  of  Col.  Burr  to  the  con- 
veyance and  the  investment  of  the  proceeds,  and  it  defines 
the  manner  in  which  his  concurrence  shall  be  communicated* 
This,  however,  does  not  necessarily  import  that  the  consent 
and  approbation  itself — the  assent  of  Col.  Burr's  mind — ^must 
• 
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be  bhuwu  by  the  employment  <»f  thoae  very  expret^ions. 
Otherwise,  any  deitjirture  from  thube  identi<-,al  words  would 
vacate  the  deed,  altliough  the  consent  and  ajiprobatiou  of 
Col.  Burr  were  expressed  with  a  fulness  and  certainty  beyond 
all  question.  Sappose  Col.  Burr  had  written  and  Bubsciibed 
a  declaration  on  the  deed,  that  he  well  knew  its  tenns  and 
purpose  and  bad  advised  the  sale,  and  that  it  met  his  fullest 
ooncurrence,  and  was  in  all  respects  satisfactory  to  him — 
oould  any  Court  deny  that  this  was  consent  and  approbation 
on  his  part }  We  are  satisfied  that  no  more  is  requisite  on 
this  point,  than  for  the  grantee  to  show  that  the  writing 
signed  by  Ool.  Burr  does  ^We  his  consent  and  approbation  to 
the  Bale,  and  that  the  omission  to  employ  that  precise  phrase- 
ologA'  is  not  decisive  of  ihc  iiKpiiry. 

At  the  foot  of  the  deed,  and  directly  follow iii^  the  signa- 
ture of  the  trustee.  Col.  lUirr  wrote :  *'  1  consent  to  the 
above,"  and  subscribed  his  name  to  it.  AVe  think  that  consent 
in  this  connection  involves  approbation  also,  even  if  the  two 
expressions  are  not  of  equal  and  common  value.  Indeed,  if 
any  distinction  can  be  made  in  the  import  and  force  of  the 
words,  it  would  api>ear  that  the  testator  used  consent  ns  the 
most  significant  and  effective.  If,  as  the  Supreme  Court 
intimate  in  C'lark^s  Zessee  v.  Courtney^  (5  PeterSy  319, 350,) 
over-niceties  and  refinements  are  not  to  be  disregarded  in 
ooustruing  powers  to  sell  and  convey  lands,  certainly  no 
more  extreme  rigor  of  construction  will  be  applied  to  defeat 
a  lond'Jide  attempt  to  execute  a  power,  than  to  uphold  it  In 
hoXh  ciises,  the  intention  of  the  party  creating  the  power  is 
to  control  its  construction,  and  the  substautl.tl  fullilnient  of 
that  iutcntiuu  is  all  thai  will  be  required.  {  WiUonw  Tn/uj)^ 
1  Ji'hiix.  i'h.  H,  li5,  33:  Pomrry  v.  Parfinfjton^  3  T.  It. 
665;  Gi'ijjitU  v.  Htirrlsnn,  4  J,L  7;:7,  74:1,  74s,  749.)  In 
view  of  these  principles,  whatever  stress  of  interpretation  is 
applied  to  aj^prove,  no  sound  and  satisfactory  distinction  can 
be  stateil  carrying  its  meaning  beyond  that  of  consent. 
Especially,  as  the  words  are  used  in  the  will — "  ajyprove  and 
consent  to  fucA  sale  ^''•—consent  to  is  grammatically,  if  not  in> 
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trinsically,  the  positive  and  operative  plirase.  For,  aj)j)rove 
can  have  no  sentie,  as  it  is  placed  in  the  clause,  without  the 
transposition  of  such  sale  or  of  t^jvprove  itself,  m  as  to  l»rlii<j^ 
the  three  words  in  direct  connection.  As  it  stands,  arid  liter- 
ally coii-trned,  approve  is  valueless,  luiviii^:;  no  grammatical 
connection  with  sale.  Although  the  Cuurt,  in  effectuating 
the  inteut  of  the  testator,  and  h>ol<ing  to  the  sul)stance  of  the 
power,  would  certainly  not  suffer  a  faidt  in  syntax  to  work  its 
dertmction,  yet,  npon  a  nice  point  of  synonymy  or  tautology, 
the  criticism  made  may  not  be  without  influence  in  indicating 
whether  the  intent  and  direction  of  the  testator  are  not 
wholly  conveyed  by  the  word  ooiMmi.  Aside  from  such 
hypereriticism,  we  think  ihat  the  written  eofMeni  of  Col.  Burr 
to  the  sale  necessarily  imports  his  appro&aiion,  and  that  the 
requipements  of  the  power  are  thereby  satisfied.  We  do  not 
j»i'rceive  that  any  further  signitieance  would  he  affoidcd  l)y 
using  i)oth  word?*.  Xo  iinpoi't  or  effect  is  j>oiiited  out  as 
legally  a]>idical>le  to  both  terms,  which  voh^tnf,  iis  cm]>loyed, 
d<K's  not  of  itself  ex]>res8.  We  ure  to  assume  that  tlie  tnis- 
tee  and  Coi.  J'lirr  acted  in  good  faith  towards  the  gjantee, 
and  intended  that  the  deed  should  be  executed  conformably 
to  the  power,  and  the  consent  of  CoL  Burr  to  the  sale  and 
conveyance  for  that  purpose  must  be  regarded  as  involving 
hia  approbation  of  both.  ^ 

Judgment  for  the  defendant 


Blakqhabd^s  Gun-Stock  XusNiNa  Faotohy     Labaii  Jacobs. 

TIjC  nilo  tliat  the  venUct  of  a  jury  will  not  be  set  aside  where  cviffence  wns  given 
on  iHjth  sideH,  and  tliera  wa.s  no  migdireclioa  as  to  the  law,  is  applicable  to  an 
aciiuD  on  the  case  for  the  infriiigemeDt  of  a  patent.  ^ 

WlwM,  in  raeh  an  actlmi,  U  was  intwoltted  to  the  Jary,  m  a  qoetUon  of  fact» 
whether  the  deAmdant  was  eooeerned  in  luing  the  infirisging  machine,  or 
was  merelj  a  purchaser  of  the  articles  manufactured  bj  it,  and  the  jurj, 
having  been  instructed  thst  (be  defendant  was  not  liable  if  he  was  onlj  the 
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pinx-hflser  of  aitides  after  ihej  were  manafactured,  found  for  the  pluinuff : 
Held  tliat,  as  there  was  evidenee  on  both  rides  of  the  question,  and  the  Terdici 
was  not  cleariy  againBt  Uie  wdgbt  of  evidence^  H  must  stand. 

(Before  Nb4on  and  Bwn,  JJ.,  Boathem  District  of  New  Toili,  November  16th, 
1847.) 

Tbib  was  an  action  on  the  case  for  the  infringement  of  Let 
ters  Patent^  granted  to  Thomas  Blanchard  for  ^  a  machine 
for  turning  and  cutting  irregular  forms."  (See  Blanduird^9 
Guf^Stock  Turning  Fitctory  v.  Warner y  1  Blatchf.  C,  C.R, 
258.)  The  alleged  infringement  consisted  in  the  use  of  the 
patented  improvements  in  the  maniifaetiire  of  handles  for 
hatchets.  ^Vt  tlic  trial  the  plaintiffs  had  a  verdict,  and  the 
defendant  now  moved  for  a  new  trial,  on  a  case.  The  points 
raised  sufficiently  appear  from  the  opinion  of  the  Court 

TT.      AUen,  for  the  defendant 
Seth  P.  Stupkdj  for  the  plaintiffs. 

EKT^^:,  J.  The  defendant  moves  to  set  aside  the  verdict 
reudei-ed  against  him,  as  being  without  evidence  to  !>up]xirt 
it.  It  appeal's  that  one  Pike,  a  sub-tenant  of  the  defendant, 
had  used  a  machine  for  turning  h^tchet-haudles,  which  was 
a  violation  of  the  Blanchard  patent.  Tlie  handles  were 
manufactured  for  the  defendant  Pike  had  come  to  the 
place  at  the  instance  of  the  defendant,  and  there  was  evi- 
dence of  a  relationship  by  marriage  between  them.  The 
defendant  gave  evidence  for  the  purpose  of  showing  that  he 
purchased  the  hatchet-handles  from  Pike  at  fixed  prices^ 
and  that  he  had  no  other  connection  with  the  manufacture 
than  as  a  contract  purchaser.  The  plaintiffs  gave  other  evi- 
dence, conducing  t4>  show  a  concert  between  tl»e  defendant 
and  Pike  in  the  inajudacture,  and  that  it  was  under  their 
mutual  charge.  The  (^ourt  instructed  tlie  jurv  that  the 
action  could  not  be  niaiutuiiied  against  the  defendant,  if  lie 
was  no  more  tliau  the  purchaser  of  the  articles  after  they 
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had  been  mannfaotared  hj  Pike,  but  that  it  was  a  question 
of  fact  for  them  to  find  from  the  evidenee,  whether  or  not 
the  defendant  was  concerned  witli  Pike  in  using  the  machine. 
There  was  testimony  tendinis  to  show  a  common  cxxiperation 

ill  workiiu^  iliv  machine  and  infringing  the  patent,  and  it 
Wluiiged  to  the  jury  to  (U^terinine  the  credibility  and  weiirlit 
of  that  evidence.  The  rule  laid  down  in  Ward  w  d  nf'  i\  ('5 
JiJuis,  271.)  that  the  verdict  of  a  jury  will  not  be  set  aside 
where  there  lias  ])een  evidence  on  both  sides  of  a  qnostiou  of 
fraud,  and  no  miiidirection  as  to  the  law,  is  applied  with  like 
strictness  to  all  cases  of  tort.  {Jarvia  v.  HatAeway^  3  Johns, 
ISO.) 

A  new  trial  will  not  he  granted  in  any  case  unless  the  ver- 
dict is  clearly  without  evidence  or  against  the  weight  of  evi* 
dence.  (Breton  v.  Wilde,  13  Johns,  454;  Trovobridg^  r. 
Baker,  1  Cow,  2iil ;  Lewis  v.  Payn,  4  Wend,  423 ;  SmUh  v. 
Hicksy  5  Id,  48;  Ahap  7%e  Cwnmereial  Ins,  Co,j  1 
Sumn,  451.)  N^or  for  the  ]ui2|Mjae  of  introducing  new  evi- 
dence to  points  l)efore  in  controversy.  (  WlUianis  v.  Bald- 
win, IS  Jijhm,  489;  D(fugLass  v.  Tousey,  2  Wend.  .'^51^; 
Chatfi^ld  V.  Ldthrop,  G  Pick.  417.)  The  evidence  to  8n]»|H»it 
the  action  in  this  case  was  not  very  fidl  or  direct,  and  the  eir- 
cunistance.s  were  not  in  their  character  decisive  against  tiie 
defendant,  but  tliey  all  had  a  legal  bearing  upon  the  issue. 
The  testimony  offered  by  the  defendant  in  hii^  exoneration 
was  met  by  counteracting  facta,  and  we  think  the  jury  were 
well  warranted  in  drawing,  from  the  whole  evidence  consid- 
ered together,  the  conclusion  which  they  adopted. 

New  trial  denied. 
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Under  Ruki  67  in  Bquitj,  requiring  notioe  to  be  {j^von  on  an  applioUion  for  leave 
to  file  a  supplemenul  bill,  it  it)  not  necessury  that  the  petition  for  I(>uve  .-liunld 
enrbraco  the  uverrnciila  iutendcd  to  bo  iiisi  rtcd  in  tho  stipplemcntal  bill,  Itut 
oiily  that  it  ^hoiiM  atlvisc  the  opposite  partjr  and  the  Court  of  tb«  ground  on 
trbich  the  relief  \a  applied  for. 

All  dint  the  Ckinrt  inquirM  into,  on  sncb  n  petition,  i«  to  eee  whether  probnUe 
erase  eziats  for  gnintinjs  Uie  lenve,  and  wlietber  the  petition  states  Ikcts  or 
circumstanees  whiob,  if  properly  pleaded,  would  sustain  a  supplemental 
bill. 

Where  the  originni  bill  wn<?  aj;ain<<t  K.,  arul  was  fcnmded  mainly  on  an  agreement 
between  the  jilniritif!"  and  K.,  in  relation  to  a  machine  pstented  to  tlio  former, 
which  gave  to  K.  tbu  right  to  make  and  veud  tiie  machined  on  certain  condi- 
tions, and,  on  filing  the  bill,  an  injuucdon  was  issued  sgalnst  K.,  prohibiting 
Us  further  making  or  selUng  the  machines :  Bdd^  that  a  petition  ayeging  that 
since  the  filing  of  the  lull  O.  had,  as  the  plaintiff  wu  infarmtd  and  betUved, 
become  in  some  way  interested  in  the  machines,  and  was,  4U  the  /4aitUiff 
Mui'ed,  aclini?  in  colbi^ion  with  K.  in  makin'„'  and  vending  them,  and  repre- 
sented himself  as  so  interestod,  %m  iiutticicul  to  authorize  the  plaintifl'  to  make 
G.  a  party  to  tiie  rame  suit  by  supplemental  bilL 

Where  the  same  petition  naked  levre  to  insert  in  a  eupplementsl  bSU  new  matters 
in  repird  to  K. :  Bdd,  that  although  most  of  them  would  be  proper  subjects 
of  amendment  to  the  original  Utl,  and  could  not  lay  the  foundation  for  a  sup- 
plemental bill,  yet,  as  a  discovery  was  sought  from  K.  in  regard  to  particulars 
not  stated  in  the  original  bill,  and  K.  had  already  answered  that  bill,  die  Isare 
ought  to  b(!  granted. 

Circuiustanoeii  staled  under  which  laciics  will  not  be  imputed  to  the  plaintifl  as  a 

ground  fbr  denying  him  leave  to  file  a  supplemental  bilL 
(Befose  Bcirs,  J.,  Southern  District  of  New  Torfc,  Jsnuary  26th,  1848.) 

This  was  an  application,  hj  petition,  for  leave  to  file  a 
supplemental  bill,  making  one  Calvin  L.  Goddard  a  party  to 
the  fluit,  and  adding  new  charges  against  the  defendant  Kins- 
man, based  partly  on  facts  which  had  occurred  since  the 
original  bill  was  filed,  and  partly  on  facts  existing  at  that 
time,  but  not  then  known  to  the  plaintiff,  and  also  an  amended 
prayer  for  a  Receiver.  No  additional  proceeding  wa.s  pniyiM] 
against  the  defendant  Uale.    Notice  of  the  application  \vm 
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served  ou  Kinsman  and  Godflanl,  and  they  op]X)sed  it.  Kins- 
man ol>je(^ted  that  the  plaintitl  had  been  f^^iltv  laehefi,  in 
not  -ijKM'(li/)(r  the  can?e,  as  a  ]>1e.i  in  bar  to  tin*  l>ill.  and  an 
aTi<\ver  >ui»|K>rting  tlic  plea,  had  Ueon  filed  nearly  iwo  yeai-s 
before  ;  and  that  it  was  nnreasuuable  to  allow  him  now  to 
introduce  new  averments  and  a  new  prayer,  and  thus  open 
and  eolai^  the  "field  of  litigation,  which  odght  to  have  been 
clo«e<l  apon  the  pleadings  before  the  Court. 

'The  original  bill  was  founded  mainly  upon  an  agreement 
between  the  plaintiff  and  Kinsman,  in  relation  to  a  burring 
machine  patented  to  the  plaintiff,  (see  Parkhunt  v.  J£tn9- 
maTiy  1  BlUef^,  C,  C.  R,  488,)  which  gave  to  Kinsman  the 
right  to  make  and  vend  the  machines  on  certain  conditions. 
A  provisional  injunction  was  granted  against  KinsmaQy  on 
the  filing  of  the  bill,  prohibiting  liis  farther  making  or  sell* 
inir  the  macjhines.  The  |>etition  now  alleged  that,  since  the 
bill  wa-  iiled,  (ioddard,  wlio  was  formerly  a  clerk  or  agent  of 
Kin>!nan'>,  had,  ju-i  the  plaintiff  was  informed  and  believed, 
become  in  some  way  interested  in  the  maehineH,  and  was,  as 
the  plaintiff  believed,  linj^  in  collusion  with  Kinsman  in 
making  and  vending  them,  and  represented  himself  as  so 
interested,  and  was  issuing  circulars  to  invite  purchasers,  &c. 
Goddard  objected,  that  the  eauBe  of  action  against  Kinsman 
set  up  in  the  bill  was  wholly  foreign  to  him,  being  baaed  on 
a  eontract  between  tiiose  parties^  and  seekiDg  redress  upon 
the  spirit  and  equity  of  that  contract,  with  which  he  was  in 
no  way  connected  in  terms,  and  in  which  he  had  no  interest ; 
that,  if  the  plaintiff  had  any  cause  of  aetiot  against  him  for 
the  violation  of  the  patent,  the  remedy  was  by  an  action  for 
the  toH;,  and  such  violation  had  no  connection  with  the  agree- 
ment set  up  in  the  bill. 

Seth  P.  Staples  and  George  Gifford^  for  the  plaintiff. 

James  W.  Gerard^  for  Goddard. 

Am/Urose  L,  Jordan^  for  Kinsman. 
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Bbttb,  J.  It  aeemed  to  be  Ba^Kned,  on  the  aigament,  by 
the  counsel  lor  the  defendsnt,  that  the  Supreme  Court,  iu 
requiring,  by  Rule  57,  notioe  to  be  given  on  an  application 
for  leave  to  file  a  supplemental  bill,  had  pnt  the  petition  upon 

the  f(X)tin£j  of  the  bill  itself  when  filed,  uiul  that  the  applica- 
tion could  be  defeated  by  showing  that  tlie  petition  did  not 
make  a  case  CistiiblihliiiiL'"  tbe  pwpriety  of  tfie  bill,  and  the 
legal  liability  of  the  party  sought  to  be  bn»u«i:lit  in,  to  the 
ri'inody  sought  by  the  suit.  Such,  however,  is  not  the  elTect 
of  the  rule.  It  does  not  essentially  change  the  practice  as  it  • 
before  exi8te<l.  In  England  and  in  this  State,  supplemental 
bills  were  allowed  to  be  filed  only  by  leave  of  the  Court ; 
{Dan,  Oh,  Pr.  1655,  Am.  ed,  and  notes ;  Eager  v.  Price^  2 
Padgey  303 ;  Lawrence  v.  BoUmiy  8  Id,  294 ;)  and  the  Court, 
in  addition,  frequently  ordered  notioe  to  be  given  of  the  ap- 
plication. {Eager  v.  Priee^  2  Paige^  333.)  The  design  of 
notioe  is  to  avoid  precipitation  and  a  needless  accumulation 
of  pleadings.  But  the  Court  inquires  no  further  than  to  see 
whether  probable  cause  existjA  for  the  new  ])roceeding.  The 
petitiuii,  accordiTiirly;  need  not  embrace  the  averments  intend- 
ed to  be  insertt^tl  in  the  su])j)leinental  bill,  but  need  only 
advise  the  o|»[)Osite  party  and  the  Court  oi  tlic  ground  on 
which  the  relief  is  ap|>lied  for.  The  Court  may,  therefore, 
deny  leave  to  tile  a  supplemental  bill,  and  yet  pennit  an 
amendment  of  the  original  bill ;  and  this  ability  to  shape  and 
abridge  the  pleadings  may  be  the  reason  of  tlie  practice  which 
requires  the  assent  of  the  Court  to  the  filing  of  a  supple- 
mental bill.  In  my  opinion,  then,  all  that  the  Court  looks  to 
on  motions  of  this  description,  is  to  see  that  the  plaintiff 
states  facts  or  circumstances  whi(*Ji,  if  properly  pleaded, 
would  sustain  a  supplemental  bilL 

The  allegations  in  the  petition  in  regard  to  Goddard  would, 
undoubtedly,  be  insufiicient  as  averments  in  a  supplemental 
bill,  but  they  embrace  matters  which,  if  well  pleaded,  may 
charge  hini  as  a  party  to  the  suit.  The  Court  will  not  decide 
this  motion  on  the  technical  rides  aj){)lical(le  to  a  demurrer. 
The  petition  ib  suthciently  definite  in  cliarging  that  Goddard 


Digitized  by  Google 


JANUABT,  184a 

Parkhorat  v.  Kinaman. 


75 


has' become  connected  with  the  Bubject-matter  of  the  suit 
acrainst  Kiiifiiiuiii  t^ince  the  original  bill  was  filed,  and  is,  in 
that  connection,  doinir  t]i«»;«c  acts  in  i-elatiun  to  the  interests 
of  the  plaintilY  wliicli  llii.-.  (  "oiirl,  by  injunction,  ha^  restrained 
KiiijSTnan  from  doing;  and  that  is,  in  substance,  snllicicnt, 
according  to  all  the  authorities,  to  authorize  the  plaintift  to 
bring  Goddard  before  the  Court,  in  the  same  suit,  to  answer 
for  his  proceedingB.  On  these  ]K>ints,  the  plaintiff  is  entitled 
to  a  discovery  from  Goddard.  It  is  a  mistake  to  constnie  the 
petidon  as  setting  up,  as  the  ground  of  com]>laint,  an  inde- 
pendent infringement  by  Goddard  of  the  plaintifiPs  righta 
under  his  patent  Its  bearing  and  manifest  intent  is  to  char^ 
on  Goddard  a  combination  with  Kinsman,  and  an  acting  in 
concert  with  him  to  defeat  the  right  the  pliuntiff  has  to.  re- 
strain Kinsman  on  the  equities  of  the  original  bill  It  is 
enough,  on  this  motion,  to  allege  such  concert  and  combina- 
tion on  information  and  belief,  whether  buc  Ii  a  charge  would 
or  would  not  be  sufticient  in  the  bill  itself.  The  leave  prayed 
for  inu>t,  therefore,  be  granted  in  re&pect  to  Goddai-d. 

Mo.-t  of  the  matters  songiit  to  be  inserted  in  the  supple- . 
mental  bill  in  respect  to  Kinsman  would  be  proper  subjects 
of  aineudmeut  to  the  original  bill,  and  could  not  lay  the  • 
foundation  for  a  supplemental  l)ill.  (1  Ilof.  Oh,  Pr,  393, 
398 ;  ^tonjH  Eq,  PL  §  333.)  But,  as  a  discovery  is  sought 
from  Kinsman  in  r^i^ard  to  particulars  not  stated  in  the  origi- 
nal bill,  and  an  answer  to  that  has  been  already  put  in  by 
him,  the  oourBe  of  practice  will  justify  the  filing  of  a  new 
bill.   {Mitf.  PL  62,  dd  Amer.  ed.  99,  and  note.) 

The  laches  imputed  to  the  plaintiff,  in  not  pudiing  forward 
his  suit  since  Kinsman's  plea  and  answer  were  put  in,  might 
.  perhaps  call  for  a  fuller  excuse,  before  the  Court  would  allow 
the  plaintiff  to  change  the  issues  by  amending  the  original 
hill.  Even  then,  however,  the  objection  would  not  stand 
U|M>n  the  irioiindof  any  essential  injury  to  the  defendant  to 
arise  from  permitting  such  amendment,  for  it  is  not  shomi 
that  any  proofs  have  l)een  taken  by  either  party  under  the 
iflsueS)  or  that  the  defendant  has  availed  himself  of  his  priyi- 
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lege  under  our  i>ractice  of  fipeediiij?  the  cause.  But  a  Bupple- 
luental  bill  iimv  l>e  filed  at  any  stage  of  a  fause,  even  after 
decree  rendered.  (Sfori/'.s  /ty.  /V.  §  3mS,)  and  the  nature  of 
the  present  litiL^Jtion  wonld  indiu-e  tlie  Court  to  lend  all  rea- 
sonable aid  to  have  every  dispute  between  the  parties  in 
respect  to  their  rights  as  involved  in  it,  definitively  settled, 
and  to  leave  notliing  to  be  called  up  and  pursued  hereafter. 
Ui)on  these  considerations,  I  shall  authorize  the  supplemental 
bill  to  be  filed  as  ]>i'ajed  for,  with  the  insertion,  as  against 
Kinsman,  of  the  allegations  referred  to  in  the  petition,  and 
which  might  not,  if  brought  forirard  by  themselves,  justify 
more  than  an  order  for  amendment 


Stephen  R.  Pabxhubst 
IsBAEL  KntaiCAH  AND  James  W.  Hale.   In  Equitt. 

A  plaiatiir,  In  moTing  for  an  atteehment  «gain«t  a  defendant  for  oontempt  of 
Court  In  not  obeying  an  l^janotion,  mnal  state,  in  the  pioofii  on  whldi  tho 
application  h  founded,  the  spedflo  aots  of  ominion  or  coDmianon  wfaidi  oon« 

Rtitnte  the  alleged  contentpt 
When,  in  such  a  proceeding,  tiio  defendant  is  ordered  to  answer  interrogHtorics 
to  bo  filed,  such  interrogatories  must  be  limited  to  the  particular  uOi-iicch  so 
alleged,  and  most  not  inquire  in  regard  to  matters  not  charged  Bpectficallj  in 
tach  prooA. 

Nor  can  the  pIidntilT  require  the  defendant  to  anawer  Intenogatoriea  aa  to  partic- 
ulars which  are  chai;ged  on  infomation  and  belief,  and  are  not  eatabli^ed  by 

direct  evidence.  ^ 
lutorrogiitories  which  were  unauthorized  having  been  demurred  to  by  the  defend- 
ant, and  he  having  answered  taking  issue  upon  others :  Beld^  that  he  was 
entitled  to  recover  Ua  oosta  on  the  demnrrcr,  but  the  enforcement  of  the 
ooala  wai  auyed  nntU  the  iasnea  on  the  interrogatoiieB  answered  should  be 
disposed  of. 

JBsld,  also,  that  the  proper  mode  of  proof  on  «ich  issaes  was  by  testimony  taken 
orally  before  n  Master. 

(Before  Bim,  J.,  Southern  District  of  New  Yoik,  Febmaiy  16tb,  184a) 
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An  injunction  having  been  grunted  against  the  defendant 
Kinsman,  on  tlie  filing  of  tlie  liill,  restraining  the  Bale  by  him 
ut  certain  niucliiiies  conBtriu'ted  according  to  n  certain  patent 
iV-tied  to  the  plaintllf,  ^see  Parl  hursf  v.  Kln.'oiKii),  1  Tlhifeh  f. 
t.  (  '.  li,  4SS,  and  ante^  j).  72, j  it  wajj  Berved  npon  hiin,  and 
afterwards,  oa  the  tiling  of  aitidavitg  charging  a  violation  of 
the  injunction  by  sales  of  the  machines,  an  attachment  was 
issued  against  him.  On  his  arrest,  twenty  five  interrogatories 
were  filed  by  the  plaintiff.  To  two  of  the  interrogatories 
and  part  of  a  third  the  defendant  answered,  taking  issue  on 
them.  lie  in  substance  denied  or  alleged  matter  in  avoid- 
ance of  a  fourth,  and  demurred  to  twenty-two  and  part  of 
another.  The  only  interrogatories  which  related  directly  to 
the  specific  acts  of  contempt  on  the  part  of  the  defendant,  in 
violation  of  the  injunction,  which  were  charged  in  the  allidii- 
vits  for  the  attaclniient,  were  two  of  those  on  which  the  de- 
fendant took  issue.  Three  of  the  interrogatories  donnnred 
to  inquired  as  to  collections  and  receipts  of  money  by  tlie 
defendant  generally,  from  sales  of  the  patented  macliine,  but 
did  not  apply  directly  to  the  collections  and  receipts  on  the 
sales  specified  in  the  said  affidavits.  The  questions  arising  as 
to  tli(3  proper  mode  of  procedure  on  the  issues  of  fact  so 
joined  and  the  demurrers  so  taken,  were  now  ai^ed. 

Jame9  W.  Qera/rdy  for  the  defendant. 

Setk  P.  StajpileB  and  George  Gifford^  for  the  plaintiff. 

TfflB  CouBT  held:  1.  The  proper  mode  of  proof  by  the 
parties  on  the  facts  in  issue  between  them  in  this  case,  is  by 

testimony  taken  orally  before  a  Master. 

2.  It  is  incnnilient  on  a  plulntitt,  in  moving  for  an  attach- 
ment against  a  defendant  for  contempt  of  Court  in  not  obey- 
ing it^  |>roi  c>,-'  of  in i miction,  to  stute,  in  the  prods  on  which 
the  applii  ati(7n  is  f«>undcd,  the  specific  acts  f>f  otnissioii  or 
comnussion  on  the  part  of  the  defeudaut  wiuch  constitute  the 
alleged  contempt 
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3.  AVlieii,  in  such  a  pl•oceediIl^^  tlie  defeiiciant  is  ordered 
bv  the  Court  to  nnswer  intern ii^utories  to  be  filed  bv  the 
]>laiTitiff,  Huch  iiilcn-oniitories  must  be  b'mited  to  tho  jmrtieii- 
l:ir  oltV'iices  8o  ulicirt'd  iii^Miiist  the  (k'tV'iidmit ;  and  it  if*  not 
competent  for  tiie  plaintitY  to  lile  interrog-atories  intpiiring  in 
regard  to  matters  not  charged  s[)ecifically  against  the  defend- 
ant in  the  proofs  furnished  on  the  application  for  the  attach- 
ment. 

4.  The  plaintiff  Is  not  entitled  to  require  the  defendant  to 
answer  interrogatories  as  to  particulars  which  are  chai^ged  on 
the  information  and  belief  of  the  plaintiff  or  of  other  wit- 
nesses, and  are  not  established  hy  direct  evidence. 

5.  The  several  interrogatories  demurred  to  hy  the  defend- 
ant are  unauthorized  by  law,  and  are  bad  in  substance ;  and 
the  defendant  must  be  exonerated  from  answering  them,  and 
is  entitled  to  recover  aij^ainst  the  phiiiitiii  his  costs  on  the 
demurrers  ti>  l>(>  taxed,  hut  the  enfon-ement  of  such  cost« 
must  be  sta^'ed  until  the  matters  in  issue  lietM'een  the  parties 
on  the  interrogatories  ansu'cred  shall  luive  heen  dib]><)sed  <>t*. 

(5.  There  unist  be  a  reference  to  a  Master  to  take  the  proofs 
of  the  respective  parties  upon  the  issues  joined,  and  report 
tlie  same  to  the  Court  with  all  convenient  speed. 


S-nsPHEN  TL  Pabxiiurst 
Israel  Kinsman  aud  others.  In  Equht. 

Whore,  on  the  filing  of  a  bill  ngaiu»t  E.  to  rotniti  hhn  from  violating  the  plain* 
tiff's  patent,  a  pruvisional  injunction  was  pnintt  d,  and  .ift«  rwiinl*  the  Court 
allowed  n  sttppIoTtienfal  Mil  to  he  filed,  briti;_'itig  in,  a.s  ;i  parly  to  the  suit,  G., 
who  it  waD  alleged  hud  heeoiue  iiUeresied  in  the  »ul>jrci-n)atter  of  the  suit 
since  its  ooiutuencement,  and  also  allowed  new  charges  in  regard  to  K.  to  be 
iuwrted  in  the  anpplenentel  bUI,  so  to  embrace  tunsactioni  not  covered  bj 
tbe  injunction :  ffetJ  that,  ns  the  cransecUone  of  K.  set  forth  in  the  supple* 
mentel  Inll  were  of  the  same  character  with  thoee  first  eigoloed,  the  injunction 
must  be  extended  «o  es  to  include  them. 
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U  appearing  that  wbo  iw  so  made  a  part;  by  suppleraental  bill,  waa  the  clerk 
of  K.  Aom  tlie  eomnencMMiit  of  the  aidi  to  the  bearing  of  the  tpplicatton  for 
die  nguoclion  ageinst  K.,  and  knew  of  the  existence  of  the  suit  and  of  the 
pmceedingB  for  tiio  injunction,  and,  on  the  day  the  application  wu.s  tuard, 
became  asiUgn«*c  of  K.  uf  his  ri^^^hts  in  litigation  in  the  suit :  J/c/'/,  ou  a  motion 
for  a  provisional  injanction  against  0.,  thai  lie  took  the  suhjoct-nialter  assigned 
to  him,  with  no  higher  on  other  rights,  as  rt^pectcd  the  pluintiif,  than  K.  po8> 
seisi«;d,  but  was  chargeable  with  tlie  liabilities  of  K.,  and  did  not  Stand  before 
the  CSoort  as  an  independent  infrbiger. 

BdJ^  fmiheTy  thai  as  Q.  was  a  sheer  volunteer  in  the  contrOTeny*  and  the  mere 
^Tih.tiitite  fbr  K.,  the  like  injunction  aa  against  K.^  most  bane  agafaisl  hinu  and 
that  he  could  not  be  allowed  to  gtre  security  and  keep  an  account  tilt  the 
lir'arini:^. 

Tiie  {>i  rii  of  n  fund  in  litigation  is  cause  for  the  interference  of  the  Court  to 
:M'.-ur«'  unil  protect  it  by  the  appointment  of  a  Receiver. 

(Before  Binrni,  J.,  Souib«m  District  uf  New  York,  March  lltb,  1848.) 

In  pursuance  of  the  leSTO  granted,  {ante,  p.  72,)  a  siipple- 
nuMital  bill  was  filed  in  this  case,  making  Calvin  L.  Goddard 
a  defendant,  and  enluigljii;  tlie  cliarges  in  the  original  bill 
agaiiist  thu  defendant  Kinsmiiii,  so  as  to  eiubracc  transactions 
of  liiu  not  covered  by  the  injunction  originullv  awarded 
against  him.  On  the  supplenieutal  liill  ntid  ]>rouf8  offered  in 
fioppoit  of  its  allegations,  the  phiintiit  now  moved  for  an 
injanctiou  against  both  Kinsman  and  Goddard,  aud  also  for 
a  Receiver,  to  collect  aud  hold  the  outstanding  moneys  pay* 
able  to  them,  and  which  were  the  subject  of  litigation  in  the 
Boit.  The  material  facta  appearing  on  the  motion  are  stated 
hi  the  opinion  of  the  Court. 

Seth  P,  Staples  and  George  Gifordy  for  the  plaintiff* 

Jam&t  W.  Gerard,  for  the  defendautd. 

Btrrrs,  J.  As  the  transactions  of  Kinsman,  set  foith  in 
the  sn})plemeutal  bill,  are  of  the  same  character  witli  those 
heretofore  enjoined,  they  come  within  the  sco[)e  of  the  for- 
mer injunction,  and  it  must  be  extended  as  to  him  so  as  to 
include  them. 

It  is  contended  that  Goddard's  case  stands  on  independent 
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ground,  aud  that  he  is  entitled  to  make  an  original  defence 

to  tlic  pljiintifTs  motion,  on  its  merits.  Tie  claims  the  privi- 
leges of  a  boim-iide  purcbaj>er  fn Mii  ivi;i-i:;aii  »/f  his  interest 
in  the  XmA^  anil  materials  ft>r  tlie  m;iiiufa<;ture  of  the  ma- 
<'hiTies  in  <|ue;^li«»ii,  mul  insists  that  the  pljiiiitiff  cannot  ask 
the  equitable  iiitei-position  of  the  CoiiH  Ji^Mijist  hiiri,  oxcopt 
upon  the  ground  of  his  being  an  infringer  of  the  phtintift^s 
patent ;  and  that,  as  to  tliat  charge,  he  is  entitled  to  defend 
hinuelf,  without  regard  to  the  condition  of  Kinsman,  who,  as 
was  held  bj  the  Court  on  the  granting  of  the  original  injunc- 
tion, was  precluded,  by  his  agreements,  from  denying  the 
validity  of  the  patent  But  I  think  that  Goddard  is  not  enti- 
tled to  these  grounds  of  defence,  and  that  he  stands  before 
the  Court,  at  this  stage  of  the  action,  cfaaigeable  with  the  lia- 
bilities of  Kinsman,  and  in  no  respect  entitled  to  a  liigher  or 
different  order  of  defence. 

The  original  bill  rested  on  two  grounds :  the  right  of  the 
plaintiff  as  patentee,  and  the  special  agivemeuttii  made  with 
him  by  Kiiisinan,  aa  part  owner  (»f  the  patent,  in  ii  latictii  to 
its  use  and  enjoyment;  alleged  n  violation  of  tiie  plaintiff's 
right?  in  both  res[)c('t?  ;  and  deiiianded  the  restraining  of 
Iviusmau  from  the  further  use  of  the  invention,  and  a  dis- 
covery and  account  from  him  in  respect  to  his  past  doings 
under  the  agreements.  On  all  these  points  the  decision  of 
the  Court,  on  the  motion  for  the  injunction,  was  in  favor  of 
die  plaintiff. 

Goddard,  from  the  commencement  of  this  suit  to  the  close 
of  the  application  for  the  injunction,  was  tlie  derk  of  Kins- 
man, keeping  his  books,  and  knowing  his  transactions  under 
the  agreements,  aid  was  personally  cogiuzant  of  the  existence 
of  the  suit,  having  furnished  his  own  affidavit  on  behalf  of 
Kinsman  to  resist  the  Rpjdication,  and  attended  in  Court 
during  the  hearing.  On  the  v(»ry  day  the  argument  closed, 
(iWdard  became  assignee  of  Kinsman  of  all  the  rights  of 
the  latter,  and  now  ^('ts  up  that  jissigiiment  as  his  jjiutection. 
The  onler  of  tlic  Court  granting  the  injunction  was  made 
two  days  afterwards.    Ilore,  then,  the  interest  of  Goddard 
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wa=j  acquired,  not  only  jH'ndentfi  /if' \  in  the  ordinary  sense 
f»f  the  plinusc,  but  with  a  full  knowledge  in  fact  of  the  nature 
aii<l  state  of  the  litigation,  and  after  some  degree  of  personal 
participation  in  it ;  and,  on  weli-fiettled  principles,  he  took 
the  subject-matter  assigned  to  him,  with  no  higher  or  other 
rights,  as  respected  the  plaintiff,  than  Kinsman  possessed. 
(AWyV  Eq.  PL  §§  156,  342;  2  Story's  £q.  Juris.  §  908.) 
To  uphold  such  a  trausactiou  would,  in  the  language  of 
Chanoellor  Walworth,  enable  parties,  by  BuccessiTe  assign- 
ments,  to  render  a  litigation  interminable.  {Sedgwick 
Cleavdand^  7  Paige^  287.)  The  plaintiff  here  might  have 
enforced  his  decree  against  Goddard,  ^v^thont  any  new  pro- 
ceedings, (3  Dan,  Ch.  Pr.  1894,)  l)nt  lie  had  also  the  option 
to  bring  liini  into  the  cause  as  a  party,  by  suppletncntul  bill, 
and  there  wiis  reasonable  cause  for  so  doing,  in  order  to  cti- 
foree  an  account  agrt!n>t  him,  and  liave  the  additional  remedy 
of  a  Keceiver  as  to  out^tauding  moneys  on  sales  made  by 
iiini. 

The  Court  was  most  strenuously  urged  not  to  raalce  the 
injunction  peremptory  against  Croddard,  and  thus  completely 
close  his  business,  and  involve  him  in  ruinous  losses.  At  first, 
I  was  inclined  to  seek  some  mode,  by  exacting  security  and 
the  keeping  of  an  account,  by  which  his  operations  might  be 
continued  till  the  final  hearing.  But,  upon  the  whole,  as  he 
is  sheerly  a  volunteer  in  the  controversy,  and  intermeddled 
in  the  business  after  the  decision  of  the  Court  in  Kinsman's 
case  was  known,  he  in  truth  stands  before  the  Court  chai^ge- 
able  in  every  particular  with  the  liability  of  Kinsman  him- 
self to  submit  to  that  decision,  and  cannot  justly  claim  any 
exemption  from  its  full  design  and  effect.  Most  assuredly 
Kirwmaii  would  not  bo  permitte(l  to  resume  the  manufacture 
of  the  machines,  until  the  dissoluti(»n  of  the  injunetion  ;  and 
(irKldard  stands  in  no  other  light  than  his  sulistitute,  acting 
with  full  knowledge  of  the  decision  of  the  Court,  and,  in 
many  instances,  as  appears  by  tlie  proofs,  professedly  continu* 
ing  operations  in  the  name  and  under  the  authority  of  Kins- 
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inaii.  Tinder  these  circumstances,  an  iuj imctioii  must  be 
jtiBuet]  Ji^^aiiiBt  Goddard,  as  }>rajed  for. 

A  pfoper  case  is  established  against  both  defencluiits  for  the 
appointment  of  a  Receiver.  It  is  ahown  that  hot\\  of  them 
have  debts  outstanding  to  a  veiy  large  amount,  for  machines 
sold  by  thein  f^ince  the  granting  of  the  fonner  injunction. 
The  plaintiff,  if  his  right  Ib  finally  established,  will  be  enti- 
tled to  a  latge  part  of  these  moneys^  and  both  defendants  are 
proved  to  be  irresponsible  in  their  drcumstances.  The  peril 
of  a  fand  in  litigation,  is  cause  for  the  interference  of  the 
Court  to  secure  and  protect  it  by  the  appointment  of  a  Re- 
ceiver. (JSdwards  an  Heceivers^  1 ;  3  Dan*  Ch,  Pr. 
1667  to  1669i  1949  to  1965 ;  2  Story's  Eq.  Juru,  §§  829, 831.) 


Isaac  D.  Bakeb  and  Chables  Sobibneb 
John  S.  Tayju>b.   In  EQurrr. 

Under  the  copyright  Act  of  Febraary  Sd,  1831,  (4  U.  S.  Siai.  at  Large,  436,)  the 
deposit  of  the  title-pa^e  in  the  proper  c!erk'?  office,  the  publioation  of  tiotiee 
accordinf^  to  the  Act,  and  the  di:li\  ory  of  a  copy  of  the  book,  are  mdispensable 
cuudiiiouii  precedent  to  a  title  to  a  copyright. 

Where  the  title-page  of  a  book  wm  deposited  in  1646,  and  the  notlee  of  the 
entry,  printed  in  the  cofrfee  of  the  boolc,  elated  the  entry  to  have  been  nuute 
in  1847 :  HM  that,  nnder  §  6  of  the  Act,  the  error  was  fetal  to  the  title. 

Whether  the  error  arose  from  wiAtake  or  not,  makes  no  difference. 

A  sale  of  a  book  natunillv  imports  publication,  and  the  prc?urnpiion  i?,  thnt  the 
purchaser  exercised  his  ri^ht  to  know  the  contents  of  the  book  and  to  make 
them  known  to  utiiets,  and  that  an  actual  publication  followed  the  ^alc. 

Henoe,  where  coplee  of  a  booit  were  sold  prior  to  tiie  date  of  the  deposit  of  a 
oopy  of  the  tltie^ge :  Httd^  that  snob  sale  was  evidence  of  a  publioetion  of 
the  book  at  the  time  of  the  sale. 

And,  where  a  printed  copy  of  the  book,  then  complete,  was  deposited  in  the 
clerk's  office  at  the  same  time  the  tiile-pafre  was  dej)055ited  there  :  Held,  that 
these  facts,  in  Connection  with  tlie  fac  t  of  Buch  ])rior  sale,  wan-anted  the  infer- 
ence of  an  actual  puhlicaUon  of  the  book  prior  to  the  dote  of  such  deposit. 

Vnder  §  4  of  tiie  Act,  a  person  is  not  entitled  to  the  benefit  of  a  copyright, 
nnless  he  deposits  the  title-page  before  the  pnbUcalion  of  the  book. 

(Before  Bms,     Sonthem  District  of  New  Torir,  March  SOth,  1646.) 
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Tuis  vrna  an  application  for  a  provisional  injunction  to  re- 
strain the  defendaDt  from  infringing  an  alleged  copyright  of 
the  plaintifiEs  to  a  book  entitled  The  Sacred  Mountains,  by 
J.  T.  Headley,  anthor  of  Napoleon  and  his  Manhals,  etc. : 
niiiBtrated."  The  bill  alleged,  that  the  platutifib,  being  sole 
owners  of  the  said  work,  which  was  composed  and  written 
by  said  Headier,  bnt  had  not  then  been  published,  on  the 
10th  of  November,  1846,  deposited  in  the  office  of  the  clerk 
of  the  District  Court  for  the  SuiiLhern  District  of  New  ^  ui  k, 
a  j»rinted  co|»y  of  the  title-paore  of  tlie  Ixw.k,  and  on  the  same 
day  delivered  to  the  s-aid  clerk  a  printed  i-x>\yy  of  the  b(K>k 
iteelf ;  niid  that,  pres  iou?;  to  its  publication,  they  caused  to  be 
printed  on  the  page  immediately  following  the  title-page,  in 
each  copy  published  :  "  Entered  accoi-ding  to  the  act  of  Con- 
gress, in  the  year  1847,  by  Baker  <fe  Scribner,  in  the  Clerk's 
Office  of  the  Distri(;t  Court  of  the  Southern  District  of  New 
York."  The  bill  allied  that  the  year  1847  was  printed  by 
mistake  for  184d. 

The  defendant  opposed  the  application,  on  an  affidavit  of 
his  own,  stating  that^  at  the  time  the  title  of  the  hook  was 
deposited,  he  was  a  clerk  of  die  plaintiffs,  and  made  known 
to  them  the  said  error  in  the  imprint  before  the  book  was 
published,  but  that  they  declined  ha\  iiii;  it  corrected  ;  and 
that  he  |>ei*s'>ii;illv  knew  that  the  plaintiffs,  by  thembelvci?  and 
their  elerks.  s^old  divers  copies  of  the  book  prior  to  the  10th 
of  November,  li^O. 

SetA  P,  StapleSy  for  the  plaintifik 

Hiram  P,  HctUings^  for  the  defendant. 

Bbttb,  J.  The  Act  of  Congress,  entitled  "  An  Act  to  amend 
the  several  Acts  respecting  copyrights,"  passed  Febraary  Sd, 
1831,  (4  U.  S,  SkU.  at  Large^  436,)  embodies  the  provisions 
of  the  Acts  of  May  31st,  1790,  and  of  April  89th,  1803,  on 
the  subject,  and  imposes  da  persons  claiming  the  privilege  of 
a  cop^Tight  the  same  duties  and  liabilities  which  attended 
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tlie  right  uiRler  tlie  ju  ior  statute>i.  It  is  quite  uftck'ss  to 
into  the  ^jeiieral  learning  apix'rtainin.'  t<>  the  subject,  or  to 
state  at  hirgo  the  decisions  rendered  iu  Great  Britain  under 
the  Kuglifih  statutes.  Tlic  Supreme  Court  of  the  United 
Stat(  in  the  case  of  Whmton  v.  Peters,  (8  J\'/<  591,) 
has  given  an  exposition  of  our  statutes,  which  is  obligatoiy 
on  this  Court,  and  essentially  covers  the  main  question  raised 
on  this  motion.  The  principle  declared  by  that  decision  is, 
that  under  the  laws  of  the  United  States  a  copyright  title 
is  not  perfected  without  a  strict  compliance  with  the  pro- 
visions of  the  statute.  .Those  requirements  which,  in  En^ 
hmd,  are  generally  regarded  as  directory,  and  not  an  condi 
tions  precedent  to  title,  (1  Da?).  Ch.  Pr.  419 ;  Curtis  on 
i'<fj>i/ri[//)f,  li»S,  205;  O'odso/i  on  Pat.  211,)  are,  under  our 
laws,  important  and  indispensable  pre  requisites  to  a  perfect 
title.  Depositing  the  title-page  in  the  proj^er  clerk's  office, 
publishing  a  notice  according  to  the  Act,  and  delivering  a 
copy  (»f  the  book,  are  held  to  be  conditions,  the  performance 
of  which  is  es.sential  to  the  title.  On  that  authority,  I  think 
the  point  is  plaoe<]  beyond  question,  that  the  failure,  in  the 
present  case,  to  publish  the  notice  demanded  by  the  Act,  in 
the  manner  directed,  creates  a  fatal  defect  in  the  plaintiffs* 
title.  Even  though  the  failure  to  publish  the  statutory  notice 
arose  from  mistake,  this  Court  would  have  no  power  to 
accept  the  intention  of  the  party,  in  place  of  a  performance, 
any  more  in  respect  to  the  insertion  of  that  notice  on  the 
pro])er  page,  than  in  respect  to  tlie  de^Kwit  of  the  title  of  the 
book. 

♦ 

But  there  was  no  mistake  iu  this  case.  The  jilaintifl-  knew 
of  the  error  ])ef<)re  the  book  was  ]>ubliRhed.  'I  Iicn  ,  liowt-Ncr, 
regarded  it  as  trivial,  and  not  wortii  the  ex])en^e  and  troui»U' 
of  correction.  But  C^nigress,  in  tlio  5th  section  of  the  Act 
of  1831,  have  seen  lit  to  make  the  copyright  de{)endent 
upon  the  particular  act  of  giving  the  notice,  and,  to  mark 
its  importance,  the  statute  setii  forth  tlie  words  in  which  the 
notice  shall  be  given.  The  direction  must  be  strictly  com- 
plied with. 
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Tlie  affidavit  of  the  defcmlaiit,  whic-li,  on  a  ihotion  for  an 
hijujjction,  is  «'(iinpeteut  evidence  fiL^uIn^t  the  oath  of  tlie 
plaiiitiiT-  to  the  hill.  |»r<<vi's  sulud  of  the  work  hy  the  plaiiitifls 
prior  to  tlie  inth  of  Xuveinher,  l.*^4H,  when  the  title  of  tlic 
]MH»k  was  dej>o«ite(l.    It  is  ar«^ued  for  the  j»hiintilTs,  that  these 
alleired  sales  \v(  re  onlv  eonsii^nments  of  the  work  in  advance 
of  the  puhlication,  and  that  publication,  hv  putting  the  h(X)k 
in  circulation,  was  not  made  until  after  tlie  date  of  the  deposit 
of  the  title.    There  is  no  proof  to  support  this  version  of  the 
facts.   A  sale  naturally  imports  publication.   The  piu*chascr 
having  the  right  to  know  the  contents  of  the  hook,  and  make 
them  known  to  others,  no  presumption  can  he  raised  that  the 
right  was  not  exercised,  or  that  an  actual  puhlication  did  not 
follow  the  sale.    On  the  contrary,  the  presumption  is  the 
other  way.    And  the  inference  is  stronpr,  that  actual  puhlica- 
tion was  made,  as  sworn  to  by  the  defemlant,  auterior  to  the 
l<)th  of  Xoveiiiher,  from  the  fact  that  a  printed  copy  of  the 
work,  then  complete,  was  on  tliat  day  deposited  in  the  clerk's 
*  »tlice,  the  dei>i^^it  of  the  hook,  complete  for  circulation,  and 
the  de}K)sit  of  the  title  heiug  sinndtancHms  acts.     The  4th 
fiectiou  of  the  act,  in  express  words,  dcniea  all  benefit  to  a 
person,  under  the  act,  unless  he  shall,  before  the  publication 
of  his  work,  deposit  the  title-paf^e,  Sza. 

The  plaintiffs  have  failed  to  show  themselves  entitled  to  the 
injunction  prayed  for. 


"William  Yan  Hook 

vs. 

Joiui  Pendleton  and  Jonathan  Leach.   In  Equity. 

Tiie  principles  which  govern  the  practice  of  the  Umt«d  HtAtcs  Courts  in  Equity, 
conaiderecL 

The  |iracdce  us  to  examtning  «itn«M6a  m  raitg  In  Equitj,  conildered, 
Tbe  CSrcoit  Oourta  of  the  United  Scatei  have  power  to  apfwlnt  ExMntners  in  snite 
in  Eqnitj. 
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It  b  a  niRtt«r  of  diforatita  whether  such  Bxamiiien  ahsU  be  ituiding  Enndnen^ 
or  be  dengDtted  m  the  oocadon  arltea  f<v  their  servioM  in  any  cwise. 

Where  the  plaintiff  in  a  suit  in  Equity  proceeded,  ai\cr  the  cause  was  at  issue,  to 
take  proof:^  before  one  of  the  standinf^  Kx.iminers  (ff  Use  Ct»urt,  wirliont  hia 
bavtnp  hvi  u  specially  appointed  as  Ex;iMiiiier  or  ^^lIllnli^^iollcr  »«  lAe  nUt: 
Held^  that  the  Examiner  wua  cutnpietent  to  take  tbc  evidence. 

An  ord  axaniiiiatioii  belbre  an  Enninerf  withmit  any  agreement  b^ween  tiia 
pirtiee  to  wi^Te  writtm  interrogatorieBi  ia  imgiUar. 

Suoh  ■greomeut  oa^t  to  be  in  writing. 

But,  where  a  party  has  due  notice  that  snch  an  oral  examina^on  is  to  be  taken 
or  has  been  taken,  and  aoquieicea  in  it,  he  waives  hia  ri|^t  to  require  wiittai 

interpopatorio!«. 

Wiicre,  more  tlian  ten  months  after  such  an  oral  exauiination,  and  nearly  five 
mootha  after  publication,  the  defendant,  wlm  hed  due  notice  of  the  Ume  and 
place  of  the  examination,  moved  to  sot  the  proofip  aiide  because  tfaejr  were  not 
taken  on  written  interrogitoriee ;  HtUL,  Uiat  he  was  guiltj  of  laches,  end  tibai 

it  was  too  Into  for  him  to  ruiae  the  objection. 

Under  Rule  78  of  tht-  Hul«  s  Id  Ei^iiiiy  of  1R{2,  it  is  n  matter  of  discretion  with 
the  Court  whether  it  will  or  will  uot  stay  the  proceedings  in  a  i  :\iiHe  to  nllow  a 
party  to  cros^-exominc  or  take  a  tiew  deposition  of  a  wituc^is  already  examineii 
by  deposition  for  the  opposite  party  under  §  30  of  tiie  Act  of  Septonber  24th, 
1189,  (1 47.  a.  Sua,  ai  Large,  86.) 

Hie  prsotice  in  laking  depontions  under  that  Act,  oonaidered. 

(Before  Nelson  aud  BKrrii,  JJ.,  Southern  Diiitrict  of  New  York,  April  4th,  1848.) 

This  was  a  suit  in  Equity  for  an  accoimt  and  an  injunction 
for  tho  infriDgeinent  of  Letters  Patent.  After  tlie  cause  was 
at  iBsne,  the  plaintiff  proceeded  to  take  proofs  before  one  of 
the  standing  Examiners  of  the  Court,  without  his  haring 
been  speciallj  appointed  as  Examiner  in  the  cause,  or  as 
commissioner  therein;  and  the  testimony  was  taken  before 
him  upon  oral  examination  aud  not  by  written  interrugar 
tories.  The  defendants  had  written  notice,  previous  to  the 
examination,  of  its  time  and  place,  and  of  the  names  of  the 
witnesses  to  he  examined.  Tlierc  was  no  written  stipulation 
between  the  }>iuties  that  the  testimony  shonld  lie  taken  uu 
oral  examination.  The  defeiidaiita  now  moved  to  set  aside 
the  proofs  for  irreLriilarity.  The  testimony  was  taken  more 
than  ten  months  previous  to  the  nmtion.  and  the  depositions 
were  filed  in  the  clerk's  ofiice  nearly  live  luoutbs  before  the 
motion. 
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Tlie  plaiiitilF  also  took  depositions,  under  the  Act  of  Sep- 
t4?ml)er  'J4th.  17s9.  (1  U.  S.  StaL  at  Large,  88,  §  30,>  of  wit- 
iitsct,»»  rcsirliiiL;  itioH'  i\m\\  oTie  hundred  miles  from  the  place 
of  holdiiiir  tin'  ( "ourt.  Such  dt'po?;itionft  were  taken  in  differ- 
iMit  StJitfs,  and  at  places  rem(»tc  from  each  othei',  and  more 
tlian  one  hundred  miles  from  tlie  detendants.  Prior  to  tak- 
ing them,  the  plaintiff  gave  notice  to  the  defendanti^  of  the 
nnraes  and  places  of  lesidence  of  the  witnesses  intended  to 
be  examined  in  that  way,  and  also  notified  them  that,  if  they 
would  designate  agents  at  those  places  on  whom  fidler  uotioes 
oonld  be  served,  the  particular  times  and  places  of  the  sev- 
eial  examinations  shonld  be  communicated  to  them,  as  soon 
as  the  officers  who  were  to  take  the  depositions  should  fix  such 
times  and  places.  The  defendants  refused  to  designate  any 
a^nts,  and  declined  taking  any  part  in  the  proceedings.  The 
plaintiff  tcH)k  the  depositions  without  8er^^ng  any  further 
notice  on  the  defen  Imhts,  and  witliuut  their  heins:  present. 
The  defendants  now  movi'd  for  leave  to  cross-examine  the 
witnesses  whose  depositioiiri  had  been  so  taken,  and  that  the 
hearing  be  stayed  for  that  purpose. 

Edwin  W.  Stottg/Uon,  for  the  defendants. 

Seih  P,  Staples  and  Ontrge  O.  Qoddard^  for  the  plaintifi. 

Binrs,  J.  (1.)  Under  the  first  motion  now  made,  it  is  in- 
sisted that  the  Bules  in  Equity  adopted  by  the  Supreme 
Court  in  1842,  (1  JSbw.,)  regulate  the  entire  subject  of  taking 
testimony  iu  suits  in  Equity,  and  exclude  all  modes  of  taking 
proof  other  than  such  as  are  prescribed  by  thoee  rules ;  that 
they  authorize  proofs  to  be  taken  by  an  Examiner,  only  when 
be  is  8|)ecifically  appointetl  in  the  cause  ;  and  that  the  parties 
most  ]troceed  by  written  intern)gatories,  uidess  they  mutually 
coniseiit  to  an  oral  examination. 

It  will  tend  to  u  clearer  view  of  the  sn])joct,  to  recajutuhito 
brioiiv  the  princii>le>;  tr'>vcniing  the  practice  of  the  United 
btates  Courts  iu  Equity.  The  2d  section  of  the  Act  of  Septem- 
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ber  29th,  1789,  (1  IL  S,  Stat,  at  Large,  93,)  declared,  that  lihe 
fonns  and  modes  of  jproceedinga  in  cansee  of  Equity  jnria- 
diction  should  be  acoording  to  the  course  of  the  civil  law. 
Modes  of  proeeedmg^  or  ji  focesses,  comprehend  the  entire 
practice  applicable  to  the  subject.  ( ^Yily'man  v.  Souikard^ 
10  Wheat.  1 ;  Bank  of  the  Un  ited  States  v.  JIahtead,  Id. 
51.)  The  13d  sci-.iiuii  of  the  Act  of  May  8th,  1702,  (1  U.  S. 
Stat,  at  iMrge^  270,)  limited  the  terms  of  the  direction  ia  the 
Act  of  1789,  ill  resy^ect  to  pi-oceediiif^  in  E<|iiity,  by  declar- 
inn;  that  they  should  be  coiiforniuble  to  the  ])riTi(  i})lei<,  ndes 
and  usages  which  bolonnj  to  Courts  of  Equity,  aa  contradistin- 
guished from  Courts  of  (.'ominoii  I>aw."  This  Act  has  always 
been  underRUxHl  to  adopt  the  ]>rinciples,  rules  and  usages  of 
the  Court  of  Chancery  in  Eiic^land,  subjcft  ta  alterations  by 
the  United  States  Courts.  (Mt^ro  v.  Almeida^  10  Wheat. 
473 ;  Hinds  v.  VaUter,  5  Peters^  398 ;  jRule  7  of  Supreme 
Court,  Aug.,  1791 ;  BuU  33  in  Equity,  March,  1822 ;  Bule 
90  in  Jiquitj/j  March,  1842.)  The  terms  of  the  rule  last 
cited  are :  In  all  cases  where  the  rules  prescribed  by  this 
Court,  or  by  the  Circuit  Court,  do  not  a|>i«ly,  the  practice  of 
the  Circuit  Court  shall  be  regulated  l)y  the  present  practice 
of  the  High  Court  of  (/hancery  in  Juigland,"  tfcc.  It  is 
<)l)vi()us,  therefore,  that  the  code  of  rules  adopted  by  the 
Supreme  Court  was  not  intended, to  oxflude,  liy  implication, 
other  rules  and  usau^es  of  tlic  Cin-uit  C<»urts,  l)Ut  that  the 
operation  and  effect  of  that  code  are  limited  to  the  specilic 
regulations  which  it  makes. 

Three  points  of  inquiry,  therefore,  arise :  1.  What  were 
the  usage  and  practice  of  this  Court  in  taking  pixxjfs  in  causea 
in  Equity,  when  the  niles  in  Equity  of  March,  1842,  were 
promulgated  I  2.  What  was  then  the  practice  in  the  English 
Chancery  f  3.  What  exprcBs  regulation  is  made  on  the  sub- 
ject by  those  rules  ? 

The  first  published  rules  of  this  Court  were  promulgated 
October  271i^  1828.  Rule  60  of  those  rules  appointed  a 
Master  and  Examiner  in  Chancery  in  causes  depending  on 
the  Equity  side  of  the  Court,  but  no  other  regulation  iu  re- 
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flpect  to  Chancery  practice  was  adopted.  Accordingly,  the 
oonree  of  pn>cediire  iu  Equity  suits  was  troveriied  by  the  rules 
t'f  the  Supreme  Court  and  the  Euj^lir-li  praetice.  Rule  73, 
adnj)tc'il  uTi  the  15th  of  January,  ls;j;j,  provided,  that  "if  a 
general  cuunuission  is  not  issued  pui*suant  to  the  25th  rule  '* 
in  Equity  "of  tlio  Supreme  Court"  (of  1822,)  "  within  ten 
days  after  replication  tiled,  either  party  may  give  notice  of 
the  examination  of  witnesses  before  the  standing  Examiner 
of  this  C<^urt ;  and  three  months  from  the  time  of  the  repli- 
cntmn  shall  be  allowed  the  parties  for  taking  their  dei>osition8 
before  the  Examiner.^  This  nde  was  incorporated  in  the 
revision  of  1838  as  rule  108.  The  mles  in  Equity  of  1822 
of  the  Supreme  Court  upon  this  head  were  rules  25, 26  and 
28,  and  they  recognize,  rather  than  adopt  or  direct,  three 
mediods  of  taking  proofs :  1.  According  to  the  Acts  of  Con- 
gress ;  2.  Under  a  commission ;  3.  Before  a  Master  or  Ex- 
aminer .appointed  in  the  cause,  where  the  witnesses  live  within 
the  District.  And  it  nmy  ho  remarked,  in  this  connection, 
that  tlio  Supremo  Court,  by  rules  67,  08  and  Ts  <>t"  the  rules 
ill  ]]«iniry  of  1S42  re-adopt  in  effect  the  provisions  of  those 
prior  rules  25,  20  and  28 — clearly  so,  so  far  as  the  present 
]^oint  of  inquiry  in  regard  to  the  rule  of  the  Circuit  Court 
fur  taking  proo&  is  concerned. 

It  is  manifest  that  the  Supreme  Conrt  did  not  consider  it 
necessary,  in  the  first  instance,  to  i)rovide  or  create  any  of 
the  officers  referred  ta  They  instituted  neither  commission* 
ers,  Masters  nor  Examiners.  Those  ofJicers  were  referred  to 
as  adjuncts  to  the  Court,  and  incidental  to  it  in  the  exercise 
of  its  powers,  whenever  its  business  should  demand  their 
agency. 

The  mode  of  proceeding  in  England  was  familiar  to  the 

pif)fessi<>n  in  this  c<»nntry,  and  had  been  of  innnemorial 
usaire  in  the  English  Chan(;ery.  After  issue  joined,  either 
partv,  on  Tiling  interrosr^^tories  with  the  clerk  in  (/ourt,  could 
sue  out  a  commi^sinii  for  tlic  examination  of  witnesses  out  of 
I>^ndon.  The  connnissioneni  were  designated  on  the  nomina- 
tion of  both  parties.   (1  Jlarr.  Prac  140  \  2  Madd,  Prac^ 


Dicjiti7Prf  bv  Google 


90  SOITTHEBN  DISTIUCT  OF  NEW  XOBK, 


Vau  Uook  0.  Peixdletou. 

405.)  The  same  practice  in  Bubstanoe  was  in  force  when  the 
Supreme  Ootitt  promulgated  the  iiiles  of  1842,  (2  J}an,  CK 
Pr.  1070,)  and  it  is  manifest  that  the  commission  authorised 

by  those  rules  is  the  same  in  genenil  j)uiixx5e  and  effect  witli 
that  ajranted  l>v  the  English  Chancery,  except  that,  upon  tlieir 
face,  the  rules  nuLrht  import  an  ohliL^ntioii  on  partit-s  r<»  take 
all  tlit'ir  proof. s  uinler  such  a  ('oll^ui^^i^lIl  or  under  the  Act  of 
Congress.  The  i^sth  rule  in  Equity  of  1822  restricted  the 
tiiklTiir  of  testimony  by  commission  to  witnesses  residing  out 
of  the  District,  and  left  it  optional  with  either  j)ai*ty  to  sum- 
mon his  witnesses  raiding  within  the  District  before  the 
commissioners  appointed  to  take  testimony,  or  before  a  Mas- 
ter or  Examiner  appointed  in  any  cause/'  <&c.  Rule  78  in 
Equity,  of  1842,  is  in  nearly  the  same  terms. 

In  this  case,  the  plaintifiE  examined  his  witnesses  before  a 
standing  Examiner  of  the  Court  Two  exceptions  are  taken 
to  the  regularity  of  this  method  of  proceeding :  1.  Because 
no  appointment  of  an  Examiner  in  the  cause  was  made  by 
the  Coui  t  ;  2.  Because  the  exann'uatiou  was  taken  orally  and 
not  upon  written  interrogatories. 

1.  An  Exiuniiier  is  not,  in  the  course  of  OhanctMy  }>ractice, 
created  or  ajipointcd  at  the  instance  of  suitors,  any  more 
than  a  Master,  rciri,>tcr  or  clerk.  Tie  is  an  ofHcial  attached 
to  the  Court,  permanently  in  commission,  to  execute  tJie 
functions  appi*opriate  to  his  office,  lie  was  originally  re- 
garded in  England  as  a  clerk  of  the  Master  of  the  KoUs, 
delegated  by  him  to  take  examinations  formerly  had  before 
him  personally.  (2  Dmk,  Ck,  Pr,  1069.)  Yet  there,  as  in 
the  United  States,  he  is  an  ofiicer  of  the  Court,  created  for 
die  pi.TK»e  of  taking  proofe,  however  his  Appointment  may 
be  made.  (1  Barb.  Ch,  Pr,  277.)  No  statutory  provision 
seems  to  have  been  made  in  this  State  for  the  appointment  of 
Examiners,  prior  to  the  Constitution  of  1821.  (Const.  IsSl, 
art.  4,  sec.  12.)  Under  the  Constitution  of  1777  they  were, 
in  practice,  commissioned  by  the  Goveniur  and  Council  of 
Appointment.  {Cund.  1777,  art.  23.)  The  Court  of  Chan- 
cery liad  power,  under  that  Coustitutiuu,  to  appoint  its  r^is- 
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ter  and  clerks  only,  (Art.  27,)  but  the  Legislature  recognized 
Examiners  as  poriuuuL'iit  otUccrs  of  tlic  Court,  and  conferred 
on  them  |x>wer  to  administer  oaths  to  witnesses  and  to  take 
atHdavita  to  be  wad  in  Court..  (1  Kent  (('  Rndf.  Lmrn,  444, 
§  1^':  1  7?.  Z.  4'.>1,  §  13.)  However  the  n]>p<Miilment  of 
Kxauiiners  may  have  been  first  made  in  England,  from  the 
time  they  became  reooguized  standing  oflieers  of  the  Court 
of  Chanoerj,  acting  in  place  of  the  Court  in  taking  testi- 
mony, they  received  their  appointment  from  the  Court. 
(Turner  v.  Burleigh,  17  Ve9.  354.)  Under  the  process  Act 
of  May  8th,  1792,  (1  U.  8.  Stat,  at  Large^  275,)  and  the  Act 
of  Angost  23d,  1842,  (5  U.  S,  Stat,  at  Large,  516,)  the  eamo 
power  of  appointment  devolves  upon  the  United  States 
Conrts,  in  Equity,  to  be  exercised  by  the  Circuit  Conrts,  pur- 
soant,  however,  to  the  directions  of  the  Supreme  Court  when 
given.  Under  this  general  authority  commissioners  are 
ap{K>inted  to  take  testimony.  They  are  named  in  each  cause 
sepurat*ily,  because  it  is  imj>ortant  to  designate  them  with 
reference  to  the  reiiidence  of  witnesses,  very  generall}'  out  of 
the  District  ;  ;ui<l  tliat  this  is  tlie  reason  for  autlmrizing  a 
commission  at  all,  would  seem  probable  fi*om  the  rule  dis- 
pensing witli  it  at  the  eloftion  of  parties  where  the  witnesses 
redde  in  the  District.  The  same  power  which  enables  the 
Court  to  name  commissioners,  suf!ices  for  the  appointment  of 
Masters  and  Examiners,  they  being  all  officers  auxiliaiy  to 
the  Court  in  aid  of  the  exercise  of  its  jurisdiction.  In  re- 
gard to  Masters  and  Examiners  no  reason  exists  for  limiting 
their  appointment  to  particular  causes,  and  there  is  a  mani- 
fest convenience  and  propriety  in  confiding  trusts  which 
demand  much  legal  knowledge  and  experience  in  Chancery 
proceedings,  to  standing  officers,  whose  capacity  and  places 
of  business  may  be  known  to  the  connimnity. 

The  rules  in  Kquity  of  18*^2  left  these  apitointnients  wliully 
to  tlie  Circuit  Courts,  without  (Hrection  or  susjcfestion  on  the 
part  of  the  Suprenie  iourt.  In  the  rules  in  Equity  of  1849, 
it  was  thought  proj>er  to  sanction  {Rule  82)  the  appointment 
by  the  Circuit  Courts  o£  standing  Masters,  and  of  Masters 
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pro  hac  vim.  But  there  is  no  trace  in  this  District  of  aiiy 
prcvious  limited  iippuiiitim'iit  of  M;ust€i*s.  They  ucic  un- 
doubtedly made  permanent  oiiicei-»,  in  (H)nsonance  with  tlie 
iiKa^e  (if  the  English  Chancery;  and  it  it^  difhcnlt  to  perceive 
any  reason  Bup|)ortinLr  tlieir  ai)iK>intment  in  eitlier  way,  that 
does  not  uplK)ld  it  in  both.  As  the  Circuit  Courts  could,  no 
doubt,  without  the  aid  of  Eule  82,  have  appointed  Masters 
jrro  hae  rice^  at  tlieir  discretion^  when  the  coufbo  of  businesB 
demanded  it,  so,  with  the  same  object  in  view,  they  could 
have  designated  standing  Masters.  The  power  had  been  so 
interpreted  in  this  District.  Ifasters  have  been  standing 
officers  of  this  Court  since  1822,  and  Examuiers  since  1828. 
Previous  to  the  adoption  of  the  Rules  of  1828,  the  nsage  of 
the  Circuit  Court  within  this  District  seems  to  have  been,  to 
refer  subjects  appropriate  to  a  ^la.-tei  's  nflice  to  a  standiuf^ 
^Master  of  the  State  Chancery,  which  in  eilec^t  was  e*jiiiviilent 
tc>  apjiointiiiL;'  him  a  Mastei"  pro  /t^fr  vice.  Conji^ress,  by  con- 
forming the  |Mnvcrs  of  the  Uuiled  Stales  Courts  in  Ivpiity  to 
those  of  the  High  Court  of  Chancery  in  England,  must  be 
supposed  to  have  contemplated  the  naming  of  agents  to  cany 
out  those  powers,  as  well  in  matters  incidental  to  the  business 
of  the  Courts,  as  in  the  course  of  |)roceedings  in  suits. 

It  is  argued  that  the  authority  given  by  Kule  78  of  1842, 
in  Equity,  to  take  testimony  before  an  Examiner,  is  expressly 
limited  to  one  appointed  in  the  particular  suit.  The  lan- 
guage of  the  rule,  however,  would  be  satisfied,  by  designating 
in  a  common  order,  or  by  mere  notification,  the  officer  with 
whom  the  interr;  )i:arorie8  were  to  be  filed  or  the  examination 
was  to  be  had.  That  would  be  in  effect  a])|K)inting  him 
Examiner  in  the  cause,  although  he  should  n(»t  l»c  commis- 
sioned anew.  Aiid  tlie  course  of  pnu'tice  is  tantaiuount  to 
what  is  called  appointini:  a  Master  or  Examiner  Iti  the  cause, 
for  t)oth  parties  are  not  required  to  take  tlieir  testimony 
before  the  same  Examiner,  ea(;h  being  at  liberty  to  designate 
his  own  Examiner,  both  for  the  direct  and  tlie  cross  (  xnTni na- 
tion of  witnesses.  {Tnrn^^r  \.  Burleighyll  Ves,'^o^\  Troup 
T.  llaighiy  6  Johns.  Oh.  E.  335.) 
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We  have  no  doubt  of  the  autlioritv  of  this  Court,  under 
the  acts  of  Conijrcss  and  tlie  niles  of  the  Supremo  Court,  to 
appoint  Exniniiiers,  and  it  then  becomes  wholly  a  matter  of 
di^rretion,  wht'tlier  tliev  phall  lio  ap]iointed  standing  Examin- 
ern  or  be  named  as  tlie  occiision  arises  foi-  tlicir  sorvifcs  in 
any  cause.  We  therefore  hold,  that  the  Examiner  euiplo)  ed 
in  this  case  was  competent  to  take  the  proofs. 

2.  The  p)int  touching  the  irregidarity  of  the  proceedings 
in  the  Examiner's  ofKce  might  probably  have  been  conclusive 
against  the  plaintlfiF,  if  it  had  been  raised  in  dne  time.  The 
examination  of  witnesses  was  taken  on  oral  interrpgatories, 
oonformablj  to  the  practice  of  the  State  Court  of  Chancery. 
(1  Hqf.  Ch,  Pr.  462.)  The  English  method  is  different,  and 
no  express  rule  of  this  Court  has  authorized  a  dispensation 
with  writU'ii  interrogntories,  in  an  examination  before  a  com- 
missioner nr  l''x:i!iiiiu'r.  The  OTth  nde  in  Equity  of  the 
•Suprt'iite  (\»Hrr,  of  1842,  provides,  that  "if  tlie  partit's  shall 
so  agree,  tlie  tL'>tinioiiy  may  be  takcMi  u]><)U  oral  interrogato- 
ries by  the  parties  or  their  agents,  without  liling  any  written 
interrogatories."  There  is  great  practical  convenience  in  that 
moiie  r>f  examination,  and,  as  it  is  the  establislied  practice  in 
the  State  Chancery  to  take  examinations  viva  voce^  (2  R.  S, 
180,  §  83 ;  Chancery  li^tU  85,)  the  Courts  of  the  United 
States  wonid  be  disposed  to  apply  the  meet  liberal  intend- 
ments to  npbold  examinations  of  witnesses  so  taken,  without 
evidence  of  any  written  stipnlation  or  consent  between  the 
partVBB  to  that  end.  If  it  be  out  of  the  usual  course  to  give 
effect  to  a  mere  verbal  agreement  between  parties  or  their 
attorneys,  out  of  Court,  aileeting  tlie  cau&e,  yet  a  waiver  of 
objections  to  mere  matter  of  form  may  be  iin])lied,  and  the 
Court  may  >aicly  lioM,  tlint  a  pai-ty  wlio  had  notice  that  an 
examination  wa>i  to  1)0  taken,  or  had  been  taken,  oi-allv,  and 
acqtiiesced  in  it,  should  be  considered  to  have  waived  his 
legal  right  to  require  written  interrogatories  to  be  tiled.  The 
testimony  in  this  (;ase  was  taken  nearly  a  year  agti,  on  \vrit- 
ten  notice  to  the  defendants  of  the  time  and  pkce  of  taking, 
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and  of  the  names  of  tlie  witiiesiies  to  ])c  examined.  Publica- 
tion was  made  nearly  five  montlm  atxo. 

We  do  not  put  our  (lecitjioii  ujxjii  the  ^ound  that  the  de- 
fondants  weri'  ItoniKl  ro  move  for  the  suppression  of  the  proofs 
hi'fore  the  depositions  were  j)laced  on  file  ;  altli<»u*rli,  pro^xi 
faith  and  liberal  practice  should  have  induced  tliem  to  apprise 
the  plaintifi  that  they  intended  to  treat  the  proceedings  as 
irregular.  But  we  hold  the  defendants  to  have  been  guilty 
of  laches  in  not  moving  the  Court,  or  a  judge  out  of  Court,  to 
aupprefifi  the  piroofs,  immediatelj  on  their  being  filed  or  pub- 
lished. By  Rule  1  of  the  Bules  in  Equity  of  1842,  the  Cir- 
cuit Court  IB  always  open  for  motiouB  of  that  character,  and 
probably,  under  Bule  8^  and  other  rules,  a  judge  at  diambers 
can  hear  meh  a  motion  at  any  time.  It  is  an  elementary  doc- 
trine  in  the  practice  of  all  Courts,  that  parties  shall  take 
advantaofe  of  irregularities  at  the  first  op|K>rtunity  after  ac- 
quiriiiiT  kiiowleil;L:e  of  them,  or  be  deemed  to  liuve  waived  all 
objections  to  them.  {Grafxtm'fi  Pr.  Book  3,  rh.  21  ;  Hinds 
V.  Ttchbsy  10  f/ohm.  486 ;  Roioaa  v.  Lytle^  4  Cmv.  Ul  ;  Brai^h- 
er's  Exrs.  v.  Van  Cortlandt,  2  Johm.  Oh.  247 ;  Skinner 
V,  Dayfon^  5  191.)  Here,  there  has  been  a  delay  since 
actual  publication  of  nearly  five  months,  a  time  abundantly 
Buiiicient  for  the  plaintiff  to  have  re-examined  his  witneases 
in  seaeon  for  a  hearing  at  this  term,  if  hiB  former  proceed- 
ings had  been  held  irregular ;  and  a  delay  of  more  than  ten 
months  since  the  examination  was  had.  We  think  the  de- 
fendants are  precluded  from  now  raising  this  objection.  . 

(2.)  The  motion  by  the  defendants  for  leave  to  crofw-examine 
the  witiiesoes  whose  dejxwitions  were  taken  under  the  Act  of 
Congi-esH,  and  that  the  hearing  be  stayed  for  that  ]turpose, 
must  alao  be  denied.  The  defendants  had  all  the  notice  of 
the  time  and  place  of  taking  the  depositions  that  was  neces- 
mry  or  reasonable.  They  contend,  however,  that  Rule  78  of 
the  Rules  in  Equity  of  1842  entitled  them  to  refuse,  as  they 
did,  to  designate  agents,  cnr  to  take  any  part  with  the  plaintiff 
in  the  proceedings ;  and  that,  as  the  plaintiff  took  his  deposi- 
tions without  serving  on  them  notice  of  the  time  and  place 
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of  takinji;,  thev  can  iu)w  liuve  the  eauBC  staved  to  enable  them 
to  croE>6-€xainine  the  witiiesst-s.  l>ut  we  think  Ttule  78  does 
not  justify  tlie  interpretation  insisted  on,  ;uul  that,  as  the  de- 
fendants intentionally  took  their  stand  upon  a  legal  point, 
thej  must  bear  the  oonseqaences  of  its  determination  against 
them.  The  rule  in  question  allows  a  party  the  opportnnity 
of  an  after  eroBS-examiuation,  or  of  taking  a  new  deposition 
of  the  witness^  only  where  ^  a  Court  or  judge  shall,  under  all 
the  circnmstances^  deem  it  reasonable.''  Ko  facts  are  laid 
before  us  showing  the  necessity  or  propriety  of  a  farther 
examination  of  the  witnesses.  It  is  not  stated  that  thev  £^a\'e 
testimony  adverse  to  the  defendants,  or  that  there  are  facts 
within  their  knowledge,  not  stated,  which  might  be  inijx)rtant 
in  the  cause.  We  are  not  f uruishud  witli  anv  cirenni>tance9 
to  irnide  onr  diJ^cretion  in  tliia  respect.  On  both  gromids,  the 
motion  mnst  be  <lenied- 

We  d<)  not  intend  to  intimate  that  there  is  any  objection  to 
the  ilefendautd'  proceeding,  ^at  tiieir  own  expense  and  risk, 
to  take  the  evidence  of  the  witnesses  already  examined,  or  of 
others.  The  point  is  not  so  presented  that  we  are  called  upon 
to  decide  whether  they  can  now  bring  in  testimony  on  their 
part 
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Tue  tight  of  euiinc*nt  dutuaia  empowers  tlie  Lcgislalurti  to  devoU;  private  prop* 
ertj  to  pobUe  vm. 

la      of  the  Li^slBCare  of  New  York,  redling  tbet  certain  knds  were  needed 
bj  the  Corporation  of  the  cdly  itf  New  York  for  the  purpose  of  extending  the 

AUnS>HoiiM  Establishment  of  the  city,  and  proriding  that,  on  the  ascertninntcnt 
and  p:iym<»nt  to  the  owner  of  the  lands,  of  the  lofs  and  dumage  for  taking 
tliPtii.  the  CorponUion  should  be  of  the  hinds  in  /ec-^impU  aUoluU^  does 

not  exceed  tlie  rightful  authority  of  the  Legi:^lulu^c. 
In  the  exercise  of  ite  power  to  devote  prirate  property  to  public  nee,  the  L^ie* 
letore  are  the  ezdodve  judges  of  the  degree  and  qualitj  of  inteccat  wbieh  a?o 
proper  to  be  taken,  ae  well  as  of  the  neeeatity  of  taking  it 
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Where  the  Legiikcnre  has  oonferred  ea  estate  l^ftt'nmpU  abtohUe  in  the  prem* 
hm  taken,  it  must  be  assumed  that  thej  Judged  it  neeeaaatj  to  do  eo,  to  answer 

the  public  use  contemplated. 
Such  a  grant  of  a  /ii-siinph-  nhsolnfi  will  not  be  construed  m  a  conditional  fee  or 
usufruct,  IcttTiiig  t!io  pns.sihilify  of  a  rt-vcrttT  to  tlir  (  ri;^'iiml  owdvp  on  the  lapse 
of  the  particular  use,  but  will  be  lield  lu  have  vested  the  entire  pro|H>rt}'  for- 
ever in  the  gnwtee. 

If  a  change  in  the  dettimation  of  the  property  granted,  alter  a  eontiaoance  for 
t«retttj-6ix  jeara  of  the  tue  of  it  first  emitemplated,  ratios  any  bterest  or  right 
on  the  part  of  the  original  owner,  it  la  of  an  equitable  character,  cognisable 
only  in  Cliancery,  and  not  at  law. 

(Before  Nusoiv  and  Bana,  JJ.,  Southern  District  of  New  Toric,  September  30tb, 
1848.) 

Ejbctment.  In  Febraary,  1818,  tihe  Mayor,  Aldermen  and 
Commonalty  of  the  city  of  New  York  were  p>s8efi8ed  of  cer- 
tain premises  in  that  city,  occupied  by  them  as  an  Ahiis- 

Iloiise  Establishment,  and  presented  to  tlie  Leiri>luturo  of 
New  York  a  memorial  pra\  inii:  ll'^t  a  h\w  nric'ht  be  piu-^ed 
anthoriziiiix  tliem  to  enter  upon  uiul  take  po-scs^ioii  ut"  certain 
lands  fontiiruous  to  the  said  premiHes,  and  hold  the  pame  fur 
the  use  of  the  said  Aliiis-IIouse  Estnldislnnent.  On  the  21st 
of  April,  1818,  an  A<'t  was  passed,  entitled  "  An  Act  author- 
izing the  Mayor,  Aldermen,  and  Connnonalty  of  tlie  r^ity  of 
New  York  to  take  possession  of  certain  lands."  The  Act 
recited  that  the  corporation  wa^  desirous  of  taking  possession 
of  certain  lands,  the  bounds  of  which  were  specified,  for  the 
purpose  of  extending  the  Alms-IIonse  Establishment  of  the 
city,  and  provided  that  it  should  be  lawful  fof  the  corpora- 
tion, whenever  they  should  judge  pi-oper,  to  take  possession  of 
all  or  any  part  of  the  said  lands,  in  the  manner  prescribed  by 
a  prior  Act  in  relation  to  taking  lands,  passed  Alarcli  i^Jrli, 
1810.  {Laws  ^/181S,  cJuqy.  'IW.)  ThLs  Act  of  IMC  j.ro- 
vided  for  the  estimate,  by  Conuni'^^iunei-s,  of  tlic  snnis  U^  be 
paid  to  the  owners  of  the  lands  to  lie  taken,  for  tlu'ir  loss  and 
i-p,  and  for  a  re}Hjrt  thereon  to  the  Supreme  Court,  and 
its  cuuliruiation  of  the  same  ;  all  aecordini^  to  certain  pre- 
scribed forms.  The  Act  of  1818  provided  that^  on  the  tinal 
confirmation  of  the  report  of  the  Conuaaissionersy  and  the  pay- 
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meat  of  the  snniB  which  might  he  awarded  by  them^  the  oor- 
ponttioti  shoald  become  and  be  Beised  in  fes'simple  ahsoluU 
of  the  eaid  lands,  or  of  ao  mnch  thereof  as  might  be  described 

in  the  report.  The  retjuisite  steps  were  taken  in  due  form  for 
estiiuatini]^  the  amount  to  be  paid  to  Mrs.  Ann  Roflrcrs,  then 
the  owTHT  in  fee-simple  of  a  portion  o£  the  said  lauds,  and 
tlic  amount  was  rei>orted  at  j^Kj,<'!>0.  On  the  14th  of  Mav, 
1819,  the  report  wtis  contirmed  hy  the  (  onrt,  and  that  amount 
was  paid  to  Mrs.  Eogers  ou  the  Ist  of  July,  1819*  The  cor- 
poration then  took  possession  of  the  said  lauda  of  Mrs.  Itogers, 
and  occupied  them  for  the  use  of  the  Alms-IIonse  EstaliHsh- 
ment  until  April,  1845,  when  they  ceased  to  use  them  for  that 
or  any  other  public  purpose,  but  caused  them  to  be  divided 
mto  lots  and  sold  at  auction.  The  defendant  purchased  on 
such  sale,  and  receiyed  from  the  corporation  a  warranty  deed 
for  a  part  of  the  said  lands  of  Hrs.  Kogers,  being  the  prem- 
ises of  which  an  undivided  share  was  claimed  by  the  plain- 
tiff, :ia*l  held  the  same  under  that  title  and  no  other.  On  the 
15th  of  June,  i  Mi-d.  Kogers  devn'sed  to  the  plaintiff,  and 
to  her  heii^  and  as.^ii^ns.  in'feo-siinpk',  one  uiidivided  eighth 
part  of  all  lier  real  estate,  and  died  soon  aiter«-ards.  The 
will  was  duly  proved,  and  tlie  plaintiff  hrought  thib  suit  to 
recover  one  undivided  eighth  part  of  the  premises  so  pur- 
diased  hy  tlio  defendant.  At  the  trial,  a  special  verdict  wsa. 
taken,  finding  the  foregoing  facts. 

WUUam  W,  Van  Woffenm,  for  the  plaintiff.  1.  The  act 
of  1818  purported  to  take  from  Mrs.  Bogera  ibe  fee  of  her 
land.  But,  if  it  be  construed  according  to  the  intent  of  all 
the  parties,  the  estate  to  be  taken  was  limited  to  the  quality 
and  quantity  of  estate  necessarj'  to  the  public  use  that  was 
designed.  ( )nly  a  limited  estate  was  necessary  for  that  pub- 
lic Ufse.  The  cinnnustauc  es  attending  the  passage  of  the  Act 
muist  liQ  regarded  in  its  construction.  {Limngston  v.  Hcurrisy 
11  Wen/l.  3:iy,  338  ;  Dimrrifi  on  A>t(ih(teft,  701  ;  Jerome  t. 
Jioss,  7  Johm.  (  %.  It.  315,  344.)  2.  The  Legislature,  by 
virtue  of  the  right  of  eminent  domain,  could  take  away  so 
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much  of  Mrs.  Ilo<rere'  estate  sb  the  public  neceeeity  required, 
and  no  more.  ( Vattel,p.  Ill ;  Gardner  v.  Village  of  Jffew- 
hurgkj  2  Johm.  CK  R.  162;  Beekman  y,  Saratoga  and 
Schefieetady  B.  B.  Co,,  3  Faige,  45,  72 ;  Boston  Water 
Power  Co,  v.  Boeton  and  Woreeeter  B,  B»  Co,^  23  PicL 
860,  394.)  Nor  can  private  property  be  taken  by  the  Legis- 
lature for  other  use  tluin  tliat  of  the  public.  {Beekman  v. 
Saratoya  and  Schenecto<i y  U.  li.  Co.,  3  Paige,,  45,  7-  ;  V 'tr- 
ick V.  Smith.  5  Id.  137,  159  ;  T/ie  People  v.  II'^rAs^  13 
Wend.  325,  328  ;  Charles  Itiver  Bndge  v.  THf/v y  Bridge, 
11  Peters,  420,  641  ;  Bonaj>arte  v.  7'^^  Camden  and  Amhoy 
Railroad  Co.,  1  Baldw.  205,  220 ;  Shai'j)  v.  Johnson,  4  //^/, 
92,  99 ;  Tay/cw  v.  /^^r^ey,  140.)  3.  The  act  of  1818 
l^nrported  to  divide  tlie  estate  that  was  taken  from  MrB. 
liogera  into  two  distinct  parts — ^the  one  devoted  to  the  public 
use,  and  the  other  given  over  in  perpetuity  to  the  corporation. 
So  far  as  it  is  constitutional  and  r^ards  Hie  public  use,  the 
Act  will  be  sustained,  though  it  is  void  for  all  bejond  that. 
(Jaekeon  v.  ManemSy  2  Wend.  357,  363 ;  Jackson  v.  Cbry, 
8  Johns.  301  ;  Jackson  v.  Cat  Lin,'  2  Id.  24S  ;  In  tlce  Matter 
of  Alhany  street,  11  Wend.  152  ;  In  the  flatter  of  John  and 
Cherr^i  streets,  19  Id.  659  ;  Taylor  v.  Porter,  4  Ilill,  140  ; 
147;  Variek  v.  Smith,  5  Paige.,  137,  159;  Bloodgood  v. 
Mohmrk  and  Hudson  R.  R.  Co.,  I  S  II  Wwi.  9.)  4.  The  plain- 
tiff is  not  estopped  by  the  fact  that  Mrs.  Rogers  received  the 
compensation  awarded.  The  grant  made  in  virtue  of  the  act 
was  only  of  the  use  of  Mrs.  Kogers'  estate  for  an  unliiuited 
time,  and  her  acceptance  of  the  money  can  be  held  to  imply 
no  more  than  an  assent  to  such  a  grant  and  use  of  the  estate. 
5.  The  title  being  valid  in  the  corporation  until  tlie  public 
use  ceased,  in  1845,  the  statute  of  limitations  has  no  appli* 
oation. 

Charles     Conor,  for  the  defendant. 

TiiK  CoTTiT  held :  1.  The  right  of  eniinont  domain  em- 
powers the  Legislature  to  devote  private  property  to  public 
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me,  and  the  acts  in  question  in  this  ease  did  not  exceed  the 

rightful  authority  of  the  Legislature. 

2.  In  tlie  exercise  of  thiit  i^HJwer,  the  Legislature  are  ihe 
exrhisive  jiidires  of  the  degree  and  quality  of  interest  which 
are  j>h»|>er  to  he  taken  from  an  individual  and  dedicated  tO 
the  puMic  use,  as  well  as  of  the  necessity  of  taking  it. 

3.  It  mufit  be  assumed  tliat  the  Legislature  judged  it  neces- 
sary. In  the  present  case,  to  confer  on  the  Mayor,  Aldermen 
and  Commonalty  of  the  city  of  New  York  an  estate  in  fee- 
simple  absolute  in  the  premises  in  question,  to  answer  the 
public  use  contemplated. 

4.  The  grant  cannot,  under  the  terms  of  the  act  of  1818, 
be  oonstmed  as  a  conditional  fee  or  usufruct,  leaving  the  pos- 
sibility of  a  reverter  to  the  original  owner  on  the  lapse  of  the 
particular  use,  but  must  be  held  to  have  vested  the  entire 
property  forever  in  tlie  corporation. 

5.  If  a  change  in  the  destination  of  the  prop(*rty,  after  a 
continnanop  for  twentv-six  yeaiT  of  tlie  u^e  of  it  hrst  eontera- 
plated,  raises  any  interest  or  ri^^ht  on  the  part  of  tlie  orii^inal 
ow»er,  her  heirs  or  devisees,  it  is  of  an  iMjuitable  character, 
cognizable  only  in  Chancery,  and  not  at  h\\\. 

n.  We  do  not  jmps  upon  the  effect  of  the  acceptance  by 
Mrs.  Kogers  of  the  full  consideration  of  the  fee  value,  as  an 
estoppel  or  otherwise,  nor  upon  the  question  as  to  the  power 
of  devising  a  ponible  reverter. . 
• 

Judgment  for  defendant 


David  Henshaw  abb  otbebs 
The  Mutual  Safety  Insurance  Coscpakt. 

■ 

TtwM  points  nra  aetlkd  in  tite  coBBtrneUon  of  poHcies  of  loaanncft:  Firtl|. 
TSmj  aro  W  bftvo  ft  Ubcttl  and  benlgD  tntcrpretatloii  fn  behalf  «f  tlio  Mtadj 
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Second,  They  are  to  be  construed  aod  enforced  according  to  the  plain  IntoTit 
of  the  parties,  if  no  settled  rule  of  law  intcrposos  to  prevent;  Third,  Wliether 
or  not,  bj  the  general  nilog  of  insurance  law,  tlie  iiiet  tliat  tlie  insured  party 
had  no  insurable  interest  ia  the  bubjeci  iunurcd  at  the  time  it  was  iuieuded 
the  oontract  should  cwnmeBce  its  opention,  althoii^  be  powewed  such 
Interael  at  iIib  time  of  the  loas^  would  reader  Ibe  poUojr  iavalid»  yet  it  ia 
competent  for  tlie  partiea  to  contract  witli  a  vieir  to  attdi  a  condition  of 
tblngs. 

There  ii^  strong  color,  however,  for  the  doctrine,  that  the  party  intended  to  be 
inaured  will  he  protected,  if  lie  had  an  ititcre?t  at  the  time  of  the  loss,  without 
any  express  stipulation  to  that  eflect,  although  he  had  no  interest  at  the  coiu< 
meacement  of  the  risk. 

A  time  policj,  agaiast  marine  rialc,  on  a  ataam'Vend,  for  a  anoeeaaloii  of 
▼oyagea,  each  rojage  to  bear  its  own  average,  made  at  the  Inatance  of 
on  account  of  whom  it  may  concern,  the  loM  payable  to  H.,  for  the  earn  of 
$16,000  is  an  agreement  by  the  underwriters  to  insure  all  the  interest  to 
that  nmount  which  $ihall  be  owned  in  the  Te<5s«»l  kt  the  time  of  her  loaa 
wititin  the  policy,  and  to  pay  the  lose  to  U.,  for  the  benefit  of  the  actual 
owuers. 

Sndi  m  contract  ia  l^gal,  and  H.,  in  bia  own  right,  or  aa  tmateCf  ia  competent  to 
enforce  it. 

The  policy  might,  also,  be  construed  as  intending  each  aeparale  trip  of  the  Tce- 

sel  to  be  a  distinct  voyage,  the  risk  on  which  would  commence  at  its  inception, 
and  thu.><  tlie  p.u  ty  intere-sted  at  the  time  of  the  Jofls  wonld  also  be  interested 
at  tlie  commencfnient.  of  the  risk.  • 

Where  the  declunition  on  such  a  policy  averred  that,  at  the  time  of  the  loss  of 
die  Tcssel,  H.,  the  plaintiff,  waa  intereaied  in  her  to  the  amount  of  the  aaid 
baorance:  Mttd^  that  it  need  not  aver  that  H.  was  interested  in  ber  at  the 
time  of  the  insurance^  or  at  the  time  of  the  cmnmenoement  of  the  risk. 

Jbtd,  where  it  averred  thai  the  insurance  was  for  the  use  and  benefit  of  H.,  aa 
tru3tt!c  for  N.,  and  that,  as  such  trustee,  H.  was  interested  in  thf  vessel  at  the 
time  of  her  loss  :  Heldy  that  it  need  not  sot  forth  the  nature  or  extent  of  the 
trust,  they  being  matters  of  evidence. 

(Before  Natm  and  Bkii8|  J  J.,  Southern  XHstrictof  New  Toilt,  November,  1848.) 

AasuMparr  on  a  policy  of  marine  insuranoe.  The  declara- 
tion ayerred,  in  some  of  its  countsi  tiiat  on  the  15th  of  July, 
at  New  York,  the  Norwich  and  Worcester  Bailroad 
Oompanj,  according  to  the  usage  and  custom  of  Tnerchants, 
caused  a  policy  of  insurance  to  be  iBsued  by  tlie  (iLfeiuluutd, 
purportiiif^  and  contaming  that  tlie  said  Uailruad  Cumpaiiy, 
ou  accuuut  of  whoTii  it  might  concern,  lo^s  payable  to  the 
plaintilEa,  insured,  from  the  15th  of  August,         until  the 
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15tb  of  Auti:ust,  1847,  fhe  steamer  Atlantic,  each  passage 
subject  to  itfe  own  average,  against  marine  risk  only,  for  the 
sum  of  $1.5,(K)0 ;  tJiat  the  plaintiffs  were,  frf  the  time  of  the 
o  f  the  nte<nnrt\  interested  in  her  to  the  amount  of  the 
said  insnranf-e  :  aiul  that  she  was  totally  lost  on  the  26th  of 
November,  1»4G,  on  her  passage  from  Allyn's  Point,  in  Con- 
necticut, to  the  eitj  of  New  York.  To  these  counts  the  de- 
fendants demnried  syx^cially,  assigning  for  caofle,  that  it  did 
not  appear  that  at  the  time  of  the  insurance,  or  at  the  time 
of  the  commencement  of  the  risk  under  the  policy,  the  plain^ 
tiffs  were  interested  in  the  veeseL 

Other  counts  ayerred  that  the  insnnmce  was  for  the  nse 
and  b^iefitof  the  plaintiffs,  as  trustees  for  the  Bailroad  Com- 
pany, and  that,  as  such  trustees,  they  were  interested  in  the 
vessel  at  the  time  of  her  loss.  To  these  counts  the  defend- 
ants denmrred  specially,  assigning  for  cause,  tliat  they  con- 
taincnl  no  sufficient,  distinct  or  intelligible  description  of  tlie 
trn.st  referred  to,  or  of  the  title  of  the  plaintiffs  as  such 
trustees. 

John  Duer  and  Theodore  Sedgwick,  for  the  defendants. 

Benjamin  F.  Butler  and  Daniel  Lord,  for  the  plaiutifiis. 

Beits,  J.  The  essential  point  upon  which  it  is  claimed  by 
the  defendants  that  the  decision  of  the  Court  should  he  in 
their  favor  is,  that  the  policy  is  not  obligatory  on  them,  be- 
eaose  the  plaintiffs  had  no  interest  in  the  subject-matter  of 

the  insurance  at  the  time  the  policy  was  executed,  nor  when 
it  Wiis  to  lake  effect.  The  policy  contains  no  statement  touch- 
ing the  inteie>r  of  the  plaintiffs  in  the  subject  of  tlie  iusur- 
auce.  The  elijir;i<  ter  of  tliat  interest  must  accordingly  be 
indicated  by  averments  in  the  decluration,  and  each  count 
must  contain  such  as  are  essential  to  the  maintenance  of  the 
action.  The  declaration  here  must,  therefore,  be  held  to  be 
defective  in  some  of  its  counts,  if,  to  uphold  the  policy,  it  be 
neoessaiy  for  the  plaintiffs  to  show  an  interest  in  themselves 
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in  the  Bubject  insnredy  either  at  the  date  of  the  contraot  or  at 
the  oommeiicement  of  the  riflk. 
We  do  Dot  propose  to  review  the  Yarions  cases  cited  on  the 

argiinient,  which  declare  the  iieceeeity  of  a  subsisting  interest 
on  the  part  of  the  insured  at  the  incej^tion  of  the  contract, 
hecausc,  in  our  opinion,  tills  ciise  doea  liot  fall  within  the 
principle  involved  in  thope  decibions. 

We  consider  tliese  points  in  the  construction  of  ]iolicie8  of 
insurance  to  be  incontestably  settled :  h  'xret — They  are  to 
have  a  liberal  and  benign  interpretation  in  behalf  of  the 
insured;  Second — They  are  to  be  construed  and  enforced 
according  to  the  plain  intent  of  the  parties,  if  no  settled  rule 
of  law  interposes  to  prevent ;  Third — ^Whether  or  not,  by  the 
general  roles  of  insurance  law,  the  fact  that  the  insnr^  party 
had  no  insurable  interest  in  the  subject  insured  at  the  time  it 
was  intended  the  contract  should  commence  its  operation, 
althout^h  he  possessed  snch  interest  at  the  time  of  the  loes, 
would  render  the  j)ulicy  invalid,  vet  clearly  it  is  competent 
fur  the  j>artics  to  contract  with  a  view  to  such  a  condition  of 
thins^.  (.3  Kenfs  Comm.  25S,  Qth  ed.  ;  1  Du/ r  on  fiis.  159, 
100,  jiote  1 ;  Jioifers  x.  Traders*  Jm.  (  o.,  6  Pahft\  ^SfJ,  590.) 
There  is,  however,  stron*;  (;olor  at  least  for  the  doctrine,  that 
the  party  intended  to  be  insured  will  be  protected  if  he  had 
an  interest  at  the  time  of  the  loss,  without  any  express  stipu*  • 
lation  to  that  effect,  although  he  had  no  interest  at  the  com- 
mencement of  the  risk.  {Hughes  on  Ins,  42;  2  Duer  an 
In»,  49,  §  ai;  Sutherland  v.  Pnttt,  11  Jfee.  ds  W.  296; 
Siancox  t.  FiMng  Ins,  Co,,  3  Sumn.  132, 140, 142.) 

But  we  place  our  decision  in  this  case  upon  the  manifest 
pur}>o6e  of  the  parties,  as  expressed  in  tlie  policy.  It  was  a 
time  policy  on  a  steam-vessel,  for  a  succession  of  royages, 
each  voyai^e  to  bear  its  own  average.  It  was  made  at  the 
instance  of  the  Norwich  and  Worcester  Railroad  Conipany, 
on  account  of  whom  it  miu^ht  concern,  the  lo>s  ]»aval>le  to  tlie 
plaintilTs,  and  the  interest  was  vested  in  tlieni  when  the  loss 
occurred.  (Aldrich  v.  EquiUifth  Ins.  Co..,  1  Woodh.  cfc  M, 
272,  276 ;  1  Duer  on  Ine.  159, 160,  noU  1.)   Upon  the  state- 
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meQte  6f  the  contract,  set  forth  in  the  declaration,  we  think 
that  no  stronger  form  of  stipulation  can  be  necessary,  to  ren- 
der it  j)alpable  that  the  underwriters  intended,  by  tlieir  agree* 
ment,  to  insure  all  the  interest,  to  the  extent  of  $15,000,  which 
fihonld  be  owned  in  the  yessel  at  the  time  of  her  loss  within 
the  ]X)licy,  and  to  pay  the  loss  to  the  plaintiffs  for  the  benefit 
of  tli(^  ;i<  tn:il  <»\vijcr8.  The  authorities  are  abundant  to  show 
that  surh  a  contract  is  Icpil,  and  that  the  ]»laiiitifF?,  in  their 
omi  riirht,  or  as  trustees,  are  cdtnpetcnt  parties  to  enforce  it. 
{0,x  V.  Parry,  1  T.  R.  464;  2  Dutr  on  Ins.  10,  §  9 ;  Id. 
17,  1  PhiUipH  on  Im.  ch.  4,  7wte  a  ;  The  Jfiferson  Ins* 

Co.  V.  Votheah  7  \yend.  72 ;  Buck  v.  The  Chempeale  Ins. 

1  Petem,  151;  Sntherlutid  \,  PraUjllMee.  c£r  W.  290.) 
If  the  suit  is  avowedly  in  the  name  of  an  agent,  it  is  only 
necessary  for  the  declaration  to  disclose  who  the  real  parties 
in  interest  are.  {Rider  v.  Ocean  Ins,  Co,^  20  Pidk,  259 ;  2 
Duer  on  Ins,  48,  §  80.)  In  this  case,  however,  there  is  a  posi- 
tive averment  that,  at  the  time  of  the  loss,  the  interest  was  in 
the  plaintiffs,  and  that  fact  stands  admitted  by  the  demurrer. 

It  was  coneedeH,  on  the  ari;u!uent,  tliat  a  )X)licy  upuu  an 
inrciv>t  to  be  ac<juiiid  after  the  execution  of  the  contract  is 
valid.    This  is  tlic  ordinary,  and,  perhaps, .tlic  most  service- 
able class  of  insurances.     CarL,n»es  can  ]»e  purchasiid  and 
laden  from  port  to  port,  on  trading  voyages,  under  the  pro-  ' 
tection  of  policies  already  m  existence,  without  waiting  for 
the  means  of  ohtaitn'ng  satisfactor}'  insnrance  after  the  inter- 
est is  acquired.    The  same  principle  applies  to  the  change- 
able proprietorship  of  vessels ;  and  we  have  no  difliculty  in 
expounding  the  present  policy  as  contemplating  a  succession 
of  ownerships  in  the  steamer,  and  as  intended  by  the  under- 
writers to  cover  the  interest  in  the  vessel,  in  whomsoever  it 
might  be  vested  when  a  loss  ahould  occur.   Such  a  contract, 
explicitly  entered  into,  is,  as  we  have  already  shown,  recog- 
nized as  valid  both  by  the  English  and  American  law. 
{Uoqfr>*  V.  Traders*  Ins.  Co.,  6  Paige,  583,  59G;  2  iJuer  on 
Ju.s.  lM,  22,  24  ;  Id.  41,  §  28;  Id.  49,  §  31;  IIu(//ie^ 

Ofh  LiH,  i)4,  Am,  ed.  42.) 
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There  would  be  no  iti<.H>!igruity  in  this  case  in  construing 
the  policy  as  iuteiiding  each  separate  trip  of  the  vessel  to  be 
a  distinct  voyage,  the  risk  on  which  would  commence  at  its 
inception,  because  it  is  a  time  policy,  in  reference  to  a  succes- 
Bion  of  TOya^  or  passages,  each  of  which  is  subject  to  its 
separate  average.  That  interpretation  of  the  contract  would 
satisfy  the  formal  rule  indicated  in  some  of  the  cases,  that 
the  insured  must  be  interested  at  the  commencement  of  the 
risk  and  at  the  time  of  the  loss.  {Seainan^  v.  Tj)rin4f^  1 
Manojiy  127;  Ifdticox  v.  Fishitig  Ins.  Co.^  3  Suiiui.  132, 
14U;  Ruler  v.  Uwan.  Ins,  Co.,  20  PiA'.  251).)  We  are  not, 
however,  prepared  to  say  that  the  pro]H)sitions  of  law  laid 
down  in  the  cases  just  cited,  necessarily  flowed  from  the 
points  involved  in  those  cases.  But,  in  our  view  of  the  pres- 
ent case,  it  is  not  important  to  scan  the  force  of  those  decis- 
ions, aa  the  defendants  here  are  responsible  upon  tlieir  express 
undertaking,  and  not  upon  any  liability  implied  fit>m  the 
relation  of  the  parties  or  the  subject-matter  of  the  contract 

We  think  that  the  plaintiffs  are  not  bound  to  set  forth  with 
more  particularity  the  nature  and  extent  of  their  trust  They 
aver  that  they  are  trustees,  that  the  insurance  was  for  them, 
and  that  they  were  interested  in  the  vessel  at  tlie  time  of  her 
loss.  {Grant  v.  Howard  Ins.  Co.,  5  Wend.  2UU,  202.)  The 
amuuiit  of  the  interest  and  the  vahie  of  the  trust  are  matters 
of  evifleiiee  only,  when  it  becomes  important  to  in<juire  into 
either  of  those  facts. 

Judgment  for  plaintifis. 


•       TuE  United  Statics  vs,  Charles  H.  Paesons. 

Hie  22*1  laetioD  of  the  Post4)ffice  Act  of  Uerob  Sd,  1825,  (4  8,  Stai.  at  Largt^ 
l^ftS,)  which  nuk(M  it  u  effenee  for  enj  pereon  to  open  eny  letter  which  dull 
hftTe  been  In  e  Po3t>OtBce,  or  In  the  ciutodj  of  n  meil-ctrHer,  before  it  shall 
be  delivered  to  the  pcraon  to  whom  It  b  ditected,  with  a  dedgn  to  obetmct 
tlie  oorNtpondenoe,  and  Ibr  any  penoa  to  secrete,  embeisie  or  deetrojr  uj 
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iadi  letter,  does  noi  look  tteyond  s  poesetrioii  of  lettera  obtMoed  wrvitg/kUljf 
from  the  Pot^t4)0ce  Of  from  e  iDell*ewrier. 

After  the  voluntary  termination  of  the  cufitotlj  of  a  letter  bj  the  Post-Office  or 
its  agents,  the  rights  of  the  real  proprietor  of  tlie  letter  are  under  the  guerdiati- 
ship  of  the  local  law,  and  not  of  that  of  the  United  States. 

Where  a  letter,  loailed  at  Bo&ton  and  directed  to  a  person  at  New  York,  reached 
the  FiMt>(NBoo  there,  end  wee  ttken  e  letBe»«Bmer  fbr  deKrery:  Mdd 
fliai,  under  §  41  of  .the  Aet  of  Jolj  Sd,  18iB,  (5  tT,  S,  Stat,  at  Largt,  89,) 
ndi  leitetHierrler  was  a  mailrCftrrier  within  g  22  of  the  aeid  Act  of  March  8d, 
1826. 

But,  the  lettor-rarrier  hnving  given  the  letter  to  a  peryon  in  the  defendnnt's 
hoiL^,  the  difcndant  not  being  present,  and  not  participating  in  the  delivery, 
and  that  per>oii  having  tsulk^equcntly  and  at  a  dilTer^'nt  place  delivered  it  to  the 
defendant,  and  the  defendant  having  opened  it  and  embezzled  money  hum  it, 
ii  not  being  Intended  for  hire,  but  for  mother  person  of  the  same  naioe,  the 
letter,  however,  not  havlog  cone  into  tlie  poeaeesion  of  the  defendant  within 
view  of  the  letter-carrier,  or  iHth  his  knowledge,  or  while  he  remained  at  the 
place  where  he  left  it :  Httld^  that  the  defendant  wai  not  liaUe  to  intUctment 
under  g  J 2  of  the  i»id  Act  of  March  :?d,  1825. 

Ail  ai.ti.tii  ttnd  authority  of  the  Post-Ofiiee  Department,  in  rrj^pect  to  the  letter, 
lerniinated  with  iia  delivery  to  the  third  penson,  and  ^  'It  of  the  Act  applies 
only  while  tlie  letter  is  witUn  the  power  and  control  of  titat  Department. 

Whether  Gongicaa  haa  power  to  paaa  lawa  governing  the  conduct  of  penona  fn 
icepect  to  letters  which  hare  been  mailed*  after  audi  letteca  have  become 
atrietly  diaoonnacCed  fiom  the  Poat-OiBoB  Department^  pima, 

(Before  Nclsok  and  Butts,  JJ.,  Southern  District  of  New  York,  April,  1849.) 

Tni:  de  fendant  was  indicted  under  §  22  of  the  Post-Office 
Act  of  March  3d,  1825,  (4  U,  S.  SUU.  at  large,  IDS,)  which 
proTidee  that  any  pereon  who  ehall  <^ii  any  letter  or  packet 
which  shall  have  been  in  a  PoBt-Oflice,  or  in  custody  of  a 
mail-carrier,  before  it  shall  have  been  delivered  to  the  person 
to  whom  it  is  directed,  with  a  design  to  obstruct  the  corre- 
gpondence,  or  to  pry  into  another's  business  or  secrets,  or  shall 
Be<  n*fe,  embezzle  or  destroy  any  such  mail,  letter  ur  packet, 
plijill,  on  wnviction,  be  fined  not  exceeding  five  hundred  dol- 
lai's,  and  l>e  iinjirisoiied  not  exceeding  twelve  months. 

At  the  trial,  a  ^jiecial  verdiet  wils  found  hy  the  jim',  that 
ft  letter  was  put  into  the  Fost-Ottice  at  Boston,  directed  to 
Charles  II.  Parsons,  at  the  city  of  iJew  York,  and  contain- 
ing another  letter  addressed  to  Ann  M.  Parsons ;  that  in  the 
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letter  were  inclosed  thirtv-three  dollars  m  bank  bilk ;  that 
the  mailed  letter  reached  the  Foet-Odice  in  New  York,  was 
taken  by  a  letter-carrier  for  delivery,  and  was     \  en  by  him 

to  a  person  in  the  house  of  the  delundant,  the  defendunt  not 
beijig^  pi*eRent,  and  not  participating  in  the  deliven' ;  tliiit 
that  person  sul).se*|uentlv,  and  at  a  different  ])hice,  delivered 
it  to  tlio  dofeTidant ;  tliat  the  defeii<hint  opened  botli  letters, 
and  embezzled  the  money  enclosed  ;  that  the  letter  addressed 
to  Charles  11.  Parsons  was  not  intended  for  the  defendant, 
but  for  atiother  person  bearing  the  same  name ;  and  that  the 
Icttoi-s  did  not  come  into  the  possession  of  the  defendant 
within  view  of  the  letter-carrier,  or  with  his  knowledge,  or 
while  he  remained  at  the  place  where  he  left  them. 

Lorenzo  B,  JShepard^  {Distriet  Attorney^  for  the  United 
States. 

AlamoTh  Nashy  for  the  defendant. 

Bktts,  J.  The  fiu  ts  found  by  the  special  verdict  aT*e 
within  the  hlter  of  tlie  stutute.  The  letters  had  been  in  a 
Post-Office,  and  were  opened,  and  their  contents  embezzled 
by  the  defendant,  before  they  had  been  delivered  to  the  per- 
sons  to  whom  they  were  directe<L  The  special  verdict,  how- 
ever, raises  the  question,  whether  the  intent  and  proper  con- 
Btraotion  of  the  22d  section  of  the  Post-Oflice  Act  of  March 
3d,  1825,  embraces  the  case. 

The  4l6t  section  of  the  Act  of  July  2d,  1S36,  (5  U.  S.  SM. 
at  Large^  89,)  gives  to  persons  entrusted  with  the  delivery  of 
letters  the  character  of  mail-carriers,  within  the  meaning  of 
the  22d  section  of  the  Act  of  1825.-  Therefore,  the  letters 
in  question  in  the  present  case,  while  in  chMri^e  of  such  letter- 
carrier,  are  to  be  reirarded  ius  in  the  Fost-OfHce,  or  in  the 
custody  of  a  mail-carrier.  AVli:it,  then,  is  the  true  import 
and  force  of  the  plinise.  "  shall  have  been  in  a  Post-Ortice  or 
in  custody  of  a  mail-carrier,"  and  of  the  phnise,  "  before  it 
shall  have  been  delivered  to  the  person  to  whom  it  is  direct- 
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ed  ^ !  Are  they  of  unlimited  extent,  coyering  every  oondi- 
tkm  of  a  letter,  until  it  reacshes  its  rightful  defitination  t  To 
give  the  langua^  this  construction,  would  be  to  oontinne  let- 
ters "wLich  hud  been  once  in  the  mail  still  under  the  jiower 
and  control  of  the  Federnl  <  >  •vcrninent,  in  every  change  and 
transfer  from  person  to  ]>t  i.-uji  and  place  to  place,  and  witli- 
out  liniitatioii  ut  tinie.  Lcirij^ljition  nf  such  scope  and  exte  nt 
weiuld  clcarlv  not  he  in  Xurtlierance  of  the  functions  and 
duties  of  the  Puet-Ofiice  Department,  but  in  protection  of 
the  private  property  of  individuals,  after  it  had  become  do* 
taehed  from  that  Department,  and  was  wholly  out  of  the 
charge  of  its  agents.  Such  legislation  would  thus  neceflBarilj 
take  the  quality  and  form  of  a  municipal  r^ulation,  gOTcm- 
ing  the  relations  and  responsibilities  of  individuals  to  each 
other,  in  respect  to  letters  and  their  contents  which  had  been 
in  the  Post-Office,  although  not  obtained  from  the  Post-Office 
or  any  of  its  agciits,  or  in  the  jK»ssession  of  a  party  through 
any  act  of  fraud  or  deceit  a£?ain8t  the  Pf^t-Dftice  laws.  And 
CJi^iiijivss  wuuld  thus  ill  clfcct  he  invested  with  the  ]v>wcr  to 
conipt'l  every  person  into  wliose  j)ossession  a  letter  wliieh  hud 
been  in  the  Fost-Otliee  should  come,  to  take  ii}»oii  himself  the 
responsibility  of  currying  and  delivering  it  to  the  person  to 
whom  it  should  be  directed. 

We  think  that  the  object  of  this  22d  section  does  not  look 
bejond  a  possession  of  letters  obtained  wrongfully  from  the 
Post-Office  or  from  a  letter-carrier.  Its  design  is  to  guard 
the  Post-Office  and  its  legitimate  agents  in  the  execution  of 
their  duties,  in  the  safe-kee}>ing  and  delivery  of  letters. 
After  the  voluntary  termination  of  the  custody  of  a  letter  by 
the  I'ost-Office  or  its  agents,  the  property  in  and  right  of  pos- 
BCfeoion  to  it  belong  wholly  to  its  real  proprietor,  and  liis  rights 
are  under  the  guardianship  of  tlio  local  law,  and  not  of  that 
of  the  I'ljited  States. 

The  delivery  of  the  letter  in  the  present  ease  ])v  tlie  letter- 
earrier  was  to  a  person  at  the  house,  as  wa^i  sui)posed  by 
buUi,  of  the  pei-son  to  whom  it  was  directed.  The  defend- 
ant was  not  then  at  the  house,  and  in  no  way  participated  in 
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tlie  delivery.  The  person  who  received  the  letter  Btippoecd 
that  it  beloiifjed  to  the  dcfciKliuit,  and  afterwards  carried  it 
and  delivered  it  to  liim  at  a  different  place,  as  ]»elri2r  rififht- 
fidly  liis.  All  aetidU  aii(]  nutliority  of  the  Post-Olhce  Dej'art- 
ment,  in  re^])ect  to  the  letter,  terminated  with  its  deli\  ery  t<» 
that  third  [>erson  ;  and,  in  our  opinion,  it  was  not  intended 
that  tlie  act  of  Congi'es>  in  question  should  apply  any  longer 
tlian  while  the  letter  should  be  within  the  power  and  control 
of  that  Department  From  that  time  the  law  of  tlie  State 
takes  authority  over  it,  as  the  property  of  one  of  its  citizens. 

A  question  was  raised  on  the  ailment,  as  to  the  power  of 
CSongress  to  legislate  on  the  subject  indefinitely,  and  to  pass 
laws  governing  the  conduct  of  persons  in  respect  to  letters 
which  have  been  mailed,  after  such  letters  have  become  en- 
tirely disconnected  from  the  Post-Ofhce  Department.  But 
the  construction  we  have  given  to  the  act,  limiting  its  opera- 
tic m  to  letters  yet  reniainin;^  under  the  autliority  of  the  De- 
j^tartmeut,  renders  it  umiecessary  to  consider  this  question, 

Judgnieut  for  defendant. 


Tjoe  United  States  ve,  Nelbovi  G.  AfAiWEf.iB. 

Tq  COOititate  a  Po»UOffiee  under  §  22  of  the  Post-Office  Act  of  March  3d,  1825, 
(4  IT.  S.  StaL  <it  /xir//',  108^)  the  place  where  tlie  buiiiiiess  of  koepinj:,  forw.ird- 
ing  and  distributing  niuilubiu  malti>r  conducted  need  uot  be  a  building  t^>t 
apart  for  that  use,  or  any  ap»rtment  or  room  in  a  building;  but,  according  lo 
the  ejdenl  of  Ute  buisiue^  doue,  may  hv  a  desk,  or  a  truuk  or  box  carried 
about  M  boose^  or  from  one  building  to  tnother. 

The  place  of  the  deposit  of  the  ntilmble  matter  would,  in  thb  Miiae,  eomtitiite 
the  Pont-Ojgiice^  and  anjthing  taken  out  of  that  place  of  reception  or  keeping 
would  be  taken  from  or  oid  of  the  Pott'Offiee^  within  §  22  of  eaid  jlct,  without 
regard  to  the  distance  of  removal,  or  to  circuinjnct^Ttt  »'?»closHrcfl  or  rooms. 

If  a  person  Uikes  a  letter  containing  nioncy,  in  a  ToHt-otlice  building,  from  and 
out  of  thttt  part  of  it  appit>priated  to  lite  deposit  of  tlie  letter,  witli  intent  to 
eonmt  itt  oontonts  lo  bU  own  vie,  he  is  guilty  of  ukaUnp  the  letter  /rem  amd 
o/Ukt  BoU-ClgUe,  wiUdn  §  82  of  said  Aot|  even  though  he  only  tnuie> 
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icr^  the  letter  to  hU  pockety  and  does  not  remove  it  beyond  the  buildiog  cou- 

taiiiiug  lite  Poet-Office. 
But,  whether  be  is  gulitj  of  atndmg     motf,  under  the  nme  lectionf  quart. 
And  he  ie  liable  to  be  eooTicled  under  %  22  of  said  Act,  although  be  was  ■ 

derfc  employed  in  the  PoBt-Officf  at  the  time  of  the  larceny,  and  although  he 

aught,  peihapa^  be*  aal^ect  to  indictment  for  the  aame  offence  under  §  21  of 

(Before  Msuo«  and  EEtn,  JJ^  Ronthem  Diatriot  of  New  Tork,  April  IU9.) 

TfTE  defendant  was  indfeted  under  §  22  of  the  Post-Offiee 

Act  of  Alarch  od,  1825,  (4  61  S.  Stat,  at  Lanje,  108,)  which 
provides  that  any  person  who  shall  steal  the  mail,  or  shall 
steal  or  take  from  or  out  of  any  mail,  or  fn)in  or  ont  of  any 
Potjt-OtUce,  any  letter  or  packet,  shall  be  pmiifciied  by  un- 
prisonnient  not  less  than  two  ^  ears  and  not  exceeding  ten. 

At  the  trial,  a  special  verdict  was  found  by  the  jury,  that 
the  defendant  was  a  clerk  employed  in  the  Post-Oflice  in  the 
cify  of  New  York,  in  distributing  and  forwarding  one  line 
of  maik ;  that  bis  general  station  was  at  what  was  called 
the  East  table,  and  bis  da^  to  put  into  the  bags  for  the  East, 
mailable  matter,  chiefly  newspaj[)era,  destined  for  that  direo- 
tbn ;  that  bis  basineas  was  not  at  the  city  distribution  table, 
on  which  letters  received  were  placed,  when  taken  out  of 
the  bags,  to  be  arranged  for  distribution ;  that  he  was  de- 
tected going  from  his  uwn  table  to  the  city  distribution  table, 
taking  from  it  two  envelopes,  each  containing  a  letter,  enclos- 
ing a  twenty-five  cent  piece  in  silver,  and  juittini^  the  two 
letters  into  his  pocket ;  that  he  was  arretted,  and  the  two 
letters  were  taken  from  his  pocket ;  that  the  envelopes  were 
addressed  to  the  Xew  York  I^ost-Ofiice,  and  the  two  letters 
were  each  post  marked  at  interior  towns,  addrepsed  to  persons 
in  the  city  of  New  York ;  and  that  a  post-bill  accompanied 
each  letter. 

Lorenzo  B,  Sh^^wrd^  (District  Attorney,)  for  the  United 
States. 

JuTnes  T.  Brady ^  for  the  defendant 
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Bbttb,  J.  The  points  raised  on  the  special  verdict  in  this 
case  are,  whether,  within  the  meaning  of  the  twenty-second, 
flection  of  Hie  Act  of  1825,  the  defendant  stole  the  mail,  or 
the  letters  from  or  ont  of  the  Post-Oflice. 

The  terms  rnail  and  Post-Cffiee  seem,  each  of  them,  to 
bear,  in  the  Acts  of  Ck)ngre68  and  in  general  acceptation,  both 
a  generic  and  a  specific  sense.  Instances  are  presented  in 
sections  2,  4,  11  and  22  of  the  Act  of  1825,  of  the  employ- 
ment of  the  terin  ynail  as  embracintj  the  whole  bodv  of  mail- 
able  matter  transmitted  from  Offict'  to  Ollice,  and  also  the  par- 
ticular packets  addi*e8sed  from  and  received  at  different  Post- 
Offices.  The  instructions  of  the  Postmaster-General  under 
the  Act  are  to  the  same  effect.  So,  also,  the  term  Post-Office 
is  applied  by  section  1  to  the  Department,  which  is  not  at  ail 
concerned  in  receiving  and  delivering  letters.  In  its  ordinaiy 
use,  the  term  embraces  the  dtmn«9«  of  keeping,  forwarding 
and  distributing  mailable  matter,  eqaally  with  the 
where  such  business  is  conducted*  And,  manifestly,  such 
place,  to  constitute  a  Post-Office,  need  not  be  a  building  set 
apart  for  that  use,  or  any  apartment  or  room  in  a  building ; 
but,  accordino^  to  the  extent  of  business  done,  may  be  a  desk, 
or  a  trunk  or  box  earried  about  a  liousie,  or  from  one  building 
to  anotlier.  The  place  of  tlie  deposit  of  tlie  mailable  matter 
would,  in  this  ■r\-\\>y\  c<»nstitiite  the  l'ost-( {ljice,  and  anvthinp^ 
taken  out  of  that  place  of  re(  ei)tion  or  keepings  would  be 
taken  from  or  out  of  the  Post-Oiiice,  without  regard  to  the 
distance  of  removal,  or  to  circumjacent  enclosures  or  n>oms. 

We  do  not  feel  called  upon  to  define  tin-  exact  sio^ification 
of  the  word  maH^  or  to  determine  whether  the  packets  taken 
by  lihe  defendant  are  properly  described  under  that  denomi- 
nation; for,  in  our  opinion,  judgment  must,  on  the  other 
point,  be  rendered  against  him  upon  the  special  verdict  He 
took  the  letters  in  the  Post^ffice  building,  i^m  and  out  of 
that  part  of  it  appropriated  to  their  deposit,  with  intent  to 
convert  their  e(mtents^  to  his  own  use.  This  was  an  asporta- 
tion suftic'ient  to  constitute  larceny  at  common  law,  and  con- 
summated the  offence  of  stealing^  denounced  by  the  Act  of 
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C \)iijri'e>-^.  Furtively  and  feloniously  removing  a  letter  from 
and  out  of  the  place  where  it  is  kept  in  a  Post-Office,  ig  stectlr 
tng  it  from  and  out  of  the  Post-Oflice,  whether  the  removal 
be  beyond  the  building  contaitiiiig  the  PoBt-Ofiice,  or  the 
abduction  be  no  more  than  the  transfer  of  the  letter  to  the 
pocket  of  the  person  taking  it 

We  concur  in  the  conclusion  of  the  District  Court  of  this 
District  in  a  case  heretofore  pending  in  that  Court  against 
this  same  defendant,*  that  he  is  liable  to  conviction  under 


•  The  ca^e  referred  to  is  that  of  The  United  States  v.  3f'ir.f^/ix,  tried  in  the 
Bbtrii  l  Court  in  Marcli,  1848,  in  whiih  the  (}iiL'>tion  arose  nt  the  tiiiil,  whtther 
the  detendjtnt,  who  liad,  while  a  clerk  employed  itt  ihe  roitt-Uirice,  tiiketi  there" 
from  a  fMckage  enclodng  ■  letter,  wiili  intent  to  ileal  it,  wee  linble  to  indictment 
for  tbat  offience,  muler  the  OA  eectlon  of  the  Act  of  18S5, 

In  deKvering  the  opinion  of  the  Cunrt  upon  the  point,  Btm.  Dfetrlct  Jndgc^ 
md  : 

*' Tlie  United  St.itf'-»  AttomcT  chdms  to  sustain  the  uidic  tinent  in  (his  cnse 
solely  under  tiie  22d  seciiou  of  the  Act  oi  lh25.  It  i?i,  therelure,  unneee.sj-jiry  to 
exauitne  the  pruvbiona  of  the  2l»t  section,  to  detcrmiae  whether  the;  conipre 
bend  the  state  of  hcta  charged  aguinat  the  defisndant. 

**Tiie  eafdioal  objection  n^ed  apiltiet  the  indictment  is,  that  Congrent,  la 
Mdiona  21  and  8S  of  the  Act,  intended  to  range  offenders  a^inat  the  Poet- 
OSoe  law  into  two  dasaes— one  cla$«  eoniiisting  of  persona  employed  in  tlm 
Poat-Office,  or  cntru:«tcd  Hitl»  the  custody  or  tntni-portation  of  the  mail;  and 
the  othf*r  of  stnin^^er?,  stundinp  iri  t-.o  relation  of  trust  or  confidence  to  the  mail 
or  the  Post-Officc.  11  th'iA  pusitinti  hi  sound,  the  defendant  cannot  be  proBC- 
iuied  under  tlie  22d  section ;  and,  even  if  his  oSence  fnlls  witliin  the  2l8t 
ssciion,  jet,  the  Indielment  not  being  framed  on  that  section,  he  must  be 
acquitted. 

**T1mi  words  of  the  SSd  section  embrace  all  personB.  The  ternis  arc  the 
moat  ample  that  could  be  employed  :— (/"  pernoH  thall  tieal  the  mail.  Now, 
although,  in  the  construction  of  !»tatuies,  langnapp  will  be  undt  n^tood  in  relntton 
to  tlie  t.u»>jeet. mutter,  and  gtiienil  lerms  nmy  he  restrittcd  to  a  very  limited 
^nificatiun,  yet  the  rule  is,  to  tuke  words  in  their  futr  at:d  uaiurul  import, 
vnteas  there  be  someUiing  indicated  by  the  legislature  showing  an  intention  to 
employ  them  in  a  qnaliiled  sense.  That  bitention  Is  Inferred  In  this  case, 
bccanse  the  Slrt  section  is  supposed  to  have  designated  every  olTence  for  wbmh 
ttoee  employed  in  the  Post-OOice  are  subject  to  criminal  punishment,  and  to 
hare  !mpn!»rd  on  them  special  and  aggravuted  penalties  therefor.  But,  what- 
ever forc  e  the  argument  might  liiive  tinder  other  cir<  tnn'-tiincrp,  it  eannot  be 
rvtfivcd  as  of  controlling  wtight  here,  because  the  particular  otlence  of  Steal- 
tug  a  mail  or  a  packet  or^letter  from  the  FiMt-Offioe,  docs  not  appear  to  bs 
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the  2'2d  section  of  the  Act,  although  he  was  emploved  in  the 
PostrOfiice,  and  might,  perhaps,  be  subject  to  iudictment 
under  the  2l8t  section  of  the  Act. 

Judgment  of  conviction  must  be  rendered  against  the  de> 
f endant  upon  the  special  verdict 


provided  for  ia  the  Slot  Mction.  In  thai  respect,  thcrttfore,  the  Sid  MedoA 
introdttoei  a  neir  cilme,  and  then  the  le^^ttue,  in  eul^ecting  to  pnoUinient 
every  perwn  who  oommite  it,  most  be  undentood  to  have  used  the  hingnage  in 

its  broadest  sense.  The  ofTenctj  b  not  one  of  a  special  nature,  lo  be  committed 
only  bv  a  particular  dnm  of  persons,  but  it  ciui  be  committed  equally  by  every 
one  who  piius  accc.Hs  to  tlu'  nml  or  the  letters,  whether  he  ia  employed  in  the 
Fo8t-Office  or  is  an  intruder  there. 

Am  Uie  enaottng  vlaaM  in  the  22d  section  plainly  ineiodes  in  tcnna  the  caia 
of  a  eterli  in  a  Poet-Offloe  who  eteaU  a  letter  or  padceti  there  muit  Im  dear 
ground  ahown  for  excepting  him  from  Its  operaUon.  This  role  of  interpretation 
IB  familiarly  applied  in  the  exposition  of  statutox,  otid  has  the  solemn  sanction 
of  thf  Supreme  Court  of  the  United  States.  {Unidd  S/nUs  v.  Fhher,  2  Crunch , 
368.)  The  case  of  The  United  fUatex  v.  Ptane,  (2  McLean^  14,)  was  an  indict- 
racnt  und«T  both  of  these  sectioas  against  a  pcrs^oa  who  held  the  appointment 
of  Assistant  Postmaster.  The  Court,  in  delivering  its  opinion,  examined  with 
eoniiidend»le  minntenen  the  proirtslons  of  the  lair,  and  intimated  no  doid>t  that 
the  defendant  was  aubjeet  to  indictment  under  both  ecctiona,  If  proper  fteta 
were  proved  against  hitn ;  but  it  held  him  not  chaigeabie  for  Btceiing  Ictteia 
under  the  22d  section,  because  he  had  taken  them  away  without  a  felonious 
intent,  claiming  a  legal  right  to  take  them  from  the  mail  or  Post-Office  o?j  Lis 
appoiaimetit  ii%  deputy  or  asaistaut,  although  that  authority  liad  been  revoked  bj 
the  Postmji^ter. 

**IIy  opinion  is,  that  the  defendant  ia  euiiject  to  indictment  for  an  offenee 
under  the  S2d  teetion  of  the  Act,  and  that  the  oifeoce  la  consummated  by  steal- 
ing a  letter,  or  packet  containing  a  letter,  from  the  Post-Officc,  or  by  taking  away 
and  embezzling  such  letter  or  packet.  It  is  for  the  jury  to  determine  whether 
the  act  U  proved  to  hnve  been  done,  ;:n*l  also  t!ie  intent  with  whieli  it  was  done, 
whether  mch  intent  !  •  t  o  irid  on  the  proof  of  extraucous  facta,  or  be  implied  and 
interred  from  ihc  act  it^'ii." 
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Thk  Rhode  Island. 

Wbecher  a  libellant,  in  Adrairalty,  is  entitled  to  damages,  in  a  case  of  coltisloiif 
for  the  delay  and  Ion  of  trips  while  his  Teasel  is  andei^iog  the  necessary 

repairsi,  qutrre. 

There  no  icitled  rule  an  to  whether  anything  should  be  aliowcd,  or  as  to  the 
measure  bjr  which  the  allowaDce,  if  any,  should  bo  determined. 

Ib  ft  eiM  irluftre  no  vessel  wss  hired  U»  supply  the  plaee  of  the  libtllant^s  vewel, 
and  the  District  Ooitrt  allowed  to  the  libelant  interest,  at  the  rate  of  six  jwr 
e*nL  per  anmiiNf  upon  the  ralue  of  his  vessd  before  the  coUirion,  for  the  Inter- 
val alter  the  coHi^tion  until  she  wai;  repaired  aiid  fitted  to  resume  her  tripe,  the 
allowance  was  upheld  against  an  appeal  by  both  pni  tit  s,  not  as  being  fuundi  d 
on  ariv  P!<rahH.<<hed  principle,  but  as  being  jusl  in  the  particular  case  and  as 
high  u  nicxsui  e  of  duiuages  a;;  was  warranted. 

{Btiore  Nklson,      Soulbcm  Dtj>ti-ict  of  New  York,  October,  1849.) 

A  LIBEL  in  rem  whh  filed  i;;  the  District  Court  af^ainst  the 
Ftt'aiiilioat  Rlioflc  Island,  to  i-ccover  for  daiiiage  dune  to  a 
j>r<t}K-lIer  by  a  (•«<llision.  'Y\\v  (ourt  decreed  in  favor  of  the 
libel iant,  and  ordei-ed  a  reiereuce  to  a  Commissioner  to 

• 

ageertaiu  the  damages.  The  Commissioner  included  in  the 
award  of  comj)cnsation  the  sum  of  twenty  dollarB  a  day  for 
each  day  after  the  collision,  until  the  damaged  vessel  w^ 
repaired  aad  fitted  to  resume  lier  place  in  the  line  in  whi(s)i 
flbe  was  running,  as  being  an  amount  which,  according  to  the 
evidence,  would  have  enabled  her  owner  to  supply  her  place 
with  a  vessel  to  perform  her  trips  during  such  interval.  No 
vessel  was  hired  to  supply  her  plaee.  On  exception,  the 
District  Court  set  aside  that  allowance,  and  sent  the  report 
back  to  the  Commissioner,  witli  a  direction  to  ascertain  the 
value  of  tlie  dainajred  vessel  before  the  colli»iun,  and  to  allow 
upon  tliat  amount,  as  capital  invested  in  her,  interest  at  the 
rate  of  si.x  jfer  c^mt.  per  ax n  cut  bn-  sueh  interval,  instead  of 
the  former  allowance.  A  decree  having  been  entered  upon 
that  basis  in  the  District  Court,  both  parties  appealed  to  this 
Court 

8 


Digitized  by  Google 


114 


SOUTHXBN  DSSTBIOT  OF  KBW  TOBK, 


The  Bhode  Idwiid. 

Munda  B.  Cutting  and  EdwmdJI.  Owen,  for  the  libellants. 

Woffhijigton  Q.  Morton  and  Alexander  ffamiUon,  Jr,^  for 
the  claimontB, 

*  Kklbon,  J.  The  principal  question  in  this  case  is,  whether 
a  libellant  is  entitled  to  damages,  in  a  case  of  colliBion,  for 
the  delay  and  Iobs  of  trips  while  his  vessel  is  nndergoinsr  the 
necessar}'  repairs.  I  do  not  understand  the  direction  given 
U)  the  (^mmissioiiLT  hy  the  Court  below,  as  intcudod  to  be 
laid  down  aa  a  general  nile  to  govern  all  cases  of  the  kind, 
but  as  an  approxiinatif>n  tu  an  indemnity  in  the  particular 
case,  under  its  pecidiur  circnmgtance.s.  It  was  an  allowance 
for  a  supposed  or  apparent  loss,  incident  to  the  damage  doue 
by  the  collision,  in  regard  to  which  no  settled  mle  can  be 
found ;  opinions  being  conflicting  whether  anything  should 
be  allowed,  and,  if  anything,  by  what  measure  the  allowance 
should  be  determined.  The  difliculty  is  intrinsic,  arising  out 
of  the  nature  of  the  Iobs  ;  as  its  precise  amount,  or  even  a 
reasonable  approximation  to  it,  cannot  be  ascertained  by  the 
application  of  any  known  or  fixed  rule.  On  this  ground,  the 
damage  was  denied  altogether  in  an  analogous  case  in  Ute 
Supreme  Court  of  New  York.  (Blanchard  v.  Ely,  2\  Wend. 
342.)  That  some  loss  i-ntc  rs  into  the  geTieral  damage  to  the 
vessel,  on  account  of  the  time  necessarily  consumed  in  mak- 
inc;  repairs  upon  her,  is  obvious  enoiirrh  ;  and  that  loss  result-s 
diretrlly  from  the  injury.  But  the  ditiiruhy  lies  in  finding 
any  rule  by  which  to  ascertain  the  amount  with  the  certainty 
required  by  law;  it  being  contingent  and  speculative,  and 
depending  upon  the  profits  of  the  busineas  in  which  the  ves- 
sel is  engaged. 

If,  in  thia  case,  the  owners  of  the  injured  vessel  had  hired 
'  another  one  of  the  kmd,  for  a  reasonable  compensation,  to 
supply  her  place  while  she  was  undergoing  repaii's,  there 
might  be  something  tangible  in  the  amount  thus  actually 
paid  for  the  pur|)ose  of  continuing  the  business.  I  do  not 
say  tlmt  the  allowance  would  tlien  be  free  from  difliculty,  or 
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that  it  eonld  be  bTought  within  any  fixed  rule  of  law.  All  I 
mean  to  say  is,  that  there  would  then  be  leas  embarrasBtnent 
in  the  allowance  than  there  is  in  the  case  before  me,  where 

the  party  did  not  see  fit  to  assume  the  risk  and  responsibility 
of  a  substitute.  Tlie  character  and  profits  of  the  business 
were,  fVnihtless,  the  grounds  upon  wliicli  the  uwucrs  uf  the 
injumil  vessel 'were  to  deteriniiie  ^vh('the^  it  was  expedient 
for  tlieni  to  go  to  the  expense  and  trouble  of  procuring  an- 
other vessel.  If  they  had  chosen  to  do  so,  the  risk  of  profit 
or  loss  therefrom  would,  perhaps,  have  been  one  which  they 
would  have  had  a  right  to  assume.  And,  in  such  a  case,  as 
the  expense  of  procuring  the  new  vessel  would  have  been 
occasioned  by  the  collision,  there  would  have  seemed  to  be 
some  propriety  in  allowing  it  as  an  item  of  damages.  But 
these  considerations  do  not  enter  into  the  case  when  no  sub- 
stitute has  been  procored. 

I  do  not  intend,  however,  to  determine  how  far  the  Court 
would  feel  itself  jiistitied,  where  another  \e.<sL'l  bad  l)eeu 
at  tually  em])luve(l,  in  iiUowin^^  the  sum  paid  for  her  hire. 
There  are  diliicMiltie^  attending  the  questitm,  wliidi  should 
lead  to  cautlnii  an<l  licsitation  in  the  adojition  of  that  sum  as 
the  measure  of  compensation.  The  inquiry  niigiit  arise,  for 
instance,  in  a  case  where  another  vessel  was  not  procured, 
whether  it  was  practicable  to  procure  one  ;  for,  if  it  was  not, 
after  a  fair  endeavor,  an  allowance  upon  the  basis  of  the  sum 
neoeasaiy  to  procure  one,  would  seem  to  be  as  reasonable  as 
the  allowance  of  the  sum  actually  paid  where  one  had  been 
In  fact  obtained. 

Upon  the  whole,  I  am  not  inclined  to  interfere  with  the 
allowance  as  made ;  not  because  I  think  it  founded  upon  any 
rstablished  principle,  hut  because  it  is  just  enough  in  itself, 
•.iiu\  I  have  not  been  able  to  lind  any  principle  that  would 
justify  the  adoption  of  a  higher  measure  of  damages  in  the 
case. 

Decree  afiirmed. 
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John  A.  Bradstreet  tw.  James  IIeran  others. 

Whore  a  bill  of  lading  of  bales  of  cotton  describes  them  .is  "  in  "roo  i  oi  !>  r  and 
wyU-conditioiied,"  tbofic  words' have  rercrence  to  the  cxterual  condiiion  of  the 
evttOD,  and  import  that  It  was  in  good  shipping  condidim  at  the  time  it  was 
.r«eetTed  on  board  of  the  Teasel,  but  do  not  varrant  tlie  internal  condition  of 
tbe  cotton  in  the  baleSi 

Where  cotton  in  bales  was  shipped  at  New  Orleans  for  New  York,  and  the  master 
of  the  vessel  gave  a  bill  of  lafliivix  for  tlip  cotton  m  "  in  trood  nrdcr  and  well- 
conditioned  "  wlicM  rci'iMvi-d  on  boan!  the  vessel,  anil  it  in  bad  shippijisj 
couditioD  when  it  arrived  at  New  York,  a  large  part  of  the  bales  being  old  and 
rotten,  and  badlj  torn  and  damaged,  und  ibe  cotton  being  consequeutlj  eoiled 
and  damaged  by  exposure,  and  It  appeared  that  the  effects  of  this  damage 
upon  the  eittenial  state  of  the  cotton  were  developed  at  New  Orteana  before  it 
was  shipped':  Ihld^  on  a  libel  m  jwyspnafn,  in  Adniimlty,  by  the  master  against 
the  cnn!»i;riieea  of  the  cotton,  to  rcfover  tlio  freight,  that,  08  the  damagO  to  the 
cnlton  exceeded  the  freight,  the  lilicl  must  be  dismittscd. 

Held^  also,  that  us  the  consignees  liud  made  large  advances  upon  the  cotton  on 
the  faith  of  the  represcnUition  In  the  bill  of  lading,  that  it  was  ebipped 
**iD  good  order,**  their  security,  as  hona-fidt  purchaaers,  ought  not  to  be 
leasened  or  impaired  by  permitting  the  master  to  contradict  that  representa* 

tion. 

jEfe-//,  also,  that  although  the  cotton  might  hrivf  been  sold  for  an  excess  beyond 
the  advances,  suflicieni  to  cover  tlif  freight,  tbe  eonsifrtif^es  were  ontitb'd  to  rt 
in  the  condition  described  in  tbe  bill  of  lading,  as  secuiiiy  for  their  advance^ 
without  regat  d  to  the  fluctuations  of  the  market,  or  to  sales  to  be  made  at  any 
particular  state  of  it, 

(Before  Nklson,  J.,  Southom  District  of  New  York,  October,  1849.) 

John  A.  Bradbtreet,  master  of  the  bark  Lowell,  filed  a 
libel  in  j^ersonam  in  the  District  Court,  against  Heran,  Lees 
&  Co.,  of  New  York,  to  recover  a  balance  due  him  for  frei^t 
on  five  hundred  and  seven  bales  of  cotton  shipped  by  that 
vessel  from  New  Orleans  to  New  York,  and  consi^ed  to  the 
resjHiiuleiita.  The  libellant  had  signed  a  bill  of  lading  for 
the  tolton  on  its  shipment,  which  admitted  that  it  was 
received  on  tlic  ve.s.^el  at  New  ()rl(_'ans     in  ^nod  oi-ilt-r 

and  well  conditit.ined,"  nnd  stipulated  that  it  sliciild  be  tkliv- 
ered    in  the  like  good  order  uud  condition  at  the  port  of 
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New  York,  the  djinger  of  the  navipration  only  excepted." 
The  respondents,  who  had  advanced  a  latge  amount  upon  the 
cotton  on  the  faith  of  the  bill  of  lading,  set  up,  in  answer  to 
the  libel,  that  the  cotton  was  not  dellirered  at  New  York  in 
good  order  and  well-conditioned,  and  that  the  damage  to  it 
exceeiled  the  balance  of  the  fi-eiglit.  The  Bistrict  Court  held 
that  the  lil)ellaiit  was  responsible  to  the  rctjpoTidents  for  the 
(iainaire  to  the  cotton,  and,  that  being  j)rovcil  to  equal  the  bal- 
ance of  freight  elaimod,  the  libel  was  dismissed.  The  libel- 
lant  tlion  aj»)»ealed  to  tliis  Coint.  All  the  nuiterial  poiuts  of 
the  evidence  are  stated  iu  the  opiuiou  of  the  (Juurt. 

Ikkoin  Burr^  for  the  libeliant. 

Oscar      Sturteoanty  for  the  respondents. 

X9<soN,  J.  It  is  admitted  that  the  words,  ^  in  good  order 
and  well-conditioned,"  in  the  bill  of  lading,  have  reference 
to  the  external  condition  of  the  cotton,  inipoi-ting  that  it  was 
in  gocxl  shi]>]»ing  condition  at  the  time  it  was  *reeeived  on 
IkwihI  of  the  VL\-.--cl,  but  not  referring  to  or  wun-iiuting  the 
internal  c|uality  or  condition  of  the  cotton  in  the  bnlos.  The 
q!H'<t!o!i.  therefore,  is,  whether  the  (iani:i;j:i*  hu-tainetl  by  the 
rMtt<ai  arose  from  defects  in  the  bagging- of  the  bales  or  the 
manner  of  securing  them  from  external  injuries  while  being 
trans|K)rted,  or  existed  in  the  shape  of  external  damage,  at 
an^l  ]'revious  to  the  loading  of  the  cotton  on  ship-boaril,  liav- 
ing  been  occasioned  by  its  exposnre  to  rain  or  wet,  without 
proper  protection,  or  by  any  other  ill  usage  in  its  interior 
transportation  before  it  reached  the  ship,  and  which  was  read- 
ily \isible  on  inspection ;  or  whether  the  damage  was  occa- 
sioned by  the  internal  bad  condition  of  the  cotton,  which  was 
in^-isihle  tf>  the  eye  at  the  time  of  phipment,  and  could  only 
hi*  detected  Ky  cutting  and  iniS|jecting  the  Ijales. 

The  damaire  to  the  cotton  was  what  is  called  "comitrv 
<i;i!iiaL''>'.*'  whicli  results  often  from  the  bad  condition  of  the 
cotton  wheu  it  is  baled,  or  from  its  exposure  to  bad  weather, 
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or  from  ill  usage  in  its  interior  traiinportation,  and  is  not  dis- 
ooverable  from  an  inspection  of  the  bales  at  the  time  of  ship- 
ment  Upou  the  question,  from  what  the  damage  in  this  caae 
arose,  the  testimony  is  somewhat  conflicting;  but  it  estab- 
lishes generally,  that  the  cat^  was  in  bad  shipping  condition 
when  it  arriyed  knd  was  delivered  at  New  York,  and  that  a 
lai'ge  part  of  the  bales  were  old  and  rotten,  and  badly  torn 
and  damaged,  and  the  cotton  therein  consequently  broken 
and  disordered,  and  to  some  extent  Foiled  and  damaged  by 
exposure  in  the  shipment  and  delivery.  The  picker,  who 
overhauled  pome  two  Imiidrcd  of  the  baloB  and  ymt  tliem  in 
order,  states,  tliat  the  cotton  was  in  lia«]  order;  that  some  of 
the  bales  were  rotten  ;  that  several  lia<l  burst  open  for  want 
of  proper  ropes  ;  that  others  had  the  bagging  torn  ;  and  that 
a  portion  of  tlie  baL^L^M  ir  was  old  and  rotten,  and  a  i)ortion 
damaged  by  wet.  What  is  termed  country  damage"  arises, 
in  many  instances,  out  of  the  condition  of  the  cotton  at  the. 
time  it  is  baled,  being  ^wet,  or  not  prop^ly  fitted  for  trans* 
portation,  and  is  invisible  to  the  eye  on  inspection  at  the 
time  of  i^ipment  But,  in  this  case,  the  weight  of  the  evi- 
dence  shows  satisfactorily  that  the  effects  of  the  country 
damage  "  upon  the  external  state  of  the  cotton  were  devel- 
oped at  New  Orleans  before  the  cargo  was  put  on  boui\l,  and 
that  the  master  was  n(\2:ligent  and  inatti^ntive  to  its  sbipj'ing 
order  in  this  respect,  oi-  he  would  not  have  accepted  it  as  "  in 
gcx>d  order  and  well-conditioned."  The  voyage  was  but  some 
twenty  days — a  period  of  time  liardly  sufficient  to  account 
for  the  condition  of  the  bales  at  the  time  of  their  delivery  at 
New  York,  on  the  ground  of  concealed  "  country  damage." 
On  this  ground,  therefore,  the  decree  of  the  Court  below 
should  be  affirmed. 

The  consignees  made  laige  advances  upon  the  cotton,  *on 
the  faith  of  the  representation  in  the  bill  of  lading  that  it 
was  shipped  in  good  order.  They  were  justified  in  doing  so, 
and  their  security  should  not  be  lessened  or  impaired  by 
j)ermitting  the  master  to  contradict  his  own  representation  in 
that  instrument.   It  might  be  otherwise  if  the  question  arose 
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between  the  master  and  the  owner  of  the  cotton.  The  ques- 
tion of  damage  mighty  in  that  case,  be  well  limited  to  that 
•ceraiBg  in  the  course  of  the  TOjage,  notwithstanding  the 
Inll  of  lading.  But  the  respondents  stand  in  the  light  of 
bonA-Jide  purchasers,  who  become  such  on  the  faith  of  the 
representations  of  the  master.  It  is  true,  that  it  may  be 
shown  that  the  cotton  could  have  been  sold  for  an  cxcees 
beyond  the  u'lvunces,  sufficient  to  cover  the  amount  in  (;on- 
trovergy.  l>ut  that  not  eatisfy  the  ])rinci}»le  ;  for  the 
ro.-|»<ni']>  iii-  \\'ei*e  entitled  to  the  cargo  in  the  coiuiition  de- 
scribed ill  the  Itill  of  hldiH^^  jis  sccuritv  for  tlieir  iKivaneea, 
without  regard  to  the  tl  net  nations  of  the  market,  or  to  sales 
to  be  made  at  any  p^ticular  state  of  it 

Decree  affirmed. 


The  UmTED  States  va.  The  Smp  Reoordbb. 

Where  «  ▼«Nel  wis  sdwd  by  •  Collector  for  an  alleged  TlolaUon  of  the  mviga- 
tiuD  lawi  of  (he  Dnited  Sulea,  bat  was  diachaifed  Irom  arrest  by  this  Cemi 
on  n  hearing  of  the  libel  filed  ngainst  her»  on  the  ground  that  the  stotttte  had 

not  been  violated,  and  thn  CoUoctor  afterward.s  applied  to  the  Court,  under  §  1 
of  the  Act  of  February  'J4th,  1S07,  (2  IK  S.  Sl.tt.  at  l^r^e,  422,)  for  a  cprtifi- 
cate  of  reasonable  cau-io  for  tlu'  si-izure,  and  it  appeared  that  the  vessel  waa 
•eized  upon  a  construction  of  the  statute  adopted  by  the  Secretary  of  the 
Treaaoiy,  tn  conformity  with  the  opinion  of  the  Attomey'^Oeneral,  and  that 
the  Collector  acted  nnder  the  instructions  of  the  former  officer  in  making  the 
•Msnre :  MM,  tfani  the  certificate  moat  be  granted. 

U  malrae  no  difFerence  whether  the  Collector  acted  nnder  «  nditake  as  to  &ctB  on 
which  he  hnd  reason  to  rely,  or  as  to  the  law. 

A  reasonable  ground  of  suspicion  is  reasonable  cause  for  a  seizure. 

Wl^ere  the  application  for  the  certificate  wub  not  made  until  ntore  than  two  years 
and  four  montha  after  the  decijdoa  of  the  cause,  and  until  after  the  claimant 
had  bronj^t  suit  agidntit  the  Collector  for  the  aehmre :  HM  thai,  althoo|^ 

'  the  lapne  of  time  wia  not  n  bar  to  the  supplication,  yet,  as  Uiere  had  been  laches 
in  not  making  it  until  alter  the  clidmant  had  brought  audi  anil  and  incurred 
conaeqaent  expenses,  those  costs  must  be  paid  him. 

(Before  NsteoH  and  BRrta,  JJ.,  Southem  District  of  New  York,  November  28d, 
1849.) 


Digitized  by  Google 


120  SOUTHERN  DI8TRI0T  OF  NBW  YOBK, 

The  United  States  v.  The  Ship  Beoordec. 

This  was  an  a|>|)li<'!itiuii  on  the  pai  t  «»f  the  Collector  <>f  the 
port  of  Now  York,  lor  a  certificate  <»1'  rcasuimble  (•all^e  of 
seizure.  J'lie  application  was  made  in  pui*Buance  oi  the  ]>ro- 
visions  of  the  let  section  of  the  Act  of  Febniary  24th,  lb07» 
(2  S.  Stat,  at  Lm'gcy  422.)  The  vessel  had  been  seized  bj 
tho  (  \>llector  as  forfeited  to  the  United  States  under  the  Act 
of  March  Ist,  1817,  (3  U.  JS.  Stat  at  Largey  351,)  for  an 
alleged  Yiolation  of  that  Act,  and  a  libel  filed  praying  her 
condemnation.  On  demurrer  to  special  pleas,  the  Tessel  was 
ordered  to  be  discharged  from  arrest  and  delivered  up  to  the 
claimants.  (1  Blatchf,  C.  C.  R,  218.)  This  application  was 
not  made  until  more  than  two  years  and  four  months  after 
the  decision  of  the  cause,  and  until  after  tlie  chiimanti»  had 
brought  suit  against  the  Collector  lor  the  seizure. 

Bett^,  J.  The  omission  to  a|)ply  for  this  ccrtiiicate  on  the 
decision  of  the  cause,  or  for  the  period  wliich  ha^  since 
elapsed,  is  not  set  nj)  a<  a  bai*  to  the  application ;  aud  the 
motion  must  stand,  as  to  its  merits,  on  the  same  footing  as  if 
it  had  been  made  at  the  earliest  appropriate  opportunity. 

The  seizure  of  the  vessel  was  made  upon  a  construction  of 
the  Act  of  March  1st,  1817,  adopted  by  the  Secretary  of  the 
Treasury,  in  conformity  with  the  opinion  of  the  Attorney- 
General.  This  Court  decided,  on  the  hearing  of  the  cause, 
that  there  had  been  no  violation  of  the  statute,  and  dischari:red 
the  vessel  from  arrest.  The  case  turned  njM)n  tlie  construc- 
tion of  the  statute,  am]  of  the  Convention  between  the  United 
States  and  Great  lirllain,  of  July  ;;<»tli,  I'^la,  (8  U.  S.  Sfaf. 
at  Larqe^  228,)  and  pi-e.-ciited  jtoints  of  (•o]i>i,U'ral»lo  iritric:i<*y 
and  dithculty.  The  oliicial  opinion  of  the  law  othcer  of  the 
Government  to  tho  head  <if  a  I)e}»artnient,  and  the  instruc- 
tions of  that  Department  to  the  Collector,  afTt)rded  to  that 
officer  a  fair  reason  for  believing  that  tlie  law  had  been  in* 
fringed,  and  will,  in  a  moral  point  of  view  certainly,  excuse 
his  having  obeyed  those  instructions  in  seizing  the  vessel. 

It  makes  no  difference  whether  the  Collector  acted  under 
a  mistake  as  to  facts  on  wliich  he  had  reason  to  rely,  or  as  to 
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the  law.  This  has  l)ecu  explicitly  t>ettled  liy  the  Supreme 
(  «uirt.  {The  United  IStates  v.  liiddle^  5  Crawh,  .11 1.)  The 
C'liiut  say:  A  floiiht  as  to  tlie  true  constnii-tiuii  ui  the  Inw  is 
as  reujHMiable  a  cause  fur  seizure  as  a  duuht  respecting  tlie 
fu<  r.*'  A  reas<3iiahle  ground  of  suspiciou,  less  than  evidoiKte 
wliidi  would  jiutify  a  condemnation,  is  prolialilc  canso  fur  a 
-ipizure.  {Munm  v.  Dupont,  3  Waah.  O.  O.  li.  '6i ;  Lode  v. 
The  UtuU  d  StateH,  7  V ranch,  339 ;  The  George^  1  Manon,  24.) 

We  think  that  the  Collector  is  entitled  to  a  certificate  of 
probable  cause.  But,  as  there  has  been  laches  in  not  apply- 
lug  for  it  until  after  suit  has  been  brought  by  the  claimants 
and  expenses  have  consequently  been  incurred  by  them,  we 
shall  direct  that  those  costs  be  paid  them.  - 


BkISSAC  &  De  FoNTAIiiE  m  CoitXELlUS  W.  Lawicence. 

In  an  action  against  a  Collector  of  the  cuHtonis,  to  recovt  r  ihc  value  of  goods  lost 
while  on  deposit  in  a  Custoin-House  wardiouso,  under  the  provisions  of  tlie 
Act  of  August  6tli,  1846,  (9  U,  8*  SlaL  9t  Large,  &3,)  no  rcooveiy  can  be  had 
uleM  H  appears  that  the  defendant  was  guilty  of  actual  pefsonal  WfgS^/avab  in 
regard  to  the  aafe>keeping  of  the  goods,  and  that,  in  oonacqnence  of  imeh  per- 
sonal negligence,  tbey  were  lost, 

&ich  r.f  irlip-nce  in  the  "Collector  innriot  he  tnf«_'rrcd  frotn  flic  mere  lof?  of  the 
gotHls.  Whetlur  ?iirh  infert  ile"'  would  be  proper  in  on  action  against  the 
store-keeper  who  hud  charge  ol  tlie  goods,  qtuerc. 

Tbe  Collector  b  not  {Krsonallj  rcs^ponsible  for  the  negligence  of  liis  aubordinatea 
in  ihe  CtaBtoni'HouK  department. 

Tbe  rule  stated,  as  to  the  lesponsibility  of  a  Collector  for  losses  occurring  throng 
defects  in  the  regulations  estiiblitihed  by  the  Treasury  Department  for  the  Imn^ 
nrtion  of  th»*  tfu-ine^''  of  the  custom". 

Thf  t  irt  thnt  the  bookkeeper  in  the  wareliouge  wa.*  iiiloxieatcd  daily,  is  not 
en*)ugh  to  render  the  Collector  liable  for  a  loss  of  guudi*  6iored  in  the  ware- 
hooae,  but  it  must  be  shown  that  the  goods  were  lost  from  that  particular 
ttuae. 

(Before  Nsum>h,  J.,  Southern  District  of  New  Tmic,  June,  1850.) 

Tnis  was  an  action  tried  before  Nelson,  J.,  to  recover  the 
value  of  a  case  of  gi  xxls  that  was  lost  while  in  one  of  the 
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Custom -irouse  warehoiiBes  in  New  York,  during  tlie  time 
the  de  l*  li'laiit  wjus  Ct)lleetor  of  that  port.  The  fact**  were 
tho?o  :  The  gocxls  were  BhippiMl  hy  tin*  ]>I:iiiitiffii,  at  Havre, 
eouhigned  to  a  firm  in  ^'ew  York,  uiui,  <»n  (lieir  arrival,  were* 
dej)osited  io  one  of  the  (^ustom-llou.<«'  \varehiiii.<es  theixf, 
under  the  provisions  of  the  Act  of  August  Gtii,  1S4(*.,  (0  (/.  iS. 
St<U,  <U  L'lrfje,  53,)  and  were  either  loet  or  mislaid  thorein, 
or  were  delivered  tlierefrom  to  potne  person  not  entitled  to 
them.  For  the  purpose  of  establiahing  personal  ne^gligence 
on  the  part  of  the  defendant,  the  plaintiffs,  on  the  trial,  gave 
evidence  tending  to  show,  that  the  manner  in  which  the  hooka 
containing  the  accounts  of  goods  received  at  and  delivered 
from  the  warehouse  were  kept  was  imperfect,  and  they 
claimed  this  to  have  been  carelessness  on  tlie  part  of  the  de- 
fendant, as  the  head  of  the  customs  department.  Tliey  also 
pR)ved  that  tlie  bookkeeper  at  the  warehouse  was  a  ]H'c^wn  of 
intemperate  hal)its,  and  untit  for  that  situation.  The-  defend- 
ant proved  that  the  bcK)ks  were  kept  in  conformity  with  the 
mode  usually  adopted  at  the  time  for  keeping  books  of  that 
kind ;  that  the  intemperate  bookkeej)er  had  been  discharged ; 
and  that,  during  a  period  of  nineteen  months,  out  of  two 
hundred  thousand  packages  of  goods  which  had  been  re- 
ceived at  the  warehouse  in  question,  only  two  packages  had 
been  lost  « 

FranaU  B,  Cutting  and  William  Emer^on^  hyt  the  plain- 
tiffs. 

Bejijdmin  F.  Butler  and  William  AUcr  Butler^  for  the 
defendant. 

!Nelson,  J.,  charged  the  jury  in  substance  as  follows: 
There  is  but  one  question  of  fact  for  you  to  determine,  on 
the  ground  assumed  by  the  plaintiffs  as  entitling  them  to  re- 
cover. It  is,  whether  or  not  the  Collector  was  guilty  of  per- 
sonal negligence  in  respect  to  the  case  of  goods  which  was 
lost  The  question  is  not^  whether  there  was  any  negligence 
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wliit  li  reisuhc'd  in  the  loss  of  the  ^<x»ils.  No  doubt  tliere  may 
have  bt  "Ti  ^iich  iiegb'gciice.  But  the  question  is,  whether  the 
defendant  liimeelfy  as  Collector,  was  personally  guilty  of 
negligence  in  regard  to  the  Bafe^keeping  of  the  goods,  and 
whether,  in  consequence  of  ench  personal  negligence,  they 
were  lost  The  Act  of  August  6th,  1846,  (9  U,  8.  8m,  at 
Ziarge^  53,)  makes  it  imperative  on  the  Collector  to  order 
goods  to  he  deposited  in  a  warehouse,  if  the  im[>orter  desires 
It.  The  Cbllector  has  no  discretion  in  the  matter,  because 
the  ini|)orter  has  the  right  to  have  his  goods  so  de}X)eited  in 
4»i<]cr  to  su8])end  the  paviutnt  of  duties  on  them.  1  luler  thib 
law,  tlie  goods  in  (jiiL'stion  were  deposited  in  the  warehouse 
by  the  plaintitTs,  and  were  IcisT. 

The  evidence  of  .■^ncli  negliirence  on  the  part  of  the  defend- 
ant as  will  sustain  the  plaintifis'  right  tu  recover,  niu^t  be 
made  out  by  testimony  on  the  part  of  the  ]>laintitfs.  The 
fact  of  sucli  negligence  nnist  not  be  inferred  from  the  mere 
loss  of  the  goods.  The  Collector  is  not  personally  responsi- 
ble  for  the  negligence  of  his  subcn'dinates  iu  the  Custom- 
House  department,  and,  therefore,  he  is  not  responsible  for 
the  negligence  of  persons  employed  in  the  warehouse  depart- 
ment Negligence,  as  an  inference  of  law  from  the  fact  of 
the  goods  having  been  lost,  might  be  the  rule,  if  the  action 
were  against  the  storekeej^er  who  had  charge  of  tlie  goods ; 
i.iit,  in  order  to  charge  the  defenchmt  with  the  loss,  it  is 
neces<arv  that  the  plaintiffs  should  f^atisfv  voii,  bv  athniiative 
and  reasonable  testimony,  that  the  Collector  was  personally 
guilty  of  iK  gligence  in  the  dischaige  of  his  duty,  either  by 
misdeed  or  by  omission. 

It  ha.s  been  urged  by  the  counsel  for  the  plaintiffs  that  this 
case  is  substantially  one  between  tiie  plaintiffs  and  the  Gov- 
emment,  that  the  defendant  has  no  personal  interest  in  the 
matter,  and  that,  if  a  recovery  is  had  against  him,  he  will  be 
indemnified  by  the  Government  Such  a  suggestion  does 
not  properly  belong  to  the  case.  It  is  possible  that,  if  a  re- 
covery is  had  against  the  Collector,  and  if  the  Government 
shall  rej^id  the  recovery  fis  wrong,  it  may  think  itBelf  bouiid 
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to  indeinnify  its  officer.  lJut  it  requires  only  a  monieiit*8 
reflection  to  see,  that  no  Governuieiit  could  ever  adopt, 
acknowledge  or  practice  the  general  principle  of  standing  by 
ItB  oflicers  in  every  case  where,  by  their  own  p(^rs()nal  wrong, 
they  become  liable  to  loss.  The  plaintiffs  ask  for  a  verdict 
on  the  ground  that  the  officer  has  been  negligent  of  his  duty, 
a^d  yet,  at  the  same  time,  they  assume  that  the  GoTemment 
will  indemnify  him  for  the  consequences  of  his  negligence* 
Such  a  princtple  would  sap  the  foundation  of  all  government, 
and  would  not  only  sanction  nc;:li«jence,  but  would  offer  a 
hoiinty  for  if.  Therefore,  the  ground  on  which  the  |»luintiff.s 
chiiiii  tu  recover  agai!iBt  the  defendant  necessarily  repudiates 
the  idea  that  he  will  l)e  indenuiilieil  hy  tlie  Government. 
You  nnist,  then,  n.-sunie  the  correct  principle  in  re^rard  to 
public  oflicers  thus  prosecuted  to  he,  that  if  they  are  made 
responsible  on  the  ground  of  negligence,  they  must  not  ex- 
pe(!t  indemnity  from  the  Government,  but  must  pay  out  of 
their  own  pockets  any  recovery  that  is  had  against  them. 
Xou  must  consider  this  case  as  if  it  were  one  between  the 
plaintiffs  and  a  private  individual  against  whom  an  action  had 
been  brought  for  a  personal  wrong  against  his  neighbor.  In 
that  aspect,  you  must  inquii'e  whether  the  plaintiffs  have  suf- 
ficiently satisfied  your  cjonseiences  and  judgments,  ;i3  indiffer- 
ent jur(*r.-,  that  the  defendant  was  guilty  of  actual  pci^Jsonal 
negligence  respecting  the  goods  in  quest i<.>n. 

It  is  urge<l  hy  the  plaintills  that  the  C^olloett >r  liad,  in  liis 
]»uhlic  olUcial  capacity,  tlie  entire  superintendence*,  control 
and  maiuigement  of  the  warehouse  dejinrtnu'nt ;  that  all  hia 
subordinates  were  directly  responsible  to  him  ;  tliat  he  was 
the  person  changed  with  the  etitablishment  of  tlie  regulations 
under  which  the  business  was  to  be  conducted;  and  that,  if 
those  regulations  contained  any  defecto  or  impei-fectiona 
which  might  lead  to  the  loss  of  goods,  the  neglect  or  omis- 
sion or  failure  on  his  part  to  establish  such  a  system  as  would 
cause  ihe  business  to  be  carried  on  with  |x  rfeet  regularit}% 
should  render  him  responsible.  The  Collector  is,  indeed,  the 
head  officer  of  the  CuBtom-lIouse  department,  with  whom  the 
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Secretary  of  the  Treasnr}*  eorrojn  >ihU  in  ri'lation  t«t  the  duties 
of  tin*  (lejnirttiient.  Ami  the  Collectoi-  eoimi<lerable 
power  in  his  oftieial  capacity,  l^nt  he  executes  his  duties  in 
subordination  to  the  Trea.sury  Department  of  tlie  (iovem- 
ment,  and  the  instructions  of  the  Secretary  of  the  Treasury 
are  controlling  upon  hini.  What,  then,  is  the  ground  on 
which  the  defendant  is  sought  to  be  charged  with  actual  neg- 
ligence as  regards  the  goods  in  question  t  It  is  said,  and  the 
fact  may  be  conceded,  that  the  system  created  by  the  Act  of 
1S46  was  an  imperfect  one.  According  to  the  provisions  of 
that  Act,  it  was  the  duty  of  the  Secretaiy  of  the  Treasury  to 
make  regulations  and  recpiire  ohedience  to  them.  Now, 
a?c5Uining  that  there  were  defects  in  the  systeni  wlu  n  it  was 
tirst  established,  is  that  any  |ticM>f  of  maUeasanco  or  iiegli- 
gciK  ''  "11  the  ]>art  of  the  ilrlV'inlant  The  system  went  into 
o[)erarion  in  March,  1847,  and  it  was  in  a  short  time  reduced 
to  better  order,  under  the  ext>erience  of  the  storekeeper.  It 
required  some  time  to  apply  the  law  pra<'tically  to  the  busi- 
ness condu  r  1  under  it,  so  aa  to  secure  the  safe-keeping  of 
the  goods.  It  does  not  appear  that  there  was  any  great  delay 
in  discovering  the  want  of  a  better  system  and  in  supplying 
it  And  yet  the  xtlaiTitifiTs  contend  that  the  fact  that  at  the 
vexy  commencement  the  'most  perfect  system  was  not  put  in 
operation  by  the  Collector,  who  is  subordinate  to  the  Secre- 
tary of  the  TVeafsnr}'.  lays  the  foundation  for  inferring  per- 
sonal negligence  on  the  \Kii^t  of  the  Collector. 

Tlic  other  ground  urged,  as  showing  negligence  on  the  part 
of  the  (h'Tt  iidant  is,  that  the  bookkeeiMT  was  intcniju  raU'  anil 
wa.s  disrliai'Lied.  This  would  seem  to  be  an  item  of  t*  -riniony, 
feliowing  (iiiigence  on  the  part  of  the  defendant  in  the  dis- 
charge of  ]u<  dnti<'s.  ]>ut,  according  to  the  '  "unsel  for  the 
plaintiffs,  if,  out  of  the  whole  number  of  subordinates  whom 
the  Collector  selects,  there  is  one  who,  without  the  Collector's 
knowledge,  is  an  intemperate  person,  that  fact  alone  is  to  be 
taken  into  account  to  prove  the  Collector  guilty  of  actual 
negligence.  And  it  is  urged  that,  even  though  the  man 
may  have  been  a  sober  man  when  he  was  employed,  yet  if, 
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during  liis  eiiipluyiuL'iit,  he  acquire;?  habits  of  intemperance, 
the  fact  that  the  Collector  selected  a  niati  who  was  (•a]>ab1o 
of  becr>iinng  intemperate,  y^oes  to  pIiow  that  be  was  i^iillty  of 
negligence.  But,  assuming  that  a  cjise  of  intemperance  is 
made  out  as  res|)Octs  tlic  1)«>olckeeper,  the  fact  that  he  was 
intoxicated  dailv  would  not  alone  render  the  Collector  re- 
sponsible  for  the  loss  of  the  goods.  The  plaintiffs  must  go 
farther,  and  must  show  that  the  goods  were  lost  from  that 
particular  cause.  But  the  proof  ^ows  that  the  books  were 
well  kepty  according  to  the  sjstem  then  in  use.  The  lodger 
contained  an  entry  of  the  receipt  of  the  goods,  being  the 
usual  record  in  cases  of  the  kind.  There  was  no  entry  of  the 
delivery  of  the  goods. 

These  are  the  grounds  on  which  the  Collector  is  charged 
with  neiilijiencu,  and  it  is  necessary  to  distiugnish  between 
the  negligence  of  tlie  Collector  and  that  of  his  sid)()rdinate8. 
In  a  suit  ugaiiist  the  storekeeper,  or  against  a  sulx ordinate 
officer  who  had  tlic  care  of  the  go<Kls,  it  might  with  more 
reason  be  urged  that  there  must  have  been  negligence,  or 
the  goods  could  not  have  been  improperly  delivei-ed.  But 
this  is  a  suit  against  the  Collector,  who  did  not  have  chai^ 
of  the  goods,  and,  in  order  to  render  him  liable,  you  must 
find  him  to  have  been  guilty  of  personal  neglect,  misfeasance 
or  wrong.  Even  as  regards  the  subordinate  who  had  charge 
of  the  goods,  the  testimony  shows  that,  during  nineteen 
months,  two  hundred  thousand  ^packages  of  goods  were 
received  into  and  delivered  from  that  j)articular  warehouse, 
and  but  two  packages,  or  only  one  out  of  one  hundred  thon- 
saiid,  were  l(>st  or  laiblaiti.  This  is  evdence  of  diliirence 
and  care  on  the  part  of  the  pei^sou  who  liad  tlie  immediate 
charge  of  the  gwids,  and  a  jury  would  undoubtedly  hesitate 
»  before  they  would  be  willing  to  charge  with  negligencte  any 
person  in  the  department.  15ut,  in  view  of  the  fact  that  tlie 
Collector  of  New  York  has  chai^  of  all  the  business  from 
which  two-thirds  of  the  entire  revenue  of  the  United  States 
is  collected,  and  has  thousands  of  subordinates,  and  upon 
the  evidence  that  only  one  package  out  of  eveiy  one  hundred 
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thousand  which  passed  thruugli  the  hands  of  ihoso  snhonli- 
iiates  beeu  loet,  it  is  stmiii^e  tliat  this  case  lias  hccii  so 
ui^eutly  pressed,  with  the  idea  that,  upon  any  principle  of 
equity,  much  less  of  law,  there  could  be  any  liability  ou  the 
put  of  the  OoUeetor. 

The  jury  found  a  verdict  for  the  dcfcndauU 


The  United  States,  pladitiffb  m  errok^ 

m 

Abel  B,  SMrm,  DEFENDAm*  m  erboe. 

The  1st  Boc'ioii  of  the  Act  of  Mftnli  2(1,  1S2I,  (3  U.  S.  Slat,  at  Latye,  616,)  as 
re-enacted  by  ihe  Act  of  Mnivh  182.'i,  [Id.  781,)  which  impnccs  a  penalty 
fur  hrinpinj:  into  the  United  Stales  Irom  adjacent  territory  good?  nuhji  ci  to 
duty,  and  n»»i  dtUvt  ring  a  manU'est  tlicreof  at  the  nearest  Colleetor'«  ollicc,  U 
oot  repealed  by  i  19  of  tbe  Act  of  August  80lh,  1842,  (6  M.  665.) 

The  Bist  two  Aets  tad  the  last  Act  provide  for  «  raj  dtflvreni  class  of 
oAnicca,  The  fomer  alladi  th«  peoiJlj  to  the  mere  neglect  to  deliver  a 
m  intfest^  no  mstter  what  the  intent.  In  tbe  litter,  there  must  be  an  intent  to 
'i  -frntid  ihe  rerennOiend  either  snuggling  or  en  attempt  to  pass  a  fraudulent 
invoice. 

The  Act  of  1821  does  not  require  eitlier  a  Jormal  entry  at  Uic  Collector's  office 

or  an  invoice,  and  the  ayi^tem  established  by  it  Is  a  disttnet  one,  applicahle  to 

the  frontiers  nc^acent  to  foreign  territories. 
The  Act  of  1848  is  aimed  at  frauds  on  the  revenue,  in  oasee  where  an  entrj  of 

goods  and  an  invoice  are  required,  as  prcsciibed  by  tlie  Act  of  March  Ist, 

1823,  (3  U.  S.  Siat.  at  Larpr,  729.) 

(Before  Mblsos,  J.,  Northern  District  of  Kew  York,  October  1860.) 

This  was  a  writ  of  error  to  the  District  Court.    The  action 
was  debt,  brought  by  the  United  States  against  8niit1i,  to  re- 
cover a  penalty  under  the  Acts  of  Congress  passed  !Marcli  2(1,  • 
1821,  and  March  3d,  1823,  (3  U.     Stat,  at  Large,  616  awl 
781.) 

The  declaration  set  forth,  m  substance,  that  the  defendant 
brought  from  Canada  into  the  United  States,  in  the  collec- 
tion ^Uatriet  of  Cape  Vincent,  certain  goods  and  merchandise 
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Biibject  to  duty,  and  necrlected  and  refused  to  deliver  a  mani- 
fest thereof  at  tliii  nearest  C<)lleet<.»r's  or  Deputy-Collector's 
office,  and  pa^^ed  by  and  avoided  such  oflice,  contrary  to  the 
provisions  of  tiie  Acts  of  Conjji^ress  above  referred  to ;  and 
claimed  the  penalty  of  four  times  the  value  of  said  merchan- 
dise.   The  defendant  pleaded  nil  deltet. 

On^the  trial,  the  counsel  for  the  defendant  admitted  that  a 
cause  of  action  had  heen  made  out,  and  that  the  United 
States  were  entitled  to  recover  according  to  the  case  as  pre- 
sented by  Uie  declaration ;  but  insisted  that  the  penalty  im- 
posed under  the  Acts  of  1821  and  1823  bad  been  abrogated 
by  the  lOtih  section  of  the  Act  of  Oongress  of  the  30th  of 
August,  1842.  (5  U,  S.  Stat,  at  I/inje,  5()5.)  Tlie  Court  so 
ruled,  to  which  ruling  the  plaintiffs  exce])ted,  and,  after  ver- 
dict and  judgment  for  the  defendant,  tlioy  bixmght  u  writ  of 
error. 

James  R.  Lawrethcey  {Ditttrict  Attorney^  for  the  plaintiffs 
in  error. 

Bernard  Bctgley^  for  the  defendant  in  error. 

Nelson,  J.  By  the  1st  section  of  the  Act  of  March  2d, 
1821,  it  is  made  the  duty  of  the  masters  of  vessels,  except 
registered  vessels,  and  of  eveiy  person  having  charge  of  any 
boat,  and  of  the  conductor  or  driver  of  any  carriage  or 
sleigh,  and  of  every  other  person  coming  from  any  foreign 
territory  adjacent  to  the  United  States,  into  the  United  States, 
with  merchandise  eubject  to  duty,  to  deliver,  innnetliately 
uM  IkU  arrival  within  the  United  States,  a  ]uanifest  of  the 
cargo  or  loading  of  such  vessel,  boat  or  carriage,  or  of  the 
«  merchandir^e  so  hrmiLrht  fnnn  tlie  foreign  territory,  at  the 
office  of  anv  (\>11c('tor  or  l)ermtv-Collector  wliicii  shall  be 
nf  ir(  --t  the  boun<lary  line,  itc. ;  and  ever}'  such  manifest 
sliali  bo  verified  by  the  oath  of  the  person  delivering  tlie 
same,  which  shall  state  that  such  manifest  contains  a  full, 
just  and  true  account  of  the  kinds,  quantities  and  values  of 
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all  tlie  juerchandise  so  brought  from  the  foreign  territory  > 
and  it  is  provided  that,  in  ca^e  of  neglect  or  refusal,  or  of 
passing  by  or  avoiding  thfl  oflice,  the  said  niercha'ndisc,  to- 
gether with  the  vesael,  boat  or  carriage,  shall  be  forfeited  to 
the  United  StateB,  and  the  person  offending  shall  bo  subject 
to  a  penalty  of  $400. 

The  Act  of  March  dd,  1833,  substantially  re-enacts  this 
provision,  changing  the  penalty  of  $400  to  a  penalty  of  four 
times  the  value  of  the  merchandise. 

The  10th  section  of  the  Act  of  August  30ih,  1H4'2,  pro- 
vides, that  if  any  person  shall  knowingly  ami  wilfully,  with 
intent  to  «lefrau(l  tlic  revenue  of  the  United  States,  smuggle 
or  clandestinely  inti*oduce  into  the  United  StJites  any  goods, 
wares  or  merchandise  subject  to  duty,  and  which  slioidd  have 
l»een  invoiced,  without  paying  or  accounting  for  th(^  duty,  or 
shall  make  out,  or  pass  or  attempt  to  pass  rough  the  Ous- 
tom-IIouse,  any  false,  foiged  or  fraudulent  invoice,  every 
such  person,  4&c.,  shall  be  deemed  guilty  of  a  misdemeanor, 
and,  on  conviction,  shall  be  &ied  not  exceeding  $5,000,  or 
imprisoned  for  a  term  not  exceeding  two  years,  or  both. 

The  question  presented  is,  whether  this  section  has  the 
effect  necessarily  to  repeal  the  afores^d  provisions  of  the 
Acts  of  lS:il  and  1823.  If  it  has,  it  must  be  by  implication, 
on.  account  of  the  repugnancy  and  inconsistency  of  the  two 
provisions,  a>  tliere  is  no  repeal  in  express  terms;  and,  in 
(n-der  to  a-^f'crtain  this,  it  will  be  material  to  compare  the  two 
Acts,  and  ascertain  with  care  their  import  and  effect. 

The  offence,  in  the  Acts  of  1821  and  l.S2;3,  consists  iu  the 
iic'rlcct  or  refusal  to  deliver  at  the  office  of  the  Collector,  or 
of  his  deputy,  nearest  the  boundary  line,  or  nearest  the  road 
or  waters  by  which  the  goods  are  brought,  the  manifest  pre- 
scribed in  the  Act,  of  merchandise  subject  to  duty  brought 
into  the  United  States  from  an  adjacent  foreign  territory ;  or, 
the  {lasstng  by  and  avoiding  such  office.  The  simple  neglect 
or  refusal  to  deliver  tiie  manifest,  under  the  circumstances 
stated,  or  the  passing  by  and  avoiding  the  office,  constitutes 
the  offence,  and  subjects  the  party  to  the  pcnaUy.  The 
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intent  which  aceoni] sanies  the  neglect  or  refusal,  or  the  pa-«- 
ing  by  and  avoiding  the  office,  is  not  made  an  element  of  the 
offence,  or  tiie  snbject  of  inquiry  on  the  trial.  If  the  fact  of 
neglect  or  refusal  appears,  the  penalty  follows. 

The  offence,  in  the  Act  of  1842,  consists  in  knowingly  and 
wilfully,  and  with  an  intent  to  defraud  the  revenue,  smug- 
glin*r  or  clandestinely  introdneinf^  into  the  United  States 
nierchandiBc  subject  to  duty,  and  whicrh  should  have  been 
invoiced,  without  payin|n:  or  aeeountinsf  for  tlie  duty  ;  or,  the 
iiiiikin;^  or  pUivsiiifr,  or  attemptinn;  to  at  the  Custom- 

I louse,  a  falpe,  forced  or  frau  luli  iit  invoice.  The  act  inust 
be  smuggling  or  clandestinely  bringing  into  the  United 
States  merchandise  subject  to  duty;  and  it  must  be  done 
witli  a  wilful  intent  to  defraud  the  revenne.  These  are  essen- 
tial  elements  to  constitute  the  offence,  and  must  be  estab* 
lished  on  the  trial,  to  warrant  a  conviction. 

Now,  it  seems  to  me  that  this  analysis  and  comparison  of 
the  two  Acts  shows  that  they  provide  for  an  entirely  distinct 
and  different  class  of  offences,  depending  u])on  a  totally  dif- 
ferent state  of  facts  and  circumstances,  and  are  to  be  regard- 
ed as  separate  and  distinct  parts  of  the  system  of  the  Govern- 
ment to  prevent  evasion  and  fraud  in  collecting  the  revenue. 
Their  only  identity  consists  in  tlieir  object  and  pnr]>ose,  to 
wit,  to  guard  the  custrnns.  But,  in  t]iis  there  is  no  rojmg- 
nancy  ;  as  penal  acts  for  this  pur]Mjse  in  the  statute  lKx>k  are 
numerously  and  constantly  enforced.  The  repeal  of  a  statute 
by  implication  is  not  favored  by  the  Courts,  and  is  never 
,  allowed  unless  the  repngnaney  is  plain  and  una'.'oidable,  so 
that  the  two  Acta  arc  incapable  of  being  reconciled.  (  Wood 
y.  The  United  StcOef,  16  Peten^  342.)  Here,  both  statutes 
may  well  stand  together,  as  the  acts  constituting  the  offence 
in  the  former  are  not  covered  by  the  latter.  The  former 
prescribes  particular  regulations  to  be  observed  on  the  fron- 
tiers  by  the  importers  of  foreign  merchandise,  with  a  view 
to  guard  the  revenue,  annexing  a  penalty  in  case  of  a  non- 
observance.  The  violation  of  these  conies  far  short  of  mak- 
ing out  the  offence  under  the  latter.  Both  are  directed  agaimt 
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the  importation  of  foreign  merchandise  without  payment  of 
the  daty,  but  under  a  different  state  of  facts  and  circum- 
stances,  and  prescribing  a  pimtshment  according  to  the  aggra- 
vation of  each  case  respectively.  Hence,  M'hcre  the  act  is 
(lone  knowin<rly  and  wilfully,  aiKi  with  an  intent  to  defraud, 
tine  anil  ini{>i-isouuient  are  annexed. 

It  is  not  necessary  to  say  that  the  latter  act  is  cumulative  ; 
indeed,  it  cannot  be  properly  so  regarded,  because  it  is  not 
for  the  sarno  offence.  Neither  is  it  necessary  to  say  that  the 
party  could  be  ponished  nnfh  r  each  statute  for  the  same 
iailx)rtation  of  merchandise.  That  is  a  very  different  ques- 
tion from  the  one  presented,  and  which  X  have  been  consid" 
eiing.  The  same  act,  committed  imder  different  circum- 
stances, maj  be  the  subject  of  different  degrees  of  punish- 
ment,  as  an  assault,  and  an  assault  with  intent  to  kill ;  but,  it 
bj  no  means  follows  that  the  party  is  punishable  by  tlie  inflic-  * 
tion  of  each  penalty. 

But,  indepenilently  of  the  above  views,  there  is  also  an- 
other ii})oTi  win  eh  1  am  of  opinion  that  the  judgment  below 
must  be  re\  er.sed. 

By  the  li>th  section  of  the  Act  of  1842,  the  punislmient  is 
inflicte<l  for  smuggling  gcKxls  subject  to  duly,  and  which 
should  have  been  invoh^ed  ;  and  for  making,  or  passing  or 
attempting  to  pass  at  the  Oustom-Honse,  fctUe^  forged  or 
fmudideni  invoices*  • 

The  Act  of  Congress  of  the  1st  of  March,  1823,  (3  U*  S. 
Stat  at  LargSy  729,)  requires  that  an  invoice  shall  be  deliv- 
ered to  the  Collector  when  an  entry  of  goods  is  made  at  the 
Costom-House,  giving  to  him,  in  certain  cases,  a  limited  dis* 
eretion  as  to  the  time  when  it  is  to  be  produced ;  and  it  is 
agaiur^t  the  smuggling  of  goods  which,  if  regularly  imported, 
should  have  lieeu  accompanied  with  this  invoice,  and  ai::ainst 
the  fabrication  of  fraudulent  invoices,  that  the  19th  sectiou 
of  the  Act  of  1^4-2  is  direetud. 

Now,  the  Act  of  refers  to  a  different  class  of  imp<irta- 
tions.  J^o  formal  entry  by  the  importer  need  be  made  at  the 
office,  nor  need  the  goods  he  aooompanied  wWi  an  invoice* 
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All  that  is  necessary  is  the  delivery  of  the  mauifcbt  ]«re- 
Bcribed  by  the  Act,  at  the  office  of  the  Collector,  or  of  his 
deputy,  nearest  the  l>oundary  line,  or  uearesf  the  road  or  waters 
by  whioh  the  goods  have  been  brought,  together  with  the 
Terification  of  the  same.  X%)on  this  being  done,  the  dntiea 
are  paid  or  secured.   The  Act  dispenses  with  the  invoice. 

If,  in  view  of  the  Act  of  March  1st,  1823,  which  requires 
that  an  invoice  should  accompany  the  entry  of  goods  at  the 
Ciistom-ITouse,  there  could  be  any  doubt  that  the  construc- 
tion T  have  put  upon  tlie  Act  of  1821  is  correct,  all  doubt  is 
removed  by  the  Act  of  March  3d,  1823,  whidi,  thou^^h  i)assed 
after  the  Act  of  March  1st,  1828,  yet  stibstautially  re-onacts 
the  1st  section  of  the  Art  of  1821,  and  changes  the  penalty, 
thereby  re-afiirming  that  Act,  which  dispenses  with  the  in- 
voice. 

It  is  apparent  that  an  essential  element  to  constitute  the 
offence  under  the  19th  section  of  .the  Act  of  1842  is  want- 
ing, in  the  importation  of  goods  provided  for  in  the  Act  of 
1821.  There  is  nothing  in  the  latter  Act  requiring  that  they 
should  be  invoiced.  The  system  is  a  distinct  one,  a})plicable 
to  the  frontiers  adjacent  to  foreign  territories. 

I  am  constrained,  therefore,  to  differ  from  the  Court  be- 
low, and  to  rtiverse  the  judgment  tlu're  rendered. 

Judgment  reversed,  and  venire  de  novo. 


'  Erastus  Wilbur  m  Matheb  BsKcnER. 

The  invention  cofcrcd  bv  Mont  uortit'fv  iitiii  Harris'  pntent  of  th<?  l?th  of  Alienist, 
1840,  for  an  "  improveinent  iu  tlie  mill  for  breaking  and  jiiiiiJin-:  bark,"  Is  a 
multipliuation  of  the  grindiug-ckambera  and  uppamtus  in  a  mill  uf  a  given  size, 
and  wUcb  inaj  still  be  driven  bj  the  «une  power  es  a  mill  of  a  single 
ebamber. 

It  appearing  that  a  mill  constructed  according  to  the  specification  of  tho 

patent,  with  threo  f^rinding  ( haiiiber-",  would  grind,  when  not  in  very  rapid 
operation,  say  at  a  speed  of  50  or  60  revolutions  in  a  minute,  a  cord  of  bark 
au  hour  through  the  day,  being  ^double_  the  ^quantity  ground  hj  the  old 
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rfn^iwinmbered  mitt:  HWU^  thtl  that  was  e^deuoe  enough  of  die  uUUty  of 
ihe  hiTODlioii. 

Ob  the  point  uf  the  utilitj  of  an  ioveDtion,  the  queslioo  te  not,  whether  tho 
machine  invented  is  the  best  one  known  to  the  corrnntinity,  nor  wIk  iIilt  it  iloea 
it£  work  better  or  faster  than  any  other  machine  in  the  aarae  dej^tment  af 
labor,  but  whethi-r  il  ia^  vo  a  certain  degree^  u^ful. 

In  this  case,  the  thing  discovered  and  described  vras  the  formaUon  of  grinding* 
diunben,  bj  the  eomhination  of  movable  eodcal  rioga  with  ataUonary  (^lin- 
dcflSt  tbaae  two  parte  btSng  aoTerally  brought  together  and  faeteoed  bj  oroaa- 
bar«  ;  the  particular  description  in  the  epedfloatiun  showed  a  mtU  with  tbtCO 
grioding.<;liambers ;  but  tlie  claim  was  tu  the  combination  of  stationary  fylin- 
der»  with  ont  r,r  tnt  ri*  movuhlo  conical  rings,  thus  nllowinp  both  cylinders  f»n<i 
rinL'3  to  Ik?  luuJtiplu  ij  to  any  cximt,  or  th^  mill  to  be  liuiittid  to  two  cjlindefs 
aiiii  one  ring :  Hdd^  liiat  auy  iurtlicr  puriicuiur  description  in  the  specification 
wee  unneoemaiy,  in  order  to  enable  a  meobauie  of  onUaaiy  akitt  to  make  n 
mill  with  more  cbambera  than  three. 

A  bark-n^  that  multipliee  the  grinding^chambera  by  n  oombbiation  of  movable 
conical  rings  with  ataiioDafy  ^lindeie  fat  an  infringement  of  Montgomeiy  and 

Harriti^  patent. 

The  !»bafH^  of  t!ie  sTrinJin^^'-cliamln  nj  untl  the  foiin  of  the  ^<:^^\i  in  the  mill  arc  no 
part  of  tiie  {>uti.'iited  combiuatiun,  and,  therefore,  aiihungh  the  defendant's 
mill,  by  a  change  in  thoee  ppinlB|  grinds  better  and  faater  than  the  patented 
null,  yet,  if  it  containa  die  eombination  of  the  moTaUe  eonical  nam  with  the 
etalionary  cylindera,  it  ia  atiil  an  infringemenL 

Tnc  c;i->-  of  PirkhwU     Kitifman^  (1  Blatchf,  C.  C.  H.  488,)  cited  and  apptled. 

The  plaintiflf,  in  a  patent  suit  for  making  and  selling,  is  entitled  to  the  ncttial 
d?iroagea  he  has  susiaineil  by  tlie  infriufrement,  or,  in  otli(>r  words,  to  (he  profits 
the  defendant  has  made  thereby;  for  the  law  presumes,  (hat  if  tlie  defendant 
'  bad  not  put  his  machines  into  the  market,  the  demand  would  have  been  (or  the 
pluntiflb,  and  be  woidd  lutve  received  the  profltfli 

The  dilforenee  between  the  aetual  coat  of  making  a  madifne  and  its  sale  priee  Is 
not  all  nominal  profit;  bok  the  Jury  meat  take  into  account  the  interest  on 
eA|>it.i1.  the  risk  of  tiad  d^ts  and  the  expensea  of  aeliing,  in  arriving  at  the 

(lelV'iHiu^ut's  profits. 
(Befiire  SasMtt,  J.,  Northern  Diatriot  of  New  Ymk,  October  20th,  1860.) 

This  wa-  an  actiuu  on  the  case,  tried  Itefore  Nelson,  J., 
for  tilt'  infriiiijeiuent  of  Letters  Patent  jjmnted  to  Kichanl 
Mont^>mery  and  T^wis  W.  ITarris,  of  San^erficld,  Oneida 
Connty,  New  York,  on  the  I'ith  of  Angiist,  1840,  for  an 
**  inipruveinent  in  the  mill  for  breaking  and  grinding  bark." 
Tlie  plaintifE  was  the  asBignee  of  the  patent  for  the  State  ot 
Kew  York. 

At  the  trial,  the  plaintiff  gave  in  evidence  the  patent,  with 
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the  BpeciiicatioDB  and  drawings  thereto  annexed,  irom  which 
it  appeared  that  the  bark-mill  deeeribed  and  churned  in  the 
specification  was  composed  of  alternate  stationary  and  mov- 
able riii^a,  placjcd  (ioncentrically,  the  oppf)siii<^  surfaces  of  the 
rings  being  provided  with  teeth  ;  that  the  iiiuvable  rings  were 
conncrted  togetlier,  and  to  a  central  shaft  with  ^^  ]li(•h  thev 
rev()lv(Ml,  by  transveree  arms  or  cross-bars  ;  aTid  tliat  the  sta- 
tionary rings  wcro  also  connected  to  each  otlicr  by  transveiise 
arms.  The  rings,  as  connected  and  combined,  formed  a  com- 
munity of  grinding-chambers,  consiBtiTig  r>f  two  or  any  greater 
number,  an  increase  in  tlie  number  of  chambers  to  any  extent 
being  effected  by  multiplying  the  number  of  rings,  and  con- 
necting and  combining  them  in  the  manner  described  in  the 
specification.  The  plaintiff  also  gave  evidence  tending  to 
(^ow  the  novelty  and  utility  of  the  invention,  the  sufficiency 
cf  the  specification,  and  the  manufacture  and  sale  by  the 
defendant,  in  the  State  of  New  York,  of  a  laige  number  of 
bark-mills  allei^ed  to  be  an  infringement. 

The  bark-mills  made  and  sold  by  the  defendant  were  cton- 
Btructed,  some  with  four,  but  most  of  them  with  six  rrriiKling- 
chamben^,  formed  bv  alternate  stationary  and  imnaiile  riiiirs, 
arran<red  and  combined  in  the  manner  described  in  tlie  said 
specification  ;  but  the  teeth  in  the  defendant's  mills  varied  in 
some  particulars  from  the  teeth  described  in  the  8i)ecification, 
and  tlit^  chambers  and  stationary  rings  in  the  defendant's 
mills  differed  somewhat  in  sliape  from  those  in  the  patented 
mill. 

The  defendant  introduced  evidence  designed  to  show  that 
the  specification  did  not  sufficiently  describe  the  manner  of 
constructing  a  bark^mill  with  any  other  number  of  grinding- 
charabers  than  three.  So  much  of  the  specification  as  is 
material,  and  the  ])rincipal  |X)ints  made  and  evidence  given, 
are  stated  in  liie  charge  to  the  jury. 

In  charging  tlie  jnrv,  Ni.Lsitx,  ,T.,  remarkeKl  as  follows: 
The  imprcivcment  which  has  been  patented  to  Montgomery 
and  Harris  has  been  described  in  the  8|)ecification  wluuh 
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acoompanies  the  patent,  and  it  is  necessary  for  as  to  look  into 
that,  in  the  first  instance,  with  a  view  to  ascertain,  as  nearly 
WA  possible,  the  thing  which  has  been  discovered,  and  the 
projKjrty  in  which  is  secured  to  the  jiuteiitees.  The  law 
ruqiiirc*  that  the  applicant  for  a  patent  t^liall  set  forth  in  his 
s|>ceifif«tioii  a  description  of  hia  invention,  BuiUciently  full 
and  parti(  !ilar  to  enable  any  intelligeut  mechauic  to  uiuke  a 
machine  InMii  ^^u(•h  description. 

The  patentees  in  this  case  begin  by  stating  in  their  speeiii- 
catiou,  in  very  general  tenns,  the  nature  of  the  improvement 
which  they  have  discovered.  They  say :  **  The  nature  of  our 
invention  consists  in  providing  a  m(Hle  of  breaking  and  grind* 
ing  l>ark  and  other  substances  of  a  like  character,  by  means 
uf  hollow,  stationary  cylinders,  and  one  or  more  revolving 
conical  nuts,  placed  concentrically,  in  connection  with  teeth 
and  pickers,  the  whole  constructed,  arranged  and  combined 
as  hereinafter  particularly  described."  lliey  then  go  on  in 
their  s|x.'citication  and  describe  the  material  parts  of  *the  ma- 
cliinery  of  the  mill.  First,  the  outer  cylinder  or  bliell  <>f  the 
mill ;  next,  another  cvlin<ler,  wliich  is  also  Ptationarv,  and  \^ 
the  :-e(  «»nd  in  the  models  which  have  been  >huwii,  tliere  l>ein«: 
teeth  on  the  infti<le  of  the  outer  cylinder,  and  on  the  inside 
and  outside  of  the  inner  cylinder ;  next,  a  movable  conical 
nut  or  ring,  witli  teetii  on  the  outside  and  inside  ;  and  then 
another  cx>nical  nut,  which  is  solid,  and  has  teeth  on  its  out- 
side, and  through  the  centre  of  mrhich  a  shaft  passes,  which 
is  connected  with  the  driving  power.  The  patentees  then 
give  a  description  of  the  teeth  which  are  used  on  these  stap 
tionary  cylinders,  and  on  the  movable  conical  rings.  They 
also  describe  the  cross-bars  or  pieces  that  hold  firmly  together 
the  fltationar}'  cylinders,  and  the  cross-bars  that  hold  together 
lii  iuly  the  movable  conical  grinders.  All  this,  taken  together, 
]»erfects  the  mill,  and  produces  the  combination  wliich  the 
jtatenrtcs  allege  they  have  discovered,  and  which  they  design 
tt»  dr,-»  ribe  in  theii*  >}ieei iicHtion. 

Tbey  next  set  out  their  claim,  which  is  the  most  material 
pait  ot  the  specification,  specially  when  taken  in  connection 
with  the  particular  description  previously  given.   The  claim, 
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in  tlio  language  of  the  }»;itentt'Os  tliemselves,  is  as  follow^: 
"What  we  claim  as  onr  iiiventioii,  and  (h>ire  to  Bccure  hy 
Letters  Patent,  is  the  (^onibiiiation  of  the  conical  nuts,  one  or 
more,  with  the  cylinders,  ])laced  coTKentaically  as  herein 
mentioned  and  described,  and  eonstrncted,  arranged  and  con- 
nected in  the  maimer  herein  described,  and  provided  with 
teeth  and  pickers  arranged  as  is  also  herein  mentioned  and 
set  forth."  The  claim  in  substance  is  this — ^the  combination 
of  the  conical  nnts,  one  or  more,  with  the  cylinders,  placed 
concentrically  :i3  described  in  the  specification,  and  furnished 
with  teeth  and  pickers  on  their  snr&ces. 

Now,  the  first  qnestion  is,  "What  is  the  things  that  has  been 
invented  hv  the  putentee»  f  ]*»ecause,  unless  we  nscurtuiu 
intellii!:il)]v  what  the  machine  is  wliicdi  it  is  claimed  has  been 
discovered,  we  shall  be  altogether  disqualifi(»d  for  <letermin- 
in<r  whether  or  not  it  hn^.  been  infringed  or  viohited  by  the 
operation  of  the  defendant's  mill.  The  chiim  is  exceedingly 
plain,  and  is  very  distinctly  and  clearly  expressed.  Tt  is  sim- 
ply the  cx^mbining  together  of  the  stationary  cylinders  and 
the 'movable  coniciil  ring^,  there  being  teeth  on  the  sides  of 
both,  and  that  combination  being  sustained  bj  the  cross-bars 
to  which  the  movable  parts  and  the  stationary  parts  are  sev- 
erally attached,  so  that,  on  applying  the  driving  power  to  the 
shaft,  the  grinding  is  effected  in  the  grinding-chambers  formed 
by  the  surfaces  of  the  nnts  and  cylinders. 

It  is  pi-<)per  to  inquire  what  the  purpose  is  of  this  combi- 
nation, and  what  useful  objec^t  was  intended  to  be  obtained 
by  it.  Obviously,  it  seems  to  me,  to  increase  the  grinding^ 
apparatus  in  a  machine  of  a  given  size,  and  wliidi  may  still 
be  (h'iven  bv  tlie  same  |>ower  as  l)i'fore.  This  is  the  new  and 
valuable  idea  wliich  has  occurred  to  the  patentees,  which  they 
have  reduced  to  practice,  and  which  is,  in  their  descrip- 
tion, cndiodlcd  in  a  working  machine.  Tin's  is  manifet^t  on 
looking  at  the  old  mill,  an^  comparing  it  with  the  new  mill 
of  the  patentees.  There  was  but  one  grinding-chamber  in 
the  old  mill,  while  one  of  the  simplest  forms  of  the  mill  dis- 
covered  and  reduced  to  practical  operation  by  the  patentees, 
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coiit;iins  two  g:!'!!!!!!!!^^  ^^!!!!)^^,  wliich  are  formed  by  insert- 
ing a  movable  coTiifal  nut  between  an  ontcr  and  an  innei-  Fta- 
tionain'  cylinder.  It  was  the  nnilti})licHrit)ii  of  tliPFc  cliani- 
bers  and  of  the  grinding  apparatns  or  machinery,  that  was 
discovered  bj  the  patentees,  and  which  it  is  agreed  was  never 
before  known  or  put  in  })ractice. 

As  to  tlie  utility  of  the  invention,  I  do  not  understand  that 
it  is  called  seriously  in  question.  An  invention  must  not 
only  be  one  that  can  bo  reduced  to  practice,  bat  it  must  be 
one  of  some  utility.  It  appears,  from  the  testimony  in  this 
case,  that  the  mill  of  the  patentees,  formed  by  the  multipli- 
cation of  the  grinding-chambei-s,  particularly  the  mill  with 
the  three  cliambers,  described  in  the  specification  and  Bho\vn 
in  the  Jruwiui^.s,  will  grind,  wlieii  n(»t  in  very  rapi<l  operation, 
feay  at  a  speed  of  fifty  or  sixty  revolutions  in  a  minute,  a  coi-d, 
of  !>nrk  an  lionr  tlirouirli  tiie  dav  ;  and  the  witness  did  not 
donl.t,  tliat  with  an  increased  velocity,  it  would  grind  more. 
It  grinds,  moreover,  double  the  (niantity  gronnd  by  the  old 
mill.  Tlus  is  evidence  enough  of  tho  utility  of  the  inven- 
tion. The  que(«tion  is  not,  whether  the  machine  invented  is 
the  beet  one  known  to  the  community,  nor  whether  it  does  its 
work  better  or  faster  than  any  other  machine  in  tlie  same 
department  of  labor.  But,  if  it  be  to  a  certain  degree  useful, 
and  be  original  with  the  patentee,  it  belongs  to  him  alone, 
whether  it  does  less  or  more  work. 

It  has  been  insisted,  on  the  part  of  the  defendant,  and  that 
view  was  taken  by  some  of  the  experts  wdiom  he  called,  tliat 
the  sjHJcification  in  <|uestiou  here  is  not  sufficiently  full  and 
particular  to  enable  a  mechanic  of  ordinary  skill  to  make  a 
mill  with  ^rinding-chambers  multiplied  beyond  the  number 
particularly  enumerate<l  in  the  specification,  which  is  limited 
to  three.  But  several  of  the  experts  who  have  been  exam- 
ined on  the  part  of  the  plaintiff  say,  that  there  is  no  diffi- 
culty in  constnicting  a  mill  with  any  number  of  grinding- 
^  chambers,  from  the  description  in  the  specification.  Some 
of  the  witnesses  for  the  defendant,  who  were  examined  par- 
ticularly in  respect  to  this  point  of  the  case,  obviously 
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labored  under  a  misapprehensioiL  as  to  the  extent  t>f  the 
questions  that  were  put  to  them.  They  failed  to  compre- 
hend the  principle  on  which  these  questions  are  put  to  ex- 
perte,  and  they,  therefore,  failed  to  respond  intelligibly.  Mr. 

I'oud,  a  witness  for  the  defendant,  of  great  intelligence,  and 
of  long  ])i'actieal  e\}>ericnce  in  tlii&  bniiu;li  uf  business,  would 
not  ?Hv  that,  after  reading  tbe  specification,  be  could  not 
niaki'  Ji  inill  witli  the  grindiiiir-clianiltei-s  multiplied  to  any 
given  number.  But  be  undertook  to  give  a  legal  construo 
tion  to  tbe  specilieation  for  biiuself,  and,  assuming  his  con- 
fitruction  to  be  sound,  and  predicating  upon  it  tbe  answer  he 
gave,  he  said  he  oould  not  make  such  a  mill  if  he  were  to 
follow,  throughout  its  structure,  the  particular  and  identical 
description  in  the  specification ;  and  this  was  the  view  taken 
hy  another  witness.  The  point  is  thus  made  one  of  some 
importance. 

What  is  the  thing  discovered  and  descrihed?    It  is  the 

formation  of  grinding-chambers,  by  tbe  ex)mbination  of  mov- 
able conical  rings  witb  stationary  evlinders,  these  two  parts 
being  severally  l)r(»u«:ht  together  and  fask-ned  by  cross-bars. 
Tbe  deseri|)tion  in  tbe  speciticatjon  shows  a  mill  witb  three 
grinding-chambers.  How  will  you  ad<l  another  duunher  ? 
Tbe  patentees  evidently  bad  in  their  minds  the  idea  of  mul- 
tiplying tlie  (•]mnd)ers,  because  they  suggest  tbe  use  oi  sta- 
tionary cylinders  and  on(^  or  more  movable  coincal  rings, 
thus  allowing  both  cy1;;i  ^  and  rings  to  be  multiplied  to 
any  extent,  or  the  mill  to  be  limited  to  two  cylinders  and  one 
ring.  Where  was  the  necessity  of  their  adding  the  descrip- 
tion of  another  stationary  cylinder  just  like  the  one  described 
in  the  specification,  and  of  another  conical  ring  just  like  the 
one  they  hllve  described,  and  directiiig  the  ring  and  cylinder 
to  be  put  into  the  mill  concentrically,  so  as  to  obtain  two 
mure  grinding-cbanibers  ?  There  would  he  nothing  new  in 
sueb  a  description.  Tbe  spec'ilicalion  already  directs  bow  to 
make  the  cylinder  and  the  rinir,  and  how  to  combine  tbem 
in  order  to  |)i()duce  grinding-(  liand)ers.  A  ring  between 
two  cyliudcii)  produces  two  chambers,  and  two  more  are 
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made  bj  the  addition  of  another  ring  and  another  cylinder. 
This  ifl  a  mere  duplication  of  parts,  and  there  is  nothing  new 

ill  the  multij)licatioii  of  the  j)arts.  By  taking  the  dcsc'ri])tiou 
of  what  has  already  been  put  together  to  form  <::iin(ling- 
chanibers,  and  by  putting  the  same  together  again,  and  add- 
ing it  to  tbe  mill  by  the  pame  connectioii  of  cruse-bai^,  you 
have  a  multiplication  of  thu  grinding-chambers. 

If  I  have  been  fortunate  enough  to  communicate  to  you 
mj  ideas  in  respect  to  the  thing  really  invented  and  put  into 
practical  operation  by  the  patentees,  you  will  be  prepared 
to  take  up  the  next  Bubject  of  inquiry,  and  that  is,  whether 
the  defendant  has  been  guilty  of  an  infringement;  or,  in 
other  words,  whether  he  has  appropriated  to  his  own  use  and 
for  his  own  benefit,  this  new  madiine  constructed  and  put 
in  operation  by  the  patentees.  Ab  I  have  already  stated, 
the  object  and  effect  of  the  invention  are,  an  increase  of  the 
jj^rijidiiig  apparatus  Ity  a  mult ii>licutiuii  of  the  grind ing-cham- 
l>er9.  Has  the  (lefcndant  approjiriatcd  to  himself  this  idea? 
lla.>  lie  increased  the  grinding  aj»itaratUR  in  liis  mill,  by  using 
the  combination  of  the  movalde  conic;!!  rings  with  the  sta- 
tionary cylinden*  i  Ik)th  parties  must  start  with  the  old 
machine,  the  Gale  mill,  which  was  the  only  mill  in  operation 
at  the  time  of  the  invention  by  the  patentees.  Montgomery 
and  llarris  being  the  fii*st  in  point  of  time,  made  the  im- 
provement which  I  have  been  explaining;  that  is,  they 
increased  and  multiplied  the  number  of  the  grinding-cham- 
bers  by  a  combination  of  rings  and  cylinderB.  They  thus 
made  an  advance  on  the  old  machine.  Instead  of  only  one 
grind ing-chamber  in  the  mill,  you  have  two,  three,  four  or 
live,  or  any  number  you  see  fit  to  make,  by  a  mnltiplica- 
tion  of  the  parts.  JIas  tlie  defendant  appropriated  this  com- 
biuatiuu,  in  the  mill  which  he  has  constructed  ?  lias  lie 
formed  grinding-chaml)ei's  by  cond>ining  movable  conical 
rings  with  stationai*y  cylinders?  If  he  has,  he  has  appro- 
priated and  adopted  the  cond)ination  invented,  described, 
claimed  and  patented  by  Montgomery  and  llarris.  The 
defendant  has  a  mill  of  six  grinding-chambers  and  twelve 
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griiiiliiii,'  ^iiirfaces.  TTfis  he  obtained  that  hy  a  imiUipliea- 
tioa  of  thc3  cliauiherti,  according  to  the  cmnliiiiatlon  oi"  the 
patentees  i  If  he  has,  tlieu  he  has  becu  guilty  of  au  iiifringe- 
ment. 

It  is  urged,  on  the  part  of  the  defendant,  that  the  shape  of 
the  grindinn^  chainl)ei*s  in  the  defendant's  mill  is  different  from 
the  shape  of  the  chamberB  in  the  plaintiff's  mill,  niu\  that, 
oonseqtieiitly,  the  combination  in  the  defendant's  mill  of  the 
rnnning  parts  and  the  stationary  parts  which  form  the  cham- 
bers, is  different  from  the  combination  of  those  parts  in  the 
plaintiff's  mill.  It  will  be  qnite  obvious,  however,  to  any  ])er- 
son  of  ordinary  understanding,  who  will  look  at  these  various 
millfl,  and  at  the  priiKMple  on  which  they  are  constructed,  that 
this  griinliiiir-chamher,  though  made  of  various  shapes,  will 
still  ])r»»dacc  a  useful  result.  A  particular  shape  may  and 
]»robably  will  enable  one  machine  to  operate  more  advaiitage- 
ouj«]y  thmi  another.  A  mill  with  griiulincif  surfaces  «»f  one 
particular  8haj)c  may  grind  iaster  and  better  than  a  mill  with 
surfaces  of  another  shape.  But  a  mill  that  does  not  grind  so 
fsfit  or  w  well  as  another,  because  it  has  chambers  of  a  differ- 
ent shape,  will  not,  therefore,  ee{V5e  to  be  useful.  This  is 
demonstrated  by  the  evidence  in  this  case.  The  chamber  in 
the  phiintiff's  miU  has  one  receding  side  formed  by  the  mov. 
able  conical  nut,  and  one  upright  side  formed  by  tiie  station- 
ary cyli{ider.  The  evidence  shows  that  the  mill  thus  con- 
structed is  a  useful  and  valuable  mill.  In  the  defendant's 
mill,  both  the  surfaces  of  the  chamber  are  receding,  a.s  well 
that  of  the  cylinder  as  that  of  the  ring.  Thus,  a  larger  open- 
ing is  made  to  let  in  the  bark,  and  it  is  very  likely  that  this 
is  an  inipi-ovemcnt,  and  that  its  effect  is  to  aid  in  feeding  the 
mill  and  in  increasing  its  grinding  capacity.  In  every  new 
invention,  the  particular  machine,  when  first  reduced  to  prac- 
tice, is  measurably  in  an  imperfect  state.  But  the  idea  of 
the  inventor  Is  conn»lete.  There  is,  however,  in  the  execu- 
tion and  mechanical  construction,  which  go  to  embody  the 
original  idea  in  a  machine  for  practical  use,  a  degree  of  im- 
perfection which,  from  a  want  of  experience,  always  attends 
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the  lin»t  construction.  In  the  two  irm<*]iines  in  (jiKvtion  here, 
the  ishape  of  tlie  gi'iiidin<^-chuinber  is  different  in  this  rcsjiect 
oulj,  that  in  the  plaint iiTs  one  of  it8  sides  is  upright  and  one 
reoedes,  while  in  the  defendant's  both  of  its  sides  recede.  A 
peraon  tteing  the  oombinatiou  discovered  and  put  into  use  by 
the  patentees,  may,  by  experience  in  its  practical  operation, 
see  where  it  can  be  altered,  and  may  call  in  a  mechanic  and 
haTe  the  alteration  made,  which  may  improve  the  machine. 
This  is  a  necessary  consequence  of  the  practical  use  of  the 
machine  by  a  man  of  ordinary  skill  and  judgment  But 
there  is  no  novelty  or  invention  in  such  alteration. 

All  iIhi>tiation  of  this  is  to  be  foiiutl  la  a  case  recently 
tried  l)efore  me  in  the  city  of  A'cvv  York,  in\(>lving  the  title 
to  a  most  useful  macirnic!  ciilled  a  l)unihg  machine,  for  the 
purpose  of  cleaning  w(k»1  or  c(»tu>n,  and  separating  the  dirt 
and  foul  stuff  from  tJie  tibre.    This  had  before  been  done  by 
hand,  at  great  expense.   But  a  macliine  was  invented  wliei-e- 
by  the  whole  operation  was  ]»erfornu  d  1»y  covering  a  cylinder 
with  a  common  card  of  leather,  furnished  with  teeth  formed 
with  a  hook  on  the  ontside  and  a  slot  below.  As  the  cylinder 
revolved,  the  wool  or  cotton  being  brought  close  to  it,  was 
caught  by  the  hooked  teeth  and  dirawn  into  the  slot,  in  such 
manner  that  the  fibre  went  to  the  bottom  of  the  slot,  while 
the  dirt  remained  on  the  top  of  the  tooth.    'Hie re  was  then  a 
beater,  which  rubbed  along  the  surface  of  the  cylinder  and 
brought  off  the  dirt,  and  th(M>jierati«»ii  was  complete.  There 
was  such  demand  for  tlie  iiia<'biiie>  that  the  l)iisincs8  of 
constructing  them   heeuuic  e.\te!i>>i\  cly  prolitable.     In  the 
suit  of  whit-h  I  have  s}x>ken,  the  defendant  had  originally 
been  in  partnership  with  the  inventor  in  constructing  the 
machines,  and,  after  the  partnership  expired,  continued  to 
construct  them  without  any  right  or  license.   When  prose- 
cnted  by  the  inventor,  he  set  up,  among  other  things,  by  way 
of  defence,  that  he  had  changed  the  form  of  the  hooked  teeth, 
and  had  altered  the  shape  of  the  slots  between  the  teeth. 
This,  he  insisted,  was  a  great  improvement  He  had  taken 
the  whole  of  the  patentee's  machine,  and,  slightly  altering  it, 
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claimed  the  riixbt  to  ttae  it,aud  tlniR  to  absorb  the  whole  of 
the  invention.*  But,  if  any  Buch  doctrine  were  to  be  incor- 
porated into  the  patent  law,  and  to  be  administered  by  Courts 
and  jnriea,  as  that  such  an  alteration  would  be  a  defence  to  a 
charge  of  infringement,  no  patent  of  aiij  machine,  however 
useful,  would  be  worth  the  parchment  on  which  it  is  written. 
But  this  is  not  the  law.  A  difference  merely  in  shape  is  a 
difference  in  degree  only,  and  not  in  the  thing  itself.  In  this 
case,  the  grindinff-clianiber  — the  space  through  which  the 
bark  enters — is  more  open  in  one  mill  than  in  the  other.  But 
tliere  is  nothing  new  in  tin's  particular  shape,  hccause  the 
shape  of  the  grindiiig-chauiber  is  uo  part  oi  the  combination 
patented. 

The  same  observations  are  equally  applicable  to  the  shape 
of  the  teeth.  Their  shape,  whetlier  tliey  be  straight  or  slant- 
ing, is  no  part  of  the  patented  combination.  Either  form 
will  work  very  well,  though  the  one  may  be  better  and  more 
perfect  than  the  other.  But  the  form  of  the  teeth,  whether 
straight  or  slanting,  is  not  new.  Teeth  of  both  shapes  are 
found  in  many  grind ing-mills,  and  neither  party  can  claim 
either  form  as  new. 

The  nuvelty  of  the  patentee's  machine  consists,  then,  in 
the  combination  of  the  movable  conical  nuts  with  the  station- 
ary cylinders,  by  which  means  the  }tatt']ilccs  are  c?i!i])lcd  to 
multiply  the  grinding-ehambers  in  a  mill  to  any  given  num- 
ber. The  teeth  were  old.  The  hhtc  form  of  the  grinding 
eurfaees  was  not  new.  But  this  nudtiplication  of  the  grind- 
ing-ehambers, in  the  maimer  described,  appears  to  have  been 
never  before  known.  That  is  the  novelly  and  all  the  novelty 
there  is  in  the  matter.  As  to  the  subsidiary  parts,  such  as 
the  peculiar  sliape  of  the  chambers  and  the  peculiar  form  of 
the  teetli,  they  are  incidental.  But  no  one  has  a  right,  with- 
out the  authority  of  the  patentees^  to  use  the  combination  of 
the  two  parts  that  go  to  form  the  griuding-chambers.  If 


*  The  e«ae  referred  to  is  tbaft  of  rarkhunt  JCmnnmt,  (1  Biatehf,  C,  C.  J?« 
488.) 
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yon  shall  think  that  that  combination  is  incoiporated  in  the 
machine  of  the  defendant,  the  plaintiff  will  be  entitled  to 
your  verdict  But  if  you  shall  think  otherwise,  your  verdict 
will  be  for  the  defendant. 

If  the  defendant  has  been  .a;nilty  of  ^-iolatinof  the  plaintiff's 
rights,  the  rule  on  the  quest i(jn  of  (larnM^cs  is,  thai  the  ])lain- 
tiff  is  entitled  to  all  the  actual  proiits  which  the  dcfendjmt 
has  made  hy  the  use  (»f  the  ]')riiiciple  (jf  the  j)hiiiititT\s  com- 
bination. In  other  words,  the  plaintiff  is  entitled  to  all  the 
damages  which  he  has  sustained  by  reason  of  the  use  which 
the  defendant  has  made  of  the  plaint  IH  b  property.  This  is, 
in  effect,  the  same  thing,  becanse  the  law  presumes  that  if 
the  defendant  had  not  put  his  machines  into  the  market,  the 
demand  would  have  been  for  the  plaintiff's,  and  that  he 
would  have  received  the  profits  on  the  machines  which  have 
been  made  and  sold  by  the  defendant  Vindictive  or  exem- 
plary damages  are  not  allowed. '  The  jury  are  confined  to  the 
actual  daniut;!  and  the  law  has  provided  that  the  Court  may  " 
increti^e  tlmse  dumaijes  in  proper  cases. 

Tliere  arc  iconic  data  in  this  case  which  you  can  take  as 
guides  to  the  amount  of  damages.    It  is  stated  hy  one  wit- 
ness, that  fi*om  the  year  184:3  to  this  time,  a  period  of  some 
seven  years,  the  defendant  has  cast  six  hundred  and  thirty- 
two  mills ;  that  the  average  cost  of  those  mills  to  the  de- 
fendant was  $20  apiece  ;  and  that  they  sold  at  retail  for  $45 
each,  and  at  whol^ale  for  $37  and  $40  each.   But  the  dif- 
ference between  $20  and  $45  on  each  mill  is  not  all  of  it 
nominal  profit.    The  interest  on  capital,  the  risk  of  bad 
debts  and  the  expenses  of  selling  the  mills,  are  all  to  be 
taken  into  account  in  arriving  at  the  profits  which  the  de- 
fendant has  made.    The  right  of  the  plaintiff  accrued  in 
August,  1845,  and  tlie  suit  was  commenced  in  June,  1849. 
The  jury  should  confine  their  inquiry  on  the  siihjoct  of  dam- 
ages to  that  period,  about  four  years,  and  to  the  jjrofits  whi(?h 
the  defendant  derived  from  sales  of  his  mills  within  that 
period. 
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The  jury  found  a -verdict  for  the  plaintiff  for  $7,200,  which 
was  reduced  by  the  Oottrt,  by  consent  of  the  plaintiff,  to 

$0,000. 

The  (lofciidant  afterwards  moved,  on  a  case,  for  a  new 
trial,  on  the  gi-uund  of  errors  in  tlie  i  liar^c  uf  tlie  Court,  and 
of  tlie  excessivenetis  of  the  damages,  liut  the  motion  was 
denied. 

Sam  ud  Sterr/is,  Sain.ud  JJlatdijord  and  Levi  D,  Carpen- 
ter,  for  tlie  plaintiff. 

Joshua  A,  Spencer  and  William  Baker^  for  the  defendant. 


JonK  Gibson  m  William  W.  Coox.  Ik  Eqmr. 

To  enable  an  assignee  of  a  patent  to  derive  any  benefit  from  a  mbsequent  exten- 
siou  of  thp  pnt(*nt  by  Act  of  rnnrrres<;,  there  must  be  an  expraas  firoTision  in 
the  H^ignniem  looking  to  such  renewal. 

Under  g  11  of  the  Patent  Act  of  July  4ih,  1836,  (6  U.  S.  Stat,  at  Large,  121,) 
the  a8»ignincut  of  &n  ezclasiTe  right  in  the  patent  within  a  given  territory 
most  not  only  be  In  writing,  bat  araat  be  recorded  within  three  months  aflw 
its  ezeeadon,  to  defeat  the  title  of  a  subsequent  purobaser  without  notice  and 
for  a  valuable  consideration. 

Within  the  three  months,  an  uTTrpcnnlcMl  prior  as«."signment  would  prevail ;  but 
it  must  be  an  assignment  in  writing,  that  may  be  recorded  within  the  time 
limited. 

An  Interest  iu  a  gmut  of  a  future  term  of  a  patent  not  yet  in  is  not  the 
siditic^  ^  assignment  at  eotnmoD  law,  or  wttliin  the  sense  of  §  11  of  the  Act 
of  July  4th,  16S6,  and  the  right  to  such  an  interest,  when  stipulated  for,  rests 
only  in  contract. 

As  between  the  right  of  a  person  holding  a  contract  for  such  an  interest,  and 
the  rijjhi  of  a  bond-fi(fr  purchaser,  for  a  valuable  considor.iriou  and  without 
notice,  of  the  same  intercut  iu  the  future  term,  after  its  grant,  the  latter  must 
prevail. 

The  party  setting  up  snoh  *  contiact  by  way  of  equitable  defence  to  the  legal 
title  to  the  same  interest,  must  deny  that  the  plaintiff  Is  a  hmA-Jide  purchaser 
for  a  valmAle  eonaldention  wilhont  notice^  uid  nrast  assnme  the  burthen  of 
impeaching  the  legal  title. 

(Before  NstMH,  J.»  Korlhem  District  of  New  Tork,  NoTember  Slst,  18M>.) 
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This  was  an  application  for  a  provisional  injunction  against 
the  defendant  for  an  alleged  infringement  of  the  Woodworth 
patent,  in  using  six  Woodworth  machines,  withont  license, 
since  the  27th  of  December,  1849.  The  plaintiff  was  the 
assignee  of  the  re-issned  patent  of  July  Sth,  1845,  fur  the 
Contrressifnuil  extension  of  seven  years  from  the  2Tth  of  De- 
ceniber.  1*^^40,  (see  Wilson  v.  Rvusstnv,  4  JIov\  t>4«).)  for  the 
county  of  Washington,  New  York,  within  wliich  the  alleged 
infringement  t<x)k  place.  Tlie  patentee'8  rights  to  the  terri- 
tory in  question  were  assigned  hy  him  to  James  (t.  Wilson^ 
on  the  nth  of  July,  1845,  and  by  Wilson  to  the  plaintiff,  on 
the  12th  of  November,  1846. 

In  opposition  to  the  motion,  the  defendant  relied  upon  an 
assignment  or  license  to  him  from  the  patentee,  William  W. 
Woodworth,  administrator,  c^c.,  executed  on  the  4th  of  July, 
1S43,  by  which  he  was  authorized  to  construct  and  use  six 
Woodworth  machines  in  the  eonnty  of  Washington.  The 
question  iu  the  case  involved  the  operation  and  effect  of  this 
license. 

The  license  was  given  during  the  ninning  of  the  seven 
yearb'  extension  of  the  patent,  granted  under  the  18th  section 
*»f  the  Patent  Act  of  July  4th,  183f>,  and  whicli  prolonged 
its  term  from  December  27th,  1842,  to  December  27th,  1849. 
(See  Wihon  v,  Rousseau,  4  How,  646.)  The  license  recited 
the  issuing  of  the  original  patent,  and  its  extension  for  seven 
years  from  the  27th  of  December,  1842,  and  then,  in  apt  and 
proper  words,  granted  to  the  de^ndant  and  his  assigns  the 
right  to  constmct  and  use,  during  ike  smd  exiension^  six  plan- 
ing machines  in  the  said  eoun^  of  Washington,  but  in  no 
other  place  within  the  United  States  or  their  territories.  It 
authorized  him  and  his  assigns  to  prosecute  parties  guilty  of 
an  infiingement  by  constructing  or  using  the  W()<»d\vt>rtli 
machine  within  the  assigned  tcrritor}' ;  and  nuitual  stipula- 
tions followed,  hv  whieh  Woodworth  vested  the  defendant 
with  an  exclusive  right  to  coustnict  and  use  the  six  msichines, 
during  the  term  aforesaid,  and  the  defendant  bound  himself 
not  to  exceed  that  number.  The  heense  wound  up  with  the 
10 
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followinfj  proviHiijii :  '*  It  is  iinderstood  that  the  said  Cook 
lias  all  the  rights  I  have  in  the  eoimty  of  "VVashiiigtou,  under 
said  patent,  to  u?e  six  machines,  and  no  more." 

Besides  the  question  arising  on  the  face  of  the  license^  the 
defendant  set  up  that  there  was  a  mistake  in  not  insert ing  in 
the  license  a  provision  looking  to  a  further  extension  of  the 
patent  by  Act  of  Congrees,  lihe  parties  having  actoall  y  agreed 
that  the  ae»ignee  Bbonld  have  the  benefit  of  any  auch  further 
extension.  The  &cts  in  relation  to  this  point  sufficiently 
appear  from  tbe  opinion  of  the  Ck)urt. 

Azor  Taher  and  Hodman  L.  Joke,  for  the  plaintiff. 

Samuel  Stevens^  for  the  defendant. 

Nelson,  J.  It  is  quite  ol>vi<>]is,  from  a  jienir^al  of  the  pro- 
^Tsions  of  tlie  written  inBtruiiieut  of  tlie  4th  of  tluly,  1843, 
under  which  the  defendant  derived  his  right  to  use  the  ma-  * 
chines  in  question,  that  the  position  taken  in  opix>sition  to  the 
motion  for  an  injunction  has  no  foundation  in  that  instru- 
ment That,  in  express  words,  limits  the  grant  to  the  period 
of  the  extended  term  then  running,  which  was  all  the  right 
that  belonged  to  Woodworth  at  the  time  within  the  given 
territoiy.  Even  the  additional  or  contingent  right  of  exten- 
sion under  the  18th  section  of  the  Act  of  1836,  no  longer 
remained,  as  but  one  extension  is  proWded  for  by  that  t>ee- 
tion.  The  ]x>ssibiHtv  of  a  renewal  of  the  patent  l)y  \vt  of 
Coii«^ress  existed  ;  but,  for  the  purpose  of  enabling  the  as- 
sif^nee  to  derive  any  benefit  in  that  event,  an  ex]»iess  pro 
vision  Hliould  have  been  inserted  in  the  gi*ant  or  assigmnent, 
looking  to  such  a  renewal.  CWihon  v.  Rousseau^  4  How, 
646,  6b5,  686.)  Unless  there  be  such  a  stipulation,  ^bowing 
that  a  renewal  was  contemplated,  the  Court  is  bound  to  con- 
strue the  instrument,  and  each  and  all  of  its  provisions,  as 
relating  to  the  existing  right  in  respect  to  which  the  parties 
were  contracting  with  one  another.  This  is  the  natiural  pre- 
sumption, ariemg  from  the  usual  and  ordinary  course  of  deal- 
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ing,  and  should  govern  in  the  construction  of  the  contract, 
unless  it  is  otherwise  dearly  expressed. 

AssumhifT,  however,  that  the  written  instmnient  imports  no 
grant  of  a  right  to  the  n?c  of  the  machines  beyond  the  ex- 
tended term,  still  the  defendant  insifita  that  sueh  was  the 
.  actual  agreement  and  understanding  of  the  parties ;  that  the 
omisaion  to  insert  the  stipulation  arose  out  of  a  mistake  or 
misapprehension  of  ^e  purport  of  the  instrument ;  that  he  is 
entitled  to  have  it  reformed  and  a  clause  to  the  effect  claimed 
inserted,  so  that  he  may  be  protected  in  the  enjoyment  of  tlie 
right  during  the  term  as  renewed  by  Act  of  ( 'oiigrcikj ;  and 
that,  l)einir  entitled  to  the  relief  in  Equity,  on  a  direct  appli- 
ctation  fur  that  pur|x>se,  it  is  competent  f^)r  him  to  t^et  up  this 
ground  by  way  of  equitable  defence  to  the  motion  for  an 
injunction.  (Hunt  v^  Itommanierey  8  yilteat.  174;  Joyne9 
V,  Stiitham^  3  Atk.  388 ;  Garrard  \ .  (rrijilhi^,  2  Swanst, 
244 ;  Clark  v.  Grants  14  Ve9,  519  ;  Gillesjne  v.  Moon,  2 
John€*  Ch.  a.  565,  598 ;  OUnoes  Mig^nson^  1  Vee.  B, 
524;  1  Stafy^9JSq,Jwr.y  JVewLon  ConiT.^UL) 

Upon  this  view  of  the  law,  the  defendant  baa  produced  his 
own  offidayit,  and  another  by  Mr.  Boyd,  who  was  present 
when  the  contract  waa  made  with  Woodworth  for  the  use  of 
the  six  iiuicliiues,  and  was  consulted  in  respect  to  it,  going  to 
show  that  it  was  the  uinii  ivtamliiii^  of  the  parties  at  the  time, 
tliat  tlie  (lefeiHhiutV  rliiht  to  the  use  of  tlie  machines  was  to 
continue,  notwithstandm*^  a  second  extension  of  the  patent 
should  take  place. 

Whether  this  ground  may  or  may  not  be  set  up  by  way  of 
equitable  defence  to  the  relief  sought  by  the  plaintiff,  is  a 
question  I  do  not  intend  to  examine ;  for,  in  my  view  of  the 
case,  conceding  the  position  'to  be  well  founded,  it  will  not 
avail  the  defendant 

The  11th  section  of  the  Act  of  July  4th,  1836,  (5  U.  8. 
Stat,  <U  Large,  121,)  provides,  that  every  patent  shall  be 
assignable  in  law,  either  as  to  the  whole  interest  or  any  un- 
(livided  part  thereof,  l>y  an  instrument  in  writing;  and  that 
the  assignment,  and  also  every  grant  and  conveyance  of  the 
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cxcliiBire  right  to  make  and  use,  «fcc.,  tlie  thing  patented, 
within  any  specified  part  of  the  territoi-y  of  the  United 
StateB,  shall  be  recorded  in  the  Patent  Office  witliin  throe 
nitnilho  from  its  execution.  The  4tli  section  of  the  Act  ^f 
FebniaiT  21st.  171>3,  (1  V.  S.  Stat.  <it  Large,  32i>;)  contained 
substantially  the  same  provision.  The  4th  section  of  tlie  Act 
of  April  10th,  1790,  (1  U,  S,  Stat,  at  Large,  111,)  strongly 
implies  that  the  aaeignment  muBt  be  in  writing,  as  otherwise 
it  is  declared  to  be  no  defence  to  an  action  for  an  infringe 
ment ;  though  there  was  no  provisioii  in  that  Act  for  reeord- 
ing  the  assignment 

Under  the  11th  section  of  &e  Act  of  1886,  the  assignment 
or  grant  of  an  exclnsiye  right  in  the  patent  within  a  given 
territory,  mnst,  therefore,  not  only  te  in  writing,  but  must 
be  recorded  within  the  three  months,  to  defeat  tlie  right  of  a 
subsequent  purchaser  without  notice  uiid  lor  a  valiiubh' con- 
sidemtion.  In  order  to  guard  againt^t  an  otitstaiidiiig  title  of 
over  tliree  months'  durati('ii,  the  purchaser  need  only  look  to 
the  records  of  the  Patent  Olliec.  Within  tlmt  ju'riod,  he 
must  protect  himself  in  the  best  wa}  he  can,  as  an  unrecord- 
ed prior  assigimient  would  p]:eyail ;  but  it  nmst  be  an  assign- 
ment  in  writing,  that  may  he  recorded  within  the  time 
limited. 

That  the  chief  object  of  the  section  requiring  the  assign- 
ment to  be  recorded  is  the  protection  of  honA-fide  pnrehasers, 
is  n[ianifest,  though  not  specially  declared,  as  is  nsnal  in  regis- 
trj  acts;  as  it  cannot  readily  be  perceiired  that  any  otiber 
benefit  can  be  derived  from  the  requirement.  Xo  reason  can 
l3e  given  why  tlie  assignment  should  not  be  valid  as  between 
the  parties,  without  hcing  recorded.  It  is  only  wlien  the 
rights  of  third  pei-sons  are  concenied,  that  the  step  becomes 
imix)rtant,  in  guardinL''  nixninst  frauds.  {Brooks  v.  Myam, 
2  Sforyj,  525  ;  L^ittn  v.  U  Aiiman,  2  Story^  609,  614;  Vurtu 
an  J^at.,  §  190.) 

The  instmment  containing  the  grant  in  this  case  falls  with- 
in a  (;lass  required  to  be  recorded,  as  the  grant  conveyed  an 
ezclnsiTe  right  under  the  patent  to  construct  and  use^  and  to 
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grant  to  others  to  conBtruct  and  use,  the  ax  machiiiep,  within 
&  specified  temtoiy.  It  was  a  grant  to  this  extent  to  the 
grantee  and  his  assigns,  dearly  .impcHting,  therefore,  not 
only  an  exclusive  right  to  oonBtmct  and  nee  the  machines 
himself,  but  to  vend  to  others  the  ri^t  to  construct  and  use 
them,  sis  he  might  flunk  most  advisable  for  his  interest. 

Now,  tlic  adgigiimeiit  from  Woodwoitli  to  Wilson,  which 
^va^^  after  the  surrender  of  tlie  patent  and  its  re-issue  on  an 
ituivii(h'd  sjHjcitieation,  was  made  on  the  9th  of  July,  1845. 
WiltonV  a.-?i£^nncnt  to  tlie  plaintiff  was  made  on  the  12th  of 
November,  1846,  and  cnd)raced  the  territory'  within  which 
the  defendant  sets  up  a  prior  contract  of  assignment  of  the 
exclusive  right  to  use  hjs  six  machines.  If  this  assignment 
to  the  defendant  had  been  in  writing,  it  would  not  have  de- 
feated the  right  of  the  plaintiff,  unless  recorded  within  the 
three  months ;  and  sniely,  not  being  in  writing,  and  therefore 
not  In  a  condition  to  be  recorded,  it  cannot  help  the  case  ont 
of  the  difficulty.  The  defendant's  title  is  in  the  predicament 
of  that  of  a  grantee  of  land,  where  there  has  been  an  omis- 
sion or  misdescription  of  a  portion  of  the  premises  intended 
to  l)e  conveyed.  A  subsequent  hond-Jide  purchaser  for  a 
valuable  consideration  takes  the  title :  and,  althoii(rli  the 
party,  as  In'tween  himself  imd  his  grantor,  might  he  entitled 
to  have  the  deed  reformed  and  the  true  deFcription  inserted, 
he  cannot  be  thus  entitled  to  the  prejudice  of  the  after 
acquired  title. 

Bat,  it  may  be  said  that  the  clause  omitted  iu  the  assign- 
ment, having  relation  to  a  grant  of  a  future  term  of  the  pat- 
ent, not  yet  in  esse,  was  not  an  assignment  or  grant  within  the 
meaning  of  the  11th  section  of  the  Act  of  1836,  that  section 
having  relation  to  an  interest  in  an  existing  patent ;  and  that, 
therefore^  the  stipulation  for  this  future  contingent  interest^ 
if  in  writing,  need  not  have  been  recorded  in  the  Patent 
( )tli(  e.  The  interest  iu  respect  to  which  the  parties  were 
contractiniT,  not  being  in  existence  at  the  time,  was  doubtless 
not  the  sultject  of  assignment  or  grant  at  common  law,  nor 
witlmi  the  sense  of  this  section  of  the  Act    The  right  could 
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rest  only  in  contract.  Admitting  this  to  be  the  corre(;t  view 
of  the  stipulation,  etill  I  do  not  see  how  it  can  help  the  de- 
fendant. For,  if  the  Court  should  proceed  and  reform  the 
contract,  and  cause  the  proTidon  to  be  inserted  in  the  assign- 
ment of  the  4th  of  July,  1843,  it  would  not  affect  the  interest 
in  the  renewed  ])atent  in  this  territory,  which  had  already 
passed  by  assignment  to  the  plaintiff.  As  the  right  would 
rest  only  in  contract,  even  after  the  instmment  had  been 
refonned,  the  interest  of  the  assignee  would  still  rcinain  un- 
affected, until  an  actual  assignment  was  enforced  in  Kquity 
in  ]mi*suancc  of  tlie  agreeineiit.  In  order  t<»  effect  this,  it 
would  ])e  nece>s;irv  to  make  the  plaintiff  here  a  party,  the 
legal  title  being  in  him,  and  the  quegtion  would  then  be  pre- 
sented between  the  right  of  a  |)erson  holding  a  contract  for 
the  interest  in  question,  and  that  of  a  sul.<equent  hond-Jide 
purchaser  for  a  valuable  (consideration.  I  need  scarcely  add 
that,  in  tliis  posture  of  the  case,  the  hitter  must  prevail. 
(1  Stor^9  Eq.  «/ur.,  §  64  and  cases  there  cited,)  Besides, 
Courts  of  Equity  will  not  interfere  to  correct  a  mistake  in  a 
written  instmment,  to  the  prejudice  of  a  hm^A-fide  purchaser, 
as  he  has  at  least  an  equal  right  to  pi-otection  with  the  })arty 
laboring  under  the  mistake.  (1  Foribl.  Eq.^  B.  \y  ch.  \^  ^  1 
and  notes  ;  Suijd.  on  Vend.,  eh,  3,  jt.  143  ;  Warnek  v.  War- 
riijJc,  3  Afh  201  ;  Maiden  v.  Menill^  2  Atk.  8,  13 ;  1  JStory's 
Eq.  Jrtr..  ^  lOS,  139.  105.) 

The  defendant,  in  order  to  have  secured  himself  against  the 
title  of  a  hond-Jide  purchaser,  should  have  procured  a  refor- 
mation of  hiK  contract,  and  an  assignment  of  it,  i>rior  to  the 
assignment  to  Wilson,  under  whom  the  plaintiff  claims,  and 
have  recorded  the  same  in  the  Patent  Office  within  the  three 
months.  To  reform  the  contract  now,  and  award  to  him  the 
benefit  of  the  omitted  clause,  by  directing  an  assignment,  or, 
what  would  be  equivalent,  allowing  him  to  avail  himself  of 
this  matter  by  way  of  equitable  defence,  would  not  only  con- 
travene the  effect  of  the  recording  Act,  but  operate  as  a  direct 
fraud  upon  the  plaintiff.  This  view  alone  seems  conclusive 
against  the  ground  of  defence  set  up  in  answer  to  the  motion. 
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Tlie  mere  right  to  an  as^igiuueiit  would  be  oi  im  avail, 
wilt'tlier  ill  writing  ur  otherwise,  eveu  though  enforceable  in 
Equity  against  the  original  party  and  his  personal  representa- 
tives.  If  it  would,  greater  effect  must  be  given  to  it  aa 
respects  the  title  of  a  pnichaser  without  notice,  than  to  an 
actual  unrecorded  aflBigmnent  of  the  interest — ^a  proposition 
for  which  no  one  will  contend. 

I  have  awmned  all  along  that  the  plaintiff  is  a  hond-Jide 
purchaser  of  the  interest  claimed  in  the  patent.  That  fact 
has  not  been  controverted  by  the  defendant;  and,  as  the 
question  in  the  case  is  ])resented  by  way  of  equitable  defence 
to  llie  title  sliown  in  the  l>ill,  the  denial  was  necessary  to  com- 
plete the  gruiiiid  i>f  defence.  Otherwise,  the  title  stands  as 
averred  in  the  bill,  the  burthen  lying  upon  the  detcudant  to 
imj»ea(  h  it. 

I  am  Hati&lied,  thercfoi*e,  that  the  ground  set  up  in  opjx>- 
sitioD  to  the  motion  for  an  injunction  cannot  avail  the  de- 
fendant, inasmuch  as  the  equity  shown  is  not  su]>erior  to  tliat 
of  the  plaintiff.  And  besides,  if  it  were  admitted,  it  would, 
in  effect,  override  the  rights  of  the^parties  as  settled  by  the 
provision  of  the  Act  of  1836  requiring  the  recording  of  ex- 
elusive  grants  in  a  given  territory,  and  of  aBsignments  of  the 
whole  or  portions  of  the  interest  in  the  patent. 

Injunction  granted. 


WlLUAH  W.  WOODWOBTH  XSD  JOBN  GlBSON 

m 

WniiAH  W.  Cook.  Ik  Equitt. 

A  Uoense  |^T«n  bj  W.,  tbe  patfloteei  to  p.,  to  we  lis  patented  pUnbg  ma* 
cblDeSi  reciled  tint  C.  desired  a  licetne  to  luw  the  machbiea  In  %  certain 
cooaij  **0B  Uie  condiuona  hereinafter  meDttoned,'*  and  then  graatt'd  to  C. 
permi?:sion  to  use  the  six  machines  witliin  the  county,  '*  and  al>(>,  within 
gaid  liTtiitri,  to  dispose  of  ilie  plank  or  othir  things  drt-sscd  and  prepared  on 
the  said  macliincs ;  '*  it  further  provided  that  W.  should  not  permit  onj  other 
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p«noii  fhan  G.  to  um  the  machinM  within  the  oounty,  and  that  C.  should 
;  not  OM  more  then  six  madiinos  there,  "  oor  ue  any  aiiob  machinea,  nor  adl 
and  diqpoae  of  any  plank  or  other  thing  dreued  and  prepared  in  sodi  ma- 
chines, anywhere  else  within  the  United  States  ;  "  and  it  concluded  thus  :  "  It 
is  understood  tliat  aiid  C.  has  all  the  rights  I  (W.)  have  in  said  county,  under 
said  patent,  to  use  six  machinc}»,  and  no  more:"  Ueld^  that  the  sale  of  the 
productti  of  Uie  machines  was  restricted  within  the  county,  and  that  there 
ma  nothmg  in  the  prior  danaee  of  the  lioenee  necessarily  repugnant  to  the 
last  one. 

Bat,  where  it  appeared  that  the  aotoal  apeenent  between  W.  and  0.  aft  the 

time  was,  tliat  C.  wa-s  not  to  be  restricted  SS  to  pbce  in  selling  the  dressed 
plank,  and  that  the  last  clau.<(?  in  tlio  license  was  especially  inserted  for  that 
purpose,  a  Court  of  K<juity  would,  probalily,  on  a  proper  applit-alion,  direct 
the  contract  to  be  reformed  by  the  insertion  of  a  claugo  to  the  eflect  claimed. 

If  so,  it  seems  to  be  an  estebUebed  rule  in  Equity,  that  the  matur  entitling  the 
party  to  an  amendment  of  bis  eontraet  may  be  set  up  by  way  of  dri^nee  to  a 
proceeding  to  enforce  a  apecilte  performance  of  the  contract,  where  the  danae 
omitted  through  mistake  or  accident  would,  if  fonnd  in  the  inatroment,  eoiatir 
tute  a  ground  of  defence. 

But  such  a  defence  cannot  be  8et  up  wlicrc  the  rights  of  a  houA-Jidc  ptirchnser 
have  intet  vened,  which  would  or  might  be  seriously  pr^udiced  by  giring  efiect 
to  the  defence. 

Under  the  license  in  this  case,  W.,  on  a  breach  by  0.  of  the  condition  as  to  the 
sale  of  the  products  of  the  machines,  had  «  rtgbt  to  avoid  the  contract^  and  to 
be  remitted  to  his  orighisl  righta»  snd  to  prosscnts  C.  for  sn  infringement  of 

the  patent. 

But  C.  alfo    nnniiied  to  hi<i  original  podtlon  and  rights;  for  the  contract  most 

be  avnitk'd  altogether,  if  at  uU. 

And  C.  may  ml  up  any  right  he  had  prior  to  tlie  license,  to  use  the  machines ;  as, 
for  instance,  where  the  right  granted  by  the  license  was  for  an  extension  of  the 
patent  under  g  18  of  the  Patent  Act  of  July  4th,  1886,  he  may  set  up  «  ri^^t, 
under  the  decision  in  TTifaoit  t.  Rotimau^  (4  JSTow.  648,)  to  use  the  mschines 
SS  having  been  in  use  when  the  first  term  of  the  patent  expire<l. 

In  a  suit  in  Equity  aguin&t  C  ,  to  take  ndvantngo  cf  a  breach  of  said  condition  of 
the  liceue^e,  W.  is*  properlv  joined  a.s  a  plaintifl"  with  G.,  alllioufzli  the  latter 
owns  the. whole  of  the  bcnelicial  inttrccl  ia  the  subject-matler ;  because  W. 
was  a  party  to  the  license,  and,  for  aught  that  appears,  is  yet  tlie  owner  of  a 
'portion  of  the  interest  in  the  patent,  and,  as  such,  intereeted  in  upholding  it, 
.and  may  be  interested  indirectly  In  the  infringement  itself. 

^(Before. Neusov,  J.,  yortbem  District  of  New  Torlt,  November  Slst,  1860.) 

The  bill  in  this  case  was  filed  in  June,  1847,  and  set  forth 
ttiie  grautiug  of  the  Wood  worth  patent,  its  extension  for  seven 
jeMS  £roiki  the  27th  of  December,  1842^  and  its  re-uane  on 
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tlie  8th  of  July,  ^'<■W>.  (Sfc  W'f/xff/i  v.  IitH/ssant,  4  Iloic. 
646.)  Tt  aUo  sL't  fortli  that,  uii  tlic;  25th  of  November,  lS4a*, 
the  plaintiff  Worxiwoith,  the  patentee  of  the  re-isfiiicd  ])at- 
eut,  cr»Tivt?ye(l  to  the  plaiutilf  GibBOU  the  exchisive  right  to 
the  patent  during  the  extension,  for  the  city  aud  county  of 
Albauy,  X.  Y.,  except  tlie  right  to  nee  two  machines  in 
Watervliet  in  that  county ;  that  on  the  same  day,  James  G. 
"Wilson,  who,  on  the  9Ui  of  July,  1845,  had  become  the* 
asdijjruee  of  the  right  under  Woodworth  for  the  territory 
specified  in  the  conveyance  next  mentioned,  conveyed  to  the 
phuntiff  Gibson  all  the  right  to  the  patent,  during  the  exten- 
sion, for  the  State  of  New  York,  excepting  the  exclusive 
right  to  run  seveik  iiiuchincs,  in  six  specitied  places,  (none  uf 
theui,  however,  in  the  county  of  AViinlungton,  N.  Y.,)  in 
addifiuu  to  the  two  nificliiiu  h  in  Watervliet,  Itcfnrc  exct-jited  ; 
tliat  tiie  defendant  liad  had  in  operutiun  for  s<»nie  time  tlu*ee 
Womlworth  machines  at  Whitehall,  Washington  county,  N. 
Y.,  and  dressed  large  quantities  of  lumber  witli  thcni,  and 
sold  it  in  Albany  and  Ti-ov,  and  had  had  and  still  had  de- 
positaries  in  those  cities  and  elsewhere,  for  the  sale  of  such 
dressed  lumber;  that  the  plaintiff  Gibson  had  a  laige  and 
expensive  establishment  at  Albany  for  running  and  making 
the  Woodworth  machines  and  selling  them  and  the  lumber 
dressed  by  them,  and  his  licensees  had  large  establishments 
of  the  same  kind  at  Troy  and  other  places  in  the  State  of 
Xew  York,  the  whole  being  of  the  value  of  not  less  than 
$*200,0(K) ;  4:hat  the  ()i>erations  of  these  establishments  had 
been  materially  injured  ])y  the  defeiulaiit's  acts,  and  that  the 
defendant  claimed  the  ri;_dit  to  dn  as  lie  had  (l(»iie,  unrler  a 
license  fix)m  the  plaiJLltil^  Woodwurtli,  given  on  the  4th  of 
July,  1843. 

The  license,  which  was  set  forth  in  the  bill  and  was  under 
seal,  was  executed  by  both  Woodworth  and  the  defendant, 
recited  that  the  defendant  desired  a  license  to  construct 
and  use  the  Woodworth  machines  in  the  county  of  Washing- 
ton, ^  on  the  conditions  hereinafter  mentioned,"  and  then  gave 
the  defendant  permission  to  ooostract  and  use  six  of  the 
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planinf^  machines  in  tlie  county  of  Washini^ton,  X.  Y.,  and 
not  elsewhere,  during  the  extension,  "  and  also,  within  said 
limits,  to  dis])o><o  of  the  ]^lank  or  ririicr  thin^^s  di-csscd  and 
pi-oparod  in  the  wiid  machine^/'  The  license  tlien  provided 
that  WtK)dworth  should  not  pennit  any  other  pt  i  sfm  than  the 
defendant  to  construct  or  ubc  the  machine  within  the  eonnty 
of  Washington,  and  further,  that  the  defendant  "  shall  not, 
nor  will,  during  the  term  aforesaid,  construct  or  use  more 
than  six  machines  as  aforesaid  within  the  limits  above  men- 
tioned, nor  oonstmct  or  use  any  such  machines,  nor  sell  and 
dispose  of  any  plank  or  other  thing  dressed  and  prepared  in 
Buch  machines,  anywhere  else  within  the  United  States  and 
the  territories  thereof.''  The  .license  concluded  as  follows : 
"  It  is  understood  that  said  Cook  has  all  the  rights  I  have,  in 
the  county  of  AVashington,  under  said  patent,  to  use  six 
machines,  and  no  more.'' 

The  bill  claimed  tliat  the  defendant,  by  ven<liiigthe  pro- 
ducts of  his  machines  out  of  the  county  of  WashinirtdU,  had 
violuti'd  the  conditions  and  covenants  of  his  license  an<l  for- 
feited all  his  rights  under  it.  ,The  bill  further  set  forth  that, 
on  the  20th  of  August,  1846,  the  plaintiff  Woodworth,  by  an 
instrument  in  writing,  anthori;^(  (l  and  empowered  the  plain- 
tiff Gibson,  in  the  name  of  Woodworth  or  otherwise,  to 
prosecute  the  defendant  for  the  violation  of  the  covenant  and 
condition  in  the  said  license  oontained,  and  to  recover  from 
him  such  damages  as  he  was  liable  to  pay  therefor,  and  to 
restrain  him  from  further  violating  his  covenant,  and  to 
receive  to  his  own  use  all  damages  that  might  be  recovered. 
The  1)111  ]>rayed  for  an  account  of  profits,  and  an  injunction 
again^it  the  further  use  of  the  machines,  and  that  the  license 
might  be  annulled. 

The  auHwcr  admitted  tlie  running  of  three  W(x>dworth 
machines  by  the  defendant  at  Whitehall,  and  the  sale  by 
him,  ont  of  the  county  of  Washington,  of  the  Imnber  dressed 
by  them.  It  insisted  that  the  plaintiff  Gibson  could  not  have 
been  injured  by  the  defendant's  operations,  unless  the  Inm- 
,  ber  dressed  by  the  defendant  would  otherwise  have  gone 
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to  the  machines  of  Gibson  to  be  di-essed  ;  that  the  defendant 
had  a  right  to  sell  his  dressed  lumber  wherever  he  thought 
proper;  that,  in  March,  1838,  he  and  his  brother  acquired 
a  right,  through  several  mesne  conveyances,  by  deed  from 
William  Woodworth,  to  use  two  of  the  Woodworth  planing 
machines  in  Washington  county,  for  the  residue  of  the  origi- 
nal fourteen  years,  and  that  they  at*the  same  dme  bought  two 
of  the  machines  and  put  them  in  use  at  Whitehall,  and  had 
used  them  there  ever  since ;  that,  at  the  time  the  lic^ense  of 
the  4th  of  July,  1843,  was  executed,  it  was  actually  agreed 
l»etvveen  the  pluiiitiff  Woodwoi-rli  uiid  rhe  defendant,  that  the 
latter  should  possces  tlic  riirlit  to  vend  the  products  ot  ilie  six 
machines  without  any  it'striction  as  to  place,  and  the  parties 
intended  tliat  tlie  license  should  so  provide,  and  understood 
that  it  did,  and  the  last  clause  in  it  was  inserted  to  effect  that 
object ;  that  the  defendant  had  a  right,  at  all  events,  to  use 
the  two  machines  so  purchased  by  him  and  his  brother,  and 
to  sell  anywhere  the  lumber  dressed  by  them ;  that  the  re- 
striction insisted  on  by  the  plaintifk  was  in  restraint  of  trade, 
and  void ;  that  the  patent  did  not  grant  to  the  patentee  the 
exclusive  right  of  selling  the  products  of  the  machines,  and 
he  had  no  right  to  restrict  their  sale ;  that  this  Court  had  no 
jurisdiction  of  the  case  ;  that  the  bill  did  not  show  any  joint 
interest  of  the  plaintiffs  in  the  relief  prayed  for;  aud  that 
they  liad  a  perfect  remedy  at  law. 

There  was  a  rc{)li<  ation  to  the  answer,  and  the  ca^e  was 
heard  on  pleadings  and  j^roofs.  The  material  parts  of  the 
evidence  are  stated  in  the  opinion  of  the  Court 

Ago'r  TfjJber  and  Jiodman  L.  Jo\c<\  for  the  plaintiffs.  L 
The  objections  to  the  bill,  as  set  forth  in  the  answer,  are  nn* 
tenable.  1.  This  CTourt  has  exclusive  jurisdiction  of  the  sub- 
ject-matter of  the  bilL  The  objection  taken  is  that,  if  the  bill 
is  founded  on  the  forfeiture  or  the  breach  of  any  covenant, 
this  Court  has  no  jurisdiction.  The  answer  is,  that  we  are  to 
consider  the  covenant  as  broken  and  set  asidd,  and  tlie  })ill 
as  a  bill  for  infringement,  founded  on  the  patent.    Of  a  bill 
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complidiiiiig  of  the  unauthorized  use  of  a  patent  right,  and 
praying  an  account  and  injimction,  a  8tate  Court  has  no  jiiris- 
tlictiun,  even  by  consent.  (Act  of  July  4M,  183G,  §  17, 
5  U.  S.  Stat,  at  Lanje,  124  ;  Uudky  v.  Mayhenu  3  Coimt.  0.) 
2.  W(K»<l\vorth,  tlie  patentee,  is  properly  joined  as  plaintiff 
with  Gibson,  his  assi<niee  lor  tlie  territon^  where  the  ininrv  is 
alleged  to  have  been  done ;  the  lumber  dressed  by  the  de- 
fendant's machines  having,  contrary  to  the  license  from 
"Woodworth,  been  sold  in  Gibson's  territory.  {Act  of  July 
4th,  183G,  §  14 ;  WhiUemore  v.  Cutter,  1  Gall  420,  430 ; 
Woodtoarth  v.  Wikon,  4  How.  712, 716.)  3.  The  plaintifiiB 
have  not  an  adequate  remedy  at  law.  They  ptay  that  the 
defendant's  license  be  declared  void,  and  for  an  account  and 
an  injunction ;  for  all  of  which  they  have  a  manifest  right  to 
oome  into  a  Court  of  Equity. 

II.  The  planinsr  of  lumber  in  AVhitehall,  for  sale  elsewhere, 
was  contrary  to  the  terni^  and  true  meaning  of  the  license. 
The  last  sentence  of  the  instrument  does  not  contradict  the 
prior  explicit  restriction  as  to  di^llo^i^gof  the  diessed  huiiber. 
Whatever  was  autliorized  to  be  done  by  the  last  sentence,  was 
to  be  done  "  in  the  county  of  Washington."  It  expressly 
relates  to  uslny  the  machines,  and  was  inserted  for  abmidant 
caution,  to  show  that  Woodwortli  reserved  no  rights  to  him- 
self in  the  county.  To  allow  such  a  general  expression  to 
overrule  an  explicit  condition  not  mentioned  or  referred  to  in 
it,  would  violate  the  fundamental  rules  of  construction.  (Co, 
JaU.j  147  a;  Story  on  Contr,,  2ded,%  639.) 

IIL  Tho  allegation  in  the  answer,  that  the  parties  intended 
by  the  contract  something  different  from  what  is  expressed 
in  it,  is  nugatory,  and  the  oral  evidence  given  in  its  support 
should  be  rejected.  1.  Parol  evidence  is  inadmissible  to  add 
to,  defeat  or  vary  the  terms  of  a  written  instrimient,  espe- 
cially where,  as  in  the  present  case,  an  instrument  in  writing 
is  required  by  law  to  give  effect  to  the  contract.  {Act  of  July 
4th,  1836,  §  11  ;  3  Stark  Ev.,pt.  4,  100-1U2  ;  I  FhUl, 
JS%?.,  O.  ds  M.  ed,,  550  ;  liich  v.  Jackson,  4  Brown  Ch.  Cos, 
514 ;  German  v.  Mayor ,  o^.,  of  Mew  York,  1  Comst,  316 ; 


Digitized  by  Google 


KOTEMBBB,  1660.  157 

Woodwoith  V.  Cook. 

Norton  X.  Woodrnjr,  2  Id.  15;].)  2.  The  coiistniction  of  a 
written  contract,  or  the  presuniption  arising  from  it,  can  no 
more  l»e  varied  by  parol  evidence,  than  can  its  terms.  {Creery 
.V.  HoUey,  14  Wend.  26,  30;  nuU  v.  Adauhs  1  JliU^  flul.) 

3.  There  is  no  pretence  of  auy  latent  amhii^nity  in  tlie  instni- 
meiit.  If  there  be  any  ambiguity,  it  is  patent,  and  cannot  i>e 
explained  by  oral  evidence.  (Story  on  Oontr.,  2d  ed*j  §  677.) 

4.  If  there  was  any  miatake  or  fraud  in  the  license,  Cook 
ehonld  have  filed  hie  bill  against  Woodworth,  to  be  relioTed 
from  his  contraet,  or  to  reform  it  according  to  the  intention 
of  the  parties  He  cannot  be  permitted  to  claim  under  it  as 
it  IB,  and  then,  when  sued  for  its  violation,  alter  some  of  its 
proWsions  by  parol  evidence.  5.  Especially  can  he  not  be 
jK-rniitted  to  do  thi.s  uiraiust  Gibson,  an  innocent  third  per- 
f!on.  who,  on  the  faith  of  the  re€ords  of  tlic  Patent  Office, 
h'ds  tor  years  conducted  his  business  nnder  the  patent,  and 
lias  incurred  tlie  expense  of  tliis  prosecution. 

IV.  The  license  was,  by  its  tenns,  granted  on  certain  con- 
ditions, one  of  which  has  been  violated  by  Cook.  The  viola- 
tion of  this  condition  was  a  forfeiture  of  the  license.  {Story 
on  Cmtr.^  §§  28, 29 ;  Can^  Dig,,  Oonditiofkj  B,  and  6'.) 

Sanvud  SteWMy  for  the  defendant.  1.  The  defendant  had 
a  right  to  use,  without  restriction,  the  two  machines  bought 
by  him  in  1838 ;  and  the  plaintiffs  can,  in  any  event,  reach 
only  the  third  maehina 

II.  The  license  does  not  restrict  the  defendant  as  to  the 
place  of  selling  the  hnuher  (lres.^ed  in  tlie  machines.  And, 
even  if  it  does,  it  is  not  a  condition  on  which  liis  title  depends, 
but  merely  a  covenant,  for  a  breach  of  which  the  parties 
injured  must  obtain  relief  by  daniaircfs.  Courts  will  not 
create  a  condition  by  construction,  when  the  consequence  is 
to  be  a  forfeiture ;  but  will  sometimes  construe  a  condition  to 
be  a  covenant,  in  order  to  avoid  a  forfeiture. 

III.  But,  if  the  license  does  restrict  the  place  of  sale,  the 
pfOofB  show  that  there  was  a  mistake  in  the  oontraet,  and  that 
the  agreement  was,  there  should  be  no  restriction. 
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IV.  The  Court  will,  therefore,  in  a  Buit  in  Equity,  give 
Buch  a  construction  to  the  license  as  the  parties  intended  it  to 
receive ;  especially  will  they  do  so  where  a  different  decision 
will  work  a  forfeiture.  {Ilimt  v.  Eottmaniere^  8  Wheat, 
174.) 

Y.  The  bill  is  defective  for  the  reasons  set  forth  in  the 

answer. 

Ni-xtJON,  J.  1.  The  evidence  is  very  Btrnii<r  in  this  cuse  to 
bHow  that,  according  to  the  actual  agreement  between  the 
patentee  and  the  defendant  at  the  time  of  the  assiginneiit  of 
the  4tli  of  Jnly,  1843,  the  latter  was  to  possess  the  right  not 
only  to  construct  and  use  the  six  machines  within  the  terri- 
tory  mentioned,  but  also  to  vend  their  products,  without  any 
restriction  as  to  place.  The  deposition  of  Mr.  Boyd  is  veiy 
particular  and  explicit  on  this  point  It  was  the  subject  of 
discussion  in  the  negotiation,  and  was  deemed  a  vexy  material 
part  of  the  contract  on  the  part  of  the  defendant ;  so  much 
so,  that  he  refused  to  bec^ome  tlie  purchaser  if  restricted  in 
the  exercise  uf  this  right,  as  provided  fur  in  one  uf  the  clauses 
in  tlie  assignment.  To  remove  the  objection  and  give  the 
unrestricted  right  of  nale,  the  last  clause  was  interlined  at  the 
bottom  of  the  instrument,  as  follows  :  "  It  is  iiTHlorstorMl  that 
said  Cook  has  all  the  rights  1  liave  in  the  county  of  Wash- 
ington, under  the  said  patent,  to  use  six  machines,  and  no 
more." 

Upon  this  evidence,  assuming  that  the  clause  thus  inserted 
has  not  the  effect,  when  taken  in  connection  with  other  parts 
•  of  the  contract,  to  give  the  unrestricted  right  of  sale,  accord- 

ing to  any  legal  interpretation  of  the  instrument,  a  Court  of 
Equity  would  probably,  on  a  pro^xir  application,  direct  the 
contract  to  be  reformed,  by  the  insertion  of  a  clause  to  the 
effect  claimed  ;  and,  if  so,  it  seems  to  be  an  estahliplied  rule  in 
Equity,  that  the  matter  thus  entitling  tlie  pai-ty  to  an  amend- 
ment of  his  contract  may  be  set  up  by  way  of  equitable  de- 
fence against  a  pn)ceeding  involving  the  rights  of  the  parties 
under  the  instrument,  and  which  would  not  be  maintainable 
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if  the  clause  in  qneBtion  had  fohned  a  part  of  the  contract 

In  other  words,  it  ma)-  be  set  up  by  way  of  defence  to  a  pro- 
ceeding to  enforce  u  sptH.-ilic  ]>erf(>nnan('e  of  the  coiitruct, 
where  the  clause  omitted  thj-oii'^Oi  inistukc  or  accidc'iit  would, 
if  found  in  the  instnmient,  constitute  a  ground  of  defence. 
{Com.  Di(j.^  Chancery,  2  6'.  16  ;  Joy n en  v.  ISfatham,  3  Atl'. 
3S8  :  Pit'-airii  v.  Oghowrmy  %  Ves.  ISr.  375  ;  Lerjal  v.  MUhr^ 
Id.  2Dy  ;  Mason  v.  Attnitage,  13  Ves.  25  ;  Flood  v.  FinJay^ 
2  Ball  c£'  Beat.  15  ;  Gillespie  v.  Jfoon,  2  Johns.  Ch.  li.  585 ; 
Frioe  V,  Dyer,  17  Ves,  357 ;  1  Story's      Jur.^  §  161.) 

I  am  iucluied  to  think,  notwithstanding  the  insertion  4>i 
the  hist  clause  in  the  agreement,  that,  taking  the  whole  in- 
strument together^  and  giving  to  eadi  and  all  of  its  provisions 
a  consistent  interpretation,  the  sale  of  the  products  of  the 
machines  was  restricted  within  the  limits  of  the  county  with- 
in which  their  operation  wiis  coiitinud  ;  and  that  there  iS 
nothing  in  the  restrictive  clause  necessarily  repugnant  to  the 
one  relied  on  by  tiie  defendant  as  qualifying  it.  It  is  not  to 
be  denied,  however,  that  unless  the  view  taken  l>v  the  de- 
fendant as  to  tlie  effect  of  the  qualifying  clause  is  the  correct 
one,  it  is  difiicult  to  perceive  its  object  or  materiality,  as  that 
clause,  if  confined  simply  to  the  number  of  machines  to  be 
used,  would  be  but  a  repetition  of  what  had  already  been 
fully  provided  for.  The  defendant's  view,  therefore,  though 
not  sustainable  upon  any  proper  legal  interpretation  of  the 
instrument,  tends  to  confirm  the  evidence  as  to  the  mistake 
or  misapprehension  of  the  effects  of  it,^  claimed  in  the 
answer. 

Upon  the  whole,  I  should  be  disposed  to  acquiesce  in  tlie 
ground  and  principle  of  tlie  defence  thus  set  up,  were  it  not 
for  the  consideration  that  the  rights  uf  a  ban  -Jide  purclia,ser 
have  intervened,  which  would  or  might  be  seriously  preju- 
diced bv  allowiTiij:  the  contract  to  be  reformed  at  this  late 
day,  or  by  giving  effect  to  the  defence,  which  would  be  the 
same  tiling.  Wilson  and  Gibson  having  purchased  all  the 
right  of  the  patentee  within  the  State  of  New  York,  subject 
to  certain  previous  grants,  and,  among  others,  the  one  in 
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question,  and  paid  for  the  eame  a  valaable  consideration,  the 

eiilargemeut  of  the  defendant's  contract  beyond  what  ajv 
j>eared  uiK>n  the  face  of  it,  to  the  prejudice  of  these  subse- 
quently iu*(juii*('(l  rights,  would  be  unjust  and  inequitable,  and 
constitute;^  irroinid  that  must  prevent  the  intericrence  of  tlie 
•       Court.   In  tlie  aspecrt  of  the  case  in  wliich  the  relief  is  prayed 
for  against  the  terms  of  a  written  instrument,  these  assignees 
are  to  l>e  regarded  as  hon^fide  purchasers,  and  as  presenting 
at  least  an  equal  equity  against  the  correction  of  the  mistake, 
to  their  prejudice,  with  that  presented  by  the  defendant  in 
faVor  of  it   The  authorities  on  this  point  were  referred  to  m 
the  case  of  OHnofi  y.  Cooky  {ante,  144.) 
That  the  unrestricted  sale  of  the  products  of  the  machines 
<  operated  in  the  territory  in  question  would  not  be  prejudicial 
to  the  rights  of  these  assignees,  is  a  proposition  I  cannot 
assuiiiL  or  admit.    It  is  inanifest  that  a  right  to  vend  the 
productr^  in  tlie  markets  at  the  cities  below  on  the  Hudson 
River,  would  seriously  affect  the  value  of  tlu^  Tiiachines  in 
operation  in  those  cities,  and,  of  course,  the  prire  of  the 
rights  under  the  patent.    If  so,  then  the  rights  of  tlie  as- 
signees, as  bond-Jule  purchasers,  intervene,  and,  npon  the 
principles  above  stated,  forbid  the  interference  of  the  Court. 

2.  I  am  inclined  to  think  that  the  assignment  from  Wood- 
worth  to  Cook,  according  to  the  fair  import  of  its  terms,  was 
made  upon  the  express  condition  that  he  should  observe 
strictly  the  limitation  in  regard  to  the  sales  of  the  products 
of  the  machines ;  and  that,  on  a  breach  of  the  condition,  the 
patentee  had  a  right  to  avoid  the  contract  and  to  be  remitted 
to  his  original  rights.  This  would  seem  to  be  not  only  the 
intention  of  the  parties  in  inserting  the  condition,  but  also 
the  legal  effect  and  operation  of  the  stipulation;  and  upon 
this  view  the  hill  lias  been  fninied. 

It  is  to  bo  observed,  however,  that  the  defendant  is  also 
remitted  to  his  original  position  and  rights  under  the  Wood- 
worth  patent,  as  the  contract  must  be  avoided  alt<igether,  if 
at  all.  It  cannot  be  obligatory  upon  the  one  party  and  not  n]x>n 
the  other.   The  bill  assumes,  and  properly,  as  its  f  oundati<m, 
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that  the  contract  has  heen  rendered  null  and  inoperative  by 
the  breach  of  the  condition  ;  and  that,  since  the  breac  h,  the 
defendant  has  heeh  ranning  the  machineB  in  violation  of  the 
patent  In  this  yiew  of  the  case,  he  may  well  set  up,  as  he 
has  done  in  the  answer,  any  right  helongiug  to  him,  as  it 
respects  the  use  of  the  said  machines,  prior  to  the  assignment 
in  question.  ' 

It  Bcems  that  two  of  these  machines  were  constructed  and 
used  under  ;i  r\<^ht  a('(|iurcd  from  the  original  patentee  during 
the  first  term,  ami  were  in  use  at  the  expiration  of  that  term. 
According,  thercfore,  to  the  case  ot  Wf/^st^a  v.  RoriAseatf,  (4 
IIow.  O-tO,)  the  defendant  liad  a  right  to  continue  in  the  use 
of  them,  notwitlistanding  the  first  extension.  This  ground 
affords  a  complete  answer  to  the  charge  of  infringement  as  It 
re8i>et  t-  ^liese  two  machines. 

3.  Woodworth,  the  patentee,  is,  we  think,  properly  joined 
with  Gibson  as  a  plaintiff.  He  being  a  party  to  the  assign- 
ment, it  was,  perhaps,  necessaiy  to  make  him  a  party  to  the 
snit,  in  order  to  take  advantage  of  the  breach  of  the  condi- 
tion, notwithstanding  the  whole  of  the  beneficial  interest  is  in 
GKbeon.  Besides,  for  aught  that  appears,  he  is  yet  the  owner 
of  a  portion  of  the  interest  in  the  j)utcut,  and,  as  such,  inter- 
ested in  upholding  it ;  and  he  may  be  interested  indirectly  in 
the  infringement  itself. 

There  mw^i  be  a  decree  for  the  plaintiff?,  and  a  roforonee 
to  a  Master  to  take  proof  of  the  loss  of  prolitt*  sustained  on 
account  of  the  infringement,  upon  the  principles  above 
stated. 

■ 

11 
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DoUOLAt^S  FliENTiaS 

Ohablks  W.  Bbestnaji.   Ik  Equity. 

Under  ^  11  of  the  Judtcinry  Act  of  1789,  (1  U.  8.  iUui.  al  Larpf,  78,)  construed 
hi  counecUun  with  An.  a,  tiec.  2,  oi  tlic  Coniitituijon  ot  the  United  Sutea,  il  is 
not  BttffldMik  to  give  jurucHction  of  k  iiut  to  a  Qronit  Court,  tlimi  one  of  tl« 
porUes  to  it  is  an  alioD. 

TIm  controf  enj,  in  order  to  give  jniiedietion,  mntt  be  one  in  wtileb  e  ettiieii  of 
a  State  and  an  alioD  ue  perttee. 

Where  tin-  [)laintiff  was  a  n-itUe  of  New  York,  but  had  resided  in  Canada  and 
been  in  bu8inf!>8  there  lor  thvrly  years  Ijtfcre  bringing  his  suit,  uuU  resided 
there  when  he  brougtii  his  suit,  and  had  Utlceii  tiie  oath  of  allegiance  there  to 
the  Queen  of  Great  Britain,  end  the  dxieuhM  wee  e  oidaen  of  Cuede  end  e 
eobject  of  .tbe  Queen  of  Greet  Britein:  Mdd,  tliet  thie  Court  bed  no  jnriedio- 
tion  of  the  eeee. 

Thoogb  the  plaintiff  mi^t,  for  tome  purpoeee,  be  regarded  as  a  citizen  of  the 
United  States,  he  was  not  4  «Uien  of  the  Stete  of  New  York,  which  wee  e«eii* 
tial  tu  give  jurisdiction. 

.(Befiwe  NBUOii,     Northern  District  of  New  York,  Febcnery  ftb,  1851.) 

The  plaintiff  filed  his  bill  in  this  case  against  the  defend- 
.ant  for  the  flettlement  of  a  partnership  account,  claiming  a 
laige  balance  due  to  him  from  the  firm,  ohaigiiig  that  the 
defendant  had  wrongfolly  taken  possession  of  the  partnership 
books,  papers  and  effects,  and  had  absconded  with  them  from 
Kingstou,  in  the  IVoTinoe-of  Canada,  where  the  partnership 
business  had  been  carried  on,  into  the  State  uf  New  York, 
aiiU  pruyinn;  for  an  account  and  an  injunction,  Arc. 

Tiie  bill  (JeRcribed  the  plaintiff  as  of  the  city  of  Kingston, 
in  the  Province  of  Canada,  and  a  citizen  of  the  State  of  New 
York,  and  the  defendant  as  a  citizen  of  the  Pi-ovince  of 
Canadn,  and  a  subject  of  the  Queen  of  Great  Britain.  The 
defendant  put  in  a  plea  to  the  jurisdiction  of  the  Court,  set- 
ting forth  that  the  plaintiff  was  then,  and  had  been  for  more 
than  twenty  years  preceding,  a  resident  of,  and  located  and 
.domiciled  in  Kingston,  in  the  Proidnoe  of  Canada  West,  and 


Digitized  by  Google 


FEBBITABT,  1861.  168 

4 

fna&tiMO.  Bmumii. 

not  in  the  State  of  New  York,  or  in  any  one  of  the  United 
States,  and  had  become  a  naturalized  citizen  of  the  Province 
aforesaid,  and  hatl  taken  the  oath  of  allegiance  to  the  Sov- 
ereign of  Great  Britain.  The  plea  waa  verified  by  the  oath 
of  the  defendant 

Upon  the  facts  set  forth  in  the  plea,  supported  by  affida- 
▼its^  a  motion  was  now  made  by  the  defendant  to  vacate  an 
order  allowing  a  writ  of  ne  exeai^  made  by  Nelson,  J.,  on  the 
filmg  of  the  bill  and  on  affidavits  showing  a  case  for  the  writ^ 
and  to  dischai^  the  writ  issued  by  virtue  of  the  order.  The 
principal  ground  of  the  motion  was,  l^at  this  Court  had  no 
jurisdiction  of  tlie  case,  on  acconnt  of  the  residence  and 
character  of  the  parties.  Tlie  aihdavits  on  the  j)art  of  the 
plaintiff  slunved  that  he  was  a  native  of  the  State  of  New  ' 
York,  but  that,  some  thirty  yeai-^^  lieforc,  he  removed  to 
Kingston,  in  the  Province  of  Canada,  and  had  since  that 
time  been,  a  resident  of  that  place,  engaged  in  mercantile 
business,  and  had  taken  the  oath  of  all^iance  there,  in  oi*der 
that  he  might  be  enabled  to  purchase  and  hold  real  estate  in 
said  Province. 

AlUrtut  Ptrry^  for  the  defendant 

Bdah  Midkeno^  isx  the  plaintiff. 

Nelson,  J.  The  second  section  of  the  third  article  of  the 
Constitution  of  tlie  United  States  provides,  that  the  judicial 
power  of  tlie  Unite<l  StaLcxS  shall  exrrml.  among  otiier  tilings, 
to  controversies  between  a  State,  or  the  citizens  thei'eof,  and 
foreign  States,  citizens  or  subjects ;  and  the  11th  section  of 
the  Judiciary  Act  of  1789,  (1  titcU.  at  Large,  78,)  in 

canying  into  effect  this  provision,  declares  that  the  Circuit 
Coorts  shall  have  original  cognizance,  concurrent  with  the 
Gonrts  of  the  several  States^  of  all  suits  of  a  civil  nature^  at 
common  law  or  in  Equity,  where  the  United  States  are  plain- 
ti&  or  petidonerS)  or  an  alien  is  a  party,  &c. 

This  Act  is  defective  in  respect  to  the  jurisdiction  eonlemd 
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upon  the  Otrcnit  Courts  in  the  case  of  aliens,  as  it  would 
seem,  from  its  language,  that  it  might  be  sufficient  to  give 
jurisdiction  to  the  Court,  if  one  of  the  parties  was  an  alien. 
Construing  it,  Iidwever,  in  connection  with  the  provision  of 

the  Constitution,  there  can  be  no  difficulty  as  to  the  meaning 
intended  by  Ci)ngrej?>.  The  coutroverBy,  in  order  to  give 
juriti(li<  i mil,  must  be  between  a  State,  or  a  c-itizeu  thereof, 
and  a  fort-iirii  State,  or  a  citizen  or  subject  tliereof :  that  is, 
speakinj;  with  reference  to  individual  jimrties,  tlie  Miit  must 
be  one  iii  wiiicli  a  citizen  of  a  State  and  an  alien  are  parties. 
{Jao/ixon  V.  Twentyman,  2  Peters^  136.) 

^       The  objection  to  tlie  jurisdiction  in  the  present  case,  ip,  tliat 
the  plaintiff  is  not  a  citizen  of  any  particular  State,  aud  that 

•  this  is  essential  to  bring  the  case  witiiin  the  provisions  of  the 
Constitution  and  of  the  Act  of  Congress  made  in  pursuance 
thereof.  If  it  had  been  shown  that  the  plamtiff  had  returned 
to  the  State  of  New  York,  and  was  a  resident  therein  at  the 
time  of  filing  the  bill,  he  would  then  have  become  redinte- 
grated an  American  citizeji,  and  entitled  to  the  privileges 
belonging  to  that  character ;  aud  then,  being  u  rcisident  of 
the  State,  he  would  have  been  a  citizen  tliereof.  But  his 
residence  and  dun)icil  are  in  the  Province  of  Canada,  aud 
not  in  this  Stiite ;  and  hence,  thono-li  f<  ,i'  ?ome  purp)ses  he 
may  still  be  regarded  as  a  citizeTi  oL  the  I'nited  States,  he  is 
not  a  citizen  of  the  State  of  Kew  York,  which  is  essential  to 
give  jurisdiction.  {Hepburn  v.  EUzey,  2  Cranch^  445 ;  Cor- 
poi'ation,  of  New  OrUam  v.  WinUr^  1  Wheat.  91 ;  Oaesiee 
v.  BaUUmy  6  Petet%^  761 ;  Breum  v.  KeeM^  8  Fe^^  113 ; 
Picquet  V.  Swany  5  Maaon^  85 ;  Ocue  v.  Clarke^  Id*  70 ; 
Wikon  V.  The  City  Bank,  3  Sumn.  422 ;  OaOett  v.  Paci^ 
Im,  Co*,  1  Paine  C.  C*  B.  594 ;  Lessee  of  Cooper  v.  Gal^ 
hraith,  3  Wash.  C.  C  B.  546.)  The  lanLm  i  -  e  of  the  Consti- 
tution is  explicit,  that  the  controvci'sy  must  be  between  a 
State,  or  the  citizens  thereof,  aud  foreign  States,  citizens  or 
subje(»t8  ;  and  the  above  eases  will  show  that  the  iuteipreta* 
tion  is  in  conform  it  v  therewith. 
•     A  person  may  be  a  citizen  of  the  United  btatea,  aud  not  a 
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citizen  of  any  particular  State.  This  is  the  oonditioi!  of  citi- 
zens residing  in  the  District  of  Oolinnbia,  and  in  the  Tern- 
tones  of  the  United  States,  or  who  have  taken  up  a  residence 
abroad^  and  others  that  might  be  mentioned.  A  fixed  and 
permanent  residence  or  domicil  in  a  State  is  essential  to  the 
character  of  citizenship  that  will  bring  the  case  within  the 
jurisdiction  of  the  Federal  Courts,  as  will  appear  from  the 
already  referred  to. 
As  I  am  fiatiatied  that  this  Court  has  no  jurisdiction  in  the 
case,  and  that  the  bill  niuBt  eventually  be  dismissed  on  that 
grtnind,  the  writ  of  ne  exeat  heretofore  issued  ought  not  to  be 
continued.  The  rule  entered  granting  the  writ  must  there- 
fore be  vacated,  and  the  defeudaut  be  discharged  horn 
custody. 


Edwin  C.  Littlb  add  Oliver  Soovill 
Autbony  Goitu)  asd  otoebs*  In  Equht. 

The  provision  of  the  22d  section  of  the  6th  ArUcIe  of  the  Oonatitation  of  the 
State  of  New  York,  adopted  in  lSir>,  that  all  "  juilicial  decisions  sliall  be  free 
for  publication  by  any  penoa,"  is  aoi  repiij^naut  to  the  Constitotioo  and  lawis 
of  the  ITiiitcd  Stiitt'3. 

Hor  is  ihc  2d  seciiou  of  the  Act  of  the  Legislature  of  the  State  of  New  Yorlc, 
paned  April  9th«  1850,  (Late*  of  1800,  chap.  246,)  which  proridM  tbit 
eopjrii^i  of  any  nocai  or  KfereiHM  made  by  the  Slate  Reporter  **  to  any  of 
the  B<^lorts  of  the  deci^ons  of  the  Court  of  Appeals  shall  be  rested  in  the 
Secretary  of  State  for  the  benefit  of  the  Peofilu  "  of  the  State,  inconeisteat 
witli  tho  •»H!<i  provision  of  tlie  Constitution  of  the  Siat«'  of  New  York. 

The  variouf  A  [>  in  relation  to  the  publicarion  of  the  Reports  of  the 
Court  of  Appeal  ot  the  biate  of  New  York,  reviewed. 

The  word  **  ootee  **  in  the  said  Aok  of  180O,  oomprlsea  the  eanitiniy  of  the  poinu 
decided  hj  Uie  Court  wbieh  immediately  fddlowa  the  title  of  the  euit  in  mch 
ceae  reported,  and  tlie  fbot^otee  in  the  Yoliwie  of  Repwte,  and  the  ttatement 
of  the  aigvmentg  of  counsel. 

The  ab:ttracts  of  the  pleadings  and  the  8tatem(>nt^  of  f.icLm,  whieli  form  (he  baaia 
of  the  decisions  reported,  are  neither  "  notes    nor  "  references." 

Tite    notes  and  refereocea  "  intended  by  the  Act  do  nut  embrace  such  original 
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nom  and  feferencM  m  the  Reporter  dmj  see  fit,  of  hia  own  aoowii,  to  iuper* 
add  to  what  vould  otherviae  be,  In  tiittnudlTaa,  couplala  Baporta  of  tha  aaaaa 
laportad  bj  him. 

Aa  to  what  b  covered  hy  the  word  "  references  *'  in  Ibe  Act,  gmre. 
In  pursuance  of  law,  tlie  SLitc  Reporter,  the  Socrotnrr  of  Stntc  and  the  Comp- 
troller of  the  State  of  New  York,  contmrtfi!  with  L;  that  he  should,  during 
the  term  of  five  years,  publish  the  dei  iis  of  the  Court  of  Appeal?,  and 
have  the  excluiiive  benefit  of  the  copjrri^ht  lu  be  taken  out  iu  behalf  of  the 
State,  of  the  nolea  and  reference  and  other  matter  fnmlibed  by  the  State 
Reporter  oonneoied  irith  each  deeUooa,  which  oootraet  waa  tliM^  deelarad 
to  be  an  adilgnmaat  and  transfer  to  L.  of  the  copyright  of  tiie  matter  so  pub- 
lished. The  contract  was  made  after  the  passage  of  said  Act  of  1860.  The 
Reporter  was  a  Siilaried  officer,  nppointed  hy  the  State  nutlioriiie^,  under 
laws  wlnrh  declared  that  he  should  have  no  pecuniary  interest  m  his  Koports, 
but  itiai  they  ^ould  be  published  by  contract,  and  that  it  should  not  be 
bwfol  Ibr  the  Reporter,  or  any  other  perBOtt  wUhla  the  StatOi "  to  aecora  or 
obtain  an  J  oopyright  foraaid  Repovia  of  Judicial  deeiaiooa,'*  but  that  the 
•ame  might  lie  publiahed  hy  any  person.  After  aaid  contract  waa  madi^  the 
Reporter  prepared  a  Tolunie  of  said  Reports,  and  the  necessary  stepa  to 
oht^iln  r.  copyright  for  it  under  the  Acts  of  Con«^9S  were  taken  in  the  n^me 
of  the  Secretary  of  State  of  the  State  of  N<'w  York,  in  tni-it  for  said  State. 
This  volume  was,  during  the  five  years,  printed  aud  published  by  L.  under 
hia  contract  Subsequently,  and  during  the  five  years,  G.  reprinted  and  pub. 
Ihdied  the  volnme :  MM,  on  a  motion  by  Ulbr  a  proriilonal  i^jnoctlon,  that 
he  was  entitled  to  anoh  an  ii^ancUon  reatraining  O.  from  puhllihing  or  adllag 
>  any  copicf^  of  the  Reports  of  cases  ar^ted  and  determined  in  aaid  Court^ 
alrcHtfy  pni)lishcd  or  to  be  thereafter  pubiislied  by  L.  in  pursuance  of  hia  con- 
tract, contaiMitif?  any  of  the  head-notog  or  Huinniary  statements  of  points 
decided,  or  any  loot-notes,  copied  or  taken  or  colorably  altered  from  any  book 
so  published  by  L. 

Oonsiderationa  atated,  in  regard  to  the  granting  of  prorirfonal  Injnnetiona. 

(Before  Co^iKLiMO,      Northeni  District  of  New  York,  February  27th,  1851.) 

Tnis  wai*  a  motion  for  a  provisioiiul  injniu'tiVm,  fonnfied 
U]>oii  ;j  Ml)  and  affidavit*?.  Th((  plaintiffs  eiaiiiunl  tlic  excln- 
fiive  ri«^ht  to  print,  ]>iil)lish  and  soli  a  book  entitled  "  Reports 
of  Cases  argued  and  determined  in  the  C3onrt  of  Appeals  of 
the  State  of  New  York,  with  Xotea  and  Keferences  and  an 
Index,  by  George  F.  Comstock,  Counsellor  at  Law,  Vol.  TTT." 
They  allied  that  this  right  had  been  violated  by  tlie  defend- 
ants, and  prayed  an  injunction  to  restrain  its  farther  infringe- 
ment. 

The  bill  set  forth  that»  in  pursuance  of  an  Act  of  the 
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Lesrislnture  of  the  State  of  Kcw  York,  passed  May  12th, 
18i7,  {Laws  of  1847,  chap.  280,  §  73,)  Mr.  Comstock  was 
duly  appointed  Reporter  of  the  decisions  of  the  Court  of 
Appeals,  under  the  othcial  deuominatiou  of  State  Report- 
er," and  that  he  immediately  entered  upon  the  execution  of 
his  oi!ice ;  that,  on  the  Ist  day  of  September,  1850,  he  pre- 
pared the  volume  in  question,  the  contents  whereof  were 
snnunarilj  described  in  the  bUl;  that,  by  the  laws  of  the 
State  of  New  York,  the  State  Reporter  was  constituted  a 
public  officer,  and  was  entitled  to  a  salary  in  full  compen- 
sation for  his  sendees  as  such  Reporter ;  that  the  original 
manuscript  matter  composed  and  written  by  him  In  virtue  of 
his  appointment,  became  the  }>roperty  of  the  reo])le  of  the 
State  of  New  York,  and  that  they  were  the  Ipfj^nl  assiiriis  of 
Mr.  Comstock  of  all  such  original  niamihci  ipt ;  rliut,  by  the 
laws  of  the  State  of  New  York,  the  Report^j  })rei)ared  hy  the 
State  Reporter  were  required  to  be  published  under  his 
supervision,  by  contract  to  be  entered  into  by  him,  iu  con- 
junction with  the  Secretary  of  State  and  the  Comptroller  of 
the  State  of  New  York,  with  such  person  as  should  agree  to 
publish  and  sell  the  Reports  on  the  most  advantageous  terms 
to  the  public,  and  at  a  price  not  exceeding  three  dollars  for  a 
volume  of  five  hundred  pages,  and  to  furnish  to  the  Secretary 
of  State  sixty-four  copies  of  each  volume  of  the  Reports, 
bound  in  leather;  that,  in  pursuance  of  such  law,  on  the  20th 
day  of  April,  1850,  a  contract  was  entered  into  by  Mr.  Com- 
stock, State  Reporter,  Christopher  Morgan,  Se(?retary  of 
State,  and  Washington  II nut,  Comptroller,  with  the  plain- 
tiffs, whereby  it  was  agreed  that  tlie  phiintifls  should,  during 
the  next  ensuing  five  years,  pulilish  the  decisions  of  the 
Court  of  Appeals,  and  have  the  exclusive  benefit  of  the 
copyright  to  be  taken  out  in  behalf  of  the  State,  of  the 
notes  and  references  and  other  matter  furnished  by  the  Re- 
porter connected  with  said  decisions,"  which  contract  was 
therein  declared  to  be  "  an  assignment  and  transfer  of  the 
copyright  of  the  matters  so  pubhshed  "  to  the  plaintiffs ;  and 
that  the  plaintiffs  agreed  to  publish  snch  decisions  in  the  man- 
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ner  and  on  the  tenna  required  by  law  and  specified  in  the 
oontracty  and  to  deliver  the  number  of  copies  required  by 
law,  and  ten  additional  copies  to  the  Reporter,  for  exchanges, 
and  that  they  would  at  all  times  keep  the  work  on  sale  at  a 
price  not  exceeding  two  dollars  and  fifty  cents  per  copy.  The 
plaintiffs  further  averred  that,  by  an  Act  of  the  Legislature 
of  the  State  of  New  York,  passed  April  9th,  1850,  it  was 
provided  that  the  copyright  of  any  notes  and  references  made 
by  tlie  State  Keporter  to  the  Tlejxirti^  of  the  judicial  decibioua 
of  the  Court  of  Appeals  should  be  vested  in  the  Secretary  of 
State,  lor  t]ie  benefit  of  tlie  People  of  the  State;  that,  on 
the  iUth  day  of  Noveuiber,  iSoO,  a  ])rinte(l  eo})y  uf  the  title 
of  the  hook  in  question  was  deix)sited  in  the  Office  of  the 
Clerk  of  the  District  Court  of  the  United  States,  according 
to  law ;  that  the  plaintiffs,  by  virtue  of  their  contract  with 
the  State,  were  vested  with  the  sole  right  to  publish  the  origi- 
nal matter  composed  by  Mr.  Comstock  and  contained  in  the 
volume  in  question,  and  were  entitled  by  law  to  be  protected 
in  the  enjoyment  of  that  right ;  that,  on  the  21st  day  of  No- 
vember, 1850,  and  in  pursuance  of  their  contract,  the  plain- 
tiffs  printed  and  published  the  work,  and  caused  to  be  inserted 
and  printed,  on  the  proper  page  of  each  copy  thereof,  the 
words,  "  Entered,  according  to  Act  of  Compress,  in  the  year 
1850,  bv  Cliristopher  Morgan,  Secretary  of  State,  in  trust  for 
the  State  ol  New  York,  in  the  Clerk's  Office  of  tlie  JJistrict 
Court  of  tlie  I'uited  States  for  the  Northern  District  of  New 
York  ; "  that,  within  tliree  months  from  such  publication, 
they  delivered  a  copy  thereof  severally  to  the  Clerk  of  the 
District  Court,  the  Librarian  of  tlie  Smithsonian  Institution 
and  the  Librarian  of  the  Congress  Library;  and  that  they 
had  at  all  times  kept,  and  still  had  on  sale,  a  sufficient  num- 
ber of  copies  of  the  work  for  the  use  of  the  public,  at  the 
stipulated  contract  price ;  and  that,  with  full  knowledge  of 
the  facts  set  forth  in  the  bill,  and  without  the  consent  of  the 
plaintiffs,  the  defendants  had  caused  the  work  to  be  printed 
and  published,  and  had  sold  niauy  copies,  and  had  on  hand 
uumy  copies  thereof. 
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Aceompauviii^  tlie  l)iU  Wiu^  an  iiiiiUusit  madu  by  one  of 
the  plaintiffs,  verifying  an  onginal  letter  tliereto  annexed, 
bearing  date  October  16th,  1850,  and  addressed  to  the  Gov- 
ernor and  Secretar\'  of  State  of  tlie  State  of  New  York,  by 
the  defendants,  in  which  they  avowed  that  tiiey  had  com- 
menced the  prmtiDg,  and  were  about  to  pnblisli  an  edition  of 
the  work  in  question,  describing  it  by  its  fidl  title.  The  let- 
ter concluded  as  fellows :  This  notice  is  given,  to  the  end 
that  you  may  resort  to  any  legal  measures  for  the  purpose  of 
restraining  our  action,  which  you  may  be  advised  to  take ; 
and,  in  case  you  omit  so  to  do  forthwith  upon  the  receipt  of 
this  notice,  we  will  give  the  same  in  evidence  on  any  motion 
yon  may  snbseipently  make  £or  an  injunction  or  other  process 
against  us." 

Ko  fonnal  answer  had  l)een  put  into  the  bill.^  but  an  affida- 
vit sworn  to  by  William  (.Tould,  one  of  the  defendants,  was 
read  in  (^p|M)r;itiun  to  the  motion,  in  which  it  wa,s  stated  that, 
after  the  sending  of  their  letter  to  the  Governor  and  Secre- 
tary of  State,  tliey  proceeded  with  their  entei-prise  therein 
mentioned,  and  prosecuted  the  same  in  the  city  of  Albany, 
where  the  plaintiffs  and  the  State  Ollieers  also  resided,  with- 
out being  notified  by  either*  of  any  objection  to  the  further 
proeecntion  of  their  undertaking ;  that  the  defendants  were 
•abundantly  able  to  pay  many  times  the  amount  of  any  dam- 
ages which  could  lawfully  be  awarded  against  them  for  the 
supposed  injury  complained  of  by  the  plaintifb;  that  their 
books  would  furnish  the  ready  means  of  ascertaining  the  num- 
ber of  co]>ies  of  Comstoek's  Reports  whieli  they  miirht  sell; 
that  the  sale  of  their  edition  would  be  ahnost  entirely  defeat- 
ed, and  ii  rejiarahle  injury  would  be  done  to  them,  should  an 
injunction  be  now^  allowed,  while  no  damage  not  suBcei>ti- 
ble  of  ascertainment  and  compensation  would  accrue  to  the 
plaintiffs  from  the  denial  of  an  injunction ;  that  they  were 
advise<l  by  their  counsel  and  believed  they  dbiould  be  able  to 
show  that  Mr»  Comstock  was  not  lawfully  appointed  State 
Beporter,  and  that  the  People  of  the  State  of  New  York  did 
not  become  his  assigns ;  that  the  plaintifiis  were  not  the  legal 
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assigns  of  the  copyright  of  the  book  in  question ;  that  oolj  a 
single  number  of  the  volume  described  in  the  bill  had  yet 
been  published  by  the  plaintiffs ;  that  Christopher  Morgan, 

Secretary  of  State,  was  not  the  author  or  the  lesral  assign  of 
the  author  of  the  work ;  that  the  defendants  liad  at'ted  in  the 
premises  in  good  faitli,  under  the  belief  that  they  had  the 
constitutioTial.  loG^al  and  ec^uitahle  riixht  to  do  what  thov  had 
done ;  and  that,  as  they  were  advised  by  their  counsel  and 
believed,  they  had  a  good  and  snljstantial  defence  on  the 
merits  to  all  the  matters  contained  in  the  bilL 

John  C.  SpenceTy  Nicholas  IliUy  Jr^  and  John  K,  Portery 
for  the  plaintifEs. 

Azor  Tdber  and  OtU  AUetiy  for  the  defendants.  . 

0»NKi.iNG,  J.  To  niiiiiitain  the  denial  by  the  defendants 
of  the  plaintiffs^  title,  their  counsel  rely  mainly  upon  a  pro- 
Yision  contained  iu  the  Constitution  of  the  State  of  New 
York. 

By  the  ronstitution  and  laws  of  the  United  States,  authors 
are  investcil  with  the  exclosive  right  and  liberty,  for  a  lim- 
ited period,  of  printing,  re-printing,  publishing  and  vending 
their  books;  and  this  right  is  extended  to  their  exeeators, 
administrators  and  assigns.  The  right  is  held  to  belong  to' 
the  reporters  of  judicial  decisions  in  common  with  other 
authors,  to  the  extent  of  their  authorship  in  the  composition 
of  their  works.  It  does  not  comprise  the  written  opinions  of 
the  judges,  because  of  these  the  reporter  is  not  the  author, 
and  it  has  been  said  by  the  Supreme  Court  uf  the  United 
States  that  the  judges  of  that  (Jonrt  cannot  confer  on  the 
reporter  of  its  decisions  any  copjTight  in  the  written  opmious 
delivered  by  them. 

Under  this  well-known  state  of  the  law  of  the  land,  as  de- 
clared in  the  Constitution  and  Statutes  of  the  United  States, 
and  by  the  authoritative  interpretations  they  had  received, 
the  People  of  the  State  of  Ne^^  York  saw  fit,  in  1846,  by  the 
22d  section  of  the  6th  article  of  the  Constitution  adopted  in 
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that  year,  to  ordain  a8  follows  :  "  The  Legislature  shall  pro- 
vide for  the  speedy  publication  of  all  statute  laws,  and  of 
such  judicial  decisions  as  it  may  deem  expedient.  And  all 
Iftws  and  judicial  decisions  shall  l>e  free  for  publication  bj 
any  person.''  According  to  the  interpretation  given  by  the 
oonnflel  for  the  defendants  to  the  second  member  of  this  seo- 
tion,  its  direct  and  sole  design  was,  so  far  as  judicial  decisions 
are  ooncemed^  to  secure  to  all  persons  the  right  to  do  pre- 
cisely what  the  Court  is  now  called  upon  to  restrain  the  de- 
fendants from  doinjj — the  right  to  re-print  and  sell,  ad  lihi- 
turn,  any  volume  of  Repoits  published  in  pursnance  of  any 
of  the  State  enacted  in  obedience  to  the  injunction  con- 
tained in  the  first  branch  of  this  section.  The  eomitiel  insist, 
therefoi-e,  that  the  Act  of  April  9th,  1850,  nicfitjoiied  in  the 
bill  of  complaint,  pnrjK>rtiii<j:,  to  a  limited  extent,  to  invest 
the  Secretary  of  State,  for  the  benetit  of  the  Peoi>le  of  the 
State,  with  the  copyright  of  Eeports  to  be  prepared  by  the 
Stato  Eeporter,  is  mioonstitational  and  void. 

One  of  the  answers  given  to  this  objection  is,  that  the  ex- 
pression ^  judicial  decisions,'^  occurring  in  the  last  memher 
of  this  section  of  the  Constitution,  does  not  admit  of  being 
restricted  to  the  sense  thus  ascribed  to  it ;  but  that  the  pro- 
vision embraces,  by  its  very  terms,  all "  judicial  decisions, 
whether  required  by  law  to  be  published  or  not,  and  would 
extend,  therefore,  to  the  Reports  which  have  been,  and  are 
likely  to  continue  to  be,  published,  of  the  decisions  of  other 
Courts  of  the  State  of  New  York,  aa  well  m  to  the  Reports 
now  in  cont»x)ver8y.  And  it  ib  rii^litly  arfrned  that,  if  this  is 
the  true  construction,  and  if  it  is  true,  also,  that  the  absolute 
common  right  intended  to  be  secured  was  that  of  re-printing 
Reports  prepared  and  published  by  others,  it  would  fnllow 
that  this  provision  of  the  Constitution  of  the  State  of  New 
York  is  repngnant  to  the  Constitution  and  laws  of  the  United 
States,  and,  therefore,  void ;  for,  it  is  undem'able  that  a  State 
cannot  in  any  form  interfere  in  this  respect  with  the  rights 
of  private  persons.  For  this  reason,  unless  this  interpreta- 
tion of  the  language  of  the  State  Constitution  is  unavoidable, 
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it  OTight  to  be  rejected  ;  and,  after  carefully  considering  the 
intrcuious  ar«jnment  of  the  wnmsiel  for  the  defendants,  de- 
signed to  show  that  the  judicial  decisions  referred  to  in  the 
last  member  of  the  section  under  consideration,  are  such 
only  as  shall  be  designated  by  the  Legislature  for  publica- 
tion In  obedience  to  the  first  part  of  the  section,  I  am  of 
opinion  that  this  proposition  cannot  be  maintained.  It  is 
inconsistent  with  the  phraseology  actttally  nsed,  and  with  the 
omission  of  words  which,  if  such  an  interpretation  had  been 
intended,  would  naturally  have  been  employed.  The  words 
*^aU  judicial  dedsions*'  must  be  held  to  mean  what  they 
naturally  import — ^not  all  stu^  judicial  decisions  only  as  the 
Legislature  should  direct  to  be  published,  which  is  what  they 
do  not  import.  It  follows,  then,  tliat  if  the  license  de- 
Bigned  to  he  secured  to  all  ]>erson8,  extends  to  the  re-printing 
of  all  Ile|X)rts  prepared  and  published  by  others,  iiotwith- 
standing  a  copyright  may  be  asserted  therein  by  the  author, 
this  provision  is  obnoxious  to  the  objection  that  it  tmnscends 
the  limits  of  State  authority,  and  is,  consequently,  invalid. 
It  is  necessary,  therefore,  as  already  obsen^ed,  to  seek  for  it 
some  other  interpretation  which,  while  consistent  with  the 
language  of  the  provision,  and  with  its  spirit,  so  far  as  that 
can  be  discerned,  shall  be  consistent  also  with  the  CSoiistita- 
tion  and  laws  of  the  United  States;  and,  in  my  judgment, 
there  is  no  serious  difficulty  in  finding  snch  an  interpreta- 
tion, although  it  may  be  no  easy  task  to  discover  the  pi*ecise 
nature  of  the  evil  against  which  the  provision  was  desigiied 
to  gnat  (]. 

Oil  li)<»kiiig  into  the  proceedings  of  the  Convention,  I  ob- 
serve that  this  section  wa^  pr6po«ed  by  a  nieniher,  after  the 
adoption,  on  tlie  Fame  day,  of  a  resolution  to  arrest  all  fur- 
ther debate  on  the  Article  relating  to  the  Judiciary,  and, 
having  been  decided  by  the  President  to  fall  within  the 
scope  of  this  resolution,  the  vote  upon  it  was  taken  imme- 
diately, without  explanation  or  debate,  and  it  was  adopted  by 
a  majority  of  twenty-seven.  Its  language  is  mandatory,  and 
it  is  addressed  to  the  Legislature.  It  directi^  (1.)  That  pro- 
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vision  shall  be  made  by  law  for  the  speedy  publiration  of  aU 
statute  lawfl^  and  of  mch  judicial  decnsions  as  the  LcgiBlaturo 
may  deem  expedient ;  and  (2.)  That  all  laws  and  judicial  de- 
cisions shall  be  free  for  publication  by  any  person.  This  last 
direction  is  obviously  intended  to  promote  and  extend  the 
design  of  the  first  This  design  was  expressed  in  the  section 
as  originally  proposed  and  adopted,  by  the  addition,  to  what 
now  stands  as  the  first  sentence,  of  the  words,  so  as  to  ren- 
der the  same  easy  of  acquisition  by  the  People  ;  "  and  then 
followed,  se])a rated  only  by  a  semi-colon,  the  words  which 
iiuw  stand  as  the  second  sentence.  The  words  just  quoted 
were  e\i»unged  in  the  process  of  final  revision,  (Inul)tless 
because  they  were  seen  to  ho  wliolly  unnecessary,  the  ()l)ject 
being  t(K)  apparent  to  require  elucidation,  and  a  })eriod  was 
substituted  for  the  semi-colon.  I  have  narrated  the  liistory 
of  this  section,  not  because  it  appears  to  me  to  shed  much 
light  upon  the  question  under  consideration,  but  becatise  it 
is  relied  on  by  the  counsel  for  the  defendants  to  support  the 
interpretation  on  which  they  insist  A  deliberate  review  of 
their  argument  on  this  point  has  failed  to  convince  me  of  its 
soundness.  The  just  view  of  the  subject  appears  to  me  to 
be  this.  The  first  part  of  the  section  having  peremptorily 
enjoined  the  speedy  publication  of  the  more  authoritative 
and  important  judicial  decisiunis  of  which  it  most  concenied 
the  l»nl)he  to  be  speedily  apprised,  the  rest  was  left  to  private 
enterprise  ;  ])iit,  lest  some  impediment  shonhl  ])e  thrown  in 
the  way,  (not  hy  the  cluiui  on  the  part  of  the  author  to  copy- 
right, which  was  beyond  the  power  of  the  Convention,)  but 
by  the  Legislature  or  the  Courts,  or  in  some  other  way  not, 
easily  divined,  it  was,  by  the  second  })art  of  the  section, 
'ordained  that  no  such  restriction  should  be  imposed,  and  it 
was  made  the  duty  of  the  Legislature,  if  neoessaiy,  to  see 
that  this  should  not  be  done.  In  other  words,  it  was  de- 
clared, not  that  when  one  person  had  performed  the  labor  of 
preparing,  and  inenrred  the  expense  of  printing  from  manu- 
script, a  volimie  of  Reports,  any  other  person  should  be  at 
libtjrty,  in  spite  of  the  author  or  his  assignee,  to  intercept 
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and  appropriate,  or  destroy,  the  just  rewards  of  the  enter- 
prise, by  rapaciously  seizing  upon  the  l)ook  and  re-printing 
it,  hut  that  the  ri^ht  to  enijage  in  rtiicli  ori^^inal  enterprises 
should  reiimni  common  to  aU.  Atkjumin*;  this,  i  led  war- 
ruiite<l  in  d<ung,  to  \>l'  the  jiist  interpretation  of  this  constitu- 
tional provision,  I  dismiss  it  from  further  consideration. 

lint  it  is  further  objected  by  the  counsel  for  the  defend- 
ants, that,  conccdinix  the  validity  of  the  Act  of  April  9th, 
1850,  in  virtue  of  vvhicli  the  (!opyri<2:ht  of  the  book. in  ques- 
tion is  claimed  by  the  plaiutifia^  still  the  defendants  aie  not 
chargeable  with  any  infringement  of  this  right,  because,  as 
they  aigae,  the  book  does  not  contain  anything  which  can 
properly  be  denominated  ^  notes  or  references,''  to,  which 
alone  a  copyright  in  behalf  of  the  People  of  the  State  of 
Kew  York  is  asserted  by  the  Act  The  answer  given  to  tihis 
objection  by  the  learned  counsel  for  the  plaintiffs  is,  that  the 
prohihition  coutained  in  this  Aet  as^inst  the  securing  or 
taking;  hy  any  person  of  a  cojiyri^lit  for  the  IvO}>ortf>  of  cjises 
decided  l>y  the  Court  of  Aj)peals,  with  the  exception  therein 
mentioned,  is  in  conflict  with  the  provisions  of  the  Constitu- 
tion and  laws  of  the  United  States  securing,  al)f>olutely,  to 
authors  and  their  assignees,  the  exclusive  right  to  the  fruits 
of  their  intellectual  labors.  But  to  this  it  may  be  replied, 
that  Mr.  Comstock  having  consented  to  accept  and  hold  his 
office,  and  to  prepare  the  book  in  qnestion  for  the  press, 
under  a  law  of  the  State  expressly  declaring  that  he  should 
have  no  pecuniary  interest  in  the  work,  and  that  no  copy- 
right should  be  taJcen  therefor,  except  to  a  limited  extent  by 
the  Secretary  of  State,  for  the  benefit  of  the  People  of  the 
State,  must  he  considered  having  surrendered  his  rights 
iis  author,  and  was  incompetent  to  confer  them  on  another ; 
or,  it  may  be  said — which,  however,  would  be  little  else 
than  tlie  assertion  of  the  same  principle  in  a  different  form — 
that  the  rights  and  disabilities  of  his  office  hein^r  prescribed 
by  law,  are  to  be  regarded  as  conditions  of  the  tenure  by 
which  it  was  held,  which  were  binding  upon  him,  and  which 
a  Court  of  justice  ought  not  to  aid  him  iif  violating.   Bot  it 
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is  to  be  farther  observed,  that  the  enjoyment  of  the  right  in 
question  is  by  law  made  to  depend,  except  in  the  ease  of  an 
tmpnblifihed  manuacript,  ii]>ou  the  condition  of  takinir  eertaiu 
steps  demonstrative  of  the  author's  intention  to  insist  upon 
his  rights  in  this  respect,  and  adapted  to  couTej  notice  to 
all  others  of  such  Intention,  and  that,  if  he  omits  this  pre- 
cautioD,  he  is  to  be  deemed  to  have  abandoned  his  claim  to 
protection.   Now,  in  the  present  case,  the  author  has  not 
complieii  with  tliis  cxjnditioii.    It  is  said,  indeed,  that  Mr. 
Morgan  is  tlio  assignee  of  tlio  rightis  of  the  authur,  and,  as 
Bnch,  hiib  taken  the  reqnired  measures  for  tlieir  security. 
But  Mr.  Morgan  acted,  throughout,  in  a  fiduciary  and  rc{)re- 
sentarive  character,  as  the  agent  of  the  Peojde  <»t  The  State  of 
New  York,  and  in  execution  of  a  trust  imjKjsed  uj)on  him  by 
law.    And  it  thence  follows,  I  think,  that  he  could  not  in 
that  character  acquire,  and  that  he  was  therefore  incompetent 
to  convey  to  the  plaintiffs,  any  rights  cognizable  in  a  judicial 
tribunal,  except  those  of  which,  according  to  the  terms  of 
the  laws  under  which  he  acted,  he  was  to  become  the  recipi- 
ent.  To  this  extent,  however,  it  may  be  assumed,  as  I  do  not 
understand  it  to  be  denied,  that  he  might  lawfully  act,  and 
that  Ids  acts  ought  to  be  held  valid  and  effectual  by  this 
Court,  provided  the  laws  imder  which  he  acted  are,  as  1  hold 
them  to  be,  not  inconsistent  with  the  Constitution  of  the 
State  of  New  York.    It  becomes  necessary,  tlierefore,  in  the 
next  place,  to  ascertain  the  linnts  of  the  autliority  vested  in 
tlie  Secretary  of  State,  in  trust  for  the  People,  by  the  Act  of 
April  9th,  1850  j  and,  for  this  purpose,  before  proceeding  to 
notice  more  particularly  the  provisions  of  this  Act,  I  i)ropose 
to  advert  to  some  antecedent  enactments  relating  to  the  sub- 
ject 

At  the  session  of  the  Legislature  next  after  the  adoption 
of  the  Constitution,  an  Act  was  passed  providing  for  the 
ap{)ointment,  by  the  Gk>vemor  and  lientenant-Govemor,  of 
a  Reporter  of  the  decisions  of  the  Court  of  Ap[)eals,  to  be 
denomiimted  "  State  Reporter,"  who  should  hold  his  office  for 
three  years,  ujdess  sooner  removed  by  the  concurrent  vote  of 
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both  hrancha^  of  the  Le^^rii^lature.  Tliis  Act  (A<  f  <>f  May 
12th,  1.S47,  c/iftp.  280,  73,  74,)  contains  the  following  en- 
actment :  "  The  Reporter  shall  have  no  pecuniary  interest  in 
suck  JReports,  but  they  shall  be  pnblitihed  by  the  Secretary  of 
State,  under  the  supervision  of  the  Reporter,  by  contract  to 
be  entered  into,  pursuant  to  the  provisions  of  tlie  Act,  entitled 
'  An  Act  in  relation  to  the  public  printing,'  passed  March  5, 
1846.  Such  contract  shall  be  made  with  the  person  who^  in 
addition  to  furnishing  the  said  Secretary  sixty-four  copies  of 
each  volume  of  said  Reports,  bound  in  leather,  as  soon  as  may 
be  after  the  same  is  prepared,  shall  agree  to  publish  and  to 
sell  them  at  the  lowest  price  by  the  number  and  rolnme, 
according  to  the  pages  therein  contained  ;  such  Reports  nhall 
be  puMislied  in  nunibei*s  every  npcond  montli.  And  the  Re- 
])orter  sliall  prepare  for  each  voliune  such  digests  and  tables 
ut  contents  as  are  usually  prejjared  for  similar  Reports.  If 
the  Reporter  shall  neglect  to  discharge  his  duty  faithfully,  it 
shall  be  the  duty  of  the  said  Court  to  report  that  fact  to  the 
Legislature,  to  tlie  end  that  he  may  be  removed  from  office. 
The  Reporter  shall  not  practise  as  an  attorney,  counsellor  or 
solicitor  in  any  Court."  Of  the  copies  to  be  delivered  to  the 
Secretary  of  State,  the  Act  requires  one  copy  to  be  by  him 
delivered  to  the  clerk  of  each  county  of  the  State.  It  was 
under  tliis  Act  that  Mr.  Comstock,  as  alleged  in  the  bill,  was, 
on  the  27th  day  of  December,  1847,  ai)pointed  State  Rej)ort- 
er.  By  another  Act,  passed  on  the  same  day,  the  salary  of 
this  olliccr  had  boon  lixed  at  the  sum  of  $2,000. 

By  iiu  anicn(lat4jry  Act  passed  April  lltli,  184S.  the  mode 
of  appointing  the  State  Reportei-  was  changed  by  the  as>()cia- 
tion  of  the  Attorney -Genenil  with  the  Governor  and  i^ieu- 
tenant-Governor  for  that  ]>nrpose,  and  it  was  again  enacted 
that  the  Reiwrter  should  "  have  no  pecuniary  interest " 
in  the  Reports  to  be  prepared  by  him  as  such  Reporter, 
but  that  the  same  should  *^be  published  under  the  supers 
vision  of  the  Reporter,  by  contract  to  be  entered  into  by  the 
Reporter,  Secretary  of  State  and  Comptroller,  with  the  per- 
son or  pmons  who,  in  addition  to  funiishing  the  said  Sec- 
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retaiyof  State  with  sixty  f  nr  (  (  jjies  of  each  volume,  fihall 
agree  to  publish  and  eell  the  said  Keporte  on  tenns  the  most 
advantageous  to  the  public,  and  at  a  rate  not  exceeding  the 
price  of  three  dollars  for  a  volume  of  five  hundred  pages, 
regard  being  had  to  the  proper  execution  of  the  work."  The 
dd  section  of  this  Act  is  as  follows :  §  3.  It  shall  not  be 
lawful  for  the  Beporter,  or  any  other  person  within  this  State, 
to  secure  or  obtaiii  any  copyright  for  said  Reports,  notes  or 
references,  but  the  same  nuiy  be  published  by  any  pemms." 
It  may  not  be  amis^s  hero  also  to  recite  tho  reniaininLi:  pro- 
visions of  this  Act.  They  are  contained  in  tlic  4th  section, 
and  are  as  follows :  "  As  often  as  the  Re|>orter  shall  have 
prepared  for  publication  sutiicieiit  of  the  said  Ke])ort8y  with 
notes  and  references,  to  constitute  two  hundred  and  fifty  pages 
of  tlie  usual  size  of  law  Reports,  he  shall  cause  the  same  to 
be  published  in  pamphlet  form,  with  siich  headings  as  will 
appear  in  the  bound  volumes,  and  shall  furnish  a  copy  thereof 
to  each  county  clerk's  office  at  the  expense  of  the  State,  and 
keep  the  same  on  sale  at  contract  prices  for  all  persons  who 
may  want  to  purchase ;  such  printing  to  be  done  by  the  per- 
son who  shall  contract  to  publish  the  Reports  under  tliis  Act, 
at  and  in  proportion  to  the  prices  stipulated  in  his  contract" 
(Act  of  April  nth,  1848,  chtip.  224.) 

Tlio  only  remaining  enactments  which  it  is  necessary  to 
notice,  are  contained  in  an  Act  to  amend  that  last  cited,  the 
third  section  of  which  is  thereby  declared  to  be  amended  so 
as  to  read  as  follows :  §  3.  It  shall  not  be  lawful  for  the 
Reporter,  or  any  other  person  within  this  State,  to  secure  or 
obtain  any  copyright  for  said  Reports  of  the  judicial  decisions 
of  the  Court  of  Appeals,  but  the  same  may  be  published  by 
any  person.*'  The  Act  further  provides :  ^  §  2.  The  copy- 
ri^t  of  any  notes  or  references  made  by  the  State  Reporter 
to  any  of  said  Beports  shall  be  vested  in  the  Secretary  of 
State,  for  the  benefit  of  the  People  of  this  State."  (Act  of 
April  iUh,  1850,  chap.  245.) 

Now,  the  question  is  whether,  accordini^  to  the  proper-con- 
struction of  the  words,  "  any  notes  or  references  made  by  the 
IS 
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State  Iiej)orter  to  any  of  said  Report*,"  contained  in  tlie  last- 
mentioned  Act,  the^  wujxU  (X>nipri8e  ari  \ ,  and,  if  so,  what 
}>ort  I()U  or  purtiuUb  ui  the  volume  in  controvei-sy.  The  coun- 
8ci  lor  the  defendants*  strenuously  .ingifit  they  are  rttcr^iltle 
exclusively  to  such  original  notes  or  references  as  tlie  State 
Iteporter  might  see  lit,  of  his  own  accord,  to  superadd  to  what 
would  otherwiae  be  in  themselves  complete  Ileports  of  the 
cases  by  him  rejKjrted  ;  and  the  example  of  the  late  Mr.  Ju&> 
tioe  Cowen,  while  Ileporter  to  the  Supreme  Court  of  the 
State  of  New  York,  to  whom  the  profeaaion  were  00  mnch 
indebted  for  the  learned  easays  with  which  his  great  industry 
and  love  of  jurisprudence  impelled  him  to  accompany  hb 
Beports,  is  adduced  as  an  example. 

Tlie  words  notes  or  references,"  as  we  have  seen,  first 
occur  in  tlic  Act  of  April  11th,  184S,  chapter  224.  B}'  the 
3d  section  of  that  Act,  the  State  Reporter  and  all  ollitr  })er- 
suns  arc  expressly  forbidden  "to  secure  or  obtain  any  cupy- 
rif^bt  for  said  Rcporis,  !H>tes  or  rcfcri^nt'cs  ;  "  and  the  -Ith  sec- 
tion directs  tlie  iiunitMliatc  ])ublication  of  the  Kejx)rts,  from 
time  to  time,  as  often  as  the  said  Reports,  with  notes  and 
references,"  shall  be  sufficient  to  make  two  hmidred  and  fifty 
pages.  Now,  it  is  to  bo  observed,  that  the  words  in  question, 
in  the  sense  in  which  they  are  understood  by  the  counsel  for 
the  defendants,  import  nothing  that  has  ever  been  supposed 
to  pertain  to  the  business  of  reporting  judicial  decisions,  and 
nothing,  therefore,  which  a  Reporter  has  ever  done  except  at 
his  own  option  merely.  It  is  what  few  Beporters  have  in  fact 
done  to  any  considerable  extent,  and  what  others  have  alto- 
gether omitted.  There  is  nothing  in  either  of  tlie  Statutes 
xelative  to  the  subject,  expressive  of  any  tlcsit^n  to  exact  this 
kind  of  labor  of  tlie  Tleix)rter,  and  nothing  hi  any  other  ]>art 
of  them  indicative  of  any  expectation  that  he  would  engage 
in  it.  It  was  what  the  State  Reporter  inigiit,  perhaps,  law- 
fully do,  to  a  moderate  extent,  if  he  should  see  fit,  but  wliat 
he  certainly  was  at  liberty  to  omit  at  his  pleasure,  and  wliat 
it  could  not  therefore  reasonably  be  assumed  he  was  likely 
;to  undertake.  It  was  what,  if  he  should  perform  it,  would 
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be  the  fruits  of  iiLs  extraordinary  labor,  and  that  to  the  pecu- 
niary profits  of  which,  therefore,  he  would  in  justice  1)e  ex^ 
clu5?iv(^ly  entitled.  Without  stopping,  then,  to  incpiire  wheth^ 
the  Xegislatare  had  the  power,  is  it  probable  diat  it  enter^ 
tained  the  design  to  deprive  him  of  the  reward  due  to  his 
enterprise  and  learning  I  And,  having  done  this  by  the  pro- 
hibition <M>ntained  in  the  3d  section  of  the  Act,  is  it  probable 
that  it  would  have  been  assumed,  as  it  seems  to  have  been 
done  in  the  next  succeeding  section,  that  the  Reporter  would 
nevertheless  gratuitously  accompany  his  re}X)rt8  witli  such 
iioteij  ui  n^tVrences  i  I  am  of  opinion  that  these  <|ucsti<)n8 
must  be  answered  in  the  negative  ;  and,  unlejis  the  words  in 
queatiou  are  to  receive  a  dilferent  interpretation  in  the  Act  of 
April  9tii,  1850,  which,  to  the  extent  of  its  provisions,  must 
govern  the  rights  of  the  plaintiffs,  so  far  as  they  depend  on 
State  legislation,  it  follows  that  the  rights  with  which  the  Act 
invests  the  Secretary  of  State,  arc  tiot  restricted  to  the  narrow 
limits  insisted  on  by  the  counsel  for  the  defendants.  The  two 
acts  being  in'jpari  materia^  the  presumption  is  strong  that  the 
words  notes  or  references  ^  were  not  designed  to  be  used  in 
different  senses.  Bat,  in  truth,  the  interpretation  which  they 
appear  to  me,  as  I  have  already  stated,  to  require  in  the  Act 
of  1848,  is  fortified,  in  its  application  to  them,  in  the  Act  of 
1850,  This  Act  declares,  that  the  w)pyright  of  any  notes  or 
refei-ences  made,  ticc,  shall  he  vested  in  the  So(?retui-y  of 
State,  for  the 'benefit  of  the  Pe()|)le.  Now,  bearing  in  mind 
the  nature  uf  the  notes  ur  refereintes  of  which  the  w<»r<ls  of 
the  Act  arc  supposed  by  the  (lefciulunts*  counsel  to  be  de- 
scriptive, and  tlie  improbability  that  the  Reporter  would  even 
^  take  the  tn)uble  to  make  them  at  all,  is  it  to  be  imagined  that 
the  Legislature  thought  it  worth  while,  to  say  nothing  of  the 
injustice  of  doing  so,  solemnly  to  claim  them  as  the  property 
of  the  State f  I  think  not;  and  it  follows,  therefore,  that 
these  words  were  intended  to  designate  some  portion  or 
portions  of  the  Reports,  constituting  an  essential  ingre- 
dient of  theur  integral  composition,  and  which  the  State  Re- 
porter, as  such,  was  therefm  bound  to  supply.    The  next 


Diyuizeo  by  GoOgle 


180 


NOBTHEBN  DISTEICT  OF  I^EW  YORK, 


question,  then,  is,  What  part  or  parts  of  the  Reports  are  to  be 
oonsidered  as  corn[)rised  by  these  words  I  And  herein  lies 
the  chief  difficulty  of  determining  their  true  interpretetion. 

The  word  note  has  many  significations.  Among  the  fifteen 
definitions  given  of  it  by  Webster,  the  greatest  lexicographer 
of  the  English  language  that  has  yet  appeared,  the  twelfth  is 
this:  "Annotation;  commentaiy;  as  the  note^  in  Scotfs 
Bible ;  to  write  mjtes  on  Homer."  This  is  the  definition 
insisted  on  by  the  defendants'  counsel,  but  which,  for  the 
reasknis  already  assifrnod,  I  Imld  to  be  inatiini^Mble.  The 
third  definition  given  by  Dr.  \\el)hi<r  i<  this:  "A  sliurt  re- 
mai'k  ;  a  passage  or  explanation  in  the  niargin  of  a  book ; 
and  Ills  fourth  definition  is  this  :  A  minute,  memorandum 
or  short  writing,  intended  to  assist  the  memory."  These  are* 
all  the  definitions  which  it  is  pertinent  to  notice,  and  the  two 
last  mentioned  furnish,  in  my  opinion,  the  proper  guide  in 
determining  the  scope  of  the  word  note  in  the  statute.  That 
it  comprises  the  summary  of  the  points  decided  by  the  Court, 
which  immediately  follows  the  title  of  the  suit  in  each  case 
reported,  and  the  foot-notes,  in  the  yolume  in  question,  is  in- 
dubitable. Does  it  embrace,  also,  the  arguments  of  counsel  ? 
The  prorc's^  In-  which  this  portion  of  tlie  report  of  a  ca.se  is 
I)rei>ared,  is  well  kuuwii.  The  arguuieiits  are  unwritten,  luid 
addre^ssed  to  the  (  Vnirt  o/w'  ft/im^  and  a  minute  or  memoran- 
dum, or  short  writin*::,  intended  to  Jitwsist  the  iijemory  of  the 
Reporter,  is  made  by  hiui  at  the  time,  from  wliich  he  con- 
structs the  arguments  which  ultimately  appear  as  one  of  the 
constituent  elements  of  his  Report.  I  am  of  opinion,  there" 
fore,  that  they  ought  to  be  adjudged  to  fall  within  the  scope 
of  the  expressioBi  ^  any  notes  made  by  the  Reporter."  liie 
only  remaining  portions  of  the  matter  contained  in  the  book 
in  question,  (which  I  understand  ta  be,  in  fact,  the  Jirst  part 
of  Volume  lU.  of  .ComstockT  Reports,  this  being  all  tbat 
I  have  seen,  and  all  that  the  defendants  in  their  afiidavit 
ad] nit  to  ha\e  been  published,)  that  are  susceptible  of  being 
made  the  subject  of  (•oj>vright,  even  independently  of  the 
State  law,  are  the  abstracts  of  the  pleadings  and  statements 
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of  facts,  which  form  the  hasis  of  the  decisions  ro|K)rted- 
These  can,  in  no  pr(j])er  sense,  he  denominated  Koffs,  nor  jnn 
I  Mv  to  perceive  that  they  fall  under  the  dcnoniinatiuu  of 
*'  references."  If  the  book  contains  anything  einhrae«d  by 
this  latter  word,  it  is  the  table  of  contents,  entitled  "  cases 
reported,^^  Aviiich  consists  of  the  titles  of  the  suits  comprised 
in  the  book,  with  references  to  the  several  partictilar  pages 
where  the  cases  are  to  be  severally  found.  This  constitutes 
bat  a  very  inconsiderable  portion  of  the  work;  and,  as  it 
would  be  idapplicable  to  a  re-print,  unless  its  pa^  corre- 
sponded exactly  with  those  of  the  original,  I  presume  it  has 
not  \yeen  appropriated  by  the  defendants,  though  I  have  not 
^seen  tlicir  b<x>k. 

'  Tt  appearing,  from  this  review  of  the  course  of  State  legis- 
lation, that  u  copyright  in  tlie  work  m  dispiite  wiis  reserved 
to  the  People  of  tlie  State,  aiMl  tlie  authority  to  secure  it  for 
their  !)eiie1it  vested  in  Mr.  Morgan,  the  next  question  for  con- 
sideration is,  whether,  in  virtue  of  the  contra(;t  with  the 
plaintiffs,  set  forth  in  their  bill  of  complaint,  they  obtained 
such  a  title  to  the  subject  of  the  controversy  as  is  requisite  to 
enable  them  to  maintain  their  suit 

In  some  of  the  English  cases  to  which  I  am  referred,  it  h 
aaid  that,  to  entitle  a  plaintiff  to  an  injunction,  in  a  case  of 
this  nature,  he  must  establish  a  valid  legal  title  to  the  copy- 
right Undoubtedly,  when  he  relies  upon  a  legal  title,  he  is 
bound  to  set  it  forth,  and  it  must  appear  to  be  at  least  j>rim.A 
facie  valid.  But,  it  has  also  been  held,  that  there  are  cases 
in  wliicli  an  eipiitHl)le  title  is  sufficient  to  entitle  its  possesst>r 
to  protection  in  this  fornm.  In  the  ])resent  case,  an  agretMiient 
has  been  entereil  into  between  tlie  plaintiffs  and  certain 
officers  of  the  State,  designated  by  ^p.w  for  that  purpose,  the 
author  of  the  work  in  qiiestion  and  the  Secretary  of  State 
being  of  the  number,  by  which  it  is  stipulated  that,  upon  the 
terms  therein  mentioned,  the  plaintiffs  shall  have  the  exclu- 
sive right  to  the  publication  of  the  decisions  of  the  Conrt 
of  Appeals,  and  to  the  benefit  of  the  copyright  to  be  taken 
oat  in  behalf  of  the  State  therefor,  during  the  period  of  five 
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yedrs.  By  nii  Act  of  Hie  Lpn^islature  then  reeently  passed, 
it.  was  (loclaivd  thai  the  <•< ►jnri'^dit  of  ceituiii  specifiefl  por- 
tions t»f  the  Reports  of  such  decisions  should  be  vested  in  the 
Secretary  of  State,  for  the  benefit  of  the  People  of  the  State. 
With  respect  to  the  particulAr  maimer  in  which  this  right 
should  be  made  advantageous  to  the  People,  the  Act  was  not 
explicit.  This  was  left,  therefore,  measurably,  to  the  discre- 
tion of  the  Secretary.  lie  and  bis  associates  were,  however, 
expressly  required  by  law  to  see  that  the  Kepoits  were 
speedily  published  and  exposed  to  sale  at  a  price  not  exceed- 
ing three  dollars  per  rolume.  Perhaps  they  would  have 
been  authorized  to  contratrt  for  their  publication  and  sale  at 
that  price,  on  conditio; i  tliat  the  publisher  would  pay  a  cer- 
tain Mun  to  the  State  for  tlio  privilege,  provided  a  suitable 
per><)n  could  have  been  found  willing  to  become  a  part}^  to 
sucii  a  contract.  P>ut  they  saw  fit,  and  in  ^^trict  accordance 
with  the  policy  adopted  by  the  Legislature,  of  providing  a 
sufficient  supply  of  the  Beports  at  moderate  prices,  so  to  use 
the  copyright  as  to  make  it  conducive  to  that  end,  by  offering 
to  confer  the  emoluments  arising  therefrom,  for  a  portion  of 
the  period  during  which  it  was  to  continue^  on  the  publisher 
who  would  agree  to  furnish  the  required  supply  of  the  Re- 
ports at  the  lowest  prices.  The  plaintifiis  having,  as  it  is  to 
be  presumed,  offered  the  most  fitvorable  terms,  the  contract 
was  made  with  them,  they  stipulating  to  publish  and  sell  the 
IlejMirts  at  the  very  low  rate  of  two  dollars  and  fifty  cents  for 
a  volume  of  five  hnndrcil  pages. 

It  is  objected,  that  this  contract  was  entered  into  before 
tlu"  IxKtk  in  controversy  was  pre])ared  for  the  press.  But, 
from  the  nature  of  the  case,  this  could  not  have  been  other- 
wise witliout  incurring  delays  subvei-sive  of  the  policy  of  the 
laws  under  which  the  agents  of  the  State  were  acting.  It 
seems  clear,  therefore,  without  pursuing  the  subject  further, 
that  these  gentlemen,  in  entering  into  this  contract,  acted  in 
strict  accordance  with  the  laws  of  the  State,  and  that  the 
plahttiffs  are  justly  entitled  to  all  the  benefits  arising  from  it 
which  the  State  could  confer.   If  it  is  not  valid  and  effectual 
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to  the  extent  oonteiided  for  bv  tlio  ])laiiitiff8,  it  is  alfocrether 
nugatory,  siiid  the  plaiutiffti  must  seek  redress,  not  Iruiu  a 
judiciaf  tribunal,  for  the  violation  of  tlieir  coftyriirht,  but 
from  the  State,  for  the  l)reach  of  its  pli<^dited  faith.  Tt  is 
true  they  are  not  the  atssignecs  of  the  entire  privilege  reserved 
by  tJie  State,  of  aaaerting  a  copyriglit  to  the  Tolumes  of  the 
Reports  to  be  prepared  by  the  State  Ilejx)rter,  as  they  shali 
be  succe^iveiy  issued  from  the  press,  through  all  future 
tune ;  but^  to  the  benefieial  interest  in  the  ec^yright  of  the 
ToInnieB  to  be  published  during  the  etipnlated  term  of  five 
jem,  it  was  designed  to  give  them  a  perfect  title.  So  far  as 
this  oonld  be  done  by  the  supreme  authority  of  the  State,  it 
has  been  done ;  and  I  am  not  aware  of  any  grounds  on  which 
I  should  be  warranted  in  deciding  that  it  has  not  been  done 
effectuiilly.  If  it  luis  nut  been,  it  must  be  because  tlie  sub- 
ject is  not  in  its  nature  susceptible  of  nninicipal  regulation. 
But,  in  the  compact  between  tlic  State  and  the  State  Tie- 
porter,  by  which  the  hitter  reiinipii^hes  and  the  former 
assumes  the  copyright  in  the  Reports,  I  can  discern  nothing 
inconsistent  with  the  Constitution  and  laMrs  of  the  United 
States.  It  may  be  regarded  as  an  assignment  by  operaticm 
of  law.  Can  it  be  successfully  contended,  that  the  exclusive 
right  guaranteed  by  the  laws  of  the  Union  has  in  this  in- 
stance become  extinct  1  If  not^  it  must  have  vested  in  the 
State,  and  passed  temporarily  to  the  plaintifis,  who  alone,  at 
the  present  time,  are  competent  to  enforce  it.  Assuming 
this  to  be  BO,  I  think  it  follows  that  the  plaintifia  have  shown 
themselves  to  be  in  poeseseion  of  a  title  to  the  work  in  ques- 
tion, of  which  this  Court  is  bound  to  take  coirnizance.  In- 
d«3cd,  there  is  no  want  of  piec  erlent  in  our  own  Courts  on 
this  point,  if  it  were  necessary  to  invoke  it.  Thus,  in  the 
case  of  Fohotn  v.  Marsh,  ^^f'>ri/,  1^0,)  which  was  a  bill  in 
Equity  to  restrain  the  iiifrijigcment  of  Dr.  Sparks'  co])yright 
in  the  writings  of  Washington,  the  interest  claimed  by  the 
plaintiffs  was  described  in  the  bill  to  consist  in  their  having 
^  assumed  a  part  of  tlie  risk  and  responsibility  of  publishing 
the  said  work ; "  and  the  suit  was  maintained,  and  a  perpetual 
injunction  awarded. 
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Under  this  view  of  the  Bubstantial  merits  of  the  oontro- 
verey,  it  remains  only  to  determine  whether  an  injunction 
ought  to  be  withheld  for  the  reasons  so  earnestly  adSressed 
l)y  the  learned  (counsel  for  tlie  defendants  to  the  rliscretiou  of 
the  Court.  It  certuinly  must  be  conceded  tluit  tlic  case  in- 
volves questions  by  no  moans  entirely  free  from  obscurity 
and  di>u])t  ;  and  if,  as  the  counsel  seem  to  8upjK«e,  this  ingre- 
dient of  itself  always  constitutes  a  conclusive  objection  to 
the  grant  of  a  provisional  injunction  to  retrain  an  alleged 
piracy  of  a  copyright,  the  only  duty  which  would  remain  to 
me,  after  making  this  concession,  would  be  the  simple  denial 
of  the  motion.  But  it  is  for  the  express  purpose  of  resoly- 
ing  doubts  with  respect  to  the  rights  and  responsibilities  of 
parties,  that  Courts  are  instituted ;  and,  even  on  a  motion  of 
this  nature,  it  is  not  every  kind  or  degree  of  doubt  that  will 
absolve  a  Judge  from  the  responsibility  of  decidinir  (juestions 
presented  for  his  consideration,  nuich  less  from  the  hil)<)r  of 
investigation  and  reflection.  It  must,  at  least,  be  a  serious 
doubt,  whuh  remains  after  the  faitlifiil  application  of  his 
faculties  to  its  solution.  If  it  were  otherwise,  tin's  form  of 
redress  would  he  ilhwory.  Doubts  afteetinLr  a  plaintiffs 
title  ma}'  arise  either  from  uncertainty  with  respect  to  the 
facts,  or  with  respect  to  the  law  on  which  the  title  depends. 
In  the  present  case,  I  do  not  understand  that  there  is  any 
dispute  concerning  the  facts— ^rtainly  none  respecting 
-which  there  is  any  probability,  not  to  say  possibility,  that 
any  conflicting  evidence  could  be  adduced.  There  is  noth- 
ing, therefore,  which  it  would  be  proper  to  submit  to  the 
decision  of  a  jury.  The  questions  on  which  the  rights  of 
the  parties  depend  are  questions  of  law,  arising  mainly  out  of 
certain  provisions  contained  in  the  Constitution  and  stat- 
utes of  the  State  of  New  York,  and  these  questions  the  Court 
is  lioimd,  at  some  stage  of  the  controversy,  to  de(;ide.  But 
it  is  oltjected  tliat  they  are  new,  never  having  been  settled 
by  aecpiiesceiice,  or  ^i/  the  (ulj udication  of  any  Court.  An 
injunt^tion  in  a  case  of  this  kind,  it  is  said,  has  never  been 
granted  in  England  without  a  trial  at  law ;  and  it  is  broadly 
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intimated  that  to  do  it  in  this  case  would  be  iniquitous.  It 
would,  it  is  argued,  be  to  prejudge  the  cur^e,  to  detride  it,  and 
to  award  execution  before  trial.  These  are  o:rave  objections, 
and,  if  well  founded,  certainly  ought  to  be  held  to  be  deei- 
sive.  iiut  it  is  because  these  (jucstions  have  never  before 
been  judicially  determined,  that  they  are  now  before  this 
Court  for  decision ;  a^d,  with  respect  to  the  practice  of  Eng- 
lish Courts  of  Chanceiy,  of  sending  pure  questions  of  law  to 
be  settled  in  a  snit  at  law,  the  adoption  of  this  practice  by 
the  drcnit  Courts  of  the  United  States  wonld»  for  obvious 
reasons,  be  an  absurdity.  As  to  the  assertion  that,  to  allow 
an  injunction  now,  would  be  to  decide  the  cause  without  a 
trial,  it  is  pro()er  to  remind  the  ooonsel  that  the  case  has 
already  been  elaborately  argued  ;  and  it  is  easy  to  see  that  its 
legal  features  are  not  likely  to  be  essentially  changed  by  the 
subbtitutiim  of  a  formal  answer  for  the  affidavit  of  one  of  the 
defendants.  The  parties,  therefore,  have  already  had  a  trial 
of  the  oidy  kind  they  ever  can  liave  while  the  question  is  not,  ' 
as  it  would  be  on  a  linal  hearing,  whether  the  defendants 
should  be  perpetually  enjoined,  but  whether  this  shall  be 
done  temporarily,  leaving  them  at  liberty^  if  they  see  fit,  to 
reargue  the  case  on  a  final  hearing. 

If  any  additional  reasons  were  wanting  why  I  should  not 
hold  myeelf  at  liberty  fastidiously  to  decline  the  responsi- 
bility  of  giving  effect  to'  the  conclusions  at  which  I  have, 
however  doubtingly,  arrived,  by  granting  an  injunction,  such 
reasons  might  easily  be  found  in  the  demerits  of  the  defend- 
ants. There  can  be  no  injustice  in  assuming  that  they  have 
acted  with  full  knowledge  of  all  the  facts  detailed  in  the  bill 
of  complaint.  Their  extraordinary  letter,  alivady  mentioned, 
8h(>ws  this.  They  are  chargeable,  therefore,  not  only  with  a 
wilful  and  apparently  very  discredi talkie  enemaehment  upon 
the  rights  of  the  plaintiffs,  but  with  openly  arraying  them- 
selves against  the  supreme  authority  of  the  State.  There 
may  possibly  be  circumstances,  growing  out  of  a  spirit  of 
rivalry  between  the  parties,  affording  some  palliation  for 
ocmduct  apparently  bo  unjust  and  audacious ;  but  of  this  I 
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know  nodiingy  and  it  may  at  least  be  safely  aMnmed  llitt 
they  can  fnmiBh  no  ehadow  of  justification  to  the  defend* 
anti. 

I  am  of  opinion,  tlicrefore,  tliat  tlie  plaintiffs  arc  entitled 
to  au  iniiiiicticm,  reBtruininof  the  defendants,  tlieir  agents,  ser- 
vants and  workmen,  until  the  further  order  of  the  Oonrt, 
from  further  printinp^,  j^nhlishinp^,  fcoiiing,  or  otherwise  dis- 
posing of  any  co]>y  or  copies  of  the  Reports  of  cases  argued 
and  determined  in  the  Court  of  Apjieals  of  the  State  of  New 
York,  already  published  or  to  be  hereafter  pnblishcd  by  the 
plaintiffs  in  i^nrsnance  of  their  contract  with  the  State,  eet 
forth  in  their  bill,  containing  any  of  the  head-notea  or  snni- 
maiy  statements  of  points  decided,  or  any  aigoments  of  coun- 
sel, or  any  foot-notes,  copied,  taken  or  oolorably  altered  from 
any  book  so  published  by  the  plaintiffs. 


Obadiah  n.  Platt  m  Ohacncey  Jeeome. 

J.,  for  the  ftccommodfttion  of  M.,  ucecpted  a  draft  drawn  by  H.,  parable  to  hli 
own  order.  la  a,  suit  ngniMt  J.  on  tlie  draft,  )>rought  by  P.,  to  wliuiu  M.  Lniiui« 
fefred  it  before  due,  J.  set  up  tbftt  Us  acccptanoe  ma  obtained  by  fnnAi 
BMf  tbtt  a  leoeipi  ilgiMd  bj  If espreHing  a  eoBildeniiton  for  Ihe  tftn^ 
«r  A*  MoepUDce  to  r.,  was  not  oMBpeUm  tvidinM  aplmi  J„  to  pcoiro  tiio 
payment  of  value  by  P.  for  the  acceptance. 

Bef<»T-f  the  draft  was  piwfcd  to  P.,  it  was  put  by  M.  into  the  hands  of  one  B.,  to 
tiiguliiite.  B.  inquired  of  .T.  as  to  the  dnift,  who  mid  it  waa  a  business  draft 
and  would  be  paid  at  maturity.  Aftvrwurdt«,  and  before  taking  the  draft,  P. 
appOecllo  B.  to  ksov  «hat  J.  had  Olid  aboot  die  dnft,  and  was  told,  asd  tbm 
look  tba  daaft;  Odd,  tbat  P.  ooald  not  bo  In  any  noaa  favotoUo  pooilkn,  m 
ngardod  tbo  ioqulrieo  bo  made  of  B.,  tban  if  be  bad  made  them  of  J.  lilnDaeU^ 
in  which  case  be  would  have  been  bound  to  disclose  to  J.  any  Imowlodgo  bo 
had  that  J.  had  hocn  drfmidod  in  eivntir  flio  nrooptnnce. 

Bel  J  further,  \hn*  if  P  ,  win  ii  ln'  ajpliert  to  T!  ,  km  w  that  J.  bad  beon  defrondcd 
in  giving  the  ui  < :  ptancf,  buch  kuowledgc  would  HiTect  his  title  to  the  draft. 

(Bofovo  NujOR,  J.,  Sottthom  Diatriet  oC  Now  Totl^  April,  ISftl.) 
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Tins  wa.s  an  action  bj  endorsee  agauibt  acceptor,  on  the 
following  draft : 

«  $1,678  IS.  Pongbkeepsie,  K  Y.,  Mardi  Igt,  1844 

Five  months  after  date,  pay  to  my  order,  at  the  Union 
Batik  in  the  city  of  Xew  Vork,  sixteen  lumdred  and  seventy- 
eight  73-100  dollars,  for.  value  received,  and  place  to  the 
acconnt  of  Your  obed't  sen^ant. 

Mr.  (Jiiaujjcey  Jerome,  iVanklin  MerrilL 

Jsew  Haven,  Ct. 

(Endorsed,) 
Franklin  Merrill. 
Pay  N.  G.  Ogden,  Esq.,  Gaahieri 
O.  R  Piatt" 

The  draft  was  acc^^pted  hy  Jerome.  .\t  the  trinl,  before 
Nelson,  J.,  in  May,  it  appeared  that  the  di-aft  in  ques- 
tioa  and  Baveral  others  were  accepted  by  Jerome  under  an 
arrangement  with  Merrill,  which  was  set  forth  in  a  reoeipC 
^rea  hj  Merrill  to  Jerome  at  the  time,  aa  follows :  Be- 
ceWed,  New  Tork^  Marek  let,  1844,  of  Ohanncey  Jerome, 
tibe  following  notes,  whieh  I  recem  at  advanoae  to  rdse 
money  on  for  my  own  bnainem,  to  pmxshaee  wool  before  the 
elip,  if  deemed  proper,  and  fands  or  wool  I  agree  to  put  in 
his  bands  before  tbe  following  notes  and  aoeeptances  fall  due, 
and  agree  to  see  the  said  Jerome  harmless  from  all  trouble 
for  so  doing,  and  liave  given  the  said  Jerome  a  writing  from 
n.  JMartin  <t  Co.,  that  this  matter  is  gnaranteed  hy  them, 
that  the  wool  ov  ?ii(»ney  shall  be  in  h'lA  hands  in  j^;iH  >n  to 
raise  or  take  np  tlie  notes  and  aecoptaiifO'*.  I  aUo  agree  tu 
take  the  same  up  myself.  Franklin  Mernil."  To  thig  re- 
ceipt wa."^  annexed  a  list  of  notes  and  acceptances  amounting 
to  $17,800,  among  wliich  was  the  one  in  suit,  and  under  tbe 
list  was  written :  ^  The  above  notes  and  acceptances  I  receive 
as  advancement  on  wool,  and  agree  to  save  SCr*  JeiMDme 
harmless,  and  am  to  take  up  the  paper  myself.  Frsnklln 
HerrilL**  The  draft  in  suit  was  transferred  to  die  plaintiff 
on  the  4th  of  April,  1844.  He  on  that  day  deposited  it  in 
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the  Phtenix  Bank,  New  York,  for  collection,  where  it  re- 
mained till  maturity,  when  it  was  protested  for  non-payment, 
and  returned  to  the  plaintiff. 

Tlie  defendant  insisted  that  the  acceptance  was  without 
consideration,  and  for  a  particular  purix)se,  namely,  to  pur- 
chase wool,  under  the  agreement  above  set  forth.  lie  also 
introduced  evidence  to  show  that  the  acceptance  was  pro- 
cured from  him  by  fraud  on  the  part  of  Merrill.  The  evi- 
dence went  to  show,  among  other  things,  that  tlie  firm  of  II. 
Martin  <fe  C^>.,  mentioned  in  the  above  agreement,  was  insol- 
vent and  irrespoiLsible  at  the  time ;  that  a  guaranty,  signed 
"  Henry  Martin  &  Co.,"  which  was  given  to  Jerome,  was 
signed  by  one  of  that  firm  without  the  assent  or  authority  of 
his  partners  ;  and  that  that  fact  was  known  to  Merrill  at  the 
time.  The  guaranty  was  as  follows :  "  Mr.  Chauncey  Jerome, 
Sir :  Any  arrangement  which  you  and  ]^r.  Franklin  Merrill 
may  enter  into  in  regard  to  your  making  advances  to- Merrill 
we  will  hold  ourselves  responsible  for,  that  the  advances  shall 
be  met  as  may  be  agreed  upon  between  you  and  him.  New 
York,  March  4th,  1844.    Henry  Martin  &  Co." 

The  plaintiff,  then,  for  the  pur{X)8e  of  rebutting  the  defence, 
offered  in  evidence  a  receipt  given  by  Merrill  to  him,  as  fol- 
lows :  "  Received  of  O.  II.  Piatt  his  receipt  in  full  for  an  ac- 
coimt  of  Four  Hundred  Dollars,  due  Reynolds,  Piatt  6c  White 
for  pn)fessional  serWces  ;  also  a  deed  of  one  hundred  and  sixty- 
eight  acres  of  land  in  Jackson,  Mississippi,  from  said  Piatt, 
at  a  valuation  of  six  hundred  and  twenty-eight  dollars  twen- 
ty-one cents,  and  six  hundred  dollars  in  cash,  for  which  I 
have  placed  in  his  hands  and  sold  to  him  a  draft  upon  Chaun- 
cey Jerome,  New  Haven,  for  sixteen  hundred  and  seventy- 
eight  dollars  and  seventy-three  cents,  at  five  months,  dated 
March  Ist,  1844,  and  accepted  by  him,  payable  to  my  order, 
and  endorsed  by  me,  which  draft  is  fair  business  paper. 
Dated  April  4th,  1844.  Franklin  Merrill."  The  defendant 
objected  to  the  admission  of  the  receipt  in  evidence,  but  it 
was  admitted,  and  the  defendant  excepted.  The  phiintiff  also 
showed,  that  in  March  and  April,  1844,  he  was  an  attorney 
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and  counsellor  ai  law,  in  tlie  State  of  New  Yurk,  and  that, 
when  the  ah<)\c  receipt  was  given,  he  had  an  account  against 
Merrill  for  protesftional  services  rendered  to  Merrill  in  New 
\<>ik  in  Jarnmrv,  1H44.    Merrill  died  in  the  winter  of  1S44. 

Tile  plaintiff  fuither  insisted  that  he  took  the  paper  on  the 
faith  and  strength  of  representationa  made  by  the  defendant 
in  relation  to  it  For  this  purpose,  he  introduced  as  a  wit- 
ness one  Burr,  who  testified  that  he  w^as  a  broker  ;  that,  be- 
tween the  15th  and  20th  of  March,  1844,  he  had  in  his  hands 
for  negotiation  the  draft  in  question,  with  a  number  of  other 
drafts  and  notes  against  Jerome,  amounting  in  all  to  $9,500, 
all  of  which  he  had  received  from  Merrill ;  that  hie  at  that 
time  went  to  Jerome  with  the  draft,  and  presented  it  to  him, 
and  he  said  it  was  a  business  transaction,  and  all  right,  and 
that  thev  were  all  <reniiiiie  business  notes  :  that  he  told  Je- 
rome  he  wanted  to  know  if  it  wiva  all  regular,  that  he  might 
neirotiate  it;  and  he  replieil  that  it  was,  that  it  waa  a  regular 
bm^iness  transaction,  that  the  draft  was  a  business  draft  and 
was  all  right,  and  would  be  paid  at  maturity,  Jerome  having 
taken  the  draft  into  his  hands  and  examined  it  before  he  an- 
swered ;  that  the  witness  returned  all  the  drafts  to  Merrill, 
having  failed  to  negotiate  them ;  and  that,  on  or  before  the 
1st  of  April  following,  the  plaintiff  called  on  the  witness,  and 
inquired  of  him  in  relation  to  his  said  conversation  with 
Jerome  about  the  draft,  and  the  witness  stated  to  him  the 
substance  of  said  conversation.  « 

The  defendant  then  introduced  evidence  to  show,  that  the 
jilaintiff,  when  he  nuide  the  incpiirv  he  did  of  Burr,  and  when 
he  took  the  draft,  knew  that  a  fraud  had  been  committed  hy 
Merrill  on  Jerome,  in  [)rocunng  the  acceptance.  Henry 
Martin,  who  signed  the  guaranty,  testified  that,  a  short  time 
after  he  signed  it,  he  became  uneasy  al)out  it,  from  what  he 
heard  of  Merrill,  and  said  so  to  Merrill ;  that  Merrill  then 
took  hi 711  to  the  plaintifiPs  office,  and  Merrill  and  the  plaintiff 
went  into  a  room  by  themselves,  and  were  there  together  for 
some  time ;  that,  when  thej  came  out,  the  plaintiff  said  the 
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guaranty  was  not  binding  on  the  firm,  and  tJiat  that  was  ten 

or  fifteen  days  after  tlie  witnej*R  signed  the  guaranty. 

The  Court  cluirfred  the  jiuy  that,  5is  to  tlie  fraud  alleged 
by  the  defeinhint,  it  apj)eared  that  he  was  to  be  iiideinnified 
by  the  linn  of  II.  ^fartiii  Co.,  but  that  that  hom^e  wsis  not 
responsible,  aTid  tlie  iiuienuiity  «xiven  was  void  and  did  not 
bind  the  linn  ;  that  there  was  ground,  therefore,  for  saying, 
not  ordy  that  the  acceptance  was  witliout  consideration,  but 
that  there  was  fraud ;  that,  in  this  aspect  of  the  case,  tlie  bur- 
then would  be  thrown  upon  the  })huntiff,  to  show  that  the 
paper  came  to  him  band  fide  and  for  a  oonaideration ;  that 
the  plaintiff  had  set  np^  as  one  ground  in  answer  to  the  fraud, 
that  he  paid  a  consideration  for  the  draft,  and  in  that  respect 
complied  fully  with  the  rule  of  law ;  that,  in  this  yiew,  he 
had  given  in  evidence  the  receipt  from  Merrill  to  him ;  that 
it  appeared,  tliat  on  the  day  of  tlie  date  of  the  receipt  the 
draft  WHii  in  the  jilaintiflPs  possession,  and  wjls  deposited  by 
him  on  tliat  day  in  tlie  bank  for  e4>lleetion ;  that  putting 
together  those  factri,  with  the  fact  that  the  plaintiff  had  an 
account  for  professional  services,  as  mentioned  in  the  receipt, 
the  Court,  though  entertaining  doubts  on  the  point,  was  in- 
clined to  think  the  reo^pt  admissible  evidence,  and  entitled 
to  such  weight  as  the  jury  saw  fit  to  prive  it ;  that,  as  to  the 
proof  of  consideration  given  by  the  plaintiff,  the  account  and 
land  and  cash,  if  they  actually  esusted  and  were  received 
by  Merrill,  constituted  a  valuable  consideration,  within  the 
meaning  of  the  rule  of  law  requiring  proof  of  consideration 
where  paper  has  been  procured  by  fraud ;  that  the  phuntiff 
further  insisted,  that  he  took  the  paper  on  the  faith  of  repre- 
sentations made  by  Jerome,  and  was,  therefore,  not  bound  to 
prove  a  consideration  for  it,  although  it  was  originally  ob- 
taine<l  from  Jerome  by  fraud  ;  that  this  point  depended  on 
the  testimony  of  Ihirr ;  that  it  was  imdoubtedly  true,  that 
notwithstanding  the  di'aft  was  ori«rinally  procured  by  fraud, 
and  mider  circumstances  which  would  exonerate  the  acceptor 
from  payment  of  it,  unless  it  were  in  the  hands  of  a  homa  fide 
purchaser,  yet  if,  at  the  time,  the  party  taking  it  inquired 
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of  Jerome  ;is  to  its  chamcter,  with  a  view  to  take  it,  it  be- 
came Jurotiio  to  put  himself  on  his  rights ;  that  if  he  was 
then  satisfied  there  was  fraud,  he  should  have  taken  that 
ground ;  and  that,  if  he  liad  not  discovered  the  fraud,  still  if 
be  chose  to  represent  the  paper  as  good  paper,  he  would  be 
bound  by  the  paper,  the  same  aa  if  no  fraud  esisted  in  its 
concoction,  became  the  party  who  inqiured  was  about  to  take 
It,  and  his  representations  were  anfficieut  to  induce  him  to 
take  it ;  that,  in  such  case,  the  person  taking  it  would  be 
entitled  to  reeorer,  although  he  did  not  show  affirmatively 
that  he  paid  full  value  for  it ;  that  if  the  plaintiff  was  privy 
to  the  origiual  fraud  in  procurin<^  the  draft,  he  could  not 
recover,  but  that  he  would  not  be  affected  by  any  knowledge 
he  might  have  a<ijuire<l  of  Morrill's  fraud  Ix'fore  he  pur- 
chased the  draft  and  before  lie  made  the  iuquiries  of  V>urr. 

The  jury,  after  being  out  some  time  and  being  unable  to 
agree,  came  into  Court  and  requested  further  instructious. 
They  inquired  whether  it  was  important  for  the  plaintiff  to 
make  any  other  proof  of  tlie  payment  of  a  consideration 
than  the  receipt  of  Jierrill,  and  if  the  Court  considered  that 
good  evidence  to  prove  it  The  Court  replied,  that  the  re* 
oeipt  was  evidence  of  the  payment  of  the  consideration*  The 
jury  further  inquired  whether,  if  tliey  believed  that  the  plain- 
tiff did  not  pay  a  full  consideration  for  the  draft,  they  were 
at  liberty  to  find  such  an  amount  as  they  might  Ijelieve  he 
did  pay.  The  Court  replied,  that  if  the  plaintiff  had  a  right 
to  recover  at  all,  he  had  a  right  to  recover  the  full  auioimt. 
The  jury  then  further  iiupiired  whether,  iu  ca*»c  they  believed 
the  receipt  was  true,  still  if  tliey  believed  that  the  plaintiff 
knew  Mhen  he  took  the  draft  that  it  had  been  dishonestly 
obtained,  they  should  then  find  for  the  plaintiff  or  for  the 
defendant.  The  Court  replied  that,  independently  of  the 
evidence  of  Burr,  such  knowledge  on  the  part  of  the  plain- 
tiff would  be  fatal  to  his  recovery ;  but  that  it  would  not  be, 
if  the  jury  believed  the  evidence  of  Burr  that  Jerome  made 
the  representations  alleged,  and  that  the  plaintiff  took  the 
draft  on  the  &ith  of  them. 
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.  The  defendant  excepted  to  the  several  points  of  the  charge. 

The  jury  found  for  the  phinitiff,  fur  the  ainouiit  uf  the  draft, 
with  interest.  The  defendant  now  moved  for  a  new  trial,  on 
a  case. 

JSeth  P.  Staples  and  George  O.  Godchrd,  for  the  defendant. 
John  K  BturriU^  Jr.^  for  the  plaintiff. 

Nelson,  J.  1.  I  am  of  opinion  that  an  error  was  commit* 
ted  in  admitting  the  reoeipt  of  Merrill,  of  the  4th  of  April, 
1844,  aa  evidence  of  the  payment  of  value  for  the  accept- 
ance in  question  hy  the  plaintiff  at  the  time  of  the  transfer 
to  him.  It  wotdd  have  been  evidence  against  Merrill^  but 
was  not  as  a<!:ainftt  a  third  person,  in  a  case  where  the  fact 
became  material.  The  liuestiun  here  wa?,  whether  or  not  tlie 
plaintiff  had  actually  advanced  niuiu  v  or  j)i<)i)erty,  or  liad 
cancel U  d  an  indebtedness  from  Merrill  to  bun,  as  a  consid- 
eration for  the  tmnsfer  of  the  aeeo]itance,  with  a  view  to 
show  that  he  was  a  hoi\A  jkle.  holder  for  value.  The  fact, 
when  material,  must  be  made  oat,  like  auy  other  fact  in  a 
cause,  by  coin  potent  evidence.  Kow,  the  receipt  given  by 
Merrill  is  of  no  higher  evidence  than  his  admission  or  state- 
ment not  under  oath,  which  would  clearly  have  been  inad- 
missible, as  it  respected  any  one  but  himself.  I  entertain  no 
doubt,  on  reflection,  that  I  erred  in  the  ruling  at  the  trial  on 
UtoA  branch  of  the  case. 

2.  I  think  an  error  was  committed,  also,  in  the  ruling  that 
knowledge,  on  the  part  of  the  plaintiff,  of  the  fraud  commit- 
ted by  Merrill  in  pmenrinir  the  acceptance  from  the  defend- 
ant, would  not  affect  liis  title  to  the  same,  if  such  knowledge 
was  acquired  hcfore  he  made  the  in(|uiries  of  Ihirr  and  re- 
ceived from  him  the  inforTJintion  given  by  the  defendant 
a^  to  the  character  uf  the  acceptance.  This  was  carrying 
the  protection  of  the  holder,  under  the  circumstances  stated, 
too  far — farther  than  policy  or  justice  requires,  even  in  re- 
spect to  commercial  paper.   The  plaintiff  cannot  claim  to  be 
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in  a  more  favurablo  jKjsitioii,  as  it  i*espects  the  in<|iiiries  made 
by  Burr,  than  if  lie  had  himself  applied  to  the  defendant  for 
the  piir[x>de  of  ascertaining  the  cliaracter  of  the  acceptance ; 
and  then,  if  he  liad  been  aware  that  a  fraud  had  been  com-  « 
mitted  upon  the  defendant  in  the  procurement  of  the  paper, 
by  Merrill,  he  would  have  been  bounds  in  gocxi  faith  and  hdr 
dealing,  to  disclofie  the  fact,  bo  that  the  defendant  might, 
when  he  answered  hia  inquiries,  be  fully  x)068e86ed  of  all  the 
circumstances  attending  the  acceptance  of  the  paper. 

If  the  plaintiff  knew  that  a  fraud  had  been  committed  in 
procuring  the  acceptance,  he  might  well  have  supjx^sed  that, 
when  the  defendant  confinued  it,  on  the  application  of  Burr, 
he  Mas  not  aware  uf  the  fact.  And,  indeed,  from  the  testi- 
lU'Miy  of  ^lartin,  tlie  })laintift  had  reiu^on  to  belitne  that  when 
Burr  applied  to  the  defendant  for  the  information,  the  latter 
bad  no  knowledge  of  the  fraud  committed  upon  him.  The 
plaintiff  1  ( came  advised  of  the  fraud  about  the  middle  of 
March,  for  he  gave  the  advice  to  Martin,  professionally,  that 
the  guaranty  delivered  to  the  defendant,  to  indemnify  him 
«nd  keep  him  harmleaa  against  the  acceptance,  was  good  for 
nothing.  Burr  did  not  make  his  inquiries,  according  to  the 
evidence,  till  a  period  somewhat  later.  At  all  events,  the 
plaintiff  had  no  reason  to  suppose  that  the  defendant,  when 
he  confirmed  the  i>aiier  to  Burr,  knew  what  he,  the  plaintiff, 
did,  namely,  that  the  guaranty  w  .is  worthless. 

For  the  reasons  alvove  given,  and  upon  a  cAreful  considera- 
tion of  the  ca.se,  I  am  entirely  patisfied  tliat  it  was  not  prop- 
erly submitted  to  the  jnry ;  and,  from  tUeir  inquiries,  and  the 
response  of  the  Court,  it  is  obvious  that  the  errors  led  to  the 
verdict  that  was  given.  There  must,  therefore,  be  a  new 
trial,  with  costs  to  abide  the  event 
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Atjubd  Hau.  v8,  John  Wilbb. 

"Wtiore  a  patent  contains  several  claims,  and  the  invention  covered  by  one  of 
thcin  is  not  ncvr,  the  patentee  may,  under  the  7eh  and  SHh  sections  of  tUe  Act 
ol  Alart  h  Sd,  1837,  (6  U.  S,  Stat,  at  Large^  1^3,  1^4,)  maintain  an  action  for 
the  infringement  of  the  patent,  so  ftr  m  regards  the  TeUd  d^ma,  alchoogfa  he 
did  not^  before  the  oomaenoement  of  the  totion,  make  or  record  t  dkcleimer 
of  BO  much  of  the  thing  peteoted  as  he  clumod  without  right ;  but  he  will  not 
be  entitled  to  costsn. 

Under  the  0th  section  of  the  Act,  the  (fiif^^tion  whether  thor^  lin^  heen  nnreason- 

•  able  net;ligence  or  delay  on  the  part  ot  liie  patentee  iu  entering  such  disolaim- 
or,  is  a  question  which  goes  to  his  right  of  action. 

A  dieclumer  is  neceesary  only  where  tlie  thing  chimed  withoat  ti^t  ia  n  nalo- 
rid  and  aulietantial  part  of  the  thing  patented. 

Where  the  tbtng  claimed  without  right  is  a  part  of  ft  machine,  If  it  ia  not  an 
C7«;ential  part,  and  was  not  introduced  into  the  patent  throui^h  the  wilful 
default  of  the  patentee,  or  with  intent  to  defraud  or  )ni.<le;id  the  public,  the 
want  of  a  disclaimer  in  regard  to  it  affords  no  ground  for  i&TaiiUatiug  the 
patent. 

Where  one  part  of  a  eomlmnlion  ia  new,  the  combination  ia  a  new  one,  though 

the  other  parta  of  the  oombination  may  be  old. 
A  formal  change,  each  aa  a  dMQge  of  proportlmia,  a  mere  change  of  form,  or  a 

diUforent  diape,  is  not,  within  the  meaning  of  the  patmt  law,  a  change  anAcient 

to  support  a  p.itont  ;  hut  tlie  iiniirovcmcnt  npon  the  old  contrivance  mn?5t 
embo^iy  some  ori;.'in.ility,  and  somelhiug  substantial  ia  the  change,  producing 
a  more  useful  cfl'ect  and  operation. 
In  determining  the  question  of  patentability,  the  jury  have  a  right  to  take  into 
oon^eration,  in  connection  with  the  diange,  the  reanlt  which  baa  been  pro- 
duced ;  because  the  revolt^  if  greatly  more  beneficial  than  it  wan  with  the  old 
oontiiTance,  reflecta  bad^,  and  tenda  to  cliatacteriae  In  aome  degree  the  unpww 
tance  of  the  change. 

In  this  case  it  was  Hthly  that  tlie  thinjr  patented,  namely,  a  earriasre  in  a  briek- 
press,  w!i<?  not  a  combination  of  nialetial:^,  within  tho  <!orfrine  of  the  patent 
Jaw,  and  that  tlie  principle,  that  unless  the  defendoiii  Liau  token  the  whule  of 
the  combination  he  waa  not  liable,  did  not  apply. 

The  role  of  law  aa  to  damages,  when  an  infringement  is  made  ont,  ii^  to  give  to 
the  pliuntlff  the  actual  loaa  he  haa  anatdned,  and  nothmg  more.  Sxemplaiy 
or  vindictive  damages  cannot  be  given. 

In  thi?  ea<!e  it  w,is  He!d^  that  the  plaintiff  \va>^  etititled,  if  his  caae  Waa  made  OVty 
to  the  profits  on  all  the  machines  sold  liy  the  defendant. 

(Before  Kslbok,  J.,  SouUiera  District  of  ^'ew  York,  AprU  17th,  1651.) 
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Tui8  was  an  action  on  the  case,  tried  before  Nelson,  J.,  for 
the  infringement  of  Letters  Patent  granted  to  the  plaintiff  on 
the  dd  of  September,  1842,  for  an  inix)roTement  in  the  con- 
struction of  the  brick-press."  *  The  points  raised  on  the  trial 

are  stated  in  the  charge  of  the  Conrt. 


*  The  specification  WW  as  follows:  *'Bc  it  known,  that  I,  Alfred  Hall,  of 

Clevel  uid,  in  the  county  of  Cuyahoga,  and  St:itc  of  Oiiio,  h;ive  invented  a  new 
acU  uzietui  ioiproveuieni  in  the  machine  for  moulding  bricks,  and  1  do  hereby 
declare,  that  Uie  following  is  a  full,  clear  and  exact  description  thereof,  refei^ 

ince  lifiuL'  to  the  accorapan villi;  drawing,  mulviiijx  u  pint  of  tlii.-*  spccifica- 
Uuo,  in  which  Fig.  1  is  an  isometrical  projectioOf  I'i^  2  is  a  lougiludiual  vertical 
section. 

"The  nature  of  my  invention  consists  in  constructlnj;  a  moulding  mncliine,  to 
bo  attached  to  a  common  tempciing  tub,  with  rerolTing  knives,  of  the  u^ual 
conatruction,  from  which  the  mortar  is  conducted  directly  into  the  moulds,  into 
wliich  it  is  forced  by  the  press.    To  this  machine,  an  apparatus  is  nfKxiKl  for 
removing  the  mmiliis,  nnd,  when  ohj-mictcd  by  stones,  kv.,  to  relieve  them  there- 
from.   The  frara«^  ot  the  machiue  consists  of  four  upright  posts,  {A,)  framed 
into  two  aillst  (a)  and  cap>|Neces«  (a  l,)'whioh  are  connected  by  croi<s.tics,  (u  2,) 
forming  a  stout  frame  of  proper  proportifuis  for  cotitnining  the  machinery.  To 
each  of  the  cups  (a  1)  are  attached  metallic  plates,  (i/,)  un  the  iiviside  near  the 
centre  of  the  frame.   From  the  lower  part  of  these  places  flanges  project,  which 
eriilirai  c  the  c.ti's  and  i.orvo  to  steady  them  :  thrsc  plates  have  shoulders  at  (A,) 
turning  inward,  from  which  to  tlic  top  they  arc  vertic:tl.    They  are  wide  enough 
to  form  the  sides  of  the  hopper,  and  contain  the  pressing  apparatus  hereafter 
described.    A  grating,  (^1.)  which  forms  the  bottom  of  the  hopper,  is  attached 
to  the  plates  (B)  at  the  shoulder,  (/#,)  just  high  enough  to  clear  thcjuoulds.  The 
bars  of  this  grating  correspond  with  the  partitions  in  the  moulds,  and  must  bo 
varied  for  every  ditferent  kind  of  brick  ;  they  ore  chamfered  off  on  their  upper 
pd^'p?,  and  sprvc  to  dirott  the  rlay  into  the  mould ;  the  hack  piece  of  this 
gtatiii^  liics  at      1,)  (see  I'ig.  2,)  to  the  press  platen,  to  prevent  the  escape  of 
the  mortar ;  there  ii  also  a  mmilar  projection  (6  2)  at  the  front  of  the  grate, 
luvint;  on  )Ls  nppor  cdgp  an  jipron,  {ft  .'»,)  which  rests  in  the  ppont  of*  the  tem- 
pering machine,  (shown  in  dotted  lines,}  and  directs  Uie  mortar  into  the  ma- 
chine. The  platen  (C)  is  the  segment  of  a  cylinder,  its  lower  snrface  being 
fu'ivl  to  tlic  grate  and  projection,  (h  1  ;)  it  docs  not  extend  quite  out  to  the 
{dates,  (^B,)  but  has  a  projecting  dauge  (c)  at  each  end,  around  the  periphery, 
and  down  the  under  side,  made  of  metal,  which  shuts  out  the  mortar  from  tho 
end  of  the  (.yliiidor  8e;;inent ;  on  each  end  of  this  platen  an  inui  cr(J^iS-brace  is 
let  in,  (lettered  c  2 ;}  its  inn«  r  end  has  a  hole  through  it  on  which  the  platen 
tnms  on  its  shaft  or  fblcmm,  (r    j  from  these  braces,  near  the  periphery  of  the 
platen,  studs  (c  4)  project,  whirl:  >  Mcnd  out  through  the  plates,  (iS,)  slots  (6  4) 
being  cut  in  them  for  the  studs  to  phiy  in  ;  these  slots  are  covered  when  the 
platen  is  thrown  back,  by  brass  jieguictit  slides,  {c  5,)  which  arc  imshed  forward 
from  the  platen  by  means  of  springs,  (c  C,)  which  bear  u;,'ainst  studs  projecting 
from  the  side  of  the  slides  let  into  its  ends;  when  the  plattn  i-  forced  <lown, 
Uiese  segments  strike  tlic  grate  and  arc  stopped,  the  spring  yieldiria  for  that 
poipose.  The  platen  thus  constructed  turns  on  its  shaft,  (e  S,)  wbicii  has  its 
bcarin-T;*  in  the  phitcs  (11)  by  means  of  a  pojrmpnt  rack  (c  7)  outside  the 
plates  on  each  side,  witii  which  it  is  connected  by  the  shaft  and  studs  alH>vo 
named;  the  teeth  on  these  racks  mesh  into  pinkms  (d)  on  a  shsit,  (d  1,)  which 
has  its  bearings  la  the  ptales  over  the  platen ;  on  one  end  of  ihe  mat  {d  I) 
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In  cbaiging  the  jury.  Nelson,  J.,  remarked  a&  follows : 

The  patentee's  description  of  his  invention  sets  it  forth 
with  great  pardcularitj  and  cleamesSi  and  models  have  been 


there  is  i  l  ir^e  hnnd-whccl,  (D,)  by  wh'u-h  tlio  platon  is  put  In  niotinn  ;  bo- 
twecD  the  caps  (a  IV  of  the  fnuue  above  lucntioned,  n  carriage  {£  )  is  placed ; 
it  is  Ibrtned  of  two  side  fittmee,  of  a  T  ^Itape,  firmlj  braced,  th«  homoniml  ptit 
extending  out  about  ilic  length  of  the  caps,  and  the  vn  ticul  ntarly  down  to  ilic 
bottoiu  of  the  frame ;  these  T  fnanea  are  voimectcd  hy  a  brace  (not  ahown  in 
tho  drawing)  running  fran  one  to  the  other.    Jvfit  under  the  grating,  three 
lioiiioutal  rollers  (e)  are  placed,  haring  their  journal  turn  in  bearings  on  the 
upper  side  of  the  T  frnnics  of  tlie  carriajjp  ;  to  tIiPM»  frnmcf,  on  each  side  of  the 
roller,  slots  {e  1)  ure  atlixwd  in  the  upper  ^iUe ;  ou  these  the  moulds  slide;  this 
carriage  is  susiained  in  the  frainc  at  the  rear  end,  on  a  crCMNhpiece  (a  3)  which 
is  suppended  to  the  end  of  tl:e  cnji      ^  )  that  projocts  over  the  post  (-4)  by  a 
rod  (rt  4)  at  eadi  cud,  which  can  be  uruwn  up  by  a  ecrew  below  tite  cross- 
piece  ;  the  carriage  is  steadied  by  a  pirot  («  2)  projecting  from  each  side,  near 
the  end  that  trirns  in  the  posts  of  the  frame,  and  at  the  otlicr  end  }>y  studji, 
(«  3;)  these  are  ueoessarj,  as  the  carnage  is  made  gmnlier  than  the  space  1ms 
tween  ^e  sides  of  die  ftaroe,  so  as  to  ^ve  a  free  pa.«sage  to  any  dirt  that  nay 
collect  on  the  machine,  which  woiild  tend  to  clog  itn  ep<  ration,  (sco  section  I.) 
At  tlie  front  cud  of  ^e  carnage  are  jointed  stout  coDnecting-rods,  (e  4,)  which 
extend  down  to  a  rsTolving  sluift  (e  5)  which  turns  hi  bearings,  (r  6,)  attached 
to  the  front  posts  of  the  frame,  and  which  arc  also  connected  to  the  cap  by 
rods  {e  7)  running  from  the  cap  to  the  liearings,  (e  6  ;)  on  the  upper  fide  of  this 
Vhnft  arc  short  projections,  to  wliich  the  connecting-rods  are  coupled,  and  by 
wliich  this  end  of  the  carriage  is  sapported ;  on  the  end  of  the  shaft  (s  i)  a 
lever  (<  8)  i«  put,  which  exeind?  tip  nn'l  rests  nn^inst  a  pin  in  the  frame  near 
ti»e  lever.    It  will  readily  be  seen,  tliui  i»y  bringing  the  lever  forward,  the  end 
of  the  carriage  resting  on  the  shaft  will  be  lowered  down;  on  each  side  of  the 
carrinpp  nn  iron  mil  ('  0)  i'^  ofTi.ted,  extcndinp  from  the  rear  end  to  the  roller? ; 
this  rail  rises  a  little  above  the  side-pieces,  which  are  cut  out  on  their  upper 
edge,  away  from  it,  except  at  the  points  of  attachment,  so  as  to  allow  any  diri 
that  may  get  tipon  the  rail  to  fall  throiifrli  without  chsjiging  the  machine;  a 
wheel  (/)  runs  ou  cacii  side  of  these  raiU,  which  are  connected  by  an  axle  or 
moTable  carriage,  (F,)  formed  of  a  square  straight  piece  of  wood ;  a  piston 
(y  1)  ia  altachrd  to  the  hack  of  this  oiniagc,  which  curves  down  and  runs  for- 
ward horizontally  under  the  centre  of  the  machine,  just  below  the  cross*piccc 
.connecting  the  sides  of  the  carriage,  against  which,  or  a  friction  roller  which 
may  be  attached  thereto,  it  bears  when  in  motion ;  on  the  under  side  of  this 
piston  n  rack  h  formed,  whicli  me«hes  into  a  prpment  rack  {J  2)  on  a  shaft, 
which  has  its  bearings  in  the  lower  end  of  the  vertical  pieces  of  the  carriage 
above  named;  to  the  end  of  the  shaft  (/  8)  a  lever  (/  4)  Is  affixed;  which 
rises  up  beside  the  *~hrift,  (d  1.)  so     to  he  correnirnt  to  work  by  the  operator; 
the  mouldj',  (Cr,j  wiiich  are  like  tiiose  now  in  use  in  other  muchiiies,  are  put 
Into  the  machine  opposite  that  on  which  the  wlieel  (/>)  is ;  they  arc  prevented 
from  beij^fT  pnshed  too  far  throuph  by  a  ppriiifr,  (f/,)  which  j^uides  them  in 
entering  the  machine ;  they  are  forced  under  the  grating  by  Uje  movable  car- 
riage,       acted  on  by  the  lever,  (/  4 ;)  when  this  machine  is  attadied  to  a 
fi'!  pennp  machine,"  it  receives  the  mortar  dirrctlv  from  it  into  the  grafinp, 
and  into  the  moulds  undenieath  it;  the  band-wheel  is  then  turned,  which 
^brings  down  the  platen  and  foroea  the  mortar  Into  the  moulds ;  the  lever  (/  4) 
is  then  brought  forward,  and  the  empty  mould  which  ia  placed  forward  in  the 
jgniting  between  the  fall  mould  and  the  movable  carriage,  and  foroed  wadft  the 
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pnxlueed  which  render  it  perfectly  intelligible.  After  de- 
scribing the  various  parts  of  this  machine,  the  patentee  closes, 
as  is  usnal,  with  a  specification  of  the  particular  things  wiuck 
La  claims  to  have  invented. 

The  first  is^  the  segment  slides,  acted  on  by  springs,  in 
combination  with  tha  pkten  and  hopper,  constructed  and 
arranged  aa  described  in  the  specification.  The  object  of 
this  contrivance  is,  to  close  the  slot  in  the  end  of  the  press 
which  was  before  open,  and  through  which'  the  shaft  of  the 
press  moves,  in  oi-der  to  prevent  the  mortar  from  bcin,;  pressed 
out  of  the  aperture.  ,  Tlie  patentee  next  eluims  the  coni]*!- 
aatiou  of  the  ciniiage  E,  suspended  at  its  rear  end  iu  the 
frame,  with  tlie  eoniieetinrif-rods  and  shaft  fur  freeing  the 
machine  fvum  ()l)strueti<)ns.  Jle  claims,  also,  the  construction 
of  the  carriai^e  E  so  as  to  free  itself  from  dirt — meaninir  all 
the  parts  used  by  him,  iu  the  construction  of  this  carriage, 
to  effect  the  purpose  intended — that  is,  to  free  it  from  dirt, 
which  seems  to  have  been  a  difficult  thing  in  these  machines ; 
and  he  claims,  also,  the  carriage  £,  thus  arranged,  in  com- 
bination with  the  movable  carriage  F,  constructed  in  Ihe 


gr^ng,  the  full  mould  bciitg  driven  out  on  the  opposite  side,  the  weight  of  the 
morter  in  the  teinperiDg  miehine,  at  the  Mme  time,  rdaea  the  platen  by  its  pre*. 

sure  iii»'>n  it  till  the  sef^ituMit  {c  7)  i^'rikf  au'tinst  the  spriug<;,  (6  5,)  which  pioveiit 
the  platen  irom  receding  too  fur.  If,  when  the  fuU  would  is  being  forced  out,  a 
«tonc  or  other  obstruction  gtopa  its  motion,  the  lever  (/  4)  is  drawn  forward, 
and  the  carriage  on  which  the  m  iuld  rests  is  lowered  till  the  difficulty  is  over- 
come, when  i*  i-i  a;r«in  rni^ed  to  its  place;  over  the  platen,  nnd  hetwcen  it  and 
the  shaft,  (<i  1,^  a  brace  (A)  runi«  acroM  from  one  Hide  platen  to  tliu  at  iter,  on  the 
xiH'h  r  side  of  wUeb  a  semper  (/i  2)  is  affixed,  that  fita  clo«e  to  the  circular  side 
of  the  pliiten,  and  8ervc«i  to  free  it  from  the  mortar  that  adheres  to  it  when  run 
down ;  just  over  the  scraper  a  board  {hi)  is  placed,  the  lower  edge  of  which 
r««t8  on  the  acraper,  ita  upper  edge  projecting  up  towards  the  "  tempering  ma- 
chitio,"  at  an  nnpic  nf  nbout  if>°  ;  this  furms  (he  upper  part  of  the  hopper,  and 
confines  the  mortar  while  the  pre^  actii. 
**  What  I  claim  as  my  inTention,  and  desire  to  secure  by  letters  patent,  are  the  i 

F'^fXnient  s!i<!«>f«      T))  actuJ  on  by  sprinj^s.  in  coinbiiiatlotl  With  the  phlteb  4tld 
hopper,  constructed  and  arranged  as  herein  set  forth. 

**I  furdier  elaim  the  eombmation  of  the  carriage  (E)  gu^pended  at  Its  rear 
end  with  the  connecting-rods  {e  4)  and  shaft,  {e  B,)  for  frecir.g  the  machine  from 
obstructions,  substantially  as  before  specified.  Liistly,  I  claim  the  construction 
of  the  carriage  (E)  so  as  to  free  itself  from  dirt,  that  is  to  say,  the  pivots  and 
etods  for  steadying  the  carriage,  the  slatted  top  and  railway,  set  off  from  the  car> 
nn^c,  kc,  nnd,  in  combination  therewith,  (he  movable  Ctttttnge  (F)  oonstrttcted 
%Qd  operated  as  herein  described" 
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mode  pointed  ont  in  the  Bpecification.  These  are  the  ihhigs 
he  claims,  each  of  which  he  supposes  to  be  an  improvement 
on  all  prior  machines  in  use. 

As  to  the  first  claim,  the  defendant  insists  that,  whether 
original  or  not,  the  contrrvanoe  is  destitute  of  utility,  and 
cnnld  not  he  carried  into  practical  effect,  and  was  abandoned 
by  the  patentee  immediately.  The  tletendant's  counsel 
asHume  the  fact  to  he  proved,  and  then  innist  that,  n?-  thift 
cliiiin  is  invnliil,  either  fnim  waTit  of  orif^inalitv  or  utility,  the 
wliole  patOTit  ])C('(>mes  vt»i(l.  This  ia  a  question  of  law  for 
the  (^ourt  to  decide.  It  is  nrgued  by  the  defendant  that,  in 
order  to  li:ive  suved  tlie  ]):itent,  the  patentee  t-hould  have  dis- 
claimed this  j>art  of  his  piiteiit,  under  the  7th  and  Oth  sections 
of  the  Act  of  March  3d,  l^:i7,  (5  17.  Sfaf.  at  Large,  193, 
194,)  and  that,  as  he  has  failed  to  make  this  disclaimer  and  to 
record  it,  this  suit  cannot  be  maintained,  and  the  whole  pat^ 
cnt  is  void.  Though  there  is  some  evidence  goinji^  to  ?how 
that  this  contrivance  may  be  new,  and  mny  not  have  l)een 
used  before,  yet,  peAaps,  the  weight  of  it  is  that  it  is  uHelees 
or  oonld  not  be  operated.  I  have  examined  the  provisions  of 
the  statute,  and  am  of  opinion  that  this  suit  may  be  main- 
tained under  the  two  sections  referred  to,  notwithstanding  a 
disclaimer  of  the  first  claim  has  not  been  made  or  recorded ; 
but  the  plaintiff  will  not  be  entitled  to  Gost&  The  provision 
in  the  9th  section,  that  no  costs  shall  be  recovered  unless  a 
disclaimer  of  all  that  part  of  the  thing  patented  which  is 
claimed  without  right,  is  entered  before  the  commencement 
of  the  suit,  certainly  shows  that  the  action  may  be  main* 
tained  for  other  parts  of  what  is  patented.  If  the  disclaimer 
was  entered  in  the  Patent  Office  before  the  enit  was  insti- 
tuted, the  plaintiff  recovers  coi^ts  in  tlie  usual  way,  indepen- 
d('!irly  of  any  (jnestion  of  (lisclaiiiier.  Hut  if,  in  the  progress 
of  tlic  trial,  it  turns  out  tliat  a  (h'sclaimer  ought  to  have  been 
made  as  to  part  of  what  is  idaimed,  the  plaintiff  may  recover, 
but  will  not  be  entitled  to  costs. 

Another  question  arif^es  under  the  0th  section — wliethcr 
there  has  bccu  uurco^uublo  negligence  or  delay  in  entering  a 
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disclaimer.  That  »  a  question  'whi43h  goes  to  the  right  of 
action.  If  the  delay  shows  great  negligence,  the  jury  may 
say  that  the  patent  is  void.  The  provision  in  question  applies 
only  in  the  case  where  the  part  claimed  by  the  patentee,  of 
iKhieh  he  is  not  the  inventor,  is  a  material  and  substantial 
part  of  the  thin-  i-atented.  A  disclaimer  is  necessary,  there- 
fore, only  where  tlic  thing  (.liilnied  without  right  is  a  material 
and  substantial  [»;irt  of  the  jiiaciiiiie  invented.  Tlic  (juestiou 
to  the*  diselainitr  in  thi^  case  is,  then»f<»r(\  of  nu  impor- 
tanf*e  in  the  detennination  of  the  rii^liti^  of  the  parlies,  unlesu 
the  slides  and  s]>rings  cluinied  in  tliti  lir&t  claim  are  described 
as  a  material  and  c-^sential  part  of  the  maeiiirie,  <»r  unless 
they  were  introduced  into  the  description  throu^jfli  the  wiliul 
default  of  the  plaintiff,  or  with  intent  to  defraud  or  mislead 
the  public.  If  you  tind  that  these  slides  and  springs  are  not 
essential  to  tli6  ma<;huie,  and  were  not  intn»duced  into  the 
patent  through  such  wilful  default  or  intent  to  defraud  or 
mislead  tlie  public,  the  want  of  a  disclaimer  in  regard  to 
them  affords  no  ground  for  invalidating  the  patent 

As  to  the  second  chum.  If  the  carriage  £,  which  is  one 
part  of  the  combination  as  arranged  by  the  2>atentee,  is  a  new 
and  useful  improvement,  the  combination  of  that  with  the 
eonnectmg-rods  and  shaft,  for  letting  it  down  and  freeing  it 
from  obstructions,  will  be  maintained,  though  the  latter  may 
be  old.  Because,  one  part  of  the  combination  being  new, 
the  uniting  that  with  an  old  contrivance  makes  the  cc»nbinar 
tion  necessarily  a  new  one. 

I  pass  now  to  the  third  claim,  and  to  the  rei^l  point  in  con- 
troversy. The  arrangement  of  the  carriages  E  and  F  is  a 
distinct  and  independent  claim — ^a  material  and  substantial 
one — and  one  without  which  the  substratum  of  the  invention 
would  fail.  This  brinfl:**  the  case  veiy  much  to  the  pointy 
whetlier  the  carriage  K,  constructed  .is  it  is  dc&crihed  in  ihe 
gpeciiication.  is  of  itself  a  new  nnpro^ement,  in  view  of  the 
carriages*  which  had  been  in  use  prior  to  the  invi^ntiun  of  the 
plaintiff.  It  is  necessary  that  it  should  he  new,  in  order  to 
uphold  the  third  claim  ;  and  that,  if  maintained,  will  uphold 
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the  fieooncL  The  qneBtion  is  one  of  fact  A  great  deal  of 
evidence  has  been  given  on  both  gidee^  all  booing  on  the 
point ;  and,  except  that  there  are  some  legal  prindplea  bear* 
ing  on  the  qneation  of  fact,  and  as  to  which  the  Court  vasty 
aid  yon,  it  is  a  question  which  must  be  determined  bj  the 
good  sense  and  sound  judgment  of  ^e  jury.  Of  course,  the 
question  is  not,  whether  tlie  plaintiff's  was  Ihe  first  bed  or  car- 
riage that  had  ever  been  used ;  because,  it  is  admitted  that 
carria^  and  beds  had  before  been  used.  But  the  question 
is,  whether  the  plaintiff's  carriage,  as  constructed  by  him,  is 
a  subptantiul  iiuproNcuient,  for  the  ])in'pose  for  •which  it  is 
used,  oil  nil  ]>reviou8  carriafires.  A  foriiuil  change,  such  as  a 
change  in  ]tn>})<)rtii>ns.  a  mere  cliniigc  uf  fumi.  or  ;v  different 
f^hape,  is  not  n  eliaiiixe  witliin  tlie  ineaTinipf  of  tlie  ]n\\  .  An 
inijirovemciit  upon  an  old  conti-ivanee,  in  order  to  be  <»i  ^iilTi- 
cient  importance  to  he  the  sn1)je('t  of  a  ]»atenf.  muBt  ctiiIkkIv 
some  orifririalitv,  and  something  suhstniUial  in  the  change, 
producing  a  more  useful  effect  and  operation.  And,  in  de- 
termining this  question,  the  jnry  have  a  right  to  take  into 
consideration,  in  connection  with  the  cliange,  the  result  which 
has  been  produced.  Becaus^e,  tlie  result,  if  greatly  more 
beneficial  than  it  was  wnth  the  old  contrivance,  reflects  back, 
and  tends  to  characterize,  in  some  degree,  ^e  importance  of 
the  change. 

I  do  not  agree  with  tJie  counsel  for  the  defendant,  that  the 
carriage  E,  as  constructed  by  the  patentee,  is  to  be  regarded 
as  embracing  a  combination  of  materials,  within  the  doctrine* 
of  the  patent  law,  and  that,  unless  the  defendant  has  taken 
the  whole  of  the  combination,  he  is  not  liable.  Hy  opinioD 
is,  that  that  principle  does  not  apply. 

If  the  carriage  E,  as  constructed  by  the  plaintiff,  is  not  • 
substantial  improvement  upon  all  previous  constructions,  he 
is  not  entitled  to  recover.  But,  if  you  arrive  at  the  conelu- 
aion  that  that  carriage  is  a  substantial  improvement  upon  all 
previous  constructions,  then  the  question  is,  wliether  the  car- 
riage used  by  tlie  defendant  is  identical  with  that  of  the 
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plaintiff.  If  it  is,  it  is  an  infringement,  and  the  plaintiff  ia 
entitled  to  recover. 

The  rule  of  law  as  to  damages,  when  an  infringement  ia 
made  out,  ie,  to  give  to  the  plaintiff  the  actual  loss  which  he 

has  sustained,  and  notliing  more.    Exemplary  or  vindictive 
damages  cannot  he  iriveii.    If  the  daina<res  arc  insutlicieiit, 
tliei*e  i>;  a  provision  ui  la.v  autliurizin*?  tlie  Court  tu  treble  ' 
them.    The  plaintiff  is  entitled,  if  lii.^  case  is  made  out,  to 
the  protits  on  all  the  machines  sold  by  the  defendant. 

The  jury  found  a  verdict  for  the  plaiutii?  for  $1,000  dam- 
ages.* 

J^rancU  B.  Cutting^  for  the  plaintiff. 

P.  Staj^  and  AmJbroM  L,  Jofdany  for  the  defendant. 


Toe  TJnrTED  States 

Thomas  C.  DuLEii  ahu  others.    In  Equity. 

WImtb,  on  tlw  fiHng  of  a  bill  to  ranoTO  an  InennibnBee  on  tind,  m  thai  It  nay 

bo  sold  under  ilie  plaintiiT's  Judgment,  a  receiver  is  appointed  of  tlio  rents  and 
profits  of  the  land,  tlicy  aro,  in  equity,  subject  to  the  lien  and  oiaim  of  the 
jiH?>imient,  the  same  as  tlie  l.uid  itjielf. 

Wlici  e  the  parties  to  such  a  suit  settle  it,  the  pluintiff  getting  rid  of  the  incuro* 
hnnce  bj  paying  to  its  holder  a  oartaln'  snm,  and  the  laod  beiog  tbns  left  sub* 
jed  only  to  Us  Judgment^  the  tesvli  isi  ia  i&ffl  effect,  the  same,  as  It  Kspecta 
the  Uen  of  the  jndginent,  as  if  a  decree  wcro  to  be  made  in  the  suit  that,  on 
payment  of  the  sum,  the  prior  incumbrance  should  be  discharged. 

On  the  pavmpnt  oT  sud)  sum  by  the  pLiintifT,  under  a  decree,  the  land  und  tlio 
rents  and  proliu  would  be  applicable  to  the  plaintiff's  judgment;  and,  tlie 
Incumbnunce  being  disposed  of  by  settlenient,  the  land  and  the  rents  and  prohta 
that  have  accrued  become  lulject  to  the  judgment. 


*  A  motion  fbr  a  new  trial  In  this  ease  was  subsequently  made  before  Judgea 
Nrlron  and  Bmt»  on  the  ground  of  allq^  erron  in  the  eharge,  but  It  was 
denied. 
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Kor  docs  the  fact  that  the  knd  is  then  sold  under  the  ja^ment,  ind  satisfaction 
entered  of  the  jtnl^iuont,  that  being  done  in  pur«iiance  of  an  af:^cracnl  with 
the  dcfendaiit  in  the  judgment,  affect  the  right  of  the  i»laiutiif  to  iUo>e  tmia 
and  profits.  Tbcy  are,  in  cquitr,  immediately  applicable  to  the  judgment 
when  the  right  nader  the  incumbnnee  ia  diaposed  of;  and  the  agreement  to 
enter  the  eaUsfkeUon  after  selling  the  land  and  aftpljlng  the  proeeeda,  «itt  be 
coiistmed,  open  a  fair  interpretation,  to  intend  that  the  rents  and  profits  wbidi 
have  accrued  and  are  in  the  bands  of  the  receiver  shall  also  be  applied  on  the 
judgment. 

(Oefore  Nuaoa,  J.,  Sontbera  District  of  Nov  York,  May  17tb,  1851.) 

Tins  was  a  demurrer  to  a  Hupplemeiital  bill.  The  facts 
were  these:  In  Deccinlxr,  1810,  the  plaintiffs  reeovered  a 
judgment  against  the  defendant  Thoma??  CI  Butler,  in  the 
District  Court  of  the  United  States  for  the  Southe  rn  District 
of  Xew  York,  for  a  larp^o  amount.  The  judi^nR  nt  was  ivcov- 
cred  on  duty  bonds,  f)U  wliich  Bntlor  and  also  one  ^[inturn 
and  r»no  .T.  Stur*;is  wore  .-uretles  for  others.  (h\  the  12tli<>f 
AugUftt,  181G,  ]3utler  and  wife  executed  to  J.  Sturgis  a  mort- 
gage, covering  certain  liouses  and  lots  in  the  city  of  New 
York,  to  secure  the  payment  of  $27,000,  without  interest,  ill 
one  year  thereafter.  The  mortgage  was  given  to  indemnify 
J.  Sturgis  against  liability  on  tlie  said  b<nid& 

On  the  3l8t  of  March,  1823,  there  was  upwards  of  $30,000 
due  on  the  ju<]gment  against  Butler,  and  on  that  day  the 
original  bill  in  this  cause  was  filed,  to  remove  the  said  mort- 
gage as  an  incumbrance  upon  the  lots,  so  that  they  oould  be 
sold  under  the  said  judgment.  J.  Sturgis  had  paid  nothing, 
as  surety,  to  the  Government  Butler  put  in  an  answer  to 
the  original  bill,  admitting  that  the  mortgage  was  given  to  J. 
Sturgis  for  the  purpose  of  raising  money  to  pay  the  bonds  or 
the  judgments  recovered  upon  them ;  that  he  had  so  advised 
the  Attorney  of  the  United  States ;  and  that  he  had  received 
no  consideration  from  J.  Sturgis  for  the  same.  J.  Sturgis 
also  answered  the  original  bill,  alleging,  among  other  things, 
that  Butler  wbs  indebted  to  him  at  the  time  of  giving  the 
mortgage;  that  it  was  not  given  solely  to  indemnify  him  as 
surety  to  tlie  plaintiffs  on  the  bonds ;  that  he  had  assigned 
the  mortgage  to  secure  the  smn  of  $15,000  due  and  owing  to 
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the  firm  of  Sturtris  S:  IJurruws,  in  Saviui.iua,  Gcorpn  ;  and 
that  lintlcr  hud  adinitted  to  him  that  funds  liad  hci-ii  put  into 
his  hands  hy  Minturu  ik  Champlin,  the  j>riiici])ul  (K'htors  in 
tlie  ImuuI?*.  to  satisfy  tlieui,  and  had  stated  that  he  would  ho 
kept  ]iannk'89. 

On  till'  lltii  of  Fehnian',  1825,  n  su]»ph'nitMitnl  hill  wan 
til«'<l,  iiiakiiiLT  I'nrrow?,  tho  ?nrviviii<r  partner  of  SturLfis  Sz 
Burrows,  a  defendant,  and  praying  a  discovery  a«  to  tlie 
assigumeut  of  the  mortgage,  and  that  it  might  be  delivered 
np  and  cancelled.  13urrows  answered,  setting  up  a  large  iu- 
debtednesB  of  J.  Sturgis  to  him  and  his  partner^  and  aUeging 
that  the  aBHtgnment  of  the  mortgage  to  them  was  made  in 
part  satisfaction  of  the  same. 

Keplications  were  filed  to  the  original  and  Bnpplemental 
billa,  and  proo&  were  taken  in  tho  case,  and  it  was  brought 
to  a  hearing,  and,  on  the  20th  of  June,  1826,  an  order  was 
made  referring  the  case  to  a  Master,  to  take  and  state  an 
account  between  the  defendants  Butler  and  J.  StnigiSb  On 
the  7th  of  June,  1827,  a  further  order  was  entered,  appoint- 
ing Thomas  C.  Bolton,  the  Master,  a  receiver  of  the  rents 
and  issues  of  the  premises  covered  by  the  mortgage.  Before 
the  Master  cc^mpleted  the  reference,  and  on  the  25th  of  July, 
1830,  an  order  was  entered  discharging  him  as  Master  and 
receiver,  and  appointing  in  his  place  Murray  Hoffman,  who 
was  authorized  to  receive  the  balance  of  money  in  the  hands 
of  I^)lton,  and  deposit  it  in  the  Xew  York  Life  Insurance 
and  Trust  Company.  Iloffuiau  continued  as  such  receiver 
do^^^l  to  the  sale,  hereafter  mentioned,  of  the  mortgaged 
premises. 

Jiy  an  Act  of  Congress,  passed  Marcli  24th,  1834,  (0  ir.  S. 
Stut.  at  Ijdrge,  655,)  the  Secretary  of  the  Treasuiy  was  au- 
thorized to  compromise  the  Ijonds  and  judgments,  with  the 
parties  liaJilc  on  them,  and  particnlurlv  with  ]MIiitnni,  Rur\'iv- 
ing  partner  <>f  Minturn  ^  Chanipiin,  the  pi-iiu-ipal  dehtoj-s. 
An  arraTi<:ejii«*nt  was  aecordinfflv  made,  bv  wliich  Jiurrows, 
the  surviving  partner  of  Sturgis  &  Burrows,  in  consideration 
ol  $6,000,  assigned  the  mortgage  to  the  plaintiff;  and  it 
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was  further  agreed,  on  ihe  12th  of  June,  1834,  between  the 
Secretarj'  and  Mintnm,  by  way  of  compromising  and  settling 

all  the  claims  of  the  Ij'nited  States  upon  the  late  firm  of  Min- 
turn  Chanipliii  and  tlieir  sureties,  that  Minturn  should  pro- 
cure to  be  assi^'ned  to  the  United  States  the  mortgage  given 
by  Butler  to  Stnigis,  in  order  to  clear  the  premises  from 
eml)arra.s5ment,  so  tliat  thev  could  be  made  available  towards 
the  payment  of  tlie  judi^ment  against  liutler,  and,  in  consid- 
eration of  the  a.-signiiicnr  having  been  made,  the  plaintiiTs 
stipulated  to  release  all  the  judgments,  (there  ha\nTig  Ijcen 
separate  judgments  against  the  |»rin(  ij)al  debtors  and  each  of 
the  suretieB))  and  to  discharge  them  of  record,  as  soon  as  the 
mortgaged  premises  should  be  sold  under  the  mortgage,  or 
otherwise  disposed  of.  The  premises  were  sold  under  the 
judgment  against  Butler,  on  the  10th  of  March,  1838,  and 
purchased  by  John  Bathbone  for  $25,500,  which  was  much 
lees  than  the  amount  then  due  on  the  judgment,  and  the 
mortgage  was  assigned  to  him  as  a  muniment  of  title.  Satis- 
faction of  the  several  judgments  was  entered  of  record  on 
the  4th  of  August,  1840. 

The  supplemental  bill  which  was  now  filed  set  forth  the 
above  facts,  and  alleged  that  Hoffman,  the  receiver,  had  in 
his  hands  $9,000 ;  that  a  large  sum  of  money,  far  exceeding 
the  sum  in  the  hands  of  the  receiver,  remained  due  on  the 
judgment  against  Butler,  over  and  beyond  the  amount 
brought  by  the  sale  of  tlie  mortgaged  premises ;  and  that  the 
defendants  Laird  H.  H.  Butler  and  Jonas  Butler  claimed  the 
funds  in  the  receiver's  hands,  under  an  assignment  of  some 
interest  in  the  lots  fi-om  T.  C.  Butler,  but  the  bill  charged 
that  it  was  made,  if  at  all,  during  the  pendency  of  the  suits 
against  T.  0.  Butler  and  the  othei*s,  and  of  wliitli  these  de- 
fendants wore  cbargt  able  with  notice.  The  bill  als?o  set 
forth  various  judgiiu'iits  rocovored  by  the  jilaintiffs  against 
T.  C.  Ihitlcr  for  (U'l)ts  due  from  him  individually,  and  which 
remaiucMl  mi})ai(l,  and  wciv  a  llcn  on  the  lots  coveivd  bv  the 
mortu:J^i!:e,  or  on  T.  Ihitler's  c*[uity  of  redemption  in  them. 
The  bill  prayed  that  the  sum  in  the  receiver's  hands  might 
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be  directed  to  be  paid  over  to  the  plaintiflfe  on  the  balance 

remaining  upon  the  first-mentioned  judgment  against  T.  C. 
Butler,  or  ufX)n  those  last  named. 

To  tiiis  tsupplcmcnial  bill  T.  C.  Butler  and  L,  M.  II.  Butler 
demurred. 

JSdtoard  Safhd/ordf  for  the  defendants. 

Benjamith  K  Butler^  for  the  plaintiffs, 

Ni-X80x,  J.  Tlie  aTi>\ver  of  Thomas  C.  Butler  to  the  origi- 
nal bill  adinltH  tliat  the  mortgage  was  given  to  Sturgis  for 
the  beuetit  of  the  plaintiffs,  tliat  is,  for  the  purpose  of  raising 
mODey  to  pay  tlie  judgments  recoTered  on  the  Custom-House 
bonds,  aiid  was,  therefore,  properly  no  real  incumbrance  ou 
tlic  premises,  as  respected  the  judgment  against  Butler.  So 
far  as  his  interest  was  concerned,  therefore,  tliey  might  have 
been  sold  at  once  under  the  judgment,  and  the  proceeds 
applied  in  payment  Tho  sale,  however,  was  embairafised  by 
^e  interest  in  the  mortgage  set  up  by  Stui^gis,  the  mortgagee, 
and  by  Btm^  &  Bnirows,  the  assignees  under  him.  But  as, 
on  the  filing  of  the  bill  to  remove  this  incumbrance,  a  re- 
ceiver had  been  appointed,  for  the  purpose  of  securing  the 
rents  and  profits  pending  the  litigation,  that  they  might  be 
applied  towards  the  satisfaction  of  the  judgment,  if  neces* 
sary,  they  are,  in  equity,  to  be  deemed  subject  to  the  lien  and 
dalm  by  virtue  of  the  judgment,  the  same  as  the  premises 
them^lvea. 

The  rents  and  profits  thus  accruing  would  have  been  ap- 
plied to  the  judirnit'Jit,  together  with  tlie  proceeds  of  tlic  sale, 
if  the  procee(ling8  in  E<j[iiity  liad  gone  to  a  final  decree  in 
favur  of  the  ]>hiiiitiflFs.  Certainly,  there  w^ould  have  been  no 
ground  for  any  other  dis{x>j?ltion,  us  it  rcs]»eeted  Butler  or 
thiw  i'ounwrr  in  under  him,  as  he  had  admitted  that  the 
premises  were  subject  to  the  lien  of  the  judgment,  from  the 
time  it  was  docketed,  free  from  the  Tnortiriire.  'I'he  lltiiratiou 
with  him,  as  it  respected  the  mortgage,  and  the  right  of  ap- 
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plying  the  premises  to  the  Batisfaction  of  the  judgment,  ended 
on  the  coming  in  of  his  answer.  It  continued  only  in  respect 
to  the  claim  of  Stui^  and  his  assignees.  If  they  had  suc- 
ceeded in  establishing  the  mortgage^  and  if  the  premises  had, 
on  being  sold,  turned  out  to  be  insufiicient  to  satisfy  that 
security;  perhaps  they  would,  it  being  the  first  lien,  have  been 
entitled,  in  equity,  to  have  the  rents  and  profits  accruing 
and  in  the  hands  of  the  receiver  appliecl  to  its  payment. 
Tliat  was  a  question,  however,  between  the  plaintiffs  aud 
those  parties. 

lias,  then,  the  settlement  made  with  ^liutum  and  tlie 
assi<j:nees  of  the  mortj;a<;e  in  any  wav  affected  the  riirhr  of 
the  jiliiiiit iflV  to  this  fund  ?  1  do  not  t^ee  how  tin's  can  l>e. 
The  pui  tits,  instead  of  carrviniy  on  the  litigation  to  a  final 
deterniiiKiiion,  prcfcrrifl  to  settle  it;  and  the  ]>1aintifls,  by 
paying  the  pnni  ot  ^0,000^  got  rid  of  the  mortgage  inenm- 
brance,  and  the  premises  were  thns  left  sul>je<*t  only  \n  the 
lien  of  their  judgment.  In  legal  effect,  the  result  i>  the 
same,  as  it  respects  the  lien  of  the  jndgTTient,  as  if  a  decree 
had  been  made,  on  the  coming  in  of  the  Madter^s  report,  that, 
on  payment  of  such  sum,  the  prior  incumbrance  should  be 
discharged.  On  the  paymi  vf  of  that  sum,  the  premises  and 
the  rents  and  profits  that  lia<l  accrued  and  were  in  the  hands 
of  the  receiver,  would  have  been  applicable  to  the  jndgment 
of  the  plaintifib  against  Butler.  The  mortgage  having  beeii 
got  rid  of  by  the  settlement,  eveiything  was  accomplished 
that  would  have  been  by  a  decree  to  the  effect  above  stated. 
The  laud  and  the  rents  and  profits  that  had  accrued  became 
subject  to  the  jndgment ;  md,  this  is  what,  as  is  apparent,  was 
intended  by  the  parties,  in  their  arrangement. 

Neither  does  the  entry  of  satisfaction  of  the  jndgment 
after  the  sale  in  any  way  affect  the  right  of  the  plaintiffs  to 
the  rents  and  profits.  They  were  in  Court,  awaiting  the  result 
of  the  litigation,  to  be  applied  to  the  judgment ;  and,  in 
ecputy,  were  immediately  applicable,  when  the  right  under 
the  mortgage  was  dis|X)sed  of.  J^esides,  the  whole  scope  of 
the  settlement  cleaily  shows,  that  it  was  intended  by  all 
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parties  conoemcd,  that  the  premiaes  oovered  by  the  mort- 
gas^e,  and  the  rents  and  pi-ofits  that  had  accrued  and  of  n'j^ht 

beloiio^ed  to  the  judgment  creditors,  should  be  ajiplied  to  the 
y>lnintifft^'  demand,  liutler  had  uothiniif  to  say  iu  the  matter, 
lis  lie  li^iil  udiiiitted  this  right  in  lii^  .iii.-.\ver. 

I  am  satislied,  therefore,  that  tliere  is  sufficient  equity  in 
the  bill  to  entitle  the  lilaintifts  to  this  fund,  and  tliat  the  de- 
murrer should  be  overruled. 


Tii£  United  States 
vs, 

Edwabd  F.  Douglass,  James  Clements  and  Thomas  Benson. 

Where,  on  a  joint  indictment  agiiin.'^t  three  for  murder,  one  of  them  is  tried  scpo- 
rately,  it  is  not  competent  for  liiin  to  jrive  in  evidence  a  convcrsatiuu  between 
the  other  two,  when  thoy  were  alone,  iucuipating  themselves  and  exculpating 
bim  htm  ftU  iMrticipatioii  in  the  criiuc: 

The  eeMS  of  JPawM  v.  ScrpeTy  (5  Oarr,  Jt  P.  ffOO,)  and  of  Dot  T.  Sadiat^  (3 
Douf/.  310,)  commented  on  end  expiUined. 

What  13  dirpt  t  cvidenpf',  and  what  circuin?t;uitiiil  evidencp. 

lu  a  cnse  of  circumatantial  evidence,  the  jury,  in  order  to  convict,  must  find  the 
circumstancca  to  bo  satiafketorily  proved  as  facts,  and  must  also  find  that  those 
filcte  dearlj  and  uDequiToeeUy  imply  tlic  gmlt  of  the  eeeuaed,  end  oennot  be 
leeeombly  reeoneiled  with  enjr  hjpotbcds  of  his  innocence. 

Where  a  person  U  prci^cnt,  actueUy  or  ooostructiTely,  at  a  murder,  elding  and 
abetting  it,  that  is  sufficient,  both  at  common  law  and  under  the  Htatutets  of  the 
UnitH  Ptatcf,  to  warrant  his  conviction  under  an  indictment  charjring  him 
Willi  the  murder,  though  containing  no  count  charging  him  with  only  being 
pre»ent  at  the  murder,  aiding  and  ^»^ng  it. 

The  Acts  of  Congi«sa  of  April  80th,  lt90,  (1  IT.  8.  Stal.  at  Largt,  114,  %  10,) 
and  of  Mareh  8d,  1825,  (4  Jd.  115,  §  4,)  du  \wi  muko  the  dding  ami  nln  tting 
an  act  of  murder  bj  petaonai  presence  and  assistance,  a  separate  and  distinct 
ofTcnoe. 

A  qoalified  peremptory  challenge  in  a  criminal  case,  that  is,  a  right  to  set  aside  a 
juror  without  challenging  him  for  principal  cause  or  to  the  faTor,  and  to  tmre 
him  finally  excluded  from  the  Jury  unless  the  panel  is  exhausted  by  the  dial' 
lengea  of  the  prUoner,  exists  In  fitvor  of  the  Government  in  the  Courts  of  the 
United  Sutca.    Per  Nelsox,  J. 

This  is  the  settled  doctrine  of  the  common  kw,  and  was  recognised  by  the 
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StipnoM  OouH  of  tlM  United  Btates  in  TktUmUd  SUUt  v.  Mwthmd^  (18 

Wheat.  4Sn.    Per  Nklson,  J. 

The  Act  of  July  20th,  1840,  (5  U,  S.  R'nt.  at  Large^  394,)  applies  only  to  the 
mode  of  selecting  the  jury,  tliat  is,  by  ballot,  lot  or  othcrwisf.  n.-<  ptoj^cribed  by 
the  State  lawu,  and  douii  nut  afTect  the  questions  iiivulved  ni  tlic  right  oi  cluiU 
lenging  Uie  juron  cftllad,  whether  peremptorily  or  fbr  cwae.   TboM  qnoffioiu 

.  staiid  opon  the  common  bir,  exeept  wliere  r^pikled  Iqr  Aet  of  OongreM.  iVr 
Xklsox,  J. 

The  Act  of  Jul?  2^»Ui,  18(n,  (n  r.  -S^  f^'at.  a*  Lartjf,  r>94,)  manifest"?  a  purpose  to 
conform  the  regulations  in  regard  to  the  designation  and  empanelling  of  jurora 
in  the  Ck)urt8  of  the  United  States,  so  far  as  maj  be  practicable,  to  the  exiiiting 
laws  of  the  perticttkr  6t»t«t.  Ptr  Birra,  J. 

It  is  a  ireU<«ettled  principle,  ih  the  jvrispnidenee  of  the  United  filatet,  that  mJes 
of  State  practice  acted  upon  by  the  Courtn  of  the  United  ^tee  in  a  State,  as 
obltri^ntnry  npon  thr>m,  liuve  the  efficac/  of  ntleft  adopted  bj  cxpress  order  of 

tl:os(>  ("our If!.    Per  Bktts,  J. 
The  right  to  a  qualified  peremptory  challenge  iu  a  oriiiiiuai  case  did  not  l»eiong 

to  the  Crown,  at  common  law.  It  rested  wholly  upon  a  construction  of  the 

statute  of     Kdw.  L  P«r  Bsm,  J. 
The  case  of  The  UniUd  StaU$  y.  Morehmi^  (12  Wheat.  480,)  did  not  involve  any 

question  ns  to  the  right  of  the  Government  with  r^ard  to  ohsUengea  of  jurors. 

Per  15ETrs,  J. 

The  laws  of  tbo  State  of  New  York  do  not  allow  to  the  prosecution,  in  a  crimi- 
Btl  caM^  such  quaUfied  peremptory  challenge,  and  the  practloe  of  the  Courts 

^  of  the  United  States  has  alwajs  been,  to  conform  in  all  respects,  m  trials  by 
jury,  as  neariy  as  piaeticable,  to  the  laws  of  the  Stale  in  iriddi  they  sik  F» 

Betts,  J. 

The  Attorney  for  the  United  Stiitos  is  bound  to  assign  and  '.•n^«tantiate  his  chaU 
lenge  when  it  is  made,  and  before  oilier  jurors  can  be  ilruw  a.    Per  BrTTs,  J. 

(Before  Nelsom  and  Betts,  JJ.,  Southern  District  of  New  York,  June  2d,  1S51.) 

Tnis  was  a  joint  indictment  against  three  persons  for 
murder  npon  the  high  seas.  The  prisoners  were  tried  at 
New  York,  before  Mr.  Justice  Nelson  and  Judge  Btrrrs,  iu 

May,  1551,  and  found  iruiltv.  Doupjlaiis  w;is  tried  sepa- 
rately. Clements  juid  Jieii-tm  wore  tried  together.  Before 
sentence,  a  niutiuii  for  a  new  trial  was  made  before  both 
Judges,  uijon  their  minutes  of  the  trial  and  the  change  of 
the  presirlitig  Judge  to  tlie  jury.  The  iudietinent,  in  every 
count,  charged  the  Tiiurder  of  the  deceased  by  each  of  the 
prisoners.  Thei*e  was  ii<>  coniit  charging  eitlicr  of  the  pris- 
oners with  oidy  being  prei^ent  at  the  murder,  aiding  and 
abettiiig  it   The  points  ui^ged  as  grounds  for  a  new  trial 
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were  these :  let,  That  the  Court  erred  in  allowing  the  Du- 
trict  Attorney  to  exercise  a  qualified  peremptory  challenge, 
by  excluding  individual  jurors  froiu  the  jurv  until  the  panel 
ts^uuld  be  exhausted,  without  iiiiikinn^  any  challeujoje  to  such 
jurors  for  principal  cause  or  to  the  favor  ;  2d,  That  Douglass 
ought  to  have  been  allowed  to  prove  a  conversation  between 
Benj^uii  and  Olementi^  when  they  were  alone,  incnilpating 
theuLselves  and  exculpating  Douglass  from  all  participation 
in  the  crime  ;  Jkl,  That  the  ( 'ourt  erred  in  not  charging  the 
jury  tliar  the  evidence  was  purely  circumstantial  ;  4th,  That 
the  ( A)urt  erred  in  not  charging  the  jury  tliat  the  evidence 
must  exclude,  to  a  moral  certainty,  every  hypothesis  but  tliat 
of  guilt,  before  a  Gonviction  could  be  had,  and  that  the 
Court  misdirected  the  jmy^  in  instructing  them  that  thej 
ooald  convict  the  prisoners  if  the  circumstantial  evidence 
WB8  jonnd  to  be  more  consiBtent  with  tlirir  guilt  than  with 
.their  innocence ;  5th,  That  the  Court  erred  in  ohai^ng  the 
jury  tliat  mere  presence,  actual  or  GonBtnictive»  at  the  mur- 
der, aiding  and  abetting  it,  was  sufficient  to  warrant  a  oonr- 
Cotton  under  the  indietment  The  facts  of  the  case^  so  far 
as  they  are  neoeasaiy  to  be  stated,  sufficiently  appear  in  the 
opinions  of  the  Judges. 

Zaremo  B.  Shepard  and  Gwtge  K  BettB^  for  the  prisoneni 

Ogdm  Jlofman  and  WUU^  M  Marta,  for  the  United 

Kelson,  J.   The  motion  for  a  new  trial  made  in  this  case 

is  denied.    But  it  is  pr()[>er  to  gay,  that  the  Judges  do  not 

altogether  agree  m  respect  to  tbe  point  made  as  to  the  right 

of  the  Government  to  a  (pmlitied  j>eieniptory  challenge — 

that  ife,  tlie  right  to  set  aside  a  juror  without  cause,  and  to 

have  him  finally  excluded  from  the  jury  unleas  the  panel  is 

exliaii.sted  by  the  challenges  of  the  prisoner.    If  the  jury-list 

h  exliausted  before  the  panel  ia  completed,  it  is  admitted 

that  the  juror  thus  set  aside  must  be  called  and  must  aerve, 
14 
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unless  he  k  challenged  by  the  Govermnent  f  Ofr  cause.  This 
qnaliiied  right  of  challenge  without  cause  is  the  settled  doe- 
trine  of  the  common  law,  and  has  been  recognized  by  the 
Supreme  Court  of  the  United  States  in  the  case  of  Uni- 
ted States  V.  MitrchmU,  (12  Whe€a.  480,)  and  has  been  prao* 
tiscMl  upon  in  some  of  the  Cimiits.  The  doubt  that  is  sng^ 
guiilud  in  resrard  to  it  arises  under  the  Act  of  July  20th,  1840, 
(5  f'^.  S.  Sfcf.  (it  Jjirgey  394,)  which  provides  for  the  designa- 
tion of  jurors  to  serve  in  the  Fedeni!  Cuurts,  hy  ballot,  lot  or 
otlierwi^e,  aeeoixling  to  the  nuxle  ut  selecting  them  in  tlie 
Statc^i  wht-re  sucli  Courts  are  held:  and,  for  thi:*  jniqw^e, 
tliOR'  ('itiirtH  are  enii  >  wered  to  make  nili.s  iind  reL^nlations 
for  conforming  the  de^iinmtion  and  eiiipanenin*:  «»f  jurors  to 
the  laws  and  usages  of  tho  States  a-  thev  niav  exist  at  the 
time.  A  nde  to  this  efi  ect  has  I  teen  adopted  in  this  District. 
My  brother  J3ett8  tliinks  that  the  Act  of  1840  adopt.s,  to- 
gether with  the  mode  of  Reloetingf  and  empaneUing  tlie  jnrj', 
the  law  of  the  State  regulating  the  right  of  eliallenge,  which 
would  exclude  the  qualified  right  of  peremptory  challenge 
that  helonir^  to  the  Government  at  common  law.  Such  is 
the  law  of  the  State.  But  my  own  opinion  is,  that  the  Act 
of  1840  applies  only  to  tlie  mode  and  manner  of  drawing  or 
selecting  the  jury,  that  is,  by  ballot,  lot  or  otherwise,  as  pre- 
scribed by  the  State  laws,  and  does  not  affect  the  questions 
involTed  in  the  right  of  challengmg  the  jurors  called,  whether 
.'peremptorily  or  for  cause;  apd  that  those  questions  stand 
upon  the  ccmmion  law,  except  where  regulated  by  Act  of 
Congress. 

In  the  present  case,  the  panel  was  completed  before  the 
jury-list  was  exhausted,  and  before  the  privilege  of  peremp- 
'  tory  challenge  belonging  to  the  prisoners  was  exhausted. 
•The  question,  therefore,  in  this  particular  case,  is  one  of  no 

substantial  importance  in  the  fair  and  proper  administration 
of  justice.  Great  liberality  was  extended  by  tlie  Court  to 
l>oth  sides  in  fonnin^<  the  panel,  with  a  view  to  the  selection 
of  an  impartial  and  intelligent  jury,  and  buch  wu6  eminently 
the  character  of  the  one  obtauied. 
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Bppts,  J.  The  Judges  differ  in  opinion  upon  the  first  point 
m^cd  {18  a  ground  for  a  ucw  trial,  and  concur  in  regaid  to  all 
the  others.  ' 

Upon  the  second  ix>int,  we  think  there  was  no  foundaliun 
in  law  iur  admitting  the  evidence  offered.  The  general  prin- 
ciple laid  down  hy  text-writers  is  ex])licitly  against  it,  (BeMf 
OH  Kv.  0(5,  50  Law  Llhrary^  new  ^cv/t^,  70,)  and  so  is  the 
reaso!!  of  the  tliiniif.  Mere  assertions  In  one  purbon,  affect- 
ing ihe  Li:iiilt  or  iniu KH'iice  of  another,  bho\r  no  puoIi  privity 
with  the  latter  as  to  bccunie  evidence  for  or  u;;;iinst  hini. 
The  case  of  Powell  v.  JIarper,  (5  <V/r;'  ik  J*.  r>lM>j)  is  too 
l(H)se  a  statement  to  be  entitled  to  reliance,  if  it  intends  to 
declare  an^'  such  docthue ;  and,  in  so  far  as  it  admits  the 
naked  declaration  of  a  peroon  not  on  trial,  that  he  stole  cer- 
tain property,  to  l»e  evidence  against  another  that  he  received 
it  knowing  it  to  be  stolen,  it  is  against  the  well csfaMislied 
rales  of  law.  Some  feature  in  the  case  is  undoubtedly 
dropped  in  the  report  of  it.  The  case  of  JJoe  v.  JIaMen,  (3 
Doug,  <^ited  for  the  prisoners,  tomed  on  a  dific«rent 
point  The  declarations  offered  in  evidence  were  offered  to 
vitiate  an  act  done  by  the  party  making  ihem  and  show  it 
corrupt  and  void,  that  act  being  introduced  as  the  ground  of 
right  by  the  leasor  of  the  plaintiff. 

The  third  point  made  rests  upon  a  misconception  of  the 
cliaracter  of  tiie  evidenoo.  It  was  not  wholly  circimistantial. 
A  very  large  and  most  important  part  of  it  was  direct  and 
positive.  The  murder  of  the  deceased,  the  report  of  a  mus- 
ket, tho  cry  of  mm'der  by  the  deceased,  the  presence  of  the 
])risonei-s  on  deck  at  the  time,  armed  with  muskets  and  other 
deadly  wea|K)ns,  and  the  violent  interference  of  two  of  them 
to  present  the  ollicers  of  the  vessel  from  going  to  the  rescue 
of  the  dying  man,  aiv  iacts  directly  pmveiL  Such,  also,  was 
tlie  fact  of  the  muskets  coming  clandestinely  to  the  jxjsses- 
sion  (»f  the  prisoners.  The  only  fact  iiiipoi-tant  to  their  con- 
vufion  ('f  tlie  murder,  which  dejx-nded  upon  presumptive 
j)roof,  was,  wlietlier  the  tliree  concurred  hi  the  felonious  acts 
out  o£  which  the  death  of  the  deceased  aixhie. 

4 


S18 


BOTTTBBBN  DIBTBICT  OF  liEW  TOBX, 


The  UniAed  States  e.  Douglaab 

Tlie  fourth  point  is  not  supported  by  the  terms  of  the 
charge.  It  was  doli\eie(l  in  writinpf,  and  is,  accordingly, 
f!!i?iily  compared  witli  the  doftrinc  (■(•ntonded  for  by  the  pris- 
onerri'  conn^ol,  thiTik  tlmt  tlio  rleur  and  unmistakable 

imjMjrtof  it  i^,  that  tlie  jury,  in  order  to  coTiviet,  mn^t  find 
the  circumstances  to  I>e  satisfactorily  proved  as  fact^,  and 
mnst  also  find  that  those  facts  clearly  and  unequivocally 
imply  the  guilt  of  the  prisoners,  and  cannot  be  reasonably 
reconciled  with  any  hy^x>theBi8  of  their  innocence.  This  is 
the  plain  bearing  of  the  instructions,  and  if,  in  particular 
sentences,  expressions  of  a  wider  and  louder  bearing  occur, 
yet,  in  othere,  the  language  is  explicit  and  i)ointed  to  that 
effect,  and  the  whole  charge  is  reconcilable  only^  npon  the 
idea  that  the  jury  must  find  that  the  circumstances  remove 
all  reasonable  doubt  of  the  guilt  of  the  prisoners. 

We  think  that  the  fifth  point  cannot  be  maintained.  At 
common  law,  every  person  present  at  a  murder,  willingly 
aiding  or  abetting  its  perpebation,  is  guilty  of  murder,  and 
may  be  indicted  and  convicted  as  principal  in  the  first  degree. 
The  Acts  of  Congress  of  April  SOth,  1790,  (1  U.  8,  Stat,  at 
Large,  114,  §  10,)  and  of  March  8d,  1825,  (4  Id,  115,  §  4,)  in 
which  aiders  and  abettors  are  named,  do  not  make  the  aiding 
and  abetting  an  act  of  murder  by  personal  presence  and 
assistance,  a  separate  and  distinct  offence.  The  more  proba- 
ble inteq>retation  of  those  terms  is,  that  tliey  a])j>ly  to  acces- 
sories before  the  fact.  There  is  certainly  no  fair  ground  to 
infer  that  they  were  eniplo\  ed  in  the  statutes  to  distinguish 
such  aiders  and  abettors  iwmi  the  principal  murderer. 
{Whart.  Crim.  Imw,  224.)  We  therefore  think  the  indict- 
ment  is  good  in  cliaririiiir  the  pri;soT)er?^  with  the  murder  by 
doing  acts  aiding  and  abetting  its  ]ierpetration  in  their  pres- 
ence. (  Th'  United  States  v.  Marjill,  1  Wash,  C,  C,  R,  463 ; 
The  Jhiital  States  v.  1  Oall  ^?24.^ 

As  the  tirst  jK)int  involves  an  inquiry  into  the  practice 
of  the  Court,  of  much  weight  and  some  difhculty,  it  is 
proper  to  set  foi*th  more  at  large  the  considerations  which 
influence  the  minds  of  the  Judges  in  the  opinions  they  adopt 
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in  respect  to  it  The  presidiDg  Judge  holds  that,  as  the  mat* 
ter  is  not  expressly  regulated  by  Act  of  CongreBB,  the  Courts 
of  the  United  States  most  resort  to  the  oommon  law  to  ascer- 
tain what  the  rule  is  in  regard  to  the  right  of  the  Govern- 
ment  to  challenge  jurors  in  capital  cases.  He  construes  the 
Act  of  July  20th,  1840,  (5  Ul  S.  JSUtt  at  large,  394,)  as  ex- 
tending no  further  thui  the  Judiciary  Act  of  1789,  and 
regards  its  provisions  as  limited  to  the  mode  and  manner  of 
obtaining  the  general  panel  of  jurors  to  serve  in  Court,  and 
as  not  governing  the  method  of  empanelling  tliem  in  a  spe- 
cific case  on  trial.  lie  also  holds,  that  tlie  common  law  prac- 
tice of  penniltiiig  the  Crown  to  have  jurons  s^ct  uside  without 
ch.illenging  them,  till  the  wliole  is  exhausted  by  the 

challenges  of  tlie  prisoner  or  the  aeeeptaucc  of  jurors  eiilU'd, 
must  he  regarded  as  the  rule  in  the  Courta  of  the  United 
States.  I  maintain  a  different  view.  We  concur  in  the  opin- 
ion  that,  under  tlie  terms  of  tlie  .Iudieiar\'  Act  of  1789, 
(1  fK  S\  S/,if.  <tt  L'ir[]<\  HS,  §  29;)  the  State  law  was  made  the 
rule  of  the  Courts  of  the  Tnite*!  States  only  in  re>pect  to  the 
mode  of  designating  the  jimirs,  and  that,  in  other  respects, 
the  common  law  was  followed,  f  The  United  States  v.  The 
Imurgeiit^,  2  Dallds^  3.')'>  t  But  1  think  that  the  Act  of  May 
13tl^  1800,  (2  U.  aS.  Stat,  at  f/irge^  82,)  and  the  Act  of  July 
20th,  1840,  (5  U,  tStat.  at  Large,  394,)  are  more  extensive 
enactmrTits,  and  manifest  a  plain  pur|K>se  to  c<)iiff)rm  tho 
regidations  in  regard  to  jurors  in  the  Courts  of  the  United 
States,  BO  far  as  may  he  practicable,  to  the  existing  laws  of 
the  particular  States. 

The  29th  section  of  the  Judiciary  Act  of  1789  requured  the 
jurors  to  be  designated  by  lot  or  otherwise,  aiccording  to  the 
mode  of  forming  juries  in  the  States  respectively,  to  which 
language  the  Act  of  May  13th,  1800,  added  the  words, 
therein  now  practised ; "  thus  making  the  State  practice  of 
that  day  the  rule  governing  the  Courts  of  the  United  States 
in  designating  jurors.  The  Act  of  July  20th,  1840,  annexes 
to  the  addition  made  by  the  Act  pf  1800,  the  words,  *^  and 
hereafter  to  be  pi-actised  therein,"  and  more  distinctly  iudi- 
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cates  the  intention  of  Congress  to  bring  the  whole  srstein  sub- 
stantially within  the  regulatio^is  of  the  State  laws,  by  declar- 
ing first,  that  the  jurors  shall  have  the  like  qualifications  and 
be  entitled  to  the  like  exemptions  as  State  jurors  ^  now  have 
and  are  entitled  to,  and  shall  hereafter,  from  time  to  time, 
have  and  be  entitled  to;'^  and  secondly,  by  adding,  ''and, 
for  this  pnri)ose,  the  "  **  Courts  »*  of  the  United  States  «  shall 
have  power  to  make  all  necessary  rnles  and  Filiations  for 
conformin<:^  the  designation  and  empanelling  of  juries,  In 
substance,  to  the  laws  and  usages  now  in  force  "  In  tlie  States. 
Thongli  it  is  not  claimed  for  tliis  lsni«^ua*i:c  that  it,  in  express 
terms,  conforms  the  entire  reirul.ations,  both  in  obtaininij 
jurors  and  in  eni}>uiicllini»-  juries,  to  the  laws  and  usages  of 
the  States,  yet  it  is  most  Ripinific^ant  to  show,  that  tlie  State 
laws  and  usnires  were  IfKiked  to  as  the  leadinj;  and  main 
authority  in  botli  re8|>f('t>.  And,  Tnoref)ver,  it  denotes  the 
(•oiii]»<  foncy  of  the  CnurTs  of  tlio  (  iiited  States  to  regidato 
the  snhjf'ct  1)V  adoptin^^  express  rules  to  thnt  end.  It  is  a 
well-settled  v'"''t<'iple,  in  the  jiirisprndence  of  the  United 
States,  that  rules  of  State  pra(*tice  acted  ii|H>n  In- tlu^  CoTirt^i 
of  the  United  States  in  a  State  as  obliinitory  upon  them,  liave 
tJic  etticucy  of  rules  adopted  by  express  order  of  those  Courts. 
{Fulh  i  fon  V.  Banl-  of  the  United  JStafrs,  1  Peters,  604.) 
Accord inffly,  the'  uninterrui)ted  usages  of  the  Courts  of  the 
Unit(  d  Statis  in  this  District,  for  over  fifty  years,  to  conduct 
criminal  trialB,  especially  in  the  organization  of  juries,  con- 
formably to  the  State  laws,  is  high  evidence  of  an  explicit 
adoption  of  that  practice. 

Independently,  however,  of  these  considerations,  I  think 
that  the  right  chtimed  by  the  Attorney  for  the  United  States 
in  this  case  was  not  maintainable  upon  any  doctrine  of  the 
common  law.  There  is  no  evidence  that  the  Crown  ever  pos- 
sessed or  claimed  that  right,  except  under  the  provisions  of 
the  Act  of  33  £dw,  I.  The  prerogati  ve  right  on  the  part  of  the 
King,  prior  to  this  Act,  was  to  challenge  jurors  peremptorily, 
without  restriction  of  numbers,  which  in  effect  gave  the 
Crown  the  power  of  selecting  juries  in  capital  cases.  {€d. 
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LULf  156  h  ;  Ifatok,  P,  ^.  2,  43,  ^  2 ;  Baa,  Ah^ 
J%a%e9y  K  10 ;  Com,  Diff.,  Challenge,  G,  1 ;  Joy  on  Qmfea- 
9iion8^  14d,  24  Law  lAhraryy  new  teries^  84 ;  ChittifB  Or*  X., 
434 ;  2  jraU'9  P,  271.)  This  waa  the  evil  which  Pailifr- 
ment  intended  to  remedy  by  the  Act  of  33  Edw.  I.  {Go, 
lAU^y  156  Bacon  gives  lie  Act  at  large,  {Ah.^  Juries,  K 
10,)  and  these  motives  for  itfl  paefiage  are  assigned  by  Baron 
Gilbert.  He  also  adds,  that  it  is  the  cstablii^hed  practice  of 
the  (Courts,  in  tlio  construction  of  the  Act,  that  the  Kini» 
neeil  not  bhuw  uiiy  cause  of  his  challenge  till  the  whole  pant  I 
be  gone  thi*ongh.  That  this  is  a  pi-actice  of  the  English 
Courts,  resting  nut  on  the  common  law,  but  wlifjlly  upon  the 
coiwt!-u('tinn  of  the  statute,  i>  still  more  dcliuitcly  settled  by 
till  N  risiuns  of  the  Kini^'s  Ilcnch  in  Hex  v.  J\irrt/,  (7  Carr. 
a-  P.  and  in  Reghut  v.  Frost,  (9  ///.  120.  made 

upon  the  provisions  of  the  Act  of  0  Geo.  IV.,  rc-euactiog  in 
substance  the  Act  fif  33  Edw.  I. 

Mr.  Justice  Story,  in  Tlie  United  States  v.  Marchant^  (12 
Wheai,  480,)  would  also  seem,  on  a  fair  construction  of  his 
lancrnage,  to  place  the  right  of  the  Crown  to  this  mode  of 
challenge,  ujxm  the  uniform  practice  which  has  prevailed  in 
theEuglit^h  Courts  since  tlie  statute  of  33  Edw.  I.;  but  the 
reaeoning  of  the  learned  Judge,  collateral  to  the  point  under 
consideration  by  the  Coui-t,  cTcn  if  it  amounts  to  a  reoog- 
nitioD  of  the  English  practice  as  a  doctrine  of  the  common 
law,  cannot  avail  as  a  judgment  of  the  Court  on  the  aubjeet 
The  point  raised  upon  the  certificate  of  division  of  opinion, 
and  determined  bj  the  Supreme  Court,  related  solely  to  the 
right  of  two  or  more  persons,  jointly  chaiged,  in  the  same 
indictment,  with  a  capital  offence,  to  be  tried  severally,  sepa- 
rate and  apart — ^an  inquiry  apparently  in  no  way  involving 
the  prerogative  or  authority  of  the  Government  in  respect  to 
its  challenges  of  jurors  on  such  trial.  And,  even  if  the  very 
accx>mplishcd  jurist  who  drew  up  die  opinion  of  the  Court 
had  explicitly  pronounced  the  privilege  now  claimed  on  the 
part  of  the  United  States  to  be  a  common  law  right,  the  dec- 
laratiou  could  not,  in  a  different  case,  carry  the  authority  of 
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a  judicial  decision,  though  it  would  command  all  the  consid- 
eration which  the  Baggeetioiis  of  a  Judge  bo  achate,  laboiioua 
and  exacty  upon  queBtioDB  of  oommon  law,  always  merit  and 
leceiva 

The  point  in  question  was  directly  raised  in  the  Pennsylva- 
nia Circuit,  before  Judges  Baldwin  and  Ilopkiuson,  in  1830, 
in  the  case  of  Th^  United  States  v.  WUeon,  (1  Baidw.  78» 
82.)  The  District  Attorney  challenged  a  juror  peremptorily* 
His  right  to  do  so  was  denied  by  tihe  oounael  for  the  prisoner. 
The  Court  observed,  that  tiiey  had  known  no  case  where  the 
right  now  claimed  had  been  allowed  to  the  prosecution ;  that 
they  would  not  be  the  first  to  do  it  in  a  capital  case,  unless  it 
was  clearly  established ;  but  that,  on  examining  the  opinion 
of  the  Supreme  Court,  in  the  case  of  The  United  States 
Mairtkamty  12  'Wheat,  480,)  they  did  not  feel  themselves  at 
liberty  to  refuse  the  quulified  right  of  challenge  claimed  by 
the  United  States. 

It  was  upon  reading  tlict^e  cases  on  tlie  trial  of  the  indict- 
ment airuinst  the  prieuncMv,  that  thi»  Ci^urt  permitted  the  exer- 
cise of  a  like  elmllengo,  and  the  presiding  Judge  considers 
the  law  on  tlie  >ul>ject  settled  by  these  cases.  I  dissent  from 
that  o])iiiioii,  and  think  that  the  0>urt  eommitted  an  error  on 
the  trial  in  allowing  the  chalk  ngco  of  the  Diiitnct  Attorney. 

The  ca-ieb  in  Pennsylvania,  which  were  referred  to  on  the 
argument,  throw  no  additional  light  on  the  subject.  Those 
cases  do  not  appear  to  harmonize  in  principle  with  each  other, 
on  the  question  of  the  right  of  challenge,  wliile,  in  one  pardc- 
ttlar,  they  strongly  conx>boratc  the  view  I  have  taken  against 
the  existence  in  the  States  of  any  coumion  law  right  to  sucth 
clinllcngc.  In  Commonwealth  v.  Linker^  (17  8erg,dd  Jia/'i^y 
15^,)  the  Court  deny  tliat  such  a  right  of  chali^ige  exists  in 
Peimsylvania.  In  the  subsequent  caee  of  Commonwealth  T. 
JoVffe^  (7  WatU,  585,)  that  decision  is  treated  as  having  been 
incautiously  made,  and  it  is  held  that  the  statute  in  force  in 
Pennsylvania  is  substantially  the  same  as  that  of  33  Edw.  L, 
and  that  there  is  no  reason  why  it  should  not  receive  tha 
mune  construction.    Whiehever  decision  is/ adopted  as  the 
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correct  expoaitbn  of  the  law,  the  doctrine  that  this  mode  of 
cfaallenge  is  not  a  common  law  rights  k  not  affected  by  it^  any 
farther  than  as  the  general  reaeoning  of  the  Court  in  the  last 
case  conflicts  with  the  principle  involved  in  the  doctrine. 
And  I  most  confidently  inaiBt,  that  no  act  of  a  State  Legiala- 
tore  and  no  decision  of  a  State  Conrt  can  he  shown,  mani* 
festing  an  intention  to  set  np,  in  the  United  States,  a  privi- 
lege to  the  prosecution  in  capital  cases,  in  respect  to  the 
organization  of  the  jury,  greater  tlian  is  enjoyed  by  tlio 
accnsed  ;  and  furtlier,  that  it  was  the  palpable  purpose  of  the 
AeU  uf  Edw.  1.  and  Geo.  IV.,  to  bring  the  right  of  tiie 
Crown  within  a  naiTOwer  restriction,  and  only  to  give  the 
King  and  the  prisoner  eocqual  ri«rhts  of  cliallenge  for  cause. 

Under  the  Englibli  practice,  and  that  ]»ropoBed  to  ])e  sanc- 
tioned  in  the  United  States,  a  way  is  oj  n  l  ir  most  unreason- 
able advantages  in  favor  of  the  Govenunent  against  tlie  ]>ris' 
oner.  Su])|xj,se  the  ])anel  to  consist  of  eighty  jurors,  (the 
number  returned  in  the  present  cases,)  and  that  it  should  so 
diance  that  one-half  of  the  whole  number  are  men  free  ol 
impeachment  by  challenge  for  priuci])al  cause  or  favor,  yet 
so  circumstanced  as  to  have  naturally  strong  prepoesessiona 
in  support  of  the  prosecution — ^for  instance,  that  they  are 
shipowners,  shipmasters  and  others,  so  connected  with  mari- 
time business  as  to  feel  honestly  but  deeply  convinced  that 
every  act  of  a  sailor  at  sea,  tending  to  put  in  peril  the  lives 
of  the  ofiioen,  or  the  vessel  or  caigo,  should  be  regarded  with 
the  greatest  distrust  of  his  motives,  and  as  justly  requiring, 
at  the  hands  of  the  seaman,  most  satisfactory  evidence  of  his 
innocence,  and  that  circumstances  which,  fn  other  relations^ 
would  he  regarded  as  slight  or  insignificant,  should  carry  a 
weiglity  import  when  brought  to  bear  against  a  sailor.  The 
other  half  of  the  panel  may  be  drawn  from  the  ordinary 
emplo)'ments  of  life,  and  be  in  no  way,  by  their  business, 
aasociations  or  prepossessions,  unfavorably  impressed  respect- 
ing the  character  and  integrity  of  seamen  as  a  class.  On 
empanelling  the  jury,  the  District  Attorney  may  set  aside 
every  una  uf  the  foity  who  would  deal  dispasfiionately  with 
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tbo  case,  and  drive  the  prisoner  to  exercise  his  peremptoiy 
challenges  ajid  Uioso  for  cause  upon  the  forty  who  stand  natu- 
rally In  a  relation  of  distrust,  if  not  of  boBtility,  towards 
him.  This,  to  the  extent  supposed,  is  put  as  an  extreme  case. 
But  it  marks  distinctly  the  principle,  and  shows  that  the 
Qovemment  may  be  enabled  to  force  upon  the  panel  men 
who,  unless  constrained  by  overpowering  evidence  for  the 
defence,  would  be  ready  to  refuse  the  prisoner  the  benefit  of 
an  acquittal  under  almost  any  circumstances,  and  might  even 
be  inclined,  iijx)n  testimony  faintly  criminating  him,  to  ren- 
der a-n^ainst  him  a  verdict  of  conviction. 

The  whole  theory  of  criiiiiiiul  jurisprudence  looks  to  plac- 
ing the  advantage,  if  one  accompanies  the  case,  on  the  side 
of  the  accused;  and  1  think  that,  after  the  effort**  almost  uni- 
versally put  forth  in  the  L'nited  States  to  ptrcngtheii  and  ox- 
tend  such  privili'iTP.  particularly  to  a  person  on  trial  for  his 
life,  we  are  taking  a  loiiix  step  backwards,  in  setting  np  the 
practices  of  the  KiiglisU  ast<izos.  ()]-igin;iting  in  an  age  of 
colder  sympathy  for  human  life  than  pervades  our  era  and 
tlie  jurisprudence  of  the  United  States.  Accordingly,  I 
•  regard  it  as  far  more  consonant  with  the  spirit  of  our  institu- 
tloufl  and  tlie  rules  of  criminal  law  sanctioned  by  them,  for 
this  ( \  )urt  to  adliere  to  the  humane  and  guarded  practice  adopts 
ed  in  this  State,  than  to  recur  to  one  drawn  from  an  English 
statute,  n»y  means  of  a  construction  wearing  more  the  ajif>ear- 
ance  of  maintaining  a  royal  prerogative  against  the  will  of 
the  Legislaturc,  than  of  securing  to  a  prisoner  the  pittance  of 
favor  accorded  by  it,)  which  dates  back  to  about  the  year  13(K), 
to  the  reign  of  a  monarch  who,  in  advance  of  the  sentiment 
of  his  age,  made  most  meritorious  efforts  to  reform  the  con- 
dition of  the  law  in  his  realm,  both  civil  and  criminal. 

The  legislation  of  the  State  of  New  York  shows  conclu- 
sively how  the  rule  is  accepted  here,  and  may,  with  great 
force,  be  claimed  as  declaratory  of  the  true  import  of  the 
English  statutory  law  on  the  subject  At  all  events,  it  fixes 
definitively  the  law  governing  the  State  Courts  in  this  respect. 
As  early  as  1786  it  was  enacted  that,  in  all  cases  where  the 
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AttonieT-Qeneral  of  this  State,  in  behalf  of  this  State,  or  he 
who  shall  in  any  case  prosecute  for  the  people  of  this  State, 
shall  challenge  any  juror  as  not  indifferent,  or  for  any  other 
eanee,  he 'who  shall  make  any  such  challenge  shall  inune- 
diately  assign  and  show  the  cause  of  such  challenge,  and  the 
truth  thereof  shall  be  inquired  of  and  tried  in  the  sftme  man- 
ner as  the  (;hallen<^e{4  of  other  parties  are  or  ought  by  law  to 
be  inquired  of  uu.l  tried,  {\  Jonoi  <(•  VarieJc's  Laws,'^\^^ 
^  'Zl',  1  Greenleafs  Linm^  260,  %  This  btatuto  w.iA 

inehided  iu  the  revision  of  1801,  (1  Ktnt  Juirlc.  385, 
§  25,)  and  in  that  of  liil3,  (1  7?.  Z.,  .'i^M,  §  25,)  and  was  pre- 
served in  tlie  Revised  Statute.'^.  (1  R.  S.,  734,  §  11.)  If  the 
Eni^li-h  statute  of  33  Edw.  T.  \va>  I'vcr  in  force  in  this  C(»l<»ny 
or  iState,  it  was  s})ecitically  repealed  by  the  Acts  of  17S('»  and 
1788,  (1  Jones  cf?  VarU^^H  iMirs,  312,  §27;  2  7d.  262, 
§  37 ;)  and  then  the  common  law,  as  modiiied  by  the  laws 
and  usages  of  the  State,  and  not  as  altered  by  acts  of  Par- 
liament, would  goyem  the  method  of  conducting  criminal 
trials  and  selecting  jurors.  (1  JCent^e  Comm^  472,  473,  and 
notes.) 

The  practH  (  f  tlie  Courts  of  the  United  St^ites  has  always 
been  to  conform  in  all  respects,  in  trials  by  jury,  as  nearly 
as  practicable,  to  the  laws  of  the  State  in  whi(;h  they  sit. 
{Conk.  Tr^  Itf^  ed.^  398.)  On  the  trial  of  Col.  Burr,  Ch.  J. 
Marshall  said :  The  United  States  have  precisely  the  9ame 
rights  as  the  prisoner  has,  and  make  the  same  challenges  for 
a  good  cause.''  (1  Bwn^s  TruU^  425.)  The  counsel  for  the 
Gorenunent  argued  for  the  right  of  the  Government  to  chaU 
lenge  jurors  for  cause.  Mr.  Martin,  for  Col.  Burr,  insisted 
that  the  United  States  had  no  right  to  disqualify  jurors  for 
the  prisoner.  Ch.  J.  Marshall  replied :  Certainly,  the  coun- 
sel for  the  United  States  may  challenge  for  cause."  {Id, 
424.)  And,  under  those  rulings  of  the  Court,  the  counsel 
proceeded  immediately  to  try  the  cause  of  challencjo.  These 
proceedings  manifest  most  clearly  that  the  chalknires  were 
received  and  disposed  of  l»y  the  ('ircuit  Court  j*uiftuant  to 
the  laws  of  the  State  or  the  practice  uf  the  State  Courts,  and 
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tliat  no  reference  was  had  to  the  Snglish  practice  under  the 
atatute  of  33  £dw.  L 

To  the  like  effect  were  the  proceedings  in  Jones  v.  Van 
Zandij  (2  JfeZetm,  611.)  The  action  was  in  the  name  of  an 
indindual,  but  was  treated,  under  a  statute  of  Ohio,  as  a 
criminal  proaecution,  vtd  the  qneetion  was  made  as  to  the 
right  of  the  GoYemment  to  challenge  jnrorB,  and  the  right 
was  upheld  and  exercised  in  confarmity  with  the  State  law. 

Upon  the  foregoing  considerations,  I  am  of  opinion  that 
the  Attorney  for  the  United  States  had  no  right  to  a  peremp- 
toiy  challenge,  and  was  bound  to  assign  and  Bubstantiate  his 
chalK  i  i  -  t  when  it  was  made,  and  before  other  jurors  could 
be  drawn.  • 

New  trial  denied. 


Samuiel  Gkakt  4w.  Hugh  Maxwell. 

The  proviso  to  the  (51st  accUon  of  the  Act  of  March  2d,  1799,  (1  U.  8.  Stat,  at 
Larfft,  OVii,)  which  declarca  "  that  it  Hhall  ho  lawful  for  the  President  of  the 
l/'uiieti  States  to  cause  to  be  established  tit  and  proper  reguluiions  for  ciiiiaiat- 
ing  Ihe  duties  on  goodg,  wares  and  nerebandise  imported  into  the  United 
States,  in  respeet  to  which  the  original  cost  shall  be  exhit^ted  fn  a  depreciated 
eutrenc/  issued  and  circulated  under  authority  of  uiy  foreign  Governtnent," 
is  not  repealed  bv  the  Act  of  May  22d,  18  }G,  (9  L'.  S.  Siat,  at  Large,  14,) 
whicl)  prescribes  the  rales  at  \\hiili  certain  foreign  coins  shall  be  estimated  in 
computations  at  the  Cu!iluiii-lluut>e. 

Volwlthstanding  the  Act  of  May  22d,  1846,  an  importer  of  fimign  goods  is 
entitled,  under  the  proviso  to  the  61st  section  of  the  Act  of  1?99  and -the 
Treasnry  Instractions  issued  for  carrying  the  same  into  effect,  to  enter  Ide 
goods  on  payinf^  duties  oidy  upon  their  eash  value  in  the  country  of  their  pur- 
chase;  and  is  entitled,  in  order  to  fix  that  value,  to  have  the  paper  or  ii<«niiiial 
value  at  which  they  were  purchased  and  iuvuiecd,  reduced  tu  its  specie  value 
In  sndi  country  at  the  time  of  the  purcfasse,  and  to  enter  the  goods  on  that 
valuation. 

Where  goods  were  purchased  in  Austria,  in  1860,  and  imported  into  New  York, 
and  the  invoice  and  entry  set  forth  tlie  purchase-price  in  paper  Oorinn,  and 
they  were  paid  for  in  paper  currency,  and  it  appeared  that  thf  paper  florin  waa 
depreciated  iu  Austria,  at  the  date  of  the  purchase  ol  the  goods,  below  the 
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Tdne  of  the  vllvw  florin,  althongh  Ik  wm  the  legal  cnrrency  in  Anstria,  and 
wii  ft  legal  tender  nt  Ite  nemintl  value ;  MM  thaty  akhov|^  the  Aet  of  Ifaj 

22d,  1846,  directed  the  florin  of  the  Austrian  Empire  to  be  estimated  at  fortj. 
eight  and  one-half  cents,  yet,  under  the  proviso  to  the  iiUst  sctlion  of  the  Act 
of  179ft,  and  the  Treasury  Tnstntctlons  in  regard  to  iiivoicos  niaiio  out  in  a 
foreign  depreciated  currency,  the  guods  were  chargeable  with  duty  only  ou 
Aeir  value  in  silver  florina,  after  allowing  fi»r  the  depredation. 

(Before  N£L802I  and  Bern,  JJ.,.  Southern  District  of  ^ew  York,  Jime  Sd,  1801.) 

« 

Tms  was  an  action  against  the  Collector  of  the  port  of  New 
York,  to  recover  back  an  excess  of  duties  paid  on  goods  pur- 
chased in  Anstria  on  two  difforoiit  dnys  in  May,  1860,  and 
shipped  from  Trieste  to  New  York.  The  invoice  and  entiy 
Bet  forth  the  purchase-price  of  the  goods  in  paper  florins^  and 
they  were  paid  for  in  paper  currency.  It  appeared  upon  the 
trial,  by  oral  testimony,  and  also  by  the  official  certificate  of 
the  United  States  Consul  at  Trieste,  that  the  paper  florin  Was 
depreciated  in  Austria,  at  ihe  two  several  dates  of  the  pur> 
chase  of  the  goods,  18^  and  19f  per  cent  below  the  value  of 
the  silver,  florin.  It  was  farther  proved,  that  the  legal  cur- 
rency in  Austria  at  those  dates  was  paper  money,  estimated 
in  florins,  and  made  by  law  a  l^gal  tender  at  its  nominal 
value.  The  plainlaff  claimed,  that  the  duty  on  the  goods 
should  be  paid  upon  their  value  in  silver  florins.  A  verdict 
was  taken  for  the  plaintiff,  subject  to  the  opinion  of  the  Court 
ou  a  case  to  be  made. 

John  S.  McCvUoh,  for  the  plaintiff. 

J,  i^rescott  Hall,  {^Distnct  Attomei/f)  for  tlie  defendant. 

Bt-ttts,  J.  By  tlie  Act  of  Coii<rre«f^  of  tlie  22d  of  Muy,  1  S4»», 
(9  I/.  S.  Stat,  at  T/irge^  14,)  it  ib  enacted  that,  in  all  computa- 
tions at  the  Custom-IIouFe,  the  foreigri  coinp  and  moriej  of 
account  therein  specilied,  shall  be  ej^timated  at  certain  specified 
rates,  and,  among  others,  "  the  florin  of  the  Austrian  Empire 
and  of  the  city  of  Augsburg,  at  forty-eight  and  one-half 
cents."   The  Act  also  declares,  that  all  laws  inoouBisteiit  with 
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it  are  thereby  repealed.  For  the  defendant  it  iB  ur<?ed,  that 
he  was  bound,  by  the  terms  of  the  At-t,  in  charging  dnties 
on  the  jjoods  in  qnostion,  to  rate  the  florin  of  the  invoice  ut 
forty-ei^lit  and  u  cents,  without  regard  to  its  specie  value 
or  depreciation.  The  plainritt,  on  the  other  hand,  claims 
that  tlio  fr<><'>ds' are  .subject  in  duty  only  upon  their  casli  value 
abroad,  and  that  he  is  entitled,  in  order  U>  ii-\  that  value,  to 
have  the  paper  or  noininal  value  at  which  they  were  pur- 
chased and  invoiced,  reduced  to  its  specie  value  iu  Austria, 
aiid  to  enter  the  goods  on  that  valuation. 

The  })Ui'pose  of  the  (.iovennncnt.  in  all  its  laws  inipobing 
ad  valorem  duties  on  forei«^n  merchandise  imj^orted  into  this 
country,  has  been  to  take  the  true  value  of  the  g(X)d8  in  the 
country  which  i)roduced  them  or  iu  which  they  were  ob- 
tained, ascertained  by  the  actual  purchase-price  or  by  their 
iilarket  value,  as  the  basis  w\m\  which  8ueh  duties  are  to  be 
computed.  This  is  manifested  in  the  various  revenue  laws 
introducing  from  time  to  time  new  provisions  to  enable  the 
collectoi-s  to  lix  the  foreiini  value  correctly  and  to  render 
duties  uniform.  The  oaths  exacted  to  invoices  and  on  en< 
tries,  and  the  eulai^d  powers  conferred  on  appraisers,  to- 
gether with  the  early  regulation  by  law  of  tiie  value  of 
foreign  currencies,  with  the  methods  of  determining  their 

'  depreciation,  are  all  designed  to  accomplish  that  end,-  The 
enactments  for  this  purpose  are  found  in  the  Acts  of  July 
4th,  1789,  August  10th,  1790,  March  2d,  1799,  March  ad, 
1801,  March  1st,  1823,  May  19th,  1828,  July  14tli,  1832, 
August  dOth,  1842,  and  July  SOth,  1846.  (1  U,  jS.  Stat  at 
Large,  24, 180,  G27  ;  2  Id.  121 ;  3  Id.  729  ;  4  Id.  270,  683 ; 
5  Id.  548 ;  I)  Jd.  43.)  The  invoice  value  of  merchandise 
must  be  expressed  in  nu)ney,  and  the  invoice  and  entry  must 
paT*ticularly  specify  in  what  money  the  goods  are  bought  and 
vahicd.  (^le^  of  March  2d,  1700,  1  (f.  ,S.  ^tat.  at  Large, 
655,  §  36.)  And  they  must  be  invoiced  in  the  ciirioncy  of 
the  country  whence  they  ai*e  imported,  vvitliout  respect  to 
the  intrinsic  value  of  the  money  or  the  Btamlard  of  the 

.United  States  fixed  for  its  value.   {Act  of'  Marcli,  3d,  1801, 
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%  Id.  121,  §  2.)  Still)  the  actual  wholesale  cash  value  is  to 
be  ascertained  and  made  the  dutiable  basiB,  notwithstanding 
any  affidavit  or  invoice  stiitenient  or  valuation.  {Act  of  Au- 
gust  ZOth,  1842,  5  Id.  50.3,  §  10.) 

The  carliLT  and  later  enactments  concur  in  enforcin<f  the 
uiiu  prominent  (>]>jeet,  that  of  hasiutf  at  the  Cufetuni-lIuiiRe 
the  actual  value  iu  ca&h  uf  the  merchandise  imported,  at  the 
place  of  its  exportation.  To  make  that  piir pose  clTectnal,  in 
addition  to  tlie  rep:ulati<>n,s  respecting  invoices,  entries  htmI 
appraisals,  Coiigreb^,  by  iho  01st  section  of  the  Act  of  March 
2d,  1709,  (1  d  S,  Staf.  at  Lnrrje,  C73,)  iixed  tlic  rates  at 
whicli  all  foreign  coins  and  currencies  should  be  estimated  iu 
the  Uuited  States,  giving  to  various  known  denomiuations 
of  foreign  money  a  specific  value,  and  requiring  all  other 
denouunations  to  bo  estimated  iu  value,  as  nearly  as  might 
be,  to  such  fixed  rates  or  the  intrinsic  value  thereof,  com- 
pared with  money  of  the  United  States.  The  following  pro- 
viso was  added  to  the  section :  "  That  it  shall  be  lawful  for 
the  President  of  the  United  States  to  cause  to  bo  establifihed 
fitand  proper  regulations  for  estimatiiig  the  duties  on  goods, 
wares  and  merchandise  imported  into  the  United  States,  in 
respect  to  which  the  original  cost  shall  be  exhibited  in  a 
depreciated  currency  issued  and  circulated  under  authority 
of  any  foreign  Government."  , 

The  main  question  submitted  to  the  Court  for  its  decision 
in  this  case  is,  whether  the  Act  of  1646  covers  the  whole  sul> 
ject,  BO  that  the  cost  price  of  the  goods  must  be  estimated  at 
forty-eight  and  a  half  cents  to  the  florin  stated  in  the  invoice 
or  whether  the  proviso  to  the  61st  section  of  the  Act  of 
March  2d,  1799,  operates  in  the  case,  and  entitles  the  plain- 
tiff to  enter  his  goods  on  paying  duties  npon  the  specie  or 
intrinsic  value  of  the  Au&triau  iloriu  or  cm-rency. 

The  Act  of  March  2d,  17i>9,  is  i*egarded  as  the  iundamen- 
tal  law  in  relation  to  inijio^tsand  duties,  and  each  of  it,s  enact- 
ments is  viewed  Ur^  indepciidcnt,  forming  a  rule  uj)on  the 
particular  subject  which  is  not  chanizcd  by  subsequent  legis- 
lation varying  other  provisions  of  the  .  Act   The  like  doc- 
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trine  applies  to  thesneoeeBiom  of  etatutee  which  have  followed 

the  parent  Act.  Aceordingly,  the  law  of  imposta  and  duties 
is  enforced  as  a  system  composed  of  distinct  enactments, 
j)a8sed  at  various  periods  of  time,  and  each  jiiovision  is 
executed  as  part  of  the  system,  notwitlistandin^  iiit  i  haii^^'^e 
or  T*epeal  of  other  provisions  in  the  same  statute  in  relation 
to  tlie  (lenomiiiatioii  of  imjxirts  or  the  rates  of  duties  or  the 
jnetho(l,>  ((f  computing  them.  This  is  fiometiines  effected  by 
virtue  of  a  ^aviiiL''  clause  appended  to  the  new  Act,  (Act  of 
July  IM,  1832,  4  U,  S.  Stat,  at  Large^  583,  §  1 ;)  and  some- 
tiiiH^f?  bv  declaring  all  provisions  of  any  former  law  incon- 
sistent with  the  Act  last  papsed  to  be  re}>ealed,  {Act  of  Au- 
gust 30t/t,  1842,  0  Id.  5G0,  §  20,  and  Act  of  July  30M.  1846, 
9  Id.  44,  §  11 ;)  and,  again,  by  the  decisions  of  the  Courts 
on  the  effect  of  subsequent  enactments.  Anterior  to  the  pas- 
sage of  the  Act  of  May  22d,  1846,  the  Treasury  Department 
had  treated  the  proviso  to  the  filst  section  of  the  Act  of 
March  2d,  1799,  as  continuing  in  force,  and  daties  were 
levied  in  conformity  to  its  provisions.  {Treastiry  Instrwy 
Hons  to  OoHectorSyMay  IM,  1831 ;  Id,  October  16dA,  1832; 
Id.  AprU  4^  1840 ;  Id,  August  20M^  1845.)  .The  latest 
Instracdons  from  the  Secretaiy  of  the  T^neasnry,  dated  Octo- 
ber 12th,  1849,  direet  that  bonds  taken  for  the  production  of 
consular  certificates  of  the  value  of  depreciated  ourreneies 
must  be  strictly  enforced;  which  imports  the  continuing 
operation  of  the  proviso,  in  the  judgment  and  practice  of  the 
^ecntive  Department,  because  the  consular  certificates  come 
into  existence  and  have  validity  solely  under  the  powers  given 
by  that  proviso.  The  61st  section  of  the  Act  dE  Mardi  Sd, 
1799,  fixed  the  value  of  certain  foreign  coins  or  currencies. 
So,  subsequently,  did  the  Ist  section  of  the  Act  of  March  3d, 
1801,  (2  LL  S.  Stat,  at  Large^  121 ;)  and  Biniilar  provisions 
were  re-eiuicted  in  tlie  Act  of  June  28th,  1S34.  (4  Id.  TOO,) 
in  the  Act  of  JMarch  3d,  1843,  (5  Id.  G25,)  and  lu  tiic  Act  of 
May  22d,  1846,  (9  Id.  14,)  tlie  last  two  Acts  being  framed  in 
like  terms,  and  declaring  that  all  laws  inconsistent  therewith 
are  thereby  repealed. 
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It  is  plain,  iipou  this  summarv  statement  of  tlio  course  of 
legislation  mid  pnictice  on  the  subject,  that  tlic  jtrovlso  to 
the  Cist  section  of  the  Act  of  March  2d,  IT'.^l^,  ib  to  he  i-e- 
irarded  as  repealed  only  in  the  contingency  that  it  tstands 
opposed  to  subsequent  Acts  of  Conpfre?s,  and  especially  to 
tlie  Act  of  May  2^,  1840.  The  reason  for  its  prcservatinn 
and  enforcement,  as  a  means  to  sccnrc  iiiijxtrtcns  against  the 
payment  of  ad  valorem  duties  on  amounts  beyond  the  fair 
valae  of  the  merch&udise  imported,  is  the  same  at  the  present 
time  as  when  it  was  enacted.  What,  then,  does  the  proviso 
require  ?  Clearly,  not  a  disregard  of  the  valuation  of  foreign 
cnrrency  designated  bj  statute ;  but  only  a  method  of  de- 
termining whether  that  assumed  value  remains  unchanged, 
and  whether  the  actual  value  corresponds  with  the  nominal 
nite.  The  invoice  must  be.  expressed  in  the  currency  of  the  . 
country  from  which  the  goods  are  exported  or  in  which 
they  are  produced.  The  nominal  cnrrency  will  necessarily 
veiy  often  give  the  cost  or  market  valne  veiy  wide  of  the 
true  value.  In  the  case  before  the  Court,  it  is  proved  heyond 
question  that  the  goods  imported  are*  rated  nearly  twenty 
^er  cent,  above  their  actual  value  in  Austria,  and  beyond 
iheir  real  cost  to  the  importer.  This  disaccordance  is  forced 
on  him  by  the  imperative  direction  of  the  revenue  laws.  He 
must  invoice  the  goods  at  the  cost  or  value  expressed  in  the 
currency  of  Austria,  although  they  are  obtained  at  one-fifth 
less  than  that  amount  in  specie,  and,  without  the  aid  of  the 
j>rovi»o,  he  will  be  precluded  from  showing  the  adtual  cost  or 
value. 

It  seems  to  us  that  tlie  pros  isu  does  not  in  any  way  contra- 
rlict  the  statute  of  It  supplies  the  Custom-Ihmse  with 

a  means  of  levying  duties  on  invoices  in  conformity  with 
the  general  provisions  and  scope  of  the  revenue  laws,  and 
hel{)s  to  carry  otit  the  intention  of  Congress,  ])y  keeping  the 
fluctuations  of  nominal  values  to  the  standard  of  specie  val- 
ues, in  transactions  in  foreign  currencies.  Congress  does  not 
make  the  foreign  currencies  named  in  the  statute  receivable 

in  the  United  States  at  the  values  affixed  to  them«  ^  Had 
15 
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lihat  been  bo^  the  merchant  might  be  considered  as  protected 
by  the  opporttmitj  of  paying  duties  in  lihe  currency  of  his 
invoices.   The  proviso  looks  to  a  remedy  for  the  injury  that 

might,  without  its  aid,  be  sustained  by  imix)rter8  nnder  a  stat- 
utory rcguhition  of  foreign  coins  and  currencies,  bringing 
them  in  accord  with  United  States  currency,  and  yet  leaving 
tlieir  iiomiiKil  rates  to  act  as  a  nieaijure  of  value  of  merchan- 
dise in  the  i  uuutry  where  it  is  purchased. 

We  think  tluit  there  is  no  iiic<)ini)atiliilitv  or  iiiconftistencv 
between  the  Acts  subsequent  to  tlie  Aet  of  1799  upon  this 
subject  and  the  proviso,  and  tliat  accordingly,  neither  by 
the  terms  of  the  Act  of  1846  or  of  those  antecedent  to  it, 
nor  by  legal  implication,  is  the  proviso  to  the  61st  section  of 
the  Act  of  1799  repealed  or  its  legal  oj^eration  suspended. 
The  business  of  the  country  was  conducted  on  that  under- 
standing of  tlie  law  antecedently  to  1840,  and  collectors  and 
the  Treasury  Department  unitedly  admitted  importations 
and  charged  duties  in  conformity  with  regulations  adopted 
by  authority  of  the  provi  ^o.  The  proviso  was  repugnant  to 
the  enacting  clause  of  the  Cist  section  of  tlie  Act  of  1799, 
precisely  as  it  is  to  a  like  designation  of  the  value  of  foreign 
Gunencies  by  the  Act  of  1846.  That  section,  in  nearly  iden- 
ticftl  language,  declared  the  value  of  various  denominations 
of  foreign  moneys ;  but  the  proviso,  referring  to  the  depre- 
ciation of  foreign  currencies  in  which  the  original  cost  of 
goods  was  exhibited,  would  necessarily  include  those  speci- 
fied  in  the 'Senaeting  clause,  equally  with  those  not  named. 
There  was  no  less  necessity  for  the  interposition  of  the  Presi- 
dent in  relief  of  the  merchant,  when  his  invoices  were  made 
up  in  a  currency  which  had  depreciated  after  its  valuation 
had  been  once  detennined  by  Concjress,  than  where  no  rate 
of  valuation  had  been  established  by  law.  1  ho  proviso  is 
accordingly  framed  to  apply  to  all  inqx)rtations,  when  the 
invoice  is  exhibited  in  a  depreciated  cun*ency  issued  and 
circulated  under  the  authority  of  a  foreign  Government,  and 
necessarily  embraces  eipiully  those  currencies  whosc  value 
has  been  once  £xed  by  Congress,  and  those  which  have 
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never  been  recognized  by  our  laws.  Tho  Treasury  Circular 
of  Aug:ust  20th,  1845,  regard?^  the  provisi  >  as  in  tlie  alterna- 
tive. Its  directions  relate  to  iiisuiccs  made  out  in  a  forei<^n 
depreciated  ciirrcnry,  or  in  a  currency  the  value  of  whicli  is 
not  fixed  l>v  the  lawii  of  the  United  States. 

Thiti  is,  we  think,  the  correct  reading  and  ex|H>si(u)ii  of  the 
proviso  to  the  61st  Bcction  of  the  Act  of  1700.  Congress  liaa 
fiince,  from  time  to  time,  ascertained  the  existing  value  of 
various  foreiga  coins  and  currencies,  and  declared  them  by 
Statute.  This  relieved  the  Treasury  Department  from  keep- 
ing on  foot  a  train  of  investigations,  at  every  importation^ 
respecting  the  Talae  of  the  conency  in  which  tlie  invoice  wbb 
cxliibited.  The  statute  value  was  adopted  as  tlie  real  one, 
for  the  time  being.  But  it  was  manifest  that  such  valuations 
must  be  liable  to  change,  from  the  adulteration  of  coins  or 
the  emission  of  paper  or  base  currencies  abroad ;  and  it  was 
consonant  with  the  general  course  of  legislation  in  relation  to 
the  revenue,  that  a  means  should  be  supplied  the  Executiye 
Department  to  maintain  uniformity  in  imposts  and  duties^ 
without  delaying  the  bueiness  of  the  country  or  enforcing 
hardships  or  inequalities  upon  importers  until  special  legist 
lation  could  be  interpoised  to  remove  the  difficulty.  The 
proviso  supplied  such  means ;  and,  as  its  operation  was  so 
appropriate,  as  well  as  effectual  and  just,  we  must  oonclude 
it  to  have  been  the  puri>ose  of  Congress  to  retain  it  in  force, 
when  tliev  liave  not  in  exj»ress  teniia  rescinded  it  or  passed 
any  enactment  necessarily  rej)ur>;nant  to  it.  On  the  contrary, 
it  seems  to  us  that,  as  the  proviso  is  essentially  prospective, 
and  contemplates  a  state  of  things  which  may  come  into  ex- 
istence at  a  future  period,  the  Act  of  May  22d,  1840,  instead 
of  being  construed  as  rejiealiiif,''  if,  ought  to  be  u^der^t<HMl  as 
n[)holding  and  sanctioning  the  powers  conferred  by  it  on  the 
rresident. 

Judgment  must,  therefore^  be  entered  for  the  plaintiff,  on 
the  verdict 
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la  parte  Wuxiam  S.  Humphbet. 

The  aOih  iceUoD  of  the  Judiciary  Act  of  September  24  th,  1789,  (1  U.  8.  Stat.'ai 
Large,  88,)  givea  authority  to  this  Court  to  compel  witneF«cs  to  attend  lu  fore 
a  Commissioner  for  cxnmination  cU  bene  eue,  in  the  samo  nmniior  as  to  coriipcl 
tUcm  to  appear  and  testify  in  Court  And,  upon  due  proof  of  gcrvice  of  a 
snbposna  apoa  a  witness,  requiring  bia  attendance  before  a  (Tominiaaioiier,  and 
ibe  cerUfieate  of  the  Commiadoner  that  the  witness  did  not  attend  before  him, 
it  is  proper  that  an  attachment  should  issue  against  the  witness. 

But  that  statute  does  not  apply  to  a  witness  who  is  casually  absent  from  home, 
although  he  is  found  at  a  place  more  than  one  hundred  miles  from  the  place 
of  trial  of  the  cause,  unlessi  he  m  about  going  to  sea,  or  is  aged,  infirm,  kc. 

Where  an  attachment  is  issued  against  such  a  witness,  the  question  of  the  autiior> 
ity  of  the  Commledoner  and  of  the  regularity  of  the  proceedings  before  bim, 
Ib  properly  brou|^t  before  the  Court  by  affidaint. 

(Before  Bnrs,  J.,  Southern  District  of  New  York,  June  9tlt,  1851.) 

Whjjam  S.  JlriiFHBEr  was  brought  before  tfaiB  Goart  upon 
a  writ  of  attacbmeut  iBsued  against  him,  for  his  refnsal  to 
obey  a  Bubpo&na  from  tiiis  Gonrt^  requiring  him  to  appear  and 
testify  before  a  United  States  Gommifieioner  in  the  city  of 
Kew  York,  under  the  30th  section  of  the  Judiciary  Act  of 
1789,  (1  Ui  iS*  Stat,  at  Zarffe^  88,)  as  a  witness  de  ime  esse  in 
a  suit  pending  in  the  Circuit  Court  for  the  District  of  Massa- 
chusettB.  The  -witness  had  been  duly  gub]K?Dacd  and  had 
failed  to  attend.  But  it  also  appeared,  by  his  own  affidavit, 
that  he  resided  in  Masfcachu.sctts,  abcvut  lifu  miles  from  Bos- 
ton,  and  was  tomjwrarily  in  Xew  ^'ork  on  business,  and  pur- 
posed returning  to  his  family  and  piaee  of  residence  within  a 
few  davs. 

Sct/i  I\  Stajjlcs  objected,  tliai  the  ^vltaess  could  not  be 
compelled  to  appear  before  the  Coinini.-sioner  to  give  his 
deposition  ;  but  that  the  proper  course  was  to  take  his  testi- 
mony on  commission.  ' 

Qearge  Oijf  'oi^d,  contrd. 


Digitized  by  Google 


jmB,  1851.  '  229 

13i:ris.  J.  The  30th  setttion  of  the  Judiciary  Act  of  1789 
j^ves  authority  to  this  Court  to  compel  witnesses  to  .ittond 
bt'furc  a  Commissioner  for  examination  de  hene  esse,  in  tlio 
same  manner  as  to  compel  them  to  appear  and  testify  in 
Court.  And,  upon  due  proof  of  service  of  a  suhixi'iia  upon  a 
witnciis,  requiring  liis  atteiulance  before  a  Conniiis>it>ner,  and 
the  certiticate  of  the  Commissioner  that  the  witness  did  riot 
attend  before  liini,  it  is  proper  that  an  attachment  should 
issue  airainst  thi'  witne???.  But  tliat  statute  does  not  ap[*ly  t^> 
a  witueiv^  who  is  casuallv  al)sent  from  home,  altliouirh  he  is 
found  at  a  place  more  than  one  hundred  miles  from  the  place 
of  trial  of  the  cause,  unless  he  is  about  goint;  to  sea,  or  is  aged, 
infirm,  &c.  In  the  present  case,  the  contempt  of  Oonit  im- 
puted to  the  witness  in  disobeying  the  subpcena  [is  piu'ged. 
He  could  not  rightftdly  be  subjected  to  an  examination  de 
hene  esse  under  the  statute.  The  question  of  tlie  authority  of 
the  Commissioner  aud  of  the  regularity  of  the  proceeding* 
before  him,  is  properly  brought  before  the  Court  by  affidayity 
and  the  witness  must  be  discharged  from'the  attachment 


JoiiiN  \.  Pirrs  V8,  JosEPU  IIall, 

Hie  prtmmp^oo  of  law  1%  tint  a  patentM  was  fhe  inveotor  of  Uiak  whii^  be 
patented,  and  tbe  burden  is  thrown  on  the  defendant  to  d!s()rove  the  fact. 

A  person,  to  be  entitled  to  the  character  of  on  inventor,  within  the  meaning  of 
tho  Act  of  CoDgreaa,  most  hitoaelf  have  oonoeived  the  idea  embodied  in  hie 

•  improvement. 

But,  in  order  to  invalidate  a  patent  on  the  ground  that  the  patentee  did  not  con- 
oeiva  mieh  idea,  ft  must  appear  that  the  enggeationa,  If  any,  made  to  him  by 
othen,  would  famish     the  Infonna^on  neeceiaiy  to  enable  falia  to  oonatniek 

the  improvement  completely  and  perfeetlj. 
An  invrntor  mny  forfeit  his  right  to  an  invention  by  using  it  publitl  ,  x  by 

vemrm^  it  to  otht^rs  to  nsp,  at  any  time  prior  to  the  period  of  two  yeard  before 

liiA  application  fur  u  patent, 
finch  nse  muat  be  a  uae  by  tbe  patentee  himself,  publicly,  in  tbe  or^Unary  way  of 

a  pttblie  nae  of  a  machine,  and  not  a  uae  ibr  experiment  or  trial,  with  a  view 

to  test  its  operation  or  ascertdn  its  defecla. 
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A  foifdtitre  of  tm  inTention  is  not  fsTored  in  lavr  ;  and,  wbere  »  we  li  relied  on 
as  having  woriced  «  forfeiture,  the  evidence  should  be  quite  clear  that  the 
me  was  not  bj  way  of  experiment|  or  for  the  purpose  of  perfecting  tlte 

machine. 

An  inventor  may  abattdon  his  invention,  or  dedicate  it  to  the  public,  at  any  Uiue 

before  procuring  his  patent. 
But  tho  mere  uee  or  eale  of  the  inTention  hj  the' patentee  within  two  years 

before  his  application  for  a  patent,  vUl  not  alone  or  of  itself  n  ork  an  abandon- 
ment There  vnmt  b<»,  in  adtHtion,  pome  declaration  or  act  going  to  cstobliah 
an  intention  on  his  i>art  to  give  to  the  public  the  beuctit  cf  his  invention. 
Dcclaruiions  of  a  determination  not  to  take  out  a  patent,  but  to  let  the  public 
liave  the  Invention,  wili  estop  the  party  making  aadi  dedioadoiis,  and  any  one 
holding  under  him,  from  afterwards  aaaerting  hJs  right  agdnst  one  who  acts  on 
the  faith  of  tlicm. 

Bnt  declarations  of  un  int»^ntlon  to  dfiliratc  an  invention  to  the  public,  will  not 
be  regarded  as  equivalent  to  an  tictaal  dedication.  H<»fii(!c8  won!?,  there  must 
be  acts,  in  order  to  fasten  on  a  patentee  the  inteuiiou  whicii,  in  judgment  of 
law,  will  woric  an  abandonment  of  hb  invention. 

Such  an  abandonment  operates  in  the  nature  of  a  forfeiture  of  a  rigjbt,  wliidi  the 
law  does  not  favor,  and  must  be  made  out  beyond  all  reaionable  doubt, 

hi  patent  cases,  the  plaintiff  is  entithnl  to  the  nctiial  ilamagcs  he  has  snstaincd 
in  con?cquoncc  of  the  iuiVtogcmont  of  his  patent,  as  coutradbtiogiii^ed  from 
cieuiplary,  vindictive  und  punitive  damages. 

One  mode  of  arriring  at  the  damages  is,  to  ascertain  the  proits  whidi  the  plain- 
tiff derives  firam  the  medunes  lie  malies  and  sells  and  which  liave  been  made 
and  sold  by  the  defendant 

Another  mode  is,  to  ascertain  the  profits  which  the  party  infrlnginp  lia.s  dt  rive<i 
from  the  machi»ios ;  but  this  measure  of  damages  is  not  controllinp,  aini  the 
plaintitV  in  entitled  to  the  profits  he  would  have  made  if  not  interfered  with. 

The  pidntilf  is  entilled  to  interest  on  the  actual  damage^,  from  the  commence- 
ment of  the  suit, 

(Before  Nblboii  and  Coxkuxo,  J  J.,  Xorlhem  District  of  New  Torlti  June  19tli, 
18fil.) 

Tins  was  an  action  on  the  case,  tried  before  Mr.  Jufitioe 
Kelson  and  Judge  CkusKLVXQ,  for  the  infringement  of  Letters 
Patent  granted  to  Daniel  Carej,  of  Clarloon,  Y.,  June 
27thy  1846,  for  an  ^  improvement  in  the  horse-power."  The 
plaintiff  was  assigDee  of  the  patent,  for  the  State  of  New 
Tork.  The  infringement  alleged  was  the  making  and  selling 
horse- jx) were  containing  the  patented  improTement  TJicrc 
was  no  dis])nte  as  to  the  identity  of  the  defendant's  machines 
with  that  puU.'Utod.    The  grounds  on  which  the  defeuce  was 
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rested,  and  the  material  points  in  iJie  eyidencc,  will  snfii- 
eiently  appeal*  from  the  charge  of  the  Court 

In  charging  the  jniy,  Nelson,  J.,  remarked : 
As  to  the  •  particnlars  of  the  improvement  invented  by 
.Carey,  we  do  not  think  it  material  to  call  your  attention  to 
them  critically,  because  they  are  not  in  ccmtroversy.  In 
very  general  terms  we  may  say,  that  the  invention  is  a  new 
arraiigx  ment  of  the  gearing  of  the  horse-power,  hy  duplicat- 
ing it,  and  in  this  way  distributing  the  power  applied  to  the 
line  or  driving  shaft,  and  diminishing  the  strain  on  any  one 
part  of  it.  It  is  admitted  by  the  defendant  that  this  arrange- 
lucnt  of  the  gearing  and  distribution  of  the  strain,  in  the 
operation  of  tlic  machine,  is  new  and  iist  ful,  uiul  the  jjruper 
subject  of  a  patent.  Tlie  novelty  of  tlic  iuipruvenient,  therc- 
furc,  which  is  a  very  iinpcrtunt  matter  in  most  patent  cases, 
need  Tiot  embarrass  your  deliberations,  in  examining  the 
xjucstions  growing  out  of  this  case. 

This  brings  us  to  the  first  question  arising  upon  the  evi- 
dence, and  that  is,  wliether  or  not  Carev,  the  patentee,  was 
the  lirst  and  original  discoverer  of  tlio  improvement.  This 
is  the  most  material  question  in  the  ease,  and  the  one  that 
has  been  the  most  severely  litigated.  It  is  undoubtedly  vital 
to  the  right  claimed  by  the  plaintiff,  and,  of  coui-se,  it  is  one 
to  which  3'ou  will  be  obliged  to  turn  your  attention  with  some 
particularity.  A  good  deal  of  evidence  has  been  ^^Iven  by 
each  of  the  parties,  bearing  on  this  question,  l>oth  by  deposit  . 
tion  and  by  the  examination  of  witnesses  in  Court.  Carey 
having  obtained  his  patent  from  the  Government  in  June, 
1846,  the  presumption  of  law  is  with  him.  lie  is^  in  the 
first  instance,  to  be  deemed  the  inventor,  and  the  burden  m 
thrown  on  the  ^defendant  to  disprove  the  fact  This  he  has 
assumed,  and  he  insists  ihsii  the  witneaees  Daniel  Fowler 
and  KuBsell  Bowers,  one  or  both  of  them,  were  the  first  in- 
ventors of  this  peculiar  arrangement,  and  that  they  made  to 
Carey  the  first  suggestions  of  the  improvement,  and  of  the 
particular  combination  embodied  in  the  descrij^tion  of  the 
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patent.  It  is  claimed,  on  the  pai*t  of  the  defendant,  that 
these  witnesses  prove  that  tliey  made  the  first  suggcBtions  of 
this  new  arrangement  to  Carey  as  early  as  Septeml)cr,  1839, 
at  a  public  house  in  Chili,  Monroe  County,  where  they  vere 
at  the  time,  and  where  they  met  Carey.  You  recollect  the 
drawings  testified  to  by  them  as  accompanying  the  explana- 
tions they  made  to  him,  and  which  Ihey  claim  to  have  been 
the  result  of  previous  consultations  between  them  about  this 
.improvement,  with  a  view  to  perfect  it.  There  is  also  the 
testimony  of  Leonard  Hall,  on  this  branch  of  the  case.  He 
states  that,  in  the  spring  of  1846,  he  was  present  at  this  same 
public  house,  in  Qiili,  in  company  with  Caxey  and  Bowers, 
and  the  subject  of  an  improvement  on  the  old  horse-power 
came  up,  and  Bowers  mentioned  to  Carey  and  the  witness  hn 
conteni]>lated  improvement  on  the  machine,  and  took  out 
gome  chalk  and  made  a  drawing  on  the  floor  and  cx])laincd  it 

In  connection  with  the  testimony  of  the  twu  witnesses 
P>()wcrs  and  I'oulcr,  it  projier  to  call  your  attention  to  a 
cireuiiistance  which  should  ho  t.iki'n  into  the  aci  ount  when 
endeavoring  to  ascertain  the  credit  and  wci;j:]it  to  w*hich  their 
testimony  is  entitled.  It  is,  that  Bowcr.^  purchased  of  Carey 
two  nmchines  containing  the  patented  iniprovcTnont,  one  in 
1S44  and  one  in  1845.  And  it  appears  that  at  lliis  time,  or 
at  Bome  provions  time,  when  speaking  of  this  improvement 
of  Carey's,  he  reeonnnendt  d  it  liii^hly.  as  being  by  far  the 
best  arranti^oment  of  the  hoi*se-power  in  public  use,  and  stated, 
also,  that  lie  intended  to  have  one  or  two  of  the  machines 
before  he  went  West  And,  while  thus  speaking  of  the  im-  • 
provement  and  recommending  it  for  its  advantages,  he  did 
not  pretend  that  he  was  tlio  Inventor  or  had  suggested  the 
arrangement  to  Carey.  Thia  circumstance  is  relied  on  to 
weaken  the  effect  of  his  testimony.  It  is  for  the  juty  to  say 
what  effect  it  should  have.  He  purchased  two  or  three 
machines,  and  took  them  with  him  when  he  went  West. 

Another  fact  should  be  noticed  in  relation  to  the  testimony  • 
of  Fowler,  the  other  witness.   He  wrote  a  letter,  on  the  appli- 
cation of  the  plaintiff,  giving  an  account  of  the  part  he  had 
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taken  in  getting  up  this  improvenient,  and  undertook  to  give 
a  detail  of  the  interview  between  him  and  Carey  upon  this 
subject  That  letter  was  signed  by  Fowler,  on  die  applica- 
tion of  the  plaintiff.   The  witness  did  not  read  it  himself,  bnt 

heard  it  read  before  he  put  liis  sic^natnre  to  it.  It  is  insisted 
by  the  plaintiff,  that  tho  account  he  i^ave  iu  this  letter  of  tlio 
parr  he  took  in  the  impruvciiicut,  ninl  of  the  sutjo^est iuns  ho 
made  to  f'aruy  in  getting  it  up,  full  far  sliort  of  the  account 
he  }ia-j  given  in  his  depositioii,  and  that,  for  this  reason,  his 
tesiimony  gr>ini;  to  detract  from  tlie  merit  of  (Vuey  bliould 
be  regarded  with  consirlerable  allowance.  It  is  for  you  to 
sav  to  what  credit  the  witness  is  entitled. 

Thiri  is  the  R!ih?tance  of  the  proof  put  foi  tli  on  the  })art  of 
defendant,  to  rebut  tiio  presumption  of  law  arising  from  the 
patent,  in  favor  of  the  claim  of  Carey,  and  to  show  that  he 
was  not  the  original  inventor,  bat,  on  the  contrar}%  that  he 
got  up  the  improvement  on  the  suggestion  of  Fowler  and 
Bowers. 

In  an?iwer  to  this  view,  it  is  claimed,  on  the  ]>art  of  the 
plaintiff,  that  Carey  made  the  improYement  himself,  in  tJie 
summer  and  fall  of  1842  and  tlie  spring  of  1643 ;  that  he 
was  engaged  for  some  time  in  the  cUscoyeiy  and  in  making 
drawings  and  experiments  with  a  view  to  perfect  it ;  that  the 
result  was  due  to  his  ingenuity  and  labor  bestowed  on  tho 
•  subject ;  and  that  he  actually  constiaicted  a  machine  in  the 
spring  of  1843,  completed  it  in  June  of  that  year,  and  put 
it  in  operation  in  the  course  of  the  fall.  It  is  insisted,  there- 
fore, for  the  plaintiff,  that  he  has  shown  that  Carey  was  the 
inventor  of  the  arrangement  which  has  turned  out  to  be  so 
highly  useful  and  profitable.  The  witnesses  relied  on  to 
maintain  this  view  of  the  case  are  Shelton,  the  brother-in-law 
of  Carey,  and  who  witnessed  the  experiments  and  trials  made 
by  him,  and  hjk«i  related  the  con ver.-at ions  liad  with  rarey  at 
the  time  ;  Howe,  wiio  lived  in  hi^  family  from  to  1.S47, 
and  has  detailed  hh  knowledge  of  these  experiments  and 
trials  :  and  Teck  and  Tliompson,  who  built  the  lirbt  machine 
in  the  spring  of  1843. 
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Without  f^oing  into  the  evidence  with  any  more  particular- 
ity, we  Bhall  leave  tlii?  question  with  you.  It  is  a  simplo 
question  of  fact,  and  its  determination  will  depend  upon  the 
exercise  of  good  sense  and  judgment  and  an  attentive  and 
critieal  examination  of  all  the  testimony  in  the  case. 

Now,  there  is  no  doubt  that  a  person,  to  be  entitled  to  the 
character  of  an  inventor,  within  the  meaning  of  the  Act  of 
Congress,  must  himself  have  conceived  the  idea  embodied  in 
his  improvement.   It  must  be  the  product  of  his  own  mind 
and  genius,  and  not  of  another^s*   Thus,  in  this  case,  the 
arrangement  patented  must  he  the  product  of  the  mind  and  i 
genius  of  Carey,  and  not  of  Bowers'  or  Fowler's.  This  is 
obvious  to  the  most  common  apprehension.    At  the  same 
'  time,  it  is  equally  true  t\iat,  in  order  to  invalidate  a  patent 
on  tlic  ground  that  the  patentee  did  not  conceive  the  idea 
embodied  in  the  improvement,  it  must  appear  that  the  sug- 
gestions, if  niiy.  made  tf)  liiin  hv  others,  would  furnish  all 
the  information  necesssarv  to  oiiahle  him  to  construct  the  iiu- 
proveraent.    In  other  word.<,  tlie  suggestions  must  have  Weii 
Hiithcrient  to  enal)le  Carev,  in  tliis  ease,  to  construct  a  coni- 
plcte  and  perfect  inacliine.     If  tlu-y  siniyily  aided  l\im  in 
arriving  at  the  useful  result,  but  fell  sliort  of  su£:;ue>tinii;  an 
arrangement  that  woidd  ronstitute  a  coni])lete  machine,  and 
if,  after  all  tlie  suggestions,  there  was  something  left  for  him 
to  devise  and  work  out  by  his  own  skill  or  ingenuity,  in  order  . 
to  complete  tlie  arrangement,  then  he  is,  in  contemplation  of 
law,  to  be  regarded  as  the  first  and  original  discoverer.  On 
the  other  hand,  the  converse  of  the  proposition  is  equally 
true.   If  the  suggestions  or  commmiicatious  of  aiiother  go  to 
make  up  a  com|)lete  and  perfect  machine,  embodying  all  that 
is  embraced  in  the  patent  subsequently  issued  to  tlic  party  to 
whom  the  suggestions  were  made,  the  patent  is  invalid,  be- 
cause the  I'eal  discovery  belongs  to  another. 

These  are  all  the  observations  I  shall  trouble  you  with  on 
the  first  branch  of  the  case.  It  is  an  hnportant  question,  and, 
in  one  aspect  of  the  case,  puts  an  end  to  the  controversy.  It 
is  for  you  to  say,  after  weighing  carefully  the  whole  evidence, 
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who  is  entitled  to  the  merit  of  this  improvement — ^vho  in- 
Teated  and  perfected  it  I  do  not  mean,  who  constmcted  the 
first  machine,  bnt  who  eonceiTed  and  gave  practical  form 
and  effect  to  the  ingenious  arrangement  which  constitutes  the 
improvement  engrafted  on  the  old  machine. 

The  next  question  in  order,  in  the  examination  of  the  ease, 
assnming  that  you  may  oome  to  the  conclusion  that  Carey  was 
the  inventor,  is,  whether  or  not  he  has  forfeited  his  ri^jht  to 
the  invention,  or  has  almiidoned  it  to  the  public  uhc.  lly  tlio 
Till  section  of  the  Act  of  March  3d,  1831),  (5  U.  X  ^Siat.  at 
Large,  it  is  ])r()\  idctl,  tliut  "  every  |)erson  or  corporation 
who  ha.s,  or  sliall  liavc,  piircha.-o<i  or  coubtructod  :iiiy  newly- 
invented  machine,  iiKinufacture  or  c'oni]M)5:iti(iii  of  matter, 
prior  to  the  application  by  the  invc?itor  or  disctntM-er  for  a 
patent,  shall  he  held  to  }H)<se.<s  ilic  ri^lit  to  use,  and  send  to 
other's  to  be  u.^ed,  tlie  s]>ecitie  machine,  iiianiiiacture  (»r  com- 
jx>3ition  of  matter  so  made  or  purchased,  without  liability 
therefor  to  the  inventor,  or  any  other  person  interested  in 
sach  invention  ;  and  no  patent  ahall  be  held  to  be  invalid  by 
reason  of  such  purchase,  sale  or  use  prior  to  the  applicatiim 
for  a  patent  as  aforesaid,  except  on  proof  of  abandonment  of 
sach  invention  to  the  public ;  or  that  such  purchase,  sale  or 
prior  use  has  been  for  more  than  two  years  prior  to  such 
application  for  a  patent."  The  right  to  an  invention  may  be 
forfeited  or  abandoned  in  two  ways :  firet,  by  using  or  vend- 
ing the  improvemCTt  more  than  two  years  prior  to  the  appli- 
cation for  a  patent ;  and  secondly,  by  a  dedication  or  aban- 
donment of  it  to  the  public  use.  There  may  be  an  abandon- 
ment by  the  inventor  at  any  time,  even  within  the  t^  o  years 
before  the  application  for  his  patent 

In  the  first  place,  the  patentee  may  forfeit  his  right  to  the 
invention  if  he  constructs  it  and  vends  it  to  others  to  use,  or 
if  he  usee  it  publicly  himself  in  tiie  ordinary  way  of  a  pnblic 
use  of  a  machine,  at  any  time  prior  to  the  jjeriod  of  two  years 
before  he  makes  his  application  for  a  })ateiit.  That  is,  ho  is 
nol  allowed  to  derive  any  benefit  from  the  .sale  or  the  use  of 
his  machine,  without  forfeiting  hia  right,  except  within  two 
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yean  prior  to  the  time  he  makes  his  ap})Iicatioii.  In  this 
case,  the  application  by  Carey  was  made  on  the  28th  of  April, 
1846.  The  two  years  would  extend  back  to  the  28th  of  April, 
1844,  and  the  sale  or  use  of  the  machine,  in  order  to  work  a 
forfeiture  of  his  riglit,  mnst  have  taken  place  anterior  to  the 
latter  period.  It  is  not  pretended  that  there  was  any  sale  of 
this  iiiipn  ivciiu  iit  previous  to  that  time  ;  and  but  one  machine 
had  lu'cn  pn*\i«)nsly  constnicted.  r>iit  it  appears  that  this 
mucliinc  was  used  l>y  farcy  in  184'},  in  the  l)nsinc:4fi  of  thresh- 
iu^.  This,  un('\]>l:iint  <l,  would  opLTatc  a»  a  f'lrfciture  of  the 
right.  It  is  clainicil,  however,  tliat  tlic  machine  was  used  in 
the  fall  of  1^43  by  way  of  (experiment  aiid  trial,  with  a  view 
to  ascertain  wlietther  it  would  meet  tlie  cx]»eetations  of  tlic, 
discovcn^.  and  to  enable  liim  to  ascertain  anv  defects  in  its 
operation  or  cosntniction,  so  that  he  could  remedy  them  before 
the  application  for  the  })atcnt.  It  is  also  claimed  that  there 
were  defects,  and  that  material  alterations  were  made  in  the 
spring  of  1844,  in  the  construction  of  the  second  machine; 
that  the  two  bevelled  wheels  driven  by  the  bull  pinions  were 
too  large,  so  lar<^e  that  they  were  obliged  to  be  extended  over 
the  f  rame,  which  threw  the  gearing,  and  the  arms  to  which 
the  horses  were  attached,  so  high  as  to  put  the  machine  out 
of  gear,  by  canting  the  machinery ;  and  that,  to  relieve  this 
defect,  the  two  bevelled  wheels  wera  reduced  in  the  spring  of* 
1844,  and  dropped  down  within  the  frame,  so  as  to  lower  the 
gearing  and  arms.  It  is  insisted,  therefore,  that  the  use  in 
the  fall  of  1843  was  by  way  of  trial,  and  that  the  experi- 
ments resulted  in  a  change  in  the  construction  of  the  machine. 
No  doubt  the  view  presented,  if  you  think  it  sustained  by  the 
evidence,  explains  satisfactorily  this  previous  use,  and  pre- 
vents it.s  working  a  forfeiture  of  the  right  of  the  patentee. 

On  the  other  hand,  if  the  machine  was  complete  when  it 
was  (constructed  in  Jun6,  1843,  and  if  the  patentee  put  it  into 
public  use,  or  put  it  in  operation  him'^clf  pnbbCly,  deriving 
jirofit  from  it,  anil  liaving  no  view  o\  iurlher  IiiijiroN eiiients 
or  of  ascertaining  il^  defects,  then,  this  use  having  oeeurred 
anterior  to  the  two  years,  the  effect  would  be  to  work  a  for- 
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fiaitora  It  is  proper  to  saj,  however,  that  this  ground  of  for- 
feitme  is  not  &vmd  in  law,  but  is  regarded  as  bem<;  some- 
what hanh  in  its  operation  on  individual  rights.  The  evi- 
dence, therefore,  should  be  quite  clear,  that  the  use  was  not 

by  way  of  experiment,  or  for  the  purix>3e  of  perfect! iijj  the 
machine,  in  urdor  to  justify  the  concluBioii  that  the  pulenteu 
had  forfeited  his  right  to  the  inijauvument. 

Then,  as  to  the  |X)int  of  ahaixlonnient.  Thir.  is  u  (lilliciilt 
question,  although  somewhat  ('uiiTU'<  terl  with  the  one  to  which 
we  have  hecii  (h'rectiii£j  vuur  atteiitloli.  An  uliajidonment  or 
dedication  may  occur  within  the  two  years,  and  at  any  time 
down  to  the  proeurerhent  of  the  jiateiit.  Tlie  mere  use  or 
sale,  however,  of  the  machine,  within  the  two  yeair^,  will  not 
alone  or  of  itself  work  an  abandonment.  Tliere  must  be 
something  more,  because  the  Tth  ficetion  of  the  Act  of  1830 
penuitfi  the  sale  or  use  by  the  patentee  at  any  time  within 
two  yearg  before  his  application,  without  its  operating  to  in- 
validate his  right.  The  use  or  sale  must  he  accompanied  by 
some  declarations  or  acts  going  to  establish  an  intention  on 
the  part  of  the  patentee  to  give  to  the  public  the  benefit  of 
his  improvement  The  question  here  is,  whether  there  has 
been  shown  any  such  aet  or  declaration  of  Carey*s  prior  to 
April,  1846.  If  the  evidence  leads  yon  to  tliis  conclusion, 
then  there  has  been  an  abandonment  which  operates  as  a 
dedication  of  the  invention  to  the  public,  and  bars  the  claim 
of  any  one  under  the  patent. 

It  IB  insisted,  on  the  part  of  the  defendant,  that  the  paten- 
tee should  be  bound  by  his  declarations ;  and  evidence  has 
been  given  that,  on  seveml  occasions,  he  expressed  a  deter- 
mination not  to  take  out  a  patent,  but  to  let  the  public 
have  the  invention.  Undoubtedly,  a  person  acting  on  those 
declarations,  who  has  constructed  a  machine  and  put  it  in 
operation,  woukl  not  be  lial>le  to  the  ])atentee,  or  to  any  ono 
holding  under  him,  for  an  infringement,  because  Carey,  hav- 
ing led  the  defendant,  by  his  declarations,  to  belic^vo  that  he 
had  a  ri'j-ht  to  construct  and  put  in  oi>eration  the  machine, 
without  e.\pobing  himself  to  responsibility,  would  be  estopped 
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from  afterwards  denying  the  license  thiu  gi-ven.  Bat  that  is 

a  different  principle,  and  is  fonnded  on  a  different  considera- 
tion, from  the  one  that  gives  to  these  declarations  of  Carey's 
thu  effect  of  a  dedication  of  the  improvement  to  tliu  beiieiit 
of  the  public.  We  think  he  is  entitled  to  the  locu-'f  peniten- 
iHB,  and  that  there  must  he  w>niething  more  than  mere  words, 
to  fasten  on  him  the  intention  which,  iu  jud<i;ment  of  law, 
would  work  an  al)andonTiient  of  his  invention.  There  must  he 
act**.  The  invention  is  tlie  ]>roperty  of  Carey,  as  much  a»  the 
stock  on  his  farm,  or  t\w  fnrnitnre  in  his  house,  and  the  mere 
expression  of  aTi  intentii>n  not  to  take  measures  for  the  ]>ur- 
pose  of  securing  to  himself  tlic  exclusive  enjoyment  of  this 
])roperty,  or  the  mere  declaration  of  an  intention  to  dedicate 
it  to  tlie  public,  cannot  be  regarded  as  equivalent  to  an  actual 
dedication.  This  abandonment  or  dedication,  too,  operates 
in  the  nature  of  a  forfeiture  of  a  right,  which  tlie  law  does 
not  favor,  and  which  should  be  made  out  beyond  all  reason- 
able doubt 

The  only  remaining  question  is  as  to  the  damages.  This 
assumes,  in  the  first  place,  that  yon  will  find  that  Carey  was 
the  first  and  original  inventor ;  and,  in  the>  next  place,  that 
he  has  not  forfeited  or  abandoned  his  right  to  ^e  public. 
The  general  rule  is,  that  the  plaintiff ^  when  he  has  established 
a  right  to  recover,  is  entitled  to  all  the  actual  damages  which 
he  has  sustained  in  consequence  of  the  infringement  of  his 
patent,  as  contra-distinguished  from  exemplary,  vindictive 
and  punitive  damages.  These  are  not  to  be  taken  into  con- 
sideration in  patent  cases. 

One  mode  of  arriving  at  the  actual  damages  is,  to  ascer- 
tain the  profits  which  the  plaintiff  derives  from  tlie  machines 
which  he  manufactures  and  sells,  and  which  have  been  made 
and  sold  by  the  defendant.  This  mode  is  founded  on  tlie  . 
presumption  of  law,  that  if  the  defendant  liad  not  been 
wronjjfuUv  concerned  in  the  manufacture  of  the  nui<  liines, 
those  poroona  who  procured  them  from  him  would  have 
applied  to  the  patentee  or  assignee  for  them. 

Another  mode,  and  the  one  rosoited  to  partially  in  this 
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case  is,  to  ascertain  the  profits  which  the  party  infriiifring 
has  derived  from  the  use  of  the  iiiventioii  or  the  construction 
of  the  machines ;  because,  whatever  profits  he  has  derived 
have  arisen  from  the  wrongful  use  of  the  invention,  and 
belong  to  the  real  owner  of  the  machine.    TIub  measure  of 
damages,  however,  is  not  controlling,  and  ought  not  to  he ; 
hccaiiae,  a  party  concerned  in  infringing  a  patent  stands  in  a 
different  position  from  the  patentee,  not  having  been  pre\i-^ 
ously  subjected  to  the  expense  and  labor  to  which  the  latter 
is  frequently  exposed  in  the  process  of  invention  and  e3[peri- 
ment    Henoe,  the  person  who  enters  upon  the  business 
without  previous  expense,  may  very  well  afford  to  sell  ma- 
chines at  less  profit  than  the  patentee.  The  latter  must  have 
his  profit,  not  only  for  the  expense  of  putting  in  operation 
the  improvement^  but  by  way  of  indemniQr  for  the  previous 
time,  labor  and  money  which  he  has  been  obliged  to  bestow 
on  the  invention.   He  mnst,  therefore,  charge  a  higher  price, 
to  cover  these  greater  expenses.    Thus,  profits  which  the 
party  infringing  might  be  satisfied  with,  and  which  would 
afford  him  compensation,  would  not  afford  indemnity  to  the 
patentee.    If,  tlicrefore,  on  lo(ikiiii^  into  the  profit.s  made  by 
the  defendant,  the  jury  >luill  he  of  o[)inion  that  they  do  not 
eurre>i)()iid  witli  the  fair  prolits  which  the  plaintiff,  if  left 
alone,  would  have  realized,  they  are  not  hound  by  the  meas- 
ure of  the  profits  of  tlie  defendant,  but  have  a  right  to  look 
to  the  ]>rofita  which  the  j)laiiitiff  or  the  |)atentee  would  have 
maile  under  the  circumstance?*,  if  not  interfered  with.    It  is 
admitted  tliat  tlie  defendant  made  forty-two  machines  within 
the  time  for  which  the  j)laintiff  is  entitled  to  recover,  if  at 
all,  and  your  inquiry  will  be  as  to  the  profits  which  the  jdain- 
tiff  would  have  derived  from  those  macliines  if  thev  had  not 
been  manufactured  by  the  defendant.    Yon  will  thus  ap- 
proximate to  the  actual  damages  which  the  plaintiff  has  sus- 
tained, and  you  will  add  interest  from  the  commencement  of 
the  suit. 

The  jaiy  found  a  verdict  for  the  plaintiff,  for  $2,345. 
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Ilwrvey  Humjphreyj  Charlea  M.  I^eUer  and  Samuel  BlatcK" 
Jvrdf  for  the  defendant 


Cybus  1L  McCobmick 
William  II.  Seymoub  and  Dayton  S.  Moroan. 

In  an  action  for  the  infrtngemcnt  of  a  patent,  it  being  objected,  that  the  arrange- 
menl  of  madiliieiy  ddmed  in  tbe  patent  was  ao  dinple  and  obTioua  aa  not  to 
be  the  aabjcet  of  a  patent ;  ffdd,  that  noveltjr  and  nUSty  In  an  iaaproTcnicnl 

arc  the  onlj  conditions  requisite  to  Uie  granting  of  a  patent. 

On  a  question  of  the  novelty  of  an  improvement  in  a  r^nping  niachirip,  the 
inquiry  tor  the  jury  i$>,  whetiier  tiiu  alleguU  prior  invention  is  identical  with  the 
plaiutiCf's,  or  whether  his  involves  a  new  operation  and  produces  a  new  effect 
on  tbe  atanding  or  tangled  grain,  in  tbe  iu»  of  tbe  madiine. 

On  tbe  point  of  infiiDgement,  tbe  inqnfary  ia,  wbetber  the  defatda&t's  HiaddM 
involves,  in  its  conatrnction,  some  neir  idea  not  to  be  found  in  the  plaintiff's, 
or  whether  the  plnn  of  the  former  is  in  substance  the  Fame  ns  that  of  the  lat 
ter,  the  dif!V  rouccs  introduced  in  the  former  being  mcrelj  diffcreucca  in  things 
not  material  or  iuipoi  Umt. 

If  tbe  defendant  baa  taken  the  same  general  pbm  and  apptied  It  for  the  aame 
parpoae,  though  he  may  hare  varied  the  mode  of  conttraction,  he  win  oml j 
have  introduced  mechanical  equivalents,  and  it  wiU  etill  be,  Bubetantlally,  and 
in  thp  eyp  of  the  patent  laiw,  the  same  tliinp. 

In  McC'ormick'M  patent  of  October  23d,  1847,  for  imprr/veinrvia  in  rmph'ff  ma- 
chines^ the  claim  of  "  tbe  arrangement  of  the  scat  of  the  raker  over  the  end 
of  the  finger^pieeOi  which  projects  beyond  tbe  range  of  &)gcrs,  nnd  just  back 
of  the  driTing-wheet,  o«  dmrilMt^  in  eombination  with  and  placed  at  tbe  end 
of  the  reel,'*  is  not  a  claim  for  the  seat  o«  a  aeai^  or  for  its  particular  mode 
and  form  of  construction,  but  is  a  claim  to  tlie  arrrinjromcnt  nnd  combination 
of  mnehiticry  described,  by  whiclt  the  benetit  of  a  scat  or  position  for  the 
raker  uu  the  macliinc  is  obtained. 

Since  the  Act  of  Marcb  Sd,  1839,  (IS  U,  &  SbO.  «A  Large,  S53,)  a  patentee  may 
make  and  vend  or  nee  his  invention  within  two  entire  years  lielbre  tbe  time 
when  he  applies  for  a  patent,  without  forfeiting  or  necessarily  abandoning  bis 
right  to  a  patent ;  biit,  if  he  cither  sells  a  machine,  or  uses  one,  or  ptjts  one 
into  public  use,  at  any  time  more  than  two  years  before  his  application,  it 
works  a  forfeiture  of  his  right. 
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Th»  Ae(  f  irtually  extaub  the  pAtexUee's  privilege  to  dxteen  ycert  initeed  of 
fonneen. 

Tiic  mere  fact  that  an  Inrentor  makee  and  eells  an  inreDtion,  or  pnta  It  Into  pub* 

lie  use,  at  nnr  time  within  two  rears  before  he  applies  for  a  patent,  isnot^of 
itself,  an  ubandoninenf,  of  the  iiivention  to  the  public. 

SomclhiDg  more  must  be  done  willuo  the  two  years — there  must  be  some  acta  of 
the  inTentor,  indicatiog  an  iote&tioii  on  bis  part  to  devote  hia  Imptovement  to 
the  pttbtic  in  general-nm  order  to  aathoriae  a  Jury  to  eome  to  the  eooelnaioii 
that  he  has  so  abandoned  it. 

Those  who  rely  upon  tlic  proitnd  thnt  n  party  has  forfeited  a  legal  rif;lit  secured 
to  him  in  due  form  of  law,  for  the  purpose  of  defeating  hi«  enjoyineiit  of  that 
right,  mu<i$t  make  out  the  point  clearly  and  satisfactorily,  beyond  any  reason- 
able doubt  or  hedtation ;  because,  the  kw  does  not  lavor  an  abandonme&t, 
and  tbrowa  upon  the  party  who  seeke  to  obtain  the  benellt  of  a  forfeiture  die 
burden  of  i  roving  it  berond  all  teaMmable  question. 

The  general  rule  as  to  damages  in  patent  suits  is,  that  the  plaintiflf  is  entitled  to 
the  actual  damages  he  has  sustained  by  renson  of  the  infringement ;  and  these 
damages  may  be  determined  by  a^ctTtaining  the  profits  which,  in  judgment 
of  law,  be  would  Imve  made,  provided  the  defendant  had  not  interfered  with 
hia  rigbti— upon  the  principle  thati  If  the  defendant  had  not  to  interfered,  all 
penone  who  bought  hia  madkine  would  nceeMarOy  have  pnrcfaaaed  the  pet> 
entee's. 

Tliere  is  no  distinction,  In  reganl  to  the  rule  of  damages,  between  an  infringe- 
ment of  an  entire  machine  and  an  iiifringeinent  of  a  mere  improvement  on  a 
machine,  and  the  damages,  in  the  latter  case,  are  not  to  be  limited  in  propoi^ 
tion  to  the  value  of  the  improvonent 

The  inventor  of  an  Improvenient  on  an  old  machine,  who  baa  a  i%ht  to  use  the 
old  machine,  is  entitled,  under  a  patent  for  his  improvement,  to  the  benefit  of 
the  operation  of  the  machine  under  all  circumstances,  with  the  improTcment 
engrafted  upon  it,  to  the  same  degree  in  which  the  original  patentee  was  enti- 
tled to  the  old  machine. 

In  order  to  ascertain  the  nett  profits  on  the  making  and  aelling  of  maoliinea,  the 
jury  must  take  into  eoeonnt,  as  jnaklng  up  the  cost  and  to  be  deducted  from 
the  sale  price,  the  cost  of  materials  and  labor,  the  intnesfc  on  OH^tai  used,  thn 
expense  of  putting  the  machines  into  market,  such  as  agencies  and  transporta- 
tion and  in^nmnee  ;  and,  where  the  article  is  sold  on  credit,  a  deduction  must 
be  made  for  bad  debts. 

When  the  actual  damagss  are  sseertained,  the  phdntilf  is  entitled  to  Interest  on 

them  fmok  the  ocnnmencement  of  his  suJt. 
The  jury  may  also  aflow  to  the  pLiintifT  the  damages  which  he  has  sastained 

beyond  thn-;c  arisinj^  from  the  actual  iiiterferenre  of  the  defendant  in  making 
ami  pultin*;  into  market  machines  which  infrinpr  i  ntent — such  as  damage 
from  publications  by  the  defendant,  di^puragiug  tiic  piaintiCf's  improvement^ 
while  engaged  in  violating  the  patent. 

(Befbn  Nnsoir,  J.,  Northern  IMstriet  of  Hew  Toifc,  Jnne^  1851.) 

le 
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This  was  an  action  on  the  rase,  tiied  before  Mr.  Justice 

Nelson,  for  tlie  infringement  of  two  several  Letters  Patent 

granted  to  the  ])laintiff,  one  on  the  31st  of  Januar}%  1845, 
and  the  other  on  the  2od  of  Octol^cr,  1847,  for  improvements 
in  rea]iini^  nuuhines.  The  pointe  raised  on  the  trial  suffi- 
ciently appear  from  the  charge  of  the  Court  to  the  jury. 

In  charciiiiig  the  jury,  Nki.sox,  J.,  remarked  as  follo>v8 : 
Tho  first  patent  in  this  ease,  which  is  in  qnef^tion  between 
the  parties,  was  granted  to  the  |ilaintifY  on  tlie  31st  of  Janu- 
an%  1845,  in  ireneral  terms,  for  "anew  and  \iscfnl  improve- 
ment  in  the  reapin/^  machine,"  The  only  improvements 
claimed  in  tliis  patent,  which  it  is  insisted  have  been  in- 
fringed by  the  defendants,  are  two. 

The  first  is  the  arrangement  and  combination  of  the  bow 
and  dividing  iron,  for  separating  the  wheat  and  straw,  in  the 
process  of  reaping  or  cntting,  in  the  manner  described.  In 
speaking  of  this  improvement,  the  patentee  saja,  that  he  has 
a  piece  of  scantling  some  three  feet  long  and  three  inches 
square,  made  fast  to  a  projection  of  the  platform  bjr  screw- 
'  bolts ;  to  the  point  of  this  piece  of  scantling  is  made  fast,  bj 
a  screw-bolt,  a  bow  of  tough  wood,  the  other  end  of  which  is 
made  fast  at  the  back  part  of  the  platform,  and  is  so  bent  as 
to  be  about  two  and  a  half  feet  high  at  the  left  reel-post,  and 
about  nine  inches  out  from  it,  with  a  regular  curve.  Then 
there  is  a  description  of  the  dividing^iron,  which  Is  an  iron 
rod  of  a  peculiar  shape,  made  fast  to  the  point  of  the  scant- 
ling before  described,  by  the  same  screw-bolt  that  holds  the 
end  of  the  bow.'  From  this  bolt  the  iron  rises  towards  the 
reel  at  an  angle  of  thirty  degrees,  until  it  reaches  it,  that  is, 
until  it  extends  to  the  reel ;  then  it  is  bent,  so  as  to  pass  under 
the  reel,  as  far  back  as  the  blade  or  cutter,  and  to  fit  the 
curve  of  the  reel.    Then  there  is  a  contrivance  described  to 
adjiiBt  this  iron  to  the  reel  as  it  is  elevated  or  depressed, 
which  is  nut  material  in  this  case.    "  Bv  means  of  the  bow," 
says  the  specification,  "to  bear  t>fT  the  standini^  wheat,  and 
the  iron  to  throw  the  wheat  to  be  cut  witliin  the  power  of  the 
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reel,"  so  that  the  wheat  may  be  caught  and  broufjht  to  the 
cutter  and  uix>a  the  platforin,  "  tlie  required  separation  is 
made  complete."  The  invention,  as  claimed  in  the  patent,  is 
eubstHntially  this* — the  arranarement  and  eomhinatiou  of  the 
bow  and  the  dividing-iron,  for  scparatiug  the  wheat,  in  the 
manner  (lc?<M-il>ed. 

On  the  j)art  -  f  the  defendants  it  is  insisted,  first,  tliat  tins 
arrangement  and  combination  is  so  8im{)le  and  obvious,  that 
the  claim,  even  admitting  it  to  have  been  new  and  not  before 
in  use,  is  not  the  subject  (  f  a  patent;  secondly,  that  if  it 
may  be  the  subject  of  a  patent,  yet  there  was  nothing  new  in 
it,  but,  on  the  contrary,  it  had  before  been  known  and  in  pub- 
lic use  ;  and  thirdly,  that  admitting  both  its  ]>ateiitability  and 
novelty,  still  the  contrivance  used  by  the  defendants  for  sepa- 
rating the  wheat,  in  the  process  of  catting  and  reaping,  is 
sabstantially  different  from  the  contrivance  of  the  plaintiff. 

As  to  the  iint  point — whether  the  claim  in  qnestion  con- 
stitntes  the  subject-matter  of  a  patent-*4he  6th  section  of  the 
Patent  Act  of  July  4th,  1836,  (5  Ui  S,  Stai.  at  Zarge,  110,) 
provides,  in  suhstance,  that  any  person,  having  discovered  or 
invented  any  new  or  useful  art,  machine,  manufactura  cer 
composition  of  matter,  or  any  new  and  useful  improvement 
on  any  art,  machine,  manufacture  or  composition  of  matter, 
not  known  or  used  by  others  before  his  discoveiy  or  inven- 
tion, and  not,  at  the  time  of  his  application  for  a  patent,  iii 
public  nse  or  on  sale  with  his  consent,  may  make  ajij>lieatioii 
to  tlie  Commissioner  and  is  entitled  to  a  patent.  This  is  tlie 
antltority  conferred  on  the  Paten t-Ofiice  for  the  granting  of 
patents  to  inventors,  and  the  Act  defines  with  grdat  particu- 
larity and  clcame?2s  what  constitutes  a  ])atentable  su])ject,  at 
the  same  time  declarinu^  what  persons  ai-e  entitled  to  a  ^ 
jmtent.  Such  being  the  definition  of  a  ])atentable  subject, 
declared  by  the  Act  of  Congre^<5  itself,  you  see  from  it  that 
tlie  improvement  upon  a  machine,  which  is  the  kind  of  in- 
vention in  question  here,  must  be  new,  not  known  or  in  use 
before,  and  mnst  be  useful,  that  is,  the  person  claiming  the 
patent  must  have  found  out^  created  and  constructed  an  im- 
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proTement  which  had  not  before  been  found  oat,  created  or 
constructed  by  any  other  penon,  and  it  must  be  beneficial  to 
the  public,  or  to  thoee  persons  who  may  see  fit  to  use  it 
Novelty  and  nttlit]r  in  the  improvement  seem  to  be  all  that 
the  statute  requires  as  a  condition  to  the  granting  of  a  pat- 
ent If  these  are  made  out  to  the  satisfaction  of  a  jury,  dien 
the  subject  is  patentable,  and  the  inventor  is  entitled  to  the 
protection  and  beuetit  of  tlie  statute.  Otlienvise,  he  is  Dot. 
Tiiis  is,  perhaps,  the  only  general  detinition  tliat  can  be  given 
of  the  subject  of  a  patent,  and  it  is  the  only  one  that  tlie  law 
hay  given  for  our  guide.  The  two  qne^^tions,  then,  on  this 
branch  of  the  case,  are,  Was  iliis  c(mtrivauco,  as  coni^tructod 
by  the  patentee,  new  and  not  Ix'fore  known  ? — and,  if  so,  is  it 
useful?  Both  these  tpiestious  being  answered  in  tlie  afhim- 
ative,  the  ease  comes  directly  witliiu  the  dcliuitiou  of  the 
statute. 

As  to  tlie  liiiBt  question — whether  this  contrivance  for  divid- 
ing the  grain  in  the  process  of  cutting  it  was  new,  or  whether 
it  had  been  before  known  and  in  public  use.  This  is  veiy 
much  a  question  of  fact,  depending  upon  the  evidence  pro- 
duced  in  the  course  of  the  trial,  in  connection  with  the  illus- 
trations afforded  by  the  models  and  drawings  and  the  original 
machines. 

It  is  claimed  bj  the  defendants,  that  this  divider  of  the 
plaintifF  is  to  be  found  in  Hussey's  machine,  patented  as 
earlj  as  1833.  A  small  model  of  that  has  been  produced ; 
and,  although  Hnssey,  in  his  deposition,  gives  the  entire  form 
and  structure  of  his  divider,  yet  it  requires  some  particular 
enamination  to  ascertain  its  precise  character.  It  will  be 
found,  however,  to  be  sunple  and  very  readily  oonijtrehended, 
and  the  jury  are  in  full  pofleesslon  of  all  the  facts  that  are 
material  and  important  for  the  purpose  of  determining  wheth- 
er or  not  the  divider  of  Hnssey  affords  reasonable  evidence 
that  there  is  nothing  new  in  the  contrivance  of  the  plaintiff. 
Hnssey,  in  bis  deposition,  gives  a  brief  description  of  his 
bcpurator.  lie  says  that  lie  projects  the  enter  point,  to  sepa- 
rate the  standing  wheat,  to  any  given  lengthy  and  that  he  also 
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uses  an  upright  board,  on  a  line  with  the  outeidc  of  the  frame 
of  the  machine,  to  prevent  the  wheat  from  rolling  or  falling 
ofif  or  from  the  cutteiv;. 

Then,  there  is  the  mat-hine  of  Mr.  Moore,  of  which  you 
have  a  model,  and  which  you  will  consider  in  connection 
witli  his  evidence.  He  states  that  he  constructs  his  sc])arator 
with  two  horizontal  lines,  being  a  part  of  the  fi-ame  of  the 
machine,  converging  to  a  ^x)int,  and  projecting  some  two  feet 
beyond  the  fingers ;  and  that,  on  the  machine  he  built  in 
1S3C,  he  raised  a  third  on  the  centre  line,  corresponding,  in 
that  reepect,  with  the  board  used  by  Hussey  in  1833. 

Yon  will  examine  these  separators  of  Ilussejand  Moore^ 
in  connection  with  the  evidence,  and  look  at  the  partioMlar 
operation  of  each  in  the  process  of  catting,  and  ascertain,  to 
yoor  own  satisfaction,  whether  those  contrivances  are  identi- 
cal with  the  plaintiff's,  or  whether  he  has  made  one  differ^ 
ent  from  either,  involving  a  new  operation,  and  prodnoing  a 
new  effect  on  the  standing  or  tangled  grain,  in  the  use  of  the 
machine. 

The  next  objection  taken  by  the  defendants  is  that,  aasmn- 
ing  the  divide  ol  the  plaintiff  to  be  new  and  nseful  and 
patentable,  and  tiiat  he  is  entitled  to  the  enjoyment  of  it 
free  from  any  interference,  stiD  he  is  not  entitled  to  recover, 

because  the  def^dants  have  not  used  his  separator,  but  have 
ibicd  a  different  contrivance.  This  presents  another  ques- 
titni  ft>r  you  to  determine,  on  an  exauiinatiou  of  the  two  sepa- 
rators. • 

in  order  to  take  the  separator  of  the  defendants  out  of  the 
charge  of  infringement,  it  is  necessary  that  they  shonhl  sat- 
isfy you  that  it  is  substantially  and  materiuUy  diffi  renf  from 
the  plaintiff  V  ;  in  other  words,  that  it  involve^^  some  new  idea 
in  its  construction  not  to  be  fonnd  in  the  ])laintiff  V.  If  it  is 
found  there,  of  course  it  is  an  appropriation  of  liis  invention. 
If  not,  then  it  is  au  independent  improvement  and  no  viola- 
tion of  the  plaintiff 's  right. 

It  is  pro[>er  to  observe,  in  respect  to  this  particular  ques- 
tion, that  whether  the  separator  of  the  defendants  be  or  bo 
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not  m  interference  with  that  of  the  patentee,  will  depend 
upon  thiB — whether  the  plan  which  the  defendants  have 
employed,  in  oonstmcting  their  separator  and  in  dividing  the 
grain,»i8  or  is  not  in  sulwtanee  the  same  as  the  plaintiff's, 
and  whether  or  not  the  differences  that  have  heen  introduced 
by  the  defendants  in  their  form  of  constmction,  and  in  ao- 
oomplishing  the  design  which  all  these  separators  seek  to 
accomplish,  are  merely  differences  in  things  not  material  or 
important ;  in  other  words,  whether  their  plan  is,  in  substance 
and  effect,  a  colorable  evasion  of  the  plaintiff's  contrivance, 
or  whether  it  is  new  and  substantially  i\  difFercnt  thing.  If 
the  defendants  have  taken  tlie  same  general  plan  and  applied 
it  for  the  same  ])ui'pu8e,  although  they  may  have  varied  tlio 
mode  of  constnu  tio!!,  it  will  still  be,  substantially  and  in 
the  eye  of  the  patent  law,  the  same  tiling.  Otherwise,  it 
will  not. 

Subject  to  tlie-e  ol )servation8,  tending  to  advise  you,  as 
far  as  is  |mieti(*aMt  ,  ou  so  nice  and  somewhat  metaphysical 
a  subject,  as  to  the  rules  of  law  and  £jeiieral  })riiiei})les  that 
should  govern  on  a  question  of  this  kind,  1  shall  leave  it  to 
you  to  determine,  on  the  evidence  .niid  on  an  insj)ection  of 
the  niodek,  whetlier  the  separator  of  the  defendants  is  sub- 
stantially different,  in  its  operation  and  effect^  from  that  of 
the  plaintiff,  or  whether  it  is,  in  construction  nixl  operation, . 
to  aU  fiubstatitial  and  real  puqtoses,  the  same^  if  it  is,  then, 
if  you  are  with  the  plaintiff  on  the  two  ]>revion8  questions, 
3'on  willtfind  for  him  en  this  branch  of  the  case.  Otherwise, 
you  will  not 

The  second  claim,  which  also  arises  under  the  patent  ol 
1845,  is  for  setting  the  lower  end  of  the  reel^post  behind  the 
blade  or  cutter,  curving  it  and  leaning  it  forward  at  the 
top,  for  the  purpose  of  relieving  the  cutting,  which  was 
before  embarrassed  by  the  upright  post  in  front  of  the  cut- 
ter, by  which  means,  also,  the  top  of  the  post  can  be  braced 
to  the  tongue.  > 

The  description  in  the  patent  is  substantially  this — ^that  the 
reel-post  ou  the  left  side  of  the  machine,  instead  of  being 
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placed  before  the  blade^  Btanding  perpendicularly  and 
braced  as  before,  is  set^  say  nine  inches,  behind  the  bladc^ 
and  BO  leaned  forward  as  to  bring  the  middle  of  it,  or  point 
at  which  the  end  of  the  reel  is  supported,  to  its  former  per- 
pendicular position,  the  top  of  the  post  being  tltereby  so 
put  forward  as  to  admit  of  its  being  braced  directly  to  the 
tongue;  by  which  arrangement  the  patentee  is  enabled  to 
brace  the  post  firmly,  and,  the  lower  end  of  the  poirt  being 
behind  the  blade  imd  crooked  ont,  and  the  end  of  the 
dividingwiron  being  also  bent  inward,  all  tendency  of  simwa 
to  hang  upon  tlie  post  and  interfere  with  the  cutting  is  re- 
moved. 

The  object  of  this  change  was  to  get  rid  of  the  post  in 
front  of  tlie  c\itter,  which  ])revcnted  the  separation  of  the 
sti-aw,  and  also  prevented  the  grain  that  was  cnt  from  falling 
on  tlie  platfonn,  the  tendency  being  to  lieconie  entangled 
aronnd  tiiu  [ni^i.  This  was  the  pur])U!=e,  as  declared  by  the 
patentee,  of  the  arnuigement  by  which  the  |)ost  is  earned 
behind  the  cutter,  and  yet  the  place  of  sustaiuiug  the  end  of 
the  reel  is  prcjicrved. 

It  is  insisted  by  the  defendants  that  this  arrangement  is  not 
the  subject  of  a  patent,  but  is  a  very  common  device,  iuvolv* 
ing  no  skill  or  ingenuity  beyond  that  of  the  clever  mechanic ; 
that  it  would  have  suggested  itself  to  any  one  using  the 
machine  ;  and  that  it  embodies  no  inventive  mind.  It  is  also 
insisted,  by  the  defi  ndantB,  that  their  armngement  for  sup- 
porting the  end  of  the  reel  is  not  snbfitantially  the  ^me  with 
the  plaintiff's,  but  is  a  new  arrangement,  not  suggested  by 
the  plaintiff  *s  improvement  of  setting  the  poet  back  of  the 
cutter  and  bending  it  outward  and  leaning  it  forward,  and 
that  it  does  not  embrace  the  principle  or  idea  found  in  the 
contrivance  of  the  patentee. 

I  have  already  called  your  attention  to  the  definition  of  a 
patentable  improvement,  as  given  by  the  Act  of  Congress 
itself.  It  must  posBeee  novelty  and  utility.  It  will  be  for 
you,  bearing  in  mind  that  definition,  to  examine  whether  or 
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not  the  plaintiff's  arrangement  in  regard  to  the  reel-poBt  ia  a 
patentable  improvement 

You  will  idso  examine  the  models  of  the  respective  ma- 
*  chines,  and  recur  to  the  testimony  of  the  experts,  and  deter- 
mine whether  the  change  made  bj  the  defendants  in  the 
mode  of  supporting  the  end  of  the  reel,  and  of  getting  rid  of 
the  upright  post  in  front  of  the  cutter,  is  a  new  cx>ntrivance, 
not  only  in  form  but  in  substance,  and  is  not  a  change  sug- 
gested naturally  from  the  contrivance  of  ihe  plaintiff.  If  it 
is  new,  then  it  is  no  infringement  But,  if  it  embodies  the 
same  idea  and  its  arrangement  carries  out  the  same  idea — 
for,  this  is  the  tme  view  of  the  question  involved — ^then  un- 
doubtedly it  is  an  infringement 

The  general  principle  which  I  before  stated  in  respect  to 
the  dividing  apparatus  is  e<[ually  applicable  to  tlie  second 
claim,  if  the  defenduiitvS  have  taken  the  same  \)hm  and 
ap})lied  it  to  tlie  same  purpose,  it  is  in  substance  the  Bame 
thiuir,  althonirh  tliev  mav  have  varied  the  mode  of  construe- 
tion.  It  is  then  only  what  is  called  a  nicchauical  equivalent, 
another  way  of  doing  the  same  thing,  by  means  of  mechan- 
ical skill,  which,  however  meritorious  and  creditable  to  the 
mechanic,  is  not  an  invention. 

This  hriii!^  me  to  the  third  and  last  claim,  and  probably 
tlie  most  important  one  in  this  controverey.  It  arises  under 
the  patent  of  October  23d,  1847.  It  is  for  an  arrangement 
of  the  seat  of  the  raker  over  the  end  of  the  finger-piece 
which  pi*ojects  beyond  the  range  of  fingers',  and  just  back  of 
the  driving'  wheel,  in  combination  with  and  place'd  at  tlie  end 
of  the  reel,  whereby  the  raker  can  sit  with  his  back  towards 
the  team,  and  thus  have  free  access  to  the  cut  grain  laid  on 
the  platform  and  back  of  the  reel,  and  rake  it  fsom  thence 
on  to  the  ground  by  a  natural  sweep  of  his  body,  and  lay  it 
in  a  range  at  right  angles  wif}i  the  swath,  thereby  avoiding 
unevenneas  and  scattering  in  the  dischatge  of  the  wheat,  and 
accomplishing  the  same  with  a  great  saving  of  labor.  This 
improvement  is  particnlarly  described  by  the  patentee,  and  it 
is  undoubtedly  important  that  the  jury  should  look  into  the 
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deseriptioii  wHich  the  plaintiff  has  given  of  tiiis  improre- 
menty  and  ascertain  particularly  what  he  claims  he  has 
invented,  in  order  to  be  able  to  determine  whether  the 
improvement  had  or  had  not  been  before  discovered  or 
brought  into  public  use,  and,  if  new,  whether  it  has  or  has 
not  been  infringed  by  the  defendants. 

The  driving-wheel,  says  the  specificatiiui,  is  placed  furtlior 
back  than  before,  and  back  of  the  gearing  whicli  operates  the 
cutter — the  gearing  which  operates  the  crank  lu  ing  pla(;ed 
forward  of  the  driving-wheel — thus  balanciiiL'-  t1ic  frame  of 
the  maeliiiio  with  the  raker  on  it,  and  making  room  for  him 
to  sit  or  stand  on  the  frame,  hack  of  the  driving-wheel,  with 
his  baek  to  the  liorses.  The  patentee  then  phiees  the  reel 
furtlicr  forward  towards  the  horses  than  before,  and  malves  it 
shorter — it  having  before  projected  out  over  the  lingers.  lie 
thus  makes  room  for  the  raker  to  use  his  rake  f  reel  v.  The 
effect  of  advancing  the  reel  forward  is  to  open  to  the  action 
of  the  rake  the  platform  on  which  the  grain  falls,  and,  by 
shortening  the  reel,  room  is  afforded  for  the  operations  of  the 
raker  himself.  In  cronsequence  of  the  reel  being  shorter 
than  bef  ore,  a  wheel-board  is  introduced,  one  end  of  which  is 
.fastened  to  the  inside  hound,  and  it  is  «>  curved  as  to  force 
the  grain  upon  the  edge  of  the  swath  inward,  so  as  to  be 
caught  by  the  reel  in  its  revolutions.  The  wheel-board  also 
prevents  the  grain  from  getting  imder  the  frame  and  being 
entangled  in  the  gearing  of  the  machine.  It  is  important 
that  you  should  bear  in  mind  this  description  given  by  the 
patentee  of  his  improvement,  and  carry  it  willi  you  when  you 
are  oomparuig  his  amngement  with  previous  improvements, 
with  a  view  of  determining  whether  it  is  the  same  thing  with 
them  or  Rubstantiallv  diffei^nt 

It  has  been  made  a  point,  in  the  course  of  the  trial,  that  the 
seat  of  the  raker  is  the  improvement  and  the  novelty  claimed 
by  the  patentee  ;  that  not  only  the  seat  on  the  frame,  but  the 
mode  and  form  of  its  construction  is  also  })art  and  jnircel  of 
the  invention ;  tliat,  in  this  respect,  there  is  a  dilferenee  be- 
tween sitting  and  raking,  and  standing  and  raking ;  and  that 
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the  one  does  not  necessarily  inTolTe  the  other.  I  have  looked 
particularly  into  this  branch  of  the  case,  becanse  I  have  felt 
that  it  was  the  most  important  qnestion  inyolved,  and  that 
the  claim  in  respect  to  it  was  the  most  meritarions  one  on  the 
part  of  the  plaintiff— more  meritorions -than  either  of  the 
other  eontrivonoes — if  he  be  entitled  to  anj  merit  for  his 
iniprovements. 

Now,  in  order  to  ascertain,  with  reasonable  certainty,  what 
the  patentee  really  believed  he  had  invented,  and  for  what  he 

sought  and  obtained  a  patent,  we  must  look  into  tlie  descrip- 
tiuii  of  the  thing  which  lie  himself  has  (jiven  to  tlie  public, 
because  there  we  must  find  his  title,  and  there  the  public 
must  look,  after  his  term  expires,  to  obtain  the  benefit  of  the 
use  of  his  machine.  From  the  (lescrijiiioii  I  have  already 
iriven  Tou,  vou  sec  that  the  seat  is  not  the  thinsf  which  lie 
claims  in  his  description  to  have  invented.  The  seat  waa  the 
object  and  result  he  was  seeking  to  attain,  by  the  inij)rovement 
which  he  supposed  he  had  brought  out.  What  he  invented 
was,  the  arrangeuKMit  :itu1  comlnnatioii  of  maeliiuerv  which 
he  has  described,  by  which  he  obtained  his  seat.  That,  and 
not  the  seat  itself,  constituted  tlie  essence  and  merit,  if  any, 
of  the  invention.  What,  then,  was  necessar}',  in  oi*der  to 
obtain  the  benefit  of  this  position  for  tlie  raker  ?  The  diffi* 
culty  before  was,  that  the  axle  or  shaft  of  the  reel  was  per- 
pendicular over  the  cutter,  and  the  reel  was  thrown  back  very 
much  over  the  platform.  It  was  also  extended  on  a  line  widi 
the  catter,  close  up  to  the  gearing,  so  that  the  end  of  the  reel^ 
extending  to  the  side  of  the  machine,  interfered  with  a  peraon 
placed  behind  the  horses  for  the  purpose  of  raking,  and  the 
reel,  being  too  far  back,  interfered  with  the  rake  in  its  use. 
Thus,  it  appears  that  a  seat  was  put  on  for  the  harvest  of 
1845,  and  some  two  hundred  machines  were  made  at  Cincin- 
nati  for  that  harvest  That  seat  was  put  on  without  any  change 
in  the  structure  of  the  machine,  except  to  fssten  on  the  seat, 
extending  from  the  front  to  the  back  Those  seats  were  put 
upon  all  the  machines  that  were  made  for  the  harvest  of 
1845,  but  all  agree  that  they  went  out  of  use  generally,  so 
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great  was  the  interferenoe  with  the  nke  and  raker,  and  it 
was  that  difliculty  and  obstcnction  that  led  to  the  snbaeqnent 
modification  of  the  machine.  The  reel  wae  ftdvanced  in  front 
of  the  cnttefs  and  shortened,  and  the  driving-wheel  was  pat 
back  and  the  gearing  forward,  so  as  to  balance  the  ma- 
chine with  the  weight  of  the  raker  on  the  end  of  tlie  finger- 
piece. 

It  has  also  been  suppoBcd,  tliat  there  wiiij  boinetliing  in  the 
idea  thai  tiie  patentee  in  hi&  claim  says :  "  T  also  claim,  as 
my  invention,  the  arrangement  of  tlie  scat  of  tlie  raker  over 
the  end  of  the  finger-piece  ^vllich  projcc-tri  beyoiul  the  range 
of  finfjers,  and  just  back  of  tlie  drivinir-whe*  ],  -  f  v  rAw^'Z/Mv/, 
in  combination  with  and  placed  at  the  end  oi  the  reel."'  lio 
here  claims  the  t^eat  "as  descriljed  : "  but.  on  rceurrini^  to 
the  description,  we  find  the  patentee  saying  that  the  clri^•inf;- 
wheel  is  placed  further  back,  and  other  changes  are  intro 
duoed,  thus  making  room  for  the  raker  to  Ht  or  stand  on  the 
frame.  It  is  this  seat,  as  thus  described,  by  which  the  raker 
may  sit  or  stand  on  the  frame  and  rake  the  wheat  from  the 
platform  with  convenience,  that  is  claimed  in  the  specifica- 
tion. 

It  is  insiated.  on  the  part  of  the  defendants,  that  there  is 
nothing  new  in  this,  becanse  there  is,  in  the  machine  of  Hna* 
aej,  a  seat,  or,  what  ia  equivalent,  a  poeition  for  the  raker,  in 
which  he  may  stand  and  rake  off  t)ie  grain.  The  seat^  that 
is,  the  position  on  the  platform,  is,  in  one  sense,  undoubtedly 
common  to  both.  .  But,  Hussey's  machine  has  no  reel  to  inter- 
fere with  the  raking,  and  the  grain,  instead  of  being  raked 
from  the  platform,  is  pushed  from  the  back  part  of  it  The 
question  is,  whether  the  arrangement  of  the  seat — ^the  com- 
bination by  which  the  patentee  obtains  and  can  use  the  seat 
or  position — is  similar  to  or  substantially  like  the  contrivance 
in  llussey's  machine.  That  is  the  ])oint.  The  mei*e  fact  that 
a  seat  was  used  in  previouB  reaj)ers,  does  not  ombracte  the 
idea  <x;iituined  in  this  patent.  That  view  cuiild  only  be 
material  under  the  assmnod  construction  given  by  the  4-ouiiseI 
for  the  defendants  to  the  patent,  that  it  is  for  a  seat.   If  that 
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were  the  tbing  mventod'  and  claimed  by  the  patentee,  then 
the  seat  of  Huaaej  would  be  an  answer  to  the  claim. 

There  is  also  another  point  to  which  it  is  proper  to  call 
your  attention  in  this  connection^  and  which  has  been  the 
subject  of  disouflsion  by  die  counsel,  and  that  is,  that  Huseey, 
in  the  construction  of  his  machine  in  Ohio^  at  a  Tery  early 
day,  used  a  reel  in  connection  with  his  cutter  and  a  raker. 
It  ia  insisted,  that  this  use  of  the  reel,  in  connection  with  a 
raker,  in  Ilussey's  machine,  before  the  discover}-  of  the  plain- 
tiff, destroys  bis  chiiiii  to  originality.  In  answer  to  this,  it 
is  claitnctl.  on  tlio  purl  of  the  plaintiff,  that  the  contrivance 
of  ITtissey  into  which  the  reel  wan  iiitnxhiced.  was  snbstan- 
tiully  (lifft'rent  frtim  the  plaintiff's  (Mmtrivancc.  It  Bcenis 
tliat  Ilu&iey's  reel,  like  tlie  reel  of  tbe  i)l;iintifY  when  his  first 
Beat  was  j)ut  on  in  1845,  interfcieci  witli  tlie  niker,  so  as  to 
prevent  liisrakinp:  tlie  ij^raiii  tiie  wlukle  lenprtli  <»f  the  platform. 
Hence,  Ilussry  ha<l  an  endless  apron,  by  which  the  jxruin, 
when  cut,  was  deposited  at  the  feet  of  the  raker,  so  that  he 
could  shove  it  off  with  his  rake.  8nch  was  Ilussey's  con- 
trivance for  avoiding  the  difficult}'  that  existed  in  the  inter- 
ference of  tlie  i*eel  with  the  operations  of  the  raker,  by  bring- 
ing the  grain  to  the  raker  uj)on  an  ajntm,  so  that  he  should 
not  be  obliged  to  extend  his  rake  in  front  of  the  reel.  The 
next  ground  uiged  I  )y  the  counsel  for  the  plaintiff,  in  answer 
to  thia  evidence  to  destroy  the  novelty  of  his  patent,  is^  that 
Hussey  abandoned  and  gave  up  that  arrangement  of  bis,  as 
an  nnsuoooBsful  experiment,  and  that,  therefore,  the  idea 
which  may  have  been  and  probably  was  in  his  mind,  when 
he  attempted  to  get  up  this  contrivance  for  the  benefit  of  the 
raker,  was  never  completed  or  carried  into  practical  effect, 
and  that  other  contrivances  were  resorted  to  by  him,  in  place 
of  the  reel,  which  he  threw  away  and  has  not  used  since.  It 
is  not  important,  bowever,  to  take  np  your  time  with  this  last 
suggi  stion,  l>ecan6e  it  is  clear  that  the  arrangement  of  llus- 
wn%  when  he  used  the  reel  in  connection  with  liis  endle&s 
apron,  did  not  touch  or  reach  at  all  the  niodilications  and 
alterations  subsequently  made  by  tlie  plaiuLiii  to  acconjplish 
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file  same  end,  but  was  altogether  different  in  its  operation. 
UoBBej  used  the  endless  apron  to  get  rid  of  the  difficulty  which 
the  plaintiff  avoids  by  putting  his  reel  further  forward,  cut- 
ting off  the  end  of  it  and  introducing  a  wheel*board. 

The  next  material  question  is,  whether  or  not  the  defend- 
ants' arrangement  of  the  seat  or  ])osition  for  the  raker  m  like 
that  of  the  plaintiff,  and  wht  tlier  or  not  the  construction  iiiul 
use  of  it  liy  tliem  are  an  appropriation  of  liis  contrivance  and 
an  iiili  iitL^t'HU'nt  of  liisi  machine,  xvuw,  1  lay  aside  the  mode 
of  constructing  these  respective  seats.  1  mean  their  form, 
whether  tliey  are  constructed  witli  the  seat  extending  between 
the  Ie<:s  of  the  raker,  witli  a  front  piece  to  fciii>i)ort  liim,  or 
with  no  scat  l>etween  his  legs  and  only  a  support  aromid  his 
bmly.  •  I  lay  all  that  out  of  view,  because  T  do  not  think  the 
form  of  the  seat  is  embraced  in  tlie  plaintiff's  invention.  It 
may  be  of  one  form  or  of  another,  and  it  is  very  likely  that 
tlie  practical  use  of  the  maclune  by  the  raker  is  the  only  true 
test  for  determining  what  form  of  seat  would  be  most  advan- 
tageous and  least  injurious.  The  raker  would  work  out  the 
best  fonn  of  seat,  by  actual  trial.  He  might  cushion  the- seat 
or  make  it  of  any  form  he  pleased,  but  that  would  not  enter 
into  the  invention  or  have  anything  to  do  with  its  merits* 
The  invention  is,  the  arrangement  by  which  the  raker  can  be 
placed  where  he  is  placed,  standing  or  sitting,  and  do  his 
work.  You  will  then  take  up  the  defendants'  machines,  lay- 
ing the  seat  out  of  view,  and  see  whether  their  construction, 
arrangement  and  combination,  for  the  purpose  of  obtaining 
a  position  for  the  raker  on  the  machine,  involves  the  combi- 
nation of  the  plaintiff.  If  it  does,  then  it  is  an  infringement. 
If  it  does  not,  then  it  is  an  independent  contrivance,  and  they 
are  entitled  to  its  enjoyment 

It  is  further  claimed,  on  the  part  of  the  defendants,  that, 
asBumiii^'  all  the  positions  taken  by  the  plaintiif  to  be  true,  and 
that  he  is  entitled  to  protection  in  the  enjoyment  of  this  im- 
pruvemcnt,  as  Ijeing  its  lii'st  and  original  inventor,  yet  he  has 
forfeited  it  to  the  public,  or  has,  at  least,  al>andoned  it  to  the 
benefit  of  the  public,  by  hie  actfi  and  conduct.  Now,  as  there 
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is  no  diBHgreemeDt  between  the  ooimsel  iip:>n  the  law  applica- 
ble to  this  branch  of  the  case,  I  will  not  take  up  your  time  bj  * 
oxpoanding  the  Act  of  Congrefls  at  large,  but  will  assnme 
the  law  to  be  as  it  has  been  laid  down  by  the  Court  in  this 
Oircmt  Since  the  Act  of  March  ad,  1889,  (6  U,  S.  Stat,  at 
Large,  353,)  a  patentee  may  make  and  vend  or  use  his  im- 
provement or  invention  within  two  cntii-e  years  before  the 
time  wlieu  lie  makes  his  application  for  a  patent,  ^vithont 
forfeiting:  or  necessarily  abandoning  his  riglit  to  a  ])atent. 
As  I  understand  thit»  statute,  and  as,  1  believe,  it  luvs  ])een 
generally  construed  and  applied  thus  far  in  the  several  Cir- 
('uiu-*,  it  virtually  extends  tlie  ])atentee'8  privilege  -ixteen 
yeaiv  instead  of  fourteen  ;  that  is.  ho  niay  use  his  improve- 
ment, by  inakiui^  and  using  his  machines,  and  by  VLMiding 
and  tjiking  ])ay  foi-  thorn ,  for  two  years  previous  to  his  appli- 
cation for  a  patent,  without  forfeiting  the  benefits  conferred 
upon  him  by  his  patent  But,  if  he  either  sells  a  machine  or 
uses  one,  or  puts  one  into  public  use,  at  any  time  more  than 
two  years  bdbre  his  application,  it  works  a  forfeiture  of  his 
right. 

It  i  ^  claimed  by  the  defendants,  first,  that  tiic  plaintiff  has 
forfeited  his  right  in  this  case ;  and  secondly,  that  he  has 
abandoned  it. 

The  plaintiff's  application  for  the  patent  which  was  issued 
on  the  S3d  of  October,  1847,  was  made  on  the  dd  of  April, 
1847.  Anj  sale,  therefore,  or  any  use  of  the  improvemeat, 
subsequent  to  the  8d  of  April,  1845,  is  protected  by  the 
statute  of  18dd,  and  cannot  be  relied  upon  as  working  a  for- 
feiture. It  iB  necessary,  therefore,  that  the  defendants  should 
show  a  sale  or  putting  into  public  use  of  the  patented  im- 
provement prior  to  the  8d  of  April,  1845.  That  involves  a 
question  of  &ct.  I  have  had  some  difliculty,  on  looking 
trough  the  testimony,  in  ascertaining  the  precise  time  when 
the  improvement  embodied  in  the  patent  was  made  by  tlic 
plaintiff.  The  fexact  time  luis  not  been  shown,  but  it  appears 
in  evidence,  and  1  have  looked  into  this  with  great  care,  that 
tliis  patented  improvement  in  regard  to  the  seat,  as  claimed 
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by  the  plaintiff,  was  not  in  t2ie  machines  constructed  for  the 
harvest  of  1845.  Those  machines  were  made  by  Brown,  hy 
Hagnes  and  by  Zink.  They  had  a  board  seat  put  upon  them, 
without  any  diange  being  made  in  the  arrangement  of  th^ 
machine  or  of  the  reel,  and  had  no  wheel-board.  That  Beat 
.went  out  of  use  and  was  a  failure.  Of  course,  none  of  the 
mac'liinos  witli  that  seat,  altliougli  ut?ed  witli  the  asseut  of  the 
plaintiff,  coiuc  williin  the  rule  of  law  in  relation  to  the  ques- 
tion of  forfeituitj,  becausse  they  do  not  embody  tlie  improve- 
ment claimed  in  the  patent,  and  it  is  t/uU  which  miust  he  })ut 
in  u&e  more  than  two  year^  prior  to  the  appliealiun,  in  order 
to  work  a  forfeiture  of  the  right.  There  was  one  maehiiio 
made  for  the  harvest  of  1845,  the  one  of  which  Cliappell  and 
Bamet  gave  an  account,  that  Mas  carried  to  (iene?co  and 
Mount  Morris  in  July,  1845,  and  operated  tliere.  It  was  the 
one  which  had  a  box  upon  it,  and  it  also  had  a  seat  with  a 
front-piece,  there  having  been  no  piece  in  front  of  the  raker 
in  the  other  machines  made  for  the  harvest  of  1845.  But, 
although  tlic  ^fount  Morris  machine  had  the  seat  thus 
amnged,  it  did  not  embrace  the  arrangement  subsequently 
made,  and  described  in  the  patent  of  1847.  It  was  merely 
one  of  the  old  machines  with  the  form  of  the  seat  changed ; 
and,  BO  far  as  I  can  gather  the  date,  from  my  examination  of 
the  testimony,  no  machine,  with  the  arrangement  and  oombi- 
nation  described  in  the  patent  of  1847,  was  put  into  use  or 
<m  sale  until  the  harvest  of  1846. 

4 

The  next  question  is  that  of  abandonment  The  mere  fact 
of  making  and  sellmg  an  improvement  or  invention,  or  of 
putting  it  into  public,  use,  at  any  time  within  two  years  be- 
fore the  application  for  a  patent,  is  not,  of  itself,  an  abandon- 
ment of  the  invention  to  the  public  The  right  thus  to  use 
his  invention  before  tlie  granting  of  a  patent,  is  a  right  con- 
ferred on  the  inventor  by  the  Act  of  1839.  Somethini^  moi-e 
nuir^t  be  done  within  the  two  years— there  must  he  some  acts 
of  the  inventor,  indicating  an  intention  on  his  pjirt  to  devote 
his  im]>rovement  to  the  public  in  general,  in  order  to  author- 
ise the  jury  to  come  to  the  coucluaion  that  he  has  so  aban- 
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doned  it  It  h  for  them  to  say  whether  the  acts  of  the  plam- 
ttff  within  the  two  rears,  satisfy  them  that  it  was  his  design 
and  intention  to  derote  the  invention  to  the  public  at  large, 
fs  a  gratuity,  and  without  receiving  a  oonsid^tion  for  its 
bestowaL 

It  is  proper  for  me  to  say,  also,  that  those  who  rely  upon 
the  ground  that  a  party  has  fnrfeitcd  a  legal  right  secured  to 
him  in  due  form  of  luw,  for  tlie  })urj)()se  of  defeating  his 
enjoyment  of  thut  riijlit,  iiiUf^t  make  out  tlie  point  clearly  and 
satisfactorily,  l)evond  any  reasonable  doubt  or  heiiitation ; 
because,  the  law  does  not  favor  an  abandonment,  and  throws 
upon  the  party  who  r^eeks  to  obtain  the  beneht  of  a  forfeiture 
the  Ijiirden  of  ]»rovinij^  it  lieyond  all  reasonable  qneRtion. 

I  have  tlms  <rone  tlirough  with  the  three  claims,  the  divider 
and  tlie  reel-post  in  the  patent  of  LS4r>,  arnl  the  rakei-'s  scat 
in  the  j)ateut  of  1847.  If  you  are  with  the  ])laiutift  on  either 
one  of  tliese  claims,  he  is  entitled  to  your  verdict.  You  will 
take  them  up,  one  by  one,  and  decide  whethei*  or  not  the 
plaintiff  has  made  out  his  title  to  tliem  as  inventions,  and  also, 
whether  or  not  the  defendants  have  violated  his  rights.  If 
you  find  for  the  plaintiff  on  any  one  of  the  claims,  he  is  enti- 
tled to yonr  verdict;  and,  if  you  find  for  iha  defendants  on 
all  of  them,  your  verdict  will  be  for  the  defendants. 

The  only  remaining  question  is  that  of  damages.  The  rule 
of  law  on  this  subject  is  a  very  simple  one.  Th&  only  diffi- 
culty that  can  exist,  is  in  the  application  of  it  to  the  evidence, 
in  the  case..  The  general  rule  is,  that  the  plaintiff,  if  he  has 
made  out  his  right  to  recover,  is  entitled  to  the  actual  dam- 
ages he  has  sustained  by  reason  of  the  infringement;  and 
ihoee  damages  may  be  determined  by  ascertaining  the  profits 
which,  in  judgment  of  law,  he  would  have  made,  provided 
the  defendant  had  not  interfered  with  his  rights.  That  view 
proceeds  upon  the  principle,  that  if  the  defendant  had  not 
interfered  with  the  patentee,  all  persons  who  bought  the  de- 
fendant's machine  would  necessarily  have  been  obliged  to  go 
to  the  patentee  and  purdia&e  his  machine.  And  the  profits 
that  the  patentee  might  have  made  out  of  the  machines  thus 
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nnlawf ully  constructed,  present,  therefore,  a  prround  that  may 
properly  aid  the  jury  in  arriving  at  the  damages  which  the 
jjutcntee  has  sustained. 

It  has  been  8n<r£je3ted  by  tlie  counsel  for  the  defen^ijiiit.s 
that,  inasmuch  fis  the  cl:iims  of  the  plaintiff  in  question  hi^-e 
are  dimply  for  inii)r()veinent.s  upon  his  old  rt'a]>injn^  machine, 
the  jKitent  for  which  expired  on  the  21st  of  June,  1848,  nn<l 
not  for  an  entire  machhie  and  every  part  of  it.  tlie  tlanuifrt's 
should  he  li^nitcd  in  proportion  to  the  value  of  the  improve- 
ments thus  made  ;  and  that,  therefore,  a  distiTietion  exists,  in 
regard  to  the  rule  of  damages,  between  an  infringement  of 
an  entire  machine  and  an  infringement  of  a  mere  improve- 
ment on  a  machine.  I  do  not  aaaent  to  this  difitiuction.  On 
the  contrary,  according  to  my  view  of  the  law  regulating  the 
measure  of  damages  in  cases  of  tliis  kind,  the  rule  which  is 
to  govern  is  the  same  whether  the  ])atent  eovei-s  an  entire 
machine  or  an  improvement  on  a  machine.  Those  who  choose 
to  lue  the  old  machine  in  this  case,  have  a  right  to  use  it  with- 
out incnrring  any  responsibility.  Bnt  if  they  engraft  on  it 
an  improvement  secured  by  a  patent,  and  use  theT  machine 
with  tiiat  improvement,  they  have  deprived  the  patentee  of 
the  fruits  of  his  invention,  the  same  as  if  he  had  invented 
the  entire  nuichine ;  because,  it  is  his  improvement  that  giveA 
value  to  the  machine,  on  account  of  the  public  demand  for 
it  The  old  instrument  is  abandoned,  and  the  public  call  for 
the  improved  instrument,  and  tibe  whole  instrument,  with  the 
improvement  upon  it,  belongs  to  the  patentee.  Any  person 
has  a  right  to  use  the  old  machine,  but,  if  an  inventor  en- 
grafts upon  the  old  nia<*hine  which  lie  has  a  right  to  use,  an 
impn)vement  that  niake^  it  superior  to  anything  of  die  kind 
for  the  accomplihhiiR'iit  of  its  ]mrposes,  he  is  entitled,  under 
a  patent  for  the  iinprovement,  to  the  benefit  of  the  o|)eration 
of  tlic  machine  under  all  circumstances,  with  tlie  improve- 
ment cni^rafted  upon  it,  to  the  same  degree  in  wliich  tlie 
orif^inal  patentee  was  entitled  to  the  old  machine. 

There  are  some  data  furnished  by  tlie  counsel  on  both 
sides,  which  it  i&  proper  the  jury  should  take  into  view,  in 
IT 
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ascertaiiiiiig  ilie  damages^  proyided  they  amve  at  this  qaes- 
tton  in  the  case.  It  is  oonceded  that  just  three  hundred  ma- 
chines have  been  made  by  the  defendant')}  of  the  description 
to  which  I  have  called  your  attention,  and  testimony  has 
been  gone  into  on  both  sides,  for  the  purpose  of  showing 
the  cost  of  the  machines  and  the  prices  at  which  they  sold. 
In  order  to  ascertain  the  profits  accruing  to  the  party  who 
makes  machines  of  this  description,  you  must  first  ascertain 
the  cost  of  the  laaturials  and  labor,  and  the  interest  on  the 
(rapital  used  in  the  manufacture  of  the  machines.  Wm  must 
als<^  take  into  account  tlic  expense  to  which  the  mauufactiu*er 
is  subjected  in  ])Httini:;  them  into  market,  such  as  that  of 
iigencit's  and  trnii.->]H)rtatioii  and  insurance  ;  arid,  where  the 
article  ib  buld  ou  credit,  a  deduction  must  ul>o  be  made  for 
bad  debts.  All  these  things  nmst  be  taken  into  account,  in 
order  to  brin<^  into  tlie  cost  ever>'  element  that  pr(»pcrly  gv^es 
to  constitute  it  in  the  hands  of  the  manufacturer.  When 
you  have  ascertained  the  aggi*egate  sum  of  the  cost,  deduct 
it  from  tlie  price  paid  by  the  purchaser,  and  you  have  the 
net  pro£t  on  each  machine.  By  this  process  you  are  enabled 
to  approximate  to  something  like  the  actual  loss  that  tlio 
patentee  sustains,  in  a  case  where  his  right  has  been  violated 
by  persona  interfering  with  him  and  putting  into  market  his 
improvement.  There  is  considerable  difference  between  the 
witnesses  for  the  respective  parties,  in  their  testimony  as  to 
the  cost  of  constracting  the  machine.  I  believe  that  the 
witnesses  on  the  part  of  the  plaintiff  brought  down  the  cost 
to  thurty-seven  dollan  on  eadi  machine,  and  stated  the  net 
profit  on  each  to  be,  on  an  average,  over  sixty  dollars ;  while 
the  witnesses  on  the  part  of  the  defendants  put  the  cost  at 
some  sixty-seven  dollars,  including  work,  labor  and  expenses, 
and  some  made  it  even  higher  than  tliat,  including  tiie  ex- 
pense of  collecting  debts  and  of  agencies.  It  appears  tiiat 
the  machines  have  been  sold  at  prices  varying  from  one  hun- 
dred dollars,  for  cash,  up  to  one  hundred  and  twenty  dollars 
and  one  hundred  and  twenty-li\  e  dollars,  on  credit,  depend- 
ing somewhat  upon  the  place  to  which  they  have  been  sent. 
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Many  liave  gone  to  a  considerable  diBtance  into  various  States, 
and  there  is  a  diftt  ronce  in  the  price  of  tlie  machines,  whether 
thej  arc  bought  at  the  factor}'  or  at  distant  points. 

The  cjiiestion  of  damages  will  depend  iij^jii  the  good  sense 
and  sound  judgment  of  tiie  jury,  upon  the  facts  whicli  have 
been  introduced  to  show  the  loss  which  has  been  sustained 
by  the  patentee,  or,  in  other  words,  the  profits  he  would  have 
made  if  the  infringement  had  not  oceimred.  The  plaintiff 
will  be  entitled,  provided,  on  an  accurate  estimate,  jon  can 
aniye  at  the  actual  damages,  to  interest  on  them  from  the 
commencement  of  the  suit  in  August,  1850 ;  and,  in  addition 
to  all  this,  if  the  jury  are  satisfied  that  the  plaintiff  has  sus- 
tained damages  beyond  those  arising  from  the  actual  inter- 
ference of  the  defendants  in  making  and  putting  into  market 
similar  machines,  they  will  be  justified  in  allowing  them.  I 
aUude  now  to  the  p'ablications  I  \  the  defendants,  disparaging 
and  denouncing  the  improvement  of  the  plaintiff,  in  oonneo* 
tion  with  their  infringement  by  making  and  vending  the  arti- 
cle, and  while  they  were  thus  engaged  in  the  violation  of  the 
patent.  This  (juestion  of  damage  is  very  much  at  large,  and 
rests  in  the  sound  di^icretiun  uf  the  iurv.  It  is  always  umcli 
easier  to  calculate  large  profits  u{x>n  pajier  than  it  is  to  real- 
ize them  by  practical  experienro  in  the  businefe*  of  mankind. 
The  question,  therefore,  is  oni^  wliicli  the  jun,-  must  decide 
witli  caution,  care  and  pmdenee,  and  they  must  contine  tlie 
measure  of  damaires  to  the  fair  and  actual  loss  which  the 
patentee  has,  in  their  juiKnueut,  sustained,  ou  account  of  the 
infringement  by  the  defendants. 

The  jury  failed  to  agree  upon  a  verdict 

At  the  October  Term,  1851,  at  Albany,  before  Mr.  Justice 
Kelson,  the  case  came  on  again  for  trial,  when  the  defend- 
ants moved  its  postponement  on  account  of  the  absence  of  a 
material  witness  in  regard  to  the  patent  of  1846,  The  Court 
holding  that  sulKcient  cause  for  a  postponement  had  been 
shown,  the  plaintiff  waived  all  claim  to  recover  in  the  suit 
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\\\)on  the  patent  of  1845,  and  the  ('uuit  directeii  the  trial  to 
pro(!eed  nyHni  the  patent  of  1S47  alone.  The  evidence  given 
on  botJi  sides,  as  to  the  latter  patent,  was  ycry  nnich  the  Bame 
as  on  the  previous  trial,  and  the  charge  of  the  Conrt  wa«  sub- 
stantially the  same.  The  jury  found  a  verdict  for  the  plain> 
tiff,  for  $17,306  66  * 

Samuel  Stevenji^  Charles  M.  Keller,  Edwin  W.  Ston^htan 
and  Samud  Jilatch/ardf  for  the  plaintiff. 

Hatisom  IL  GiUet  and  Jlenry  Ji,  Seldm^  for  the  defend- 
ants* 


EusHA  Foots  tv.  Uokacb  C.  S^sbt  and  cther&  In  EQtnrr. 

In  Footers  patent  for  an  "  improvenienl  in  regulating  the  draft  of  storee,"  the 
first  claiii),  bcitip  a  claim  to  "the  oppncation  of  the  pxpnTifire  and  contract- 
ing power  ol"  a  metallic  rod  by  difiert-ni  degrees  of  lieat,  to  open  and  close 
a  damper  which  governs  the  admis&iou  of  air^into  a  stove  in  which  it  majr 
be  naed,  by  whidi  a  mora  perfiBct  oonttol  over  ^e  beat  is  obtahied  tban  om  bo 
bjr  %  dmnper  fai  the  ftue,"  b  a  daim  indep^Ktont  of  any  portieubw  «miige> 
meat  or  combination  of  machinery  or  contrivance  for  the  purpose  of  applying 
the  principle  to  the  repiliitioii  of  the  h<  iit  of  gtoves. 

Where  a  {larty  li:  s  diacovcrcd  a  new  npidiciiuon  of  eome  pro}>erty  in  nature 
never  bet  ore  known  or  in  use,  by  wliich  ho  has  produced  a  new  and  useful 
result,  the  discoverj  is  the  sulyect  of  a  patent,  independently  of  any  peculiar 
or  new  amoigemsnt  of  msebiiicr;  for  the  purpose  of  appt  jiog  the  neir  prop- 
erty. 

Hence,  tlie  inventor  hns  a  ripht  to  iife  any  menno,  oM  or  new,  in  the  application 
(if  the  now  property  to  produce  Uie  new  and  useful  result,  to  the  exclusion  of 
all  other  means. 

The  case  of  NeUmm  ▼«  Harford^  ( WAt*.  P.  C.  895,)  cited  and  spproved, 

A  men  abstract  oone^Uon  cannot  be  the  suijcct  of  a  patent ;  but,  when  it  Is 


*  Judgment  having  been  entered  on  this  verdict,  the  defendants  carried  the 

ca«"e  by  writ  of  error  to  the  Supreme  Court,  where  it  is  reported  as  Seymour  v. 

M'-f^oriuir/:,  (10  How.  ABO.)  Tliat  Court  rcverssed  the  iuiltnnont,  on  the  pround 
of  misdirection  by  the  Court  below,  in  iu  charge  as  to  ihu  rule  of  damnges^,  but, 

sitslaincd  its  other  rulings. 
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reduced  to  practice,  by  any  means,  old  or  new,  resulting  usefully,  it  is  the 
aubjeel  of  ft  patent,  ind^ndMUy  of  the  luofaiiiery  by  which  the  application 
is  mftde. 

In  the  case  of  suck  a  patent,  although  old  means  be  u^ed  by  the  patentee  for 
giving  application  to  tlic  new  conception,  yet  the  patent  excludes  all  persona 
other  thitn  tlie  patentee  from  the  use  of  those  means,  aud  of  all  oth(^  meanft, 
in  a  tsimilar  application. 

The  DOTdty  of  the  inTenlion  covered  bj  tatd  first  cliriiB,  can  bo  defeated  only 
by  ahowiDg  the  prior  application  of  the  prineiple  of  the  expanalon  and  cqii> 
traction  of  the  metallic  rod  to  regulate  the  beat  of  a  stove^  bjf  mean*  of  (he 
hfot  produced  by  the  stove  itxrlf.  It  is  not  deftat^d  by  fhowing  a  prior  appli- 
cation of  the  expansion  and  cuulraciiou  of  a  luetuliic  rod  to  open  and  close  a 
damper,  where  the  metallic  rod  was  heated  indirectly  by  tlic  heat  of  a  fm-nacc, 
by  being  Immersed  In  hot  water. 

But  tlie  prior  applicatkn,  In  order  to  defeat  the  nordty  of  the  aild  first  clum, 
need  not  have  been  made  by  the  very  best  apparatus  that  could  be  devised. 
The  qiH-ifinn  docs  not  depend  upoti  the  dc«j;ree  of  uscfuhicsw,  but  upon  the 
practically  u^^l;^ul  aud  successful  prior  application  of  the  principle. 

Where,  prior  to  the  plaintiff's  invention  of  the  application  covered  by  the  said 
fiist  chdm,  the  prhiciple  of  the  expansion  and  eontraetkm  of  a  metallic  rod 
heated  by  the  alore  itself,  had  been  applied  to  rngubte  its  heat,  the  rod 
being,  however,  a  compound  rod,  composed  of  a  slip  of  brai>s  aud  a  slip  of 
iron,  firmly  fastened  togctlier,  and  the  motion  of  the  damper  being  produced 
tlirough  a  deflection  of  the  rod  resulting  from  its  curvature,  caused  by  the 
unequal  dilatation,  under  a  given  degree  of  heat,  of  the  two  metals  composing 

;  it,  that  of  brass  being  greater  than  that  of  iron,  whereas,  in  the  pldntlff's 
invendon,  the  motion  was  produced  by  the  direct  linear  expansion  of  a  btaas 

*  rod  used  in  connection  with  an  iron  stove :  Held,  that  tin-  piiiaiplo  of  the 
application  of  the  expanmon  and  contraction  of  the  metallic  roil  to  regulate 
the  daiiiper,  by  causiii};  ii  to  ujm;u  and  close  according  to  the  degrees  of  heat 
iu  the  stove  iteelf,  us  covered  by  the  said  first  claim,  was  the  some  in  the  two 
applications. 

The  said  first  dalm  do«  not  involye  any  mode  or  method  of  application,  or  any 
qnesUon  of  difference  in  degree^ — as  tluit  an  apparatus  having  the  JRmea  expan* 
sion  as  distinguished  from  cnmUore,  possesses  greater  power  or  can  peiform 
what  llie  other  cannot. 

The  third  cl;um  of  the  patent,  being  a  claim  to  "  the  combination,  above  de« 
scribed,  by  which  the  regulation  of  the  heat  of  a  stove  in  whldi  It  may  1)0  used 
isefliected,**  Hdd  to  lie  a  dum  for  a  eom&iiuilien,  oonsisling  of  four  parts, 
specifically  defined. 

Though  the  parts  separately  may  all  be  old,  yet,  if  the  plaintiff  was  the  first  to 
combine  all  four  of  thorn,  for  the  partictilar  piirj)ow  of  regiilatiiig  the  heat 
of  a  stove  by  means  of  its  own  heat,  he  is  euliiled  to  be  protected  in  that 
improvement. 

The  novels  of  die  aald  third  claim  is  not  defeated  by  showing  a  prior  eombl- 
nation  of  the  same  four  parte,  in  wUch  the  expendon  and  oontnctlon  of  tho 


Digitized  by  Google 


• 


262  NOBTBBBN  DI8TBI0T  OF  MBW  YORK, 

Foote  V.  Silsby. 

metallic  rod  were  produced  by  its  Immersion  in  hot  water,  aud  cot  dinH^ci/ 
by  the  heat  ol  die  sloft  ttteif  vliOM  bMt  wm  to  be  icgaUted. 
The  prior  combioetioii,  to  defcot  the  votcK^  of  aaid  lUid  ddm,  mnat  have  been 
an  apparatus  of  practical  Qtilitj,  and  must  hate  embcaeed  all  die  denMBtl 
embraced  in  the  jdaintiff^  oombinatSon. 

(Before  Niiaoii,  X,  Nortliem  District  of  New  York,  Jaly  lOlh,  1851.) 

This  was  the  trial,  before  ]^^r.  Justice  Nelson,  of  a  feigiied 
iflsne  ordered  in  this  case,  (1  Blatch.  C.  C.  It.  545,)  to  try  the 
qnestion,  •vrlu'ther  the  i)laintiff  was  the  original  and  first  in- 
ventCHTof  the  fii'st  ami  tliird  impi'ovements  claimed  in  Letters 
Patent  granted  to  liim  May  26th,  1842,  for  an  ^  improyement 
in  regulating  the  draft  of  Btoves."  The  speeifieatiafn  of  the 
plaintiff's  patent,  and,  also,  deacriptiona  of  the  apparatus  of 
Br.  lire  and  of  the  egg-batcher  of  Bonnemaiu,  put  in  eyi- 
dence  bj  the  defendants,  and  referred  to  in  the  chaige  of  the 
Court,  are  set  forth  at  length  in  1  BUtkik,  C»  C,  B,  446  io 
454.  All  other  facts  necessary  to  an  understanding  of  the 
case  sufficiently  appear  in  the  chaige  of  the  Court 

In  charging  the  jniy,  Xelsok,  J.,  remarked  as  follows': 
The  patentee  in  this  case  describes  particularly,  and  with 

great  f  tilness,  two  modes  of  apphnng  the  improvement  which 
he  claims  to  have  made.  Thev  differ,  I  believe,  onlv  in  one 
rcBjject,  and  tliar  r(iii,-.i>i.s  iii  tJuj  methud  of  detaching  the  con- 
necting-rod, whirli  is  operated  by  the  brass  rods,  from  the 
damper,  so  as  to  prevent  all  difficulty  in  extreme  boat,  aiid 
give  to  the  bra*6  ixxls  full  o]»crutiou  in  any  degree  of  heat 
that  may  l)e  applied  to  thein.  After  giving  these  two  de- 
scriptions of  the  machinery  iise«l  to  carry  out  the  iiiiprove- 
ment,  tho  ]>ntcutec  then  bi])ecilie8  tlie  .seveml  improvements 
which  lie  cluiins  to  have  invented,  as  follows:  (The  Judge 
here  read  tlic  four  claims  in  the  specification.) 

The  second  claim,  which  is  the  adjusting  process,  and  the 
fourth  claim,  which  is  the  detaching  proc^,  nrci  not  in  con- 
troversy between  the  parties  to  this  suit,  as  individual  claims, 
and  may  be  laid  out  of  view  ;  leaving  the  first  and  the  third 
as  improvements  claimed  by  the  plaintiff  which  are  .contro* 
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verted  by  the  defendants,  and  which  present  the  two  ques- 
tioofl  for  your  cxaniination  and  decision.  These  qiicstioss 
arc  presented  in  the  fonn  of  a  feigned  issue  sent  from  a 
Court  of  Equity  to  be  tried  in  a  Ck>nrt  of  law  before  a  juiy, 
and  it  will,  therefore,  be  necessary  for  you  to  take  tlieni  np 
Beparately,  and  examine  them,  and  retom  a  special  verdict  on 
each  issue,  expressing  either  affirmatively  or  negatively  your 
answer  to  each  of  the  questions. 

The  first  question  arises  on  the  first  claim  set  fortih  in  the 
patent  of  the  plaintiff.  You  are  to  examine  the  evidence 
which  has  heen  famished  hy  Ihe  respective  parties,  suhject  to 
the  rules  of  law  which  will  be  given  to  you,  and  to  determine 
whether  or  not  the  plaintiff  was  the  first  and  original  inventor 
of  the  improvement  covered  by  the  first  claim.  If  he  was, 
you  will  respond  in  the  affirmative.  If  he  was  not,  you  will 
respond  in  the  negative. 

There  has  been  some  diffeTence  of  opinion  between  the 
counsel  for  the  respective  parties,  as  regards  the  true  con- 
stniction  to  be  given  to  the  first  claim,  and  it  will,  therefore, 
be  nece«sary  for  the  Court  to  call  your  attention  particularly 
to  this  hninch  of  the  case.  It  will  be  seen  that  the  patentee, 
after  lie  lias  set  f<jrth,  in  general  tenns,  that  he  hats  made  a 
new  and  useful  iuiprovenieiit  in  regulating  the  hcntof  stoves, 
has  ^et  forth,  with  great  particularity,  two  iiiodes  by  w]iich 
he  adapts  this  iiii})ruveiiK'iit  to  use,  thi*ough  the  aiTangenicut 
of  A'arioiis  inachinery  ;  and  that  then,  in  this  fii*st  claim,  ho 
claims  the  application  <d'  tlic  c\})ansive  and  contnicting  jK)wer 
of  a  metallic  rod  by  different  degrees  of  heat,  to  open  and 
close  a  damper  which  governs  the  admission  of  air  into  a 
stove  in  which  it  may  be  used,  by  which  a  more  perfect  con- 
trol over  the  heat  is  obtained  than  can  be  by  a  damper  in 
the  fine.  Now,  it  is  the  application  of  the  expansive  and 
contracting  power  of  the  metallic  rod  to  regulate  the  heat  of 
the  stove  by  opening  and  closing  the  damper,  the  whole 
being  self-acting  in  the  admission  or  exclusion  of  air,  that  is 
specifically  claimed  in  this  part  of  the  patent ;  and,  accord- 
ing to  the  construction  that  I  give  to  it  and  have  always 
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given  to  it^  it  is  a  claim  iiidependeut  of  any  particular 
arrangement  or  combination  of  machinery  or  contrivance  for 
the  purpoee  of  applying  the  principle  to  the  r^;ulation  of 
the  heat  of  stoves.   I  have  always  supposed,  thmfore,  tliat 

the  peculiar  arrant^einent  or  construction  of  the  machinery 
iised  did  not  enter  into  this  branch  of  tlic  elaini.  AVhere  a 
party  hii.N  di&eovcred  a  new  application  of  sume  jtroperty  in 
nature,  never  before  known  or  in  use,  by  which  lie  lias  pro- 
duced a  new  and  useful  result,  the  disc(»\erv  ir^  tlie  8id>ject 
of  a  patent,  inch'pendently  of  any  ]>eculiar  or  new  arran<j[;e- 
ment  of  niacldnery  for  the  purpose  of  applying  the  new  prop- 
erty in  nature ;  and,  hence,  the  inventor  has  a  right  to  use 
any  means,  old  or  new,  in  the  application  of  the  new  proj>- 
erty  to  produce  the  new  and  useful  result,  to  the  exclusion 
of  all  other  means.  Otherwise,  a  patent  would  aiford  no 
protection  to  an  inventor  in  cases  of  tlm  description;  be- 
cause, if  the  means  need  by  him  for  a]>plyiDg  his  new  idea 
must  necessarily  be  new,  then,  in  all  such  cases,  the  novelty 
of  the  arrangement  used  for  the  purpose  of  effecting  the 
application  would  be  involved  in.  every  instance  of  infringe- 
ment, and  the  patentee  would  be  boimd  to  make  out,  not 
only  the  novelty  in  the  new  application,  but  also  the  novelty 
in  the  machinery  employed  by  him  in  making  the  applica- 
tion. 

To  illustrate  my  view,  I  will  call  your  attention  to  a  decis- 
ion upon  this  point  It  is  a  principle  established  in  the  case 
of  ^eihon  v.  Harford,  ( W^biiei^i  FaterU  Cages,  295,  310, 
338,)  and  is  quoted  in  Curtis  on  Paimts,  §  80 :  Where  the 
invention  consisted  in  the  application  of  heated  air  as  a  blast 
for  fires,  forges  and  f omaces,  but  the  patentee  claimed  no 
particular  form  of  apparatus  for  heaUng  the  air,  but  described 
an  apparatus  by  which  it  might  be  heated,  and  the  defend- 
ant had  employed  an  a})paratus  confessedly  superior  in  its 
effects  to  that  described  ui  the  ])laintilT's  spccitication,  and 
such  an  improvement  us  woidd  lia\  e  supported  a  patent : 
but,  as  it  involved  the  pi'inciple  of  the  ])laiutift  's  iiaention, 
it  waB  held  an  iufriugement."    Although  the  defendant  in 
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that  cfHe  had  got  up  an  appat  ut  \s  iiicli  was  superior  to  the 
iipparatiLs  of  the  patentee,  yet,  iiiasnuifli  as,  in  his  apparatus, 
he  wm  applying  heated  air  as  a  Idast  for  furnaces,  he  was  an 
iufrinixer,  IxN/ause  he  availed  hiitiself  of  the  new  idea  of  the 
patentee.  In  ^5  SI  it  is  further  hiid  dcnvn  :  "  In  cases  of  this 
cilass,  where  the  most  important  part  and  irierit  of  the  inven- 
tion consists  in  the  conception  of  tlie  orighial  idea,  rather 
than  in  the  manner  in  which  it  is  to  be  carried  out  or  applied 
in  practice,  it  is  clear  that  a  principle  carried  into  practice  by 
som3  means  constitutes  the  Bubject-matter  of  the  patent.  In- 
ventions of  this  claaa  may  have  a  diaracter  totally  indepen- 
dent of  the  particular  means  by  whidi  they  are  applied, 
although  the  patentee  must  have  applied  the  invention  by 
some  means ;  and,  when  he  has  done  so,  the  imitating  that 
character  may  be  a  piracy  of  that  invention,  althongh  the 
means  may  be  very  different,  and  sacb  as  in  themselves  might 
constitate  a  distinct  or  substantial  invention.  The  machinery 
employed  is  not  ol  the  essence  of  the  invention,  but  inciden- 
tal to  it" 

Kow,  in  this  case,  as  I  understand  the  claim  of  the  paten- 
tee, he  claims  the  application  of  tiie  principle  of  expanuon 
and  contraction  in  a  metallic  rod  to  the  purpose  of  regulating 
the  heat  of  a  stove.  That  is  the  new  conception  which  he 
claims  to  have  struck  out ;  and,  although  the  mere  abstract 
conception  would  not  have  constituted  the  subject-matter  of  a 
j)atent,  yet,  when  it  ia  reduced  to. practice  by  any  means,  old 
or  new,  resultinsr  nsofnlly,  it  is  tlie  subject  of  a  patent,  inde- 
pendently of  the  machinery  by  which  tlie  application  in  made. 
I  think,  therefore,  that  in  examijiin^  tlie  lii*st  question  pre- 
,  sented  to  you,  von  mav  lav  alto^'other  out  of  view  the  con- 
trivancc  by  which  the  a})plication  of  the  j)rinciple  is  made, 
and  coiiline  yonrselves  to  the  original  conception  of  tlie  idea 
carried  into  practice  by  some  means  ;  but,  whether  the  means 
l>o  old  or  new  is  immaterial,  for,  although  old  means  be  used 
for  giving  application  to  the  new  conception,  yet  the  patent 
excludes  all  persons  other  than  the  patentee  from  the  use  of 
those  means  and  of  all  other  means  in  a  similar  application. 
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The  question,  then,  is  whether,  anterior  to  tlie  patent  of  the 
plaintiff,  any  person  had  fliscov-ered  the  a})i)lic!iti<)n  of  the 
prinfij>le  in  question  to  reiriilate  the  heat  of  a  stove,  and  ap- 
plied it  hy  some  a}>paratu.s  wliidi  operated  usefully  to  eflFect 
that  object.  On  this  branch  of  the  case  you  have  the  descrip- 
tion of  the  use  of  this  principle  by  Dr.  Ure,  for  regulating 
heat  in  a  Btove  or  furnace.  Two  illustrations  and  dc.-eriptions 
of  lire's  apparatus  are  furnished  by  the  defendants.  Yoa 
liavo  also  the  description  and  model  of  the  application  of  the 
principle  by  Bonnemain,  called  the  egg-hatcher ;  also  the 
description  of  the  application  by  Ward,  in  his  ventilator;  and 
the  description  and  model  of  Evans'  contrivance  to  regulate 
the  admission  of  oold  water  into  a  boiler,  with  a  view  to 
regulate  the  temperature  of  the  water.  Yon  have  also  the 
Sioton  stove,  made  in  1838,  and  prodnced  in  Gonrt,  and  the 
description  of  Dr.  Amott's  stove  improved,  and  the  various 
models  of  it  furnished  bj  the  reapectiye  parties.  In  aU  these 
eases,  the  principle  of  the  contraction  and  expansion  of  a 
metallic  rod  has  been  adapted  to  the  regulation  of  heat  for 
what  is  claimed  to  have  been  a  beneficial  purpose. 

As  respects  the  various  contrivances  of  Ure,  Bonnemain 
and  Evans,  it  does  not  appear  that  any  one  of  those  persons 
ever  applied  the  principle  of  the  expansion  and  contraction 
of  the  metallic  rod  to  regulate  the  heat  of  a  stove,  by  means 
of  the  heat  produced  by  tlie  stove  itself ,  tliereby  producing  a 
self-regulator ;  and  it  is,  therefore,  quite  obvious  that  no  one 
of  them  had  reached  the  idea.  In  all  these  contrivances, 
with  the  exception  of  Ward's,  the  metallic  rod  used  to  pro- 
duce the  motion  by  which  the  danqnir  was  o])ened  and 
closed,  was  not  heated  by  the  air  of  the  fm-nacc,  but  was 
heated  indircotly  by  the  lieat  of  the  furnace,  by  being  im- 
mersed in  liot  Avater.  They  all,  therefore,  fell  short  of  the 
whole  idea  embrac^ed  in  the  first  claim  of  the  patent.  Ward's 
application  was  applied  to  the  ventilation  of  a  room,  and,  so 
far  as  regards  the  conception  of  the  idea  of  regulating  the 
heat  of  a  stove  by  the  use  of  an  exjianding  and  contracting 
metal^  was  altogether  different  from  the  plaintiff 's.  It  was  a 
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use  of  the  principle  to  regulate  a  (lainjxjr,  but  it  was  not 
n'l'iptfHl  to  re^^iilatc  the  heated  air  of  a  Btove,  wliieli  is  the 
application  in  question  hen\  In  this  resjtect,  therefore,  it 
wa8  the  same  as  Ure's,  Bonneiiiain-6  and  Kvaiis'. 

But,  in  the  Saxton  stove,  yon  have  the  application  of  the 
principle  in  question  directly  to  the  regulation  of  tlie  heated 
a!r  of  the  stove,  hy  the  oi)ening  and  closing  of  a  danq>cr  to 
admit  or  exclude  the  air  for  the  6uj)ply  of  eomhustion,  by  the 
tise  of  n  metallic  rod  heated  by  the  lieated  air  of  the  stove 
itself.  The  same  remarlv  may  be  made  in  relation  to  Dr. 
Amott's  store  miprove<l,  if  the  counsel  for  the  defendants  are 
right  10  their  Terdon  of  tiie  description  of  that  store,  and  if 
Uie  model  they  have  produced  of  it  be  conect.  It  is  of  no 
great 'moment,  however,  on  this  branch  of  the  case,  whetlier 
they  be  right  or  wrong,  as  the  question  will  turn  on  the  Sax- 
ton  stove,  made  in  1838. 

Kow,  it  is  insisted  by  the  counsel  for  the  plaintiff,  that 
although  there  is  in  the  Saxton  stove  an  application  of  the 
principle  of  the  expansion  and  contraction  of  a  metallic  rod 
heated  by  the  stove  itself,  to  regulate  its  beat,  yet  the  rod  is 
a  compound  i*od,  composed  of  a  slip  of  brass  and  a  slip  of 
iron,  firmly  fastened  together,  and  the  motion  of  the  damper 
is  produced  throiigli  a  deflection  of  the  rod  resulting  from  its 
curvature,  caused  by  the  unequal  dilatation,  under  a  given 
degree  of  heat,  of  the  two  mctuls  conqx)sing  it,  tliat  of  brass 
being  greater  than  that  of  iron;  that  such  nn  ap)>li(ati(»ii  is 
(listingninhalde  fi'om  an  application  of  the  prineij»le  nuide  by 
the  illrect  linear  expanjjion  of  a  brass  rod  used  in  connection 
"w  itli  an  iron  stove ;  and  that,  in  that  respect,  the  impmvc- 
luent  of  the  plaintiff  is  distinguishable  fn>ni  the  principle  or 
(•(»nce))ti(»n  applied  in  the  Saxton  stove.  T  lay  entirely  out  of 
view  the  machinery,  and  8j)eak  only  of  the  idea  of  aj)plying 
the  principle  to  regulate  the  heat  of  stoves.  Such  is  the  dis- 
tin(  tion  relied  on  to  take  the  plaintiff's  improvement  speci- 
fied in  his  first  claim  out  of  the  conce]>tion  found  in  the 
application  of  -the  metallic  nxl  in  the  Saxton  stove. 

Jt  must  be  remembered,  however,  that  in  the  patent  the 
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broad  claim  is  made  to  ^  the  application  of  the  ezpaoBive  and 
ooDtraeting  power  of  a  metaUie  rod  by  diffareut  d^rees  of 
heat,  to  open  and  close  a  damper  wlucji  i^'ovemB  the  admifr- 
sion  of  air  into  a  stove  in  which  it  may  be  used,  by  which  a 
more  perfect  control  over  the  heat  is  obtained  than  can  be  by 
a  damper  in  the  flue."  And  one  thing  iniist  be  admitted, 
tliat  in  the  Saxton  stove  the  principle  of  the  expansion  and 
contraction  of  tlic  metallic  rod  M'ad  ii]>plie(l  in  the  regnlation 
of  the  damper,  by  cau^illL!;  it  to  ojH?n  and  close  according  to 
the  degrees  of  heat  in  the  titove  itisclf.  The  means  by  >vliicli 
Saxton  prodnccd  this  adaptation  were  indeed  ditierent  from 
tlie  means  nsed  by  tlio  ]>laintiff,  bnt  the  principle  wan  the 
same.  'I'lii^  1b  obvious  fixim  the  testimony,  and  so  m\  all  the 
witnesses  who  have  been  exaiiiiiieil  on  the  questioiL  Sax- 
ton's  conception  of  the  idea  was  anterior  to  that  of  the  plain- 
tiff, lie  applied  tlie  principle  by  means  of  a  double  bar, 
which  produced  a  curvature.  Still,  that  cunature  was  pro- 
duced by  the  expansion  and  contraction  of  the  bra.<s  rod, 
which,  being  greater  under  the  same  temperature  than  the 
expansion  and  contraction  of  the  iron  rod,  resulted  in  the 
curvature,  p:i  ving  a  motion  which  was  applied  to  the  regula- 
tion of  the  damper. 

The  plaintiff  is  presumed,  in  judgment  of  law,  although  I 
suppose  the  fact  was  otherwise,  to  have  had  a  knowledge  of 
the  Saxton  stove^  and  of  the  application  of  the  metallic  rod 
to  regulate  its  heat,  when  he  applied  the  rod  to  the  regulation 
of  the  stove  described  in  his  patent,  and  he  there  saw  the 
principle  applied  by  means  of  the  deflection  produced  by  the 
two  compound  bars,  and  of  the  motion  resulting  from  the 
curvature. 

The  difiiculty  in  this  branch  of  the  case,  on  the  part  of  the 
plaintifF,  lies. in  his  claim  to  the  original  conception  of  the 

adaptation  of  the  principle  to  the  purpose.  Saxton's  stove 
having  been  anterior  in  time  to  the  plaintiff  %  the  principle 
existed  there,  and  was  only  applied  by  the  ]>laintift  in  a  dif- 
erent  mode  to  the  game  ol)ject.  The  }>laintiff  used  the 
direct  action  of  expaiLsiou  and  contraction  to  regulate  the 
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Btove,  whereas  the  combination  of  the  iron  rod  with  the  braes 

rod  had  been  before  used.  That  would  seem  to  be  a  different 
mode  of  applying  tlie  principle,  rather  than  an  oripnal  vAm- 
ception  of  the  idea  of  adaptinjj  the  expansion  and  contrut  ti(»u 
of  tlio  rod  to  the  rcp^ulatinn  of  a  t?tuve.  The  idea  had  been 
before  coTiceived  niid  ji]>]ilic(l  in  tlie  Saxton  Rtove. 

I  have  veiy  little  more  to  say  on  this  hrancli  of  the  case. 
All  that  I  desire  iis,  to  iniprcf^s  your  mind-  li-Tinetly  with  the 
tbinir  that  m  claimed  by  tlio  jiateiitee,  >  :!  .it  yoii  may  not 
confound  with  somefhiiijj:  else  tlie  actual  claim  that  is  made 
in  the  fii^st  clause  of  the  patent.  That  claim  is  not  for  any 
mode  or  method  of  applying  the  expansion  and  contraction 
of  the  metallic  rod  to  regulate  the  heat  of  the  stove,  but  it 
ia  for  the  concieption  of  the  idea  itself.  It  is  for  you,  bear- 
ing that  in  mind,  and  weighing  the  evidcTH*e  in  the  case,  to 
say,  whether  the  plaintiff  was  the  original  discoverer  of  this 
conception  or  not.  If  he  was  not,  yon  will  answer  the  first 
question  in  the  negative.  If  he  was,  yon  will  answer  it  in 
the  afKnnative. 

I  will  now  can  yoar  attention  very  briefly  to  the  second 
qnestion.  It  arises  on  the  third  claim,  which  is  in  these 
words :  *^  X  also  claim  the  combination,  above  described,  by 
which  the  regolation  of  the  heat  of  a  stove  in  which  it  may 
be  used  is  effected."  This  claim  applies  to  the  apparatus 
used  by  the  patentee  in  ap[>lying  the  principle.  He  has 
given  two  descriptions  of  his  mode  of  application.  He 
chdms  that  he  is  the  inventor  of  the  apparatus  thns  de- 
scribed, and  the  claim  embraces  the  whole  of  the  apparatus 
he  has  set  forth  in  his  first  description,  and  also  the  whole  of 
the  apparatus  in  his  second  description,  the  latter  differing 
from  the  furnier  only  in  including  the  detaching  process  as  a 
part  of  the  combination.  This  condjination  consists  of,  ^iirsfy 
the  brass  rod,  which  is  used,  as  it  expands  and  contracts  fn)m 
the  action  of  the  hcut  of  tlie  stove,  to  give  tlie  power  to  open 
and  close  the  valve  ;  f^rowJ,  the  aj^paratiis  hy  which  the 
motion  obtaine«l  by  the  expansion  of  the  rod  is  increased,  in 
order  to  operate  more  effectually,  which  id  a  combiiiatiou  of 
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levers;  (hirdj  the  adjusting  screw,  which  m  used  to  set  the 
brass  rod,  with  the  combination  of  levers  and  the  ( oimectiug- 
rod  attached  U)  tlie  damper,  at  a  given  degi'ee  of  tempera- 
ture, bj  which  different  decrees  of  heat  are  obtained  in  the 
operation  of  the  stove ;  thus,  if,  when  the  stove  is  cold,  jon 
were  tu  set  the  brass  rod  with  its  connections  so  that  the 
damper  should  be  but  just  open,  a  very  slight  degree  of  heat 
would  close  it ;  consequently,  the  stove  and  the  room  it  was 
designed  to  heat  would  be  kept  at  a  low  temperature ;  but, 
if  the  apparatus  was  set  with  the  damper  wide  open,  it  would 
i-cquire  an  extreme  degree  of  heat  to  produce  a  sufficient 
expansion  of  the  metallic  rod  to  close  it ;  fourth^  the  de- 
taching process,  by  which  the  connecting-rod  is  made  to  act 
or  cease  acting  on  the  damper.  In  tlie  apparatus  of  the 
plaintiff,  the  connecting-rod  operates  directly  and  po'-itivcly 
both  to  o[>en  and  close  the  (l:mi})er.  The  (launder  is  not  closed 
by  its  uvvn  gravity,  by  being  released  at  the  extreme  of  ex- 
pansion. 

Tliis  is  the  conil»inatiun.  There  are  fonr  elementB  in  it, 
which  I  have  iiumed.  The  claim  is  for  the  combination  of 
all  of  them,  not  for  any  one  of  tliem.  It  if?  immaterial 
whether  or  not  the  plaintiff  was  tlie  inventor  of  any  one  or 
two  of  thcin,  or  of  any  less  than  the  combination  of  the 
whole.  They  may  all  be  old  ;  and  yet,  if  tlie  jjlaintiff  was 
the  first  to  combine  all  four  of  them,  for  the  particular  pur- 
pose of  regulating  the  heat  of  a  stove  by  means  of  its  own 
heat,  he  is  entitled  to  be  protected  in  that  improvement. 

Now,  I  am  inclined  to  think,  although  the  question  has  em- 
barrassed me,  and  I  may  possibly  after  all  have  fallen  into 
an  error  in  regard  to  it,  that  the  combinations  of  Dr.  Ure 
in  the  two  instances  before  alluded  to^  and  the  models  of 
which  have  been  produced  on  the  trial,  the  eggJiatcher  of 
Bonnemain  and  the  contrivances  of  Evans  and  pf  Ward,  do 
not  oome  up  to  the  idea  of  the  combination  described  and 
claimed  by  the  patentee  and  embraced  in  this  second  ques- 
tion. I  mean,  aside  ^xaai  the  parts  composing  the  apparatus 
used  by  these  different  persons.  As  I  have  before  said,  when 


a 


JULY,  1851. 


271 


Footo  «.  Sflsbj. 

speaking  of  the  first  qtiestion  Bobmitted  to  you,  the  con- 
trivances devised  hy  th()se  persons  were  not  constructed  to 
regulate  the  damper  of  a  stove  to  be  operated  on  hy  the 
heat  of  the  stove.  In  all  tlie  cases  mentioned,  except  that  of 
Ward)  the  metallic  rod  was  lieated,  so  as  to  produce  the  <-<  in- 
traction  and  expansion,  by  immersion  in  hot  water.  The 
apparatus  was  made  with  a  view  to  the  heating  of  the  metal- 
lic rods  in  hot  water,  and  not  by  the  heat  of  the  stove,  except 
throngh  the  meditmi  of  the  water  which  was  heated  by  the 
stove  or  furnace.  It  Is  quite  obvious,  that  an  apparatus  to  be 
operated  on  by  the  application  of  hot  water,  is  necessarily 
different  from  an  apparatus  to  be  acted  on  by  the  heat  of  the 
stove  itself,  which  is  often  an  extreme  heat  This  is  a  view 
altogether  independent  <3f  the  ])eculmr  arrangement  of  the 
apparatus. 

It  is  your  duty,  however,  to  look  into  the  arrangement  of 

the  machinery  nsed  by  Ure,  Bonnemain,  Evans  and  Ward,  to 
sec  wliotlier  all  tlie  elements  composing  the  combination  of 
the  plaintiff  are  found  in  either  of  those  contrivances — that 
is,  whether  jou  Had,  in  cither  of  them,  tlie  hrass  rud  (>[)erated 
on  by  the  heated  air  of  the  stove,  Avitli  a  svstem  of  levcmge 
to  increase  motion,  the  adjusting  screw  to  set  the  apparatus 
at  a  given  degree  of  teiiij)erature,  and  the  detaching  appara- 
tus const  nu-ted  in  the  mode  desci-ilied  by  the  patentee.  It  is 
nece^sarv  that  yon  slxodd  tind  all  these;  not  only  the  paitf^ 
in  their  |>eeuliar  arrangement,  hut  the  combination  of  all  the 
parts  of  the  same  peculiar  arrangement  in  one  or  another  of 
these  prior  contrivances,  in  order  to  make  out,  in  judgment 
of  law,  the  identity  essential  to  overthrow  the  claim  of  nov- 
elty involved  hi  the  second  question. 

In  addition  to  those  other  contrivances,  yon  have  again 
the  ajjparatus  nsed  in  Saxton's  stove.  There,  there  is  a  direct 
application  of  the  principle  to  the  regulation  of  the  heat  of  a 
stove,  and  so  there  is^  also,  in  the  case  of  Dr.  Amott's  stove 
improved,  provided  you  are  satisfied  with  the  description  of 
it,  and  with  the  accuracy  of  the  model  furnished  by  the  de- 
fendants. Ton  will^  th^f ore,  examine  the  machinery  used 
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ill  Saxton's  Btove,  which  was  made  in  1838,  and  see  whetlier 
the  arrangement  and  combination  are  or  are  not  substantially 
the  same  with  those  described  in  the  plaintiff's  ps;fcent 

Tiiere  is  one  consideration  which  it  is  proper  you  ehonld 
take  into  view,  because  it  may  have  some  weight  on  this 
branch  of  the  case,  as  respects  the  comparison  of  the  appa- 
ratus in  Saxton's  stove  with  the  apparatus  described  by  the 
plaintiff.  It  is  this :  In  the  Saxton  stove,  tlie  compound-bar 
is  used,  and  the  motion  is  obtained  from  the  curvature  which 
results  from  the  difference  of  expansion  between  the  brass 
rod  and  the  iron  rod.  In  the  plaintiff's  stove,  the  motion  is 
])ro(luced  by  the  direct  linear  expansion  of  the  rod.  It  is, 
tbtrefnre,  proper  for  you  to  kee])  this  in  view,  when  yon  are 
exaiiiining  the  means  used  by  oacli  fur  the  purjwse  of  gi\'in^j 
application  to  this  expansive  and  contracting  princi})le  of 
nietaU,  to  see  whether  the  means  are  tlio  smnc  or  not,  uiid 
whether  the  principle  can  he  adapted  and  used  l)y  the  suiikj 
apparatiis  when  the  metiil  is  acting  by  curvature  and  wlicii 
it  is  acting  longitudinally.  This  is  a  question  of  fact,  and  it 
has  been  so  long  l)efore  you  and  so  frequently  referred  to 
and  explained  by  tlie  witnesses  and  In'  the  learned  counsel, 
in  the  coui-se  of  -ihe  trial  and  in  sunnning  up,  that  it  is  uime- 
cessary  for  me  to  call  your  attention  more  particularly  to  this 
branch  of  the  subject.  All  that  I  desire  is,  to  present  the 
point  so  that  you  may  comprehend  it.  The  question  is, 
whether  tlie  combination  of  the  different  parts  of  the  ma- 
chinery  used  by  the  })atentee  for  regulating  the  heat  of  a 
stove  by  means  of  this  principle  of  the  expansion  and  con- 
traction of  a  metallic  rod  was  new  and  not  before  known,  or 
whether  the  whole  of  it  is  to  be  found  in  any  of  the  model?, 
stoves  or  descriptions  which  have  been  given  in  evidence  on 
the  tiiaL  If  the  combination  was  new  with  the  patentee, 
then,  so  far  as  regards  the  second  question,  your  res|x>ii8e 
ought  to  be  in  the  affirmative.  If  it  was  not  new,  but  was 
known  before,  either  in  a  fall  description  or  in  any  (jf  die 
models  or  stoves  which  have  been  produced,  yonr  response 
should  be  in  the  negative. 
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Mr.  Stevens^  for  tlie  plaintiff,  requested  the  C<>iu*t  to  charge 
as  followB : 

Ut.  Ill  regard  to  the  first  branch  of  tlie  rase,  tliat  if  an 
a]>}>aratiis  liaviii":  tlie  linear  exitansion.  as  distinguished  from 
curvature,  |>oSfreb6e<.l  j^^reater  power,  and  if  Saxton's  stove  was 
incapable  of  pcrf(>niiin<r  M'hat  eoiihl  be  jierfornied  by  the 
plaintiff  V,  then  the  ajiplii  ation  of  the  principle  in  the  plain- 
tiff's  stove  was  a  new  application. 

In  reply  to  this  recpiest  the  Court  remarked  : 
The  objection  to  tliat  proposition  is,  that  it  involves  a 
method  or  mode  of  application  and  the  question  of  a  differ- 
ence in  degree,  whicii  is  not  an  ingredient  in  and  does  not 
l)elong  to  the  first  question. 

Mr.  iStevens,  for  the  plaintiff,  further  requested  the  Court 
to  charge  as  follows : 

2d.  That  if  tlie  apparatus  by  which  Saxton  applied  the 
principle  oontamed  within  itself  the  elements  of  its  own 
destmction,  it  oonld  not  interfere  with  the  plaintiff's  rights 
under  his  third  claiuL  . 
Li'  reply  to  this  request  the  Court  remarked : 
Although  the  person  who  first  conoeived  the  idea  of  appiv* 
ing  the  principle  to  the  r^alatton  of  the  heat  of  a  stove  by 
the  action  of  Its  own  heat,  is  entitled  to  the  merit,  yet,  if 
that  application  was  made  in  a  way  that  was  useless,  and  if 
it  was  a  failure,  it  is  no  impediment  in  the  way  vf  tlie  claim 
of  the  patentee;  because,  as  I  before  stated,  a  person,  in 
order  to  entitle  himself  to  a  patent  for  a  new  application  of 
a  property  of  nature  to  a  useful  purpose  in  the  business 
affairs  of  life,  must  not  otdy  have  conceived  the  idea,  but 
must  by  some  means  liH\e  successfully  given  application  to 
the  new  property.    In  other  words,  the  peniou  who  fct  con- 
ceived of  the  a})pli(  ati(>n  of  the  exj>a]ision  and  contraction 
of  a  nietalli(!  rod  acted  on  by  the  heat  of  a  stove,  to  re^ilate 
•  the  heat  of  that  stove,  must,  in  order  to  have  entitled  him- 
self to  a  j»atent,  have  applied  the  principle  usefully  by  some 
a|»}>aratus  or  machinery.     lUit  then  it  is  not  ueceS6an%  in 
any  iniprovement,  that  the  application  to  the  new  and  useful 
18 
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]Hir]K>se  hinuild  bo  made  by  the  verv  iK't^t  apparatus  tliat  chti 
ho  (icvisc'd.  The  question  d<^)es  not  depend  on  the  tlf'L'ree  of 
iJs^f'fidueiiH.  If  the  a])plieatioii  that  was  made  of  tlie  juiii- 
ciple  operated  succetssfidlj,  fo  as  to  he  practically  iiBefiil, 
although  it  might  not  have  been  the  very  best,  yet  it  was  not 
a  i^ilure. 

The  jury  went  out  at  12  M.  At  6  P.  M.  the  jury  came 
into  Court,  and  put  to  the  Court  the  following  quesdon  in 

writino' : 

*^  Shall  the  jury  consider  tlie  greater  utility  of  either  appa- 
ratus, in  making  up  their  verdict  % " 

In  reply  to  this  question,  the  Court  remarked : 

The  degree  of  utility  is  not  involTed  in  the  issues.  There 
must  have  been  some  piactical  utility  in  the  apparatus  set  up 
by  the  defendants  as  previously  known,  to  show  a  want  of 
novelty  ill  the  plaintifPs  apparatus,  but  the  degree  of  utility 
is  not  in  question.  One  may  be  better  than  the  other,  but 
that  fact  is  not  to  be  taken  into  account.  The  one  that  is 
alleged  to  he  prior  must,  however,.hav(i  been  an  apparatus  of 
some  practical  utility  ;  but,  whether  it  was  better  or  inferior 
in  degree,  is  not  a  question. 

The  juiy  then  retired  again.  But  the  Court  immediately 
sent  for  them  again,  and,  on  their  coming  into  Court,  the 
Court  remarked : 

I  have  sent  for  you  j^ain,  geiitlenieii,  for  fear  that  tlie 
answer  1  gave  to  the  qiieption  you  projKunided  might  lead  to 
confusion  as  respcet.^  tiie  two  isBues.  1  want  to  inqTiire  if  the 
question  you  put  was  put  with  reference  to  the  hr^t  itseue  or 
tlie  second  is^^ue. 

Foreman.  The  second  issue.  We  have  agreed  as  to  the 
first  issne. 

The  Court  then  remarked  : 

The  second  issue  tunis  on  the  combination  and  apparatus 
of  the  plaintiff  to  regulate  the  heat  of  the  stove,  that  is,  the  • 
daim  of  the  plaintiff  for  a  combination  of  four  elements,  lie 
allq^ea  that  tiiat  comhiuation  was  new  with  him.    In  order 
to  overthrow  the  claim  involved  in  the  second  issne,  you 
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mtifit  be  satisfied  that  tiie  arraugement  set  up  by  the  defoiui- 
ants,  tending  to  disprove  the  novelty  of  the  jilaintiff's  com- 
bination, was  an  apparatus  of  practical  utility.  No  matter 
whether  it  was  superior  or  inferior  to  tlie  plaintiff 's.  It  must 
haye  been  an  apparatus  of  practi  cul  utility,  and  must  have 
embraced  in  its  combination  all  the  elements  embraced  in  the 
plaintiff  combination  ;  in  other  words,  jon  must  find  that  it 
eontained  an  identity  of  combination. 

At  12  M.  the  next  day,  the  jury  rendered  a  verdict  in  the 
negative  on  both  iasnes.* 

StmwH  Stevens  and  Hmry  B.  StanUm,  for  the  plaintiff. 

Ahak  Wordm^  Charles  M,  JSTeUer  and  Samtiel  Blotch^ 
for  the  defendants. 


Samuel  li.  Tract 

,      BSUBEN  S.  TOBEEY  AND  lilKAM  ToKKEY.     In  EqUITY. 

Wbere  a  pateatee  of  «a  improvcmeot  in  cuiuvators  claimed  in  hU  patent  the 
■mngement  of  tte  teeOi  In  two  rvn,  in  conbtauAoii  vltit  n  pdr  of  wbrnta 
the  tn&ta  of  wUeb  aio  in  a  One  nddmj  betvMn  tlio  points  of  ibe  two 
MUM  of  teed),  mbitaatiaUy  as  dmerlbed,"  and,  In  Ue  qMoifloation,  described 
the  HUare  of  Mb  Invootion  at  ocnriBtlng  in  the  amageuMOl  of  the  tooth  in 


*  Allenrardi,  on  e  ftul  iMiring  on  ple^tngn  and  ptwHb,  Ae  (kmi  entered 
an  interlocatory  decree  for  the  plaintiff,  notiritltstandinfg  the  yerdict  on  the 
feigned  Tlif  oas*'  went  to  a  Master,  who  took  an  account.    On  excep- 

tions, hh  report  was  m«)dified,  and  a  final  decree  was  entered  for  the  plaintiff. 
The  defendants  appealed  to  the  Supreme  Court,  where  the  case  is  reported  as 
8Utb^  T.  fcot^  (20  J7oH>.  8f  8.)  That  Court  mocUflcd  the  decree  below  In  flome 
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two  TOWMf  one  back  and  ihe  other  front,  when  this  waa  combined  with  a  p&ir 
of  sniliiiilng  tod  carrying  « hcdt  the  bearing  potnta  of  vhidi  wwe  in  a  Um 
vMmj  betweea  the  two  rowi  of  tooth,  to  that  oot  tondoncj  which  ono  raw 
of  teeth  mi^t  have  to  cut  too  deep  was  resisted  by  the  weight  of  earth  oa- 

the  other  row,  the  trc;i(l  of  the  wheels  between  tln*m  nctiug  as  the  fulcruiDf 
BO  that  the  team,  bv  this  meanp,  was  entirely  relieved  ot  any  stram  which  they 
Other wiiie  would  have  to  susuun  in  consequeooe  of  the  motion  of  the  beam 
up  and  down  as  tho  teeth  imn  too  deep  or  too  shallow,  and  stated  that  bj 
that  anangsineiit  tho  noosssit j  for  pddiiig>haiidlca  and  tho  emplojnicnt  of 
foor  wheds  were  entirelj  dispensed  wiih,  and  also  described  the  teeth  M 
seven  ?n  nnmbw,  orr;uvr<^d  in  two  straiplit  r<>w«,  three  teeth  in  one  row  htk! 
four  in  the  otlier,  tiie  points  of  the  lliree  teeth  being  in  frout  of  the  line  of 

)  the  wheels,  and  the  points  of  the  four  teeth  being  behind  the  line  of  tlie 
whesif :  MM,  that  a  oidtivaior  which  diflhred  froin  that  described  hi  tho 
patent  onlj  In  ha^ng  the  axle  of  the  wheds  throwo  forward  and  the  hind 

)  teeth  thrown  backward  so  far  that  the  tread  of  the  wheels  was  not  midway 

'  between  the  points  of  the  two  rows  of  teeth,  (which  increased  the  leverag;© 
behuid  and  redueed  the  strain  on  the  horses  htill  iix  re  than  in  tin  pluiiitifl  'ti 
arrangemeni,)  and  in  having  the  middle  tooth  oi  tiie  forward  Uuee  moved 
forward,  and  the  two  middle  teeth  of  tho  Ibttr  behind  also  moved  Ibrward, 
BO  that  die  two  rows  were  not  etrai^ti  iaftinged  the  nfitented  combination; 

,  that  the  infrio^ng  maohino  oonlainod  tho  principle  and  i^nl^tance  of  the  pat- 
ented invention,  merely  carrying  it  out  further  in  pracfioe  thnn  hnd  been 
done  by  the  patentee  when  ho  took  out  his  patent ;  and  that  the  infriDging 

I   arrangement  was  not  in  law  even  an  iraprovetnent  on  that  of  the  patentee, 

because  it  was  only  the  raault  of  practical  experience  in  the  nee  of  the  paten- 
tees arrangemeat,  and  fovolTed  no  inventimi  beyond  wliat  was  emboiSed  in 
that  and  was  clesi^  sot  kxtii  in  the  qiedlioaliOQ. 

MelfJ,  also,  fli  it  the  ea-tc  was  a  proper  one  for  a  proviaoTinl  ipjnnction  ;  find  that, 
I   the  infringement  being  clear,  nnd  the  right  to  the  injunction  manifest,  the 
injunction  ought  nut  to  be  atayed  on  the  defendant's  giving  security  to  the 

{ilabtliir  and  rendering  a  perio^oal  aeeonnt  of  sales,  attbough  the  defendant 
was  a  man  of  peenniai^  responsibility. 
JlWd^  also,  that  another  machine  which  differed  from  the  former  infringing 
machine  In  having  the  middle  tooth  of  the  forward  three  set  back  instead  of 
forward,  thus  bringing  the  points  of  two  teeth  forwnrd  of  the  wheels  nnd 
the  points  of  five  teeth  behind  the  wheels,  infringed  the  patented  combinauon. 

(Before  Nbuoh,  J.,  Korthem  District  of  New  York,  Angost  12tb,  ISftl.) 

This  was  an  application  for  a  provisional  injunction  to 
restrain  the  infringement  of  a  patent.  The  piaiiiti£f  was 
grantee  of  the  exclusive  right  for  Yates  county,  Y.,  under 
Letters  Patent  granted  to  Nathan  Ide,  of  Shelby,  Orleans 
oounfy,  N,  Y.,  on  the  18th  of  April,  1846,  for  an  ^  improve- 
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meat  in  cnltivatoiB."  In  his  apedfication,  the  patentee  de- 
scribed hifi  eultlTator  as  having  hat  two  wheels^  and  set  forth 
the  nature  of  hia  mvention  as  follows : 

^  The  natare  of  my  invention  consists  in  tlie  arrangement 
of  the  enltivator  teeth  in  two  rows,  one  back  and  the  odier 
fronts  when  this  is  combined  with  a  pair  of  sustaining  and 
carrying  wheels  the  bearing  points  of  which  are  in  a  line 
midway  between  the  two  rows  of  teeth,  so  that  any  tendency 
which  one  row  of  teeth  may  have  to  cut  too  deep  is  resisted 
by  tlie  weight  of  earth  on  the  other  row,  the  tread  of  the 
wheels  between  tliein  actiiiij^  as  the  fulcrum,  su  that  the  team, 
bv  this  means,  i^^  entirely'  relieved  of  any  t^train  which  they 
otherwise  would  liave  to  sustain  in  consequence  of  the  mo- 
tion of  the  beam  up  and  down  as  the  teeth  run  too  deep  or 
too  fihallow.  By  this  arrangement,  the  necessity  for  guiding- 
handles,  or  the  employment  of  four  wheels,  is  entirely  dis- 
pensed with.  In  all  the  cultivators  heretofore  n.sed  with 
which  I  am  acquainted,  when  two  wheels  oijly  have  been 
used,  tlie  attendant  must  guide  the  ingtniment  by  means  of 
the  hantlles,  which  is  a  Tery  laborious  operation,  without 
avoiding  the  strain  on  the  team  by  the  tendency  of  the  teetli 
to  run  in  or  out  of  the  earth ;  aud,  when  three  or  four  wheels 
are  employed,  to  avoid  this  strain  and  relieve  the  attendant 
of  the  labor  of  guiding,  the  tetith  do  not  follow  the  slight 
irreguhirity  of  the  surface  of  the  ground,  for,  when  either 
the  front  or  rear  wheels  pass  over  a  slight  elevation,  the  teeth 
are  necessarily  di*au^i  j^artly  out  of  the  earth,  which  increases 
the  resistance,  aud  renders  the  operation  on  the  soil  less  per- 
fect ;  bnt,  by  my  improved  arrangement,  all  these  difficulties 
are  avoided,  and,  as  I  employ  laige  wheels,  which  extend  con- 
siderably above  the  upper  sur&ce  of  the  frame,  by  turning 
the  whole  implement  upside  down,  it  answers  the  purpose  of 
a  cart,  in  going  to  or  from  the  field.''  The  patentee  described 
the  teeth  as  seven  in  number,  arranged  in  two  straight  rows, 
three  in  one  row  and  four  in  the  other,  the  points  of  the  three 
teeth  being  in  front  of  the  line  of  the  wheels,  and.the  points 
of  the  four  teeth  being  behind  the  line  of  the  wheels ;  tiie 
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teeih  being  twelve  inebes  in  peipendicukr  beig^t  and  four- 
teen fncbes  long  and  cnrving  forward,  and  so  dlaposed  that 
no  two  sbonld  work  in  tbe  same  foirow ;  die  horsee  being 
attached  to  a  tongne.  The  patentee's  claim  was  aa  follows : 
*^  What  I  claim  as  mj  invention,  and  desire  to  secure  hj  let- 
ters patent,  is  the  arrangement  of  the  teeth  in  two  rows,  in 
combination  with  a  pair  of  wheels  the  treads  of  which  are  in 
a  line  midway  between  the  points  of  the  two  rows  of  te^, 
snhBtantially  as  described*'' 

The  defendants  were  mannfactnring  and  selling,  wltliin 
the  plaintiff's  territory,  cultivators  which  the  bill  claimed  to 
be  the  fiaiiie  thing  a,s  Ide's.  In  the  defendants'  cultivator 
there  were  but  two  wheels,  no  guiding-handles,  and  seven 
teeth,  the  points  <»f  three  being  in  front  of  the  wheels  and  tlie 
fK)int6  of  four  hehind.  l)ut  the  defendants  threw  the  axle  of 
the  wheels  lorwaid  and  the  hind  teeth  backward  bo  far  that 
the  tread  of  the  wheeb  was  not  midway  between  the  j>oiTita 
of  the  two  r<iws  of  t«eth,  and,  by  thns  increasing  tlie  leverage 
behind,  reduced  tlie  strain  on  the  horses  still  more.  They 
also  moved  forward  the  middle  tooth  of  the  forward  three 
and  the  two  middle  teeth  of  the  four  beliiud,  so  that  the  two 
rows  were  no  longer  straight 

Samuel  Blatchfard,  for  the  plaintiff. 

Ahah  Warden,  for  the  defendants. 

Thb  CoimT  held  that  the  defendants^  cultivator  was  an  in- 
fringement of  Ide's;  that  the  defendants  were  using  the 
principle  and  substance  of  Ide's  invention,  merely  carrving  it 
out  further  in  practice  than  he  had  done  when  he  took  out  his 
patent ;  and  that  the  defendants'  fonn  of  constniction  waa 
not  in  law  even  an  improvement  on  Ide's,  because  it  waa  only 
the  result  of  practical  experience  in  the  use  of  Ide's,  and 
involved  no  invention  beyond  what  was  embodied  in  Ide's 
and  was  clearly  set  forth  in  his  specification. 
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lirtaaos  «.  The  Sohenactady  azid  Troy  Bailratd  OOk 

The  defendants^  counsel  asked  that  the  injunction  be  stayed 
on  the  defendants'  giving  security  to  the  plaintiff  for  his  dam- 
ages and  rendering  a  periodical  account  of  their  sales  ot  cul- 
tivators. This  application  was  based  on  the  &et  that  the 
defendants  were  men  of  pecuniaiy  responsibility. 

But  the  Court  refused  the  application,  on  the  ground  that 
the  infringement  was  clear  and  the  riglit  to  the  injunction 
manifest 

Injunction  oidered.* 


SosB  WiSAJsm 
The  SoBBiffBcrADY  akd  Tboy  Kailboad  Compant. 

The  claim  of  WUums*  patenti  gnnied  October  Ist,  1884,  for  ra  improveoieBl 
io  Um  ooDBtruction  of  cm  or  carriagiia  intended  to  nm  on  ndlroeds,*'  which 
(  Liiin  ia  "  the  beforc-dchicrihed  manner  of  arnuiging  and  connet  ting  the  eight 
wheels,  which  cnn^thutc  the  two  bcaring-camnges,  with  a  railrond  cnr,  w) 
as  to  accouipiiah  the  end  proposed  by  Uie  means  set  forth  or  by  anj  othera 
which  are  aoalogons  and  dependent  upon  the  same  principles,"  is  a  claim  for 
the  car  itwlf  conatnacted  and  arranged  aa  described  in  the  patent,  and  evidence 
that  parts  of  the  arrangement  and  eonstroction  were  before  known  doea  not 
aiTcot  the  novelty  of  the  invention. 

Th*»  lof-ttion  of  tho  trncWs  rHaflvph*  to  onrh  other  uiulor  t?ip  body  of  the  crir. 
as  well  as  the  near  jiroximity  of  the  two  axles  of  each  truck  to  each  other, 
form  en  essential  part  of  the  arrangement  of  the  patentee,  who  states,  in  his 
apeeifloatioa,  that  the  oloaeneaa  of  the  fore  and  hind  wheels  of  each  truck, 


*  In  the  case  of  Chamberlain  v.  Oanxoit,  argued  at  the  same  time,  which  was 
s  motion  for  •  proTidonal  it^ttncUon  for  an  infk-ingeroent  of  the  same  patent,  the 
defendant**  culdvntor  was  like  that  of  the  Torreys,  except  tibat  It  had  the  middle 

tooth  of  the  forward  three  set  back  instead  of  forward,  thus  bringing  the  points 
of  two  topth  fot'w^^nl  (if  the  wheels  and  the  points  of  five  teeth  behind  the 
wheels.   An  injunction  was  granted  in  this  case  also. 
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Winana  v.  The  Sdheneetadj  and  Troy  Baikoad  Oo. 

tnken  ill  coiinectiou  with  the  use  of  two  trucks  arranged  as  remotely  from  em  h 
ulhcr  «8  can  conveoientlj  be  done  for  tbe  support  of  the  car-body,  with  a 
view  to  tlie  <^«M  and  on  tlie  priucipiet  act  forth  by  him,  U  oooshlered  by 
bim  as  an  bnportant  feature  of  hie  invention.  But  the  impntTenent  does  not 
consist  in  placing  the  axles  of  the  two  trucks  at  any  precise  distance  apart, 
or  at  any  pre;'i-io  iHstaneo  from  eaeli  end  of  tlie  body;  and  the  i^ipccification 
ijt  stifricit  nt,  iiltliough  it  does  not  state  in  feet  or  inches  the  exact  distance 
from  tiic  cndK  of  tbe  car-body  at  which  it  would  be  be&t  to  arrange  the  trucl^s^, 
or  what  should  be  the  exact  diaiance  between  the  azlee. 

Tlw  fwient,  which  was  iawned  in  1884,  bad  no  drawings  criginaUy  annexed 
to  it|  and  Uie  Bpeciftcation  contained  no  reference  to  any  dntwingn.  Tlie 
patent  was  recorded  anew  in  June,  ISSV,  under  g  1  of  the  Act  of  March  8d, 
1837,  (6  U.  R  SicU.  at  Large,  191,)  nnd  a  drrtwing  of  the  invention,  verified 
by  tlie  oath  of  ihc  patentee  under  aaid  §  1,  wu5  filed  in  November,  1838: 
Mttdf  in  aa  action  fbr  tbe  infringement  of  the  patent,  that  a  certified  copy  of 
snch  drawing  was  admissible  bi  evidence  under  §  S  of  said  Act,  in  connection 
wIthcerliBed  copies  of  the  patent  and  specidcntion,  and  that  the  whole  together 
wore  i>nrjvi-f\nne  evidence  of  the  particulan  of  the  invention  and  of  the  pat- 
ent  grunted  therefor. 

As  a  general  rule,  such  a  drawing  cannot  be  used  to  coirect  any  material  defect 
in  the  spedlleation,  unless  it  corresponds  with  a  drawing  filed  with  the  original 
specification  for  the  patent ;  otherwise,  in  ease  of  discrepancy,  the  specifiea* 

tJiOn  must  }>revai1. 

Nor  can  such  i\  drawinp  liavo  the  wme  force  and  effect  a«  If  it  had  been  referred 
to  ill  tho  specification,  nor  is  it  to  be  deemed  and  taken  as  part  of  the  q>ecifi* 
cation. 

The  spedflcatlon  of  Unnana*  patent  add  nothing  about  the  mode  of  attaching 
the  ear  t»  the  motiv^^KMser  or  to  tbe  next  car  in  a  tnun,  nor  anytldng  about 

I  the  u>e  of  tlile-hoarinj^  to  prevent  the  rocking  of  the  car  from  wde  to  aide,  but 
the  druwiDi:  Rlr  i  in  November,  1838,  Hhowed  Ihal  t!ie  car  was  to  be  aitadiod 
to  tlie  ruotive-i>ower  and  to  tlie  next  car  in  a  ti  uin  liy  it.s  body,  and  not  bv  a 
perch  from  the  truck,  and  also  showed  a  provision  lor  side-bearings :  i/eld^ 
that  the  specification  aflbrded  a  suOcient  description  of  the  Invention  inde- 
pendently of  the  dnwing,  and  that  tbe  mode  of  attadiing  tbe  oar  and  the  use 
of  8ide-l>e:iniigs  did  not  enter  into  tbe  esscuoe  of  the  invenUon  orooostitnte 
nny  subBtnntial  i)art  of  the  improvement.  ^ 

The  la^^  nllow^^  an  inventor  a  reasonable  time  to  perfect  his  invention  l>v  experi- 
ment and  ascertain  its  utiiiiy,  before  it  obliges  bim  to  take  out  iiiti  patent ; 
and,  in  the  case  of  Winana*  fatvendon,  experiments  could  be  made  only  by  put- 
ting the  car  into  the  aervioe  of  those  contndUng  lines  of  railroads.  In  apply- 
ing the  rule,  a  jury  must  take  Into  consideration  the  nature  of  tbe  invention, 
and  all  the  circumstnncea  of  the  case.  Hut  an  inventor  hound  to  act  in 
^ood  faith,  and  mmt  notaufier  liis  invention  to  be  used  except  fur  the  puiw 
poses  of  experiment. 

(Before  Nt;t.:so.N  aud  Conklino,  JJ.,  Northern  Diatnct  of  New  York,  September 
1st,  18BL) 
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Wiuana  v.  The  Schenectady  and  Tro^-  iUuiroad  Co. 

Tni8  was  an  action  on  the  case,  tried  before  Coioeliko, 
J.y  in  Jime,  1850,  for  the  infringement  of  Letters  Patent* 


*  The  specifictUtoii  was  as  follows : 

^  To  all  whom  ll  nay  oonoem — Be  it  known,  that  T,  Ross  Wlnam,  dTll  engi- 
neer, of  llie  city  of  Baltimore,  in  the  State  of  Marylmii],  have  invented  a  new 
and  oaeful  improvement  in  the  conslruciiou  of  cars  or  carriages  intended  to  travel 
upon  railroads ;  wiiieh  impror«ment  h  paitiontarly  adapted  to  passvnger-cars,  as 
will  more  fully  appear  by  an  exposition  of  dilticuliies  heretofore  experienced 
in  the  running  of  such  cars  at  high  velocities,  wlticli  ex|)osiiion  I  think  it  best  to 
give  in  this  speeiflcttion,  tot  the  purpose  of  exentpl  fving  the  more  deariy  tlie 
object  of  my  said  improvtanent. 

In  tiie  coostmctkm  of  all  railroads  in  this  country,  wliioh  extend  to  any  coo- 
•Menble  dittnnoe.  It  has  been  fbnnd  neoewiery  to  admit  of  lateral  cnrratvres, 
the  radium  of  wliieh  h  sometimes  but  a  frw  lnmdrfd  feet ;  and  it  beooDiea 
important,  therefore,  so  to  construct  the  cars  aa  to  enable  them  to  orercome 
the  difBenttlee  preeented  by  snch  enrtatiiree,  and  to  adapt  them  for  running 
with  the  h'li-t  IVii  tion  practicable  u})oii  all  purls  of  the  road.  Tlie  friction  to 
which  1  now  ailude  is  that  which  arisra  from  the  contact  between  the  flanches 
of  the  wheda  and  the  rsila,  whieh,  wlien  it  oectm,  oansee  a  great  loss  of  power 
and  a  ni|)id  destruction  of  or  injury  to  both  the  wheel  and  the  rail,  and  in 
otherwise  iiyurious.  The  high  Telocities  attained  by  the  improvements  ninde 
in  locoroodve  engines,  and  whieh  are  not  only  sanotioned,  but  demanded,  by 
pul»lic  opinion,  render  it  necessary  that  eerloln  points  of  construction  and 
arrangement,  both  in  the  roadn  and  wheels,  which  were  not  viewed  as  impor- 
tant at  former  nrtet  of  travelling,  shonld  now  reoeive  special  aitention.  The 
greater  momentum  of  the  load,  an  i  O.n-  intensity  of  the  shocks  and  concussions, 
which  are  unavoidable,  even  imder  the  best  constructions,  are  among  those 
ehcnmsianees  which  mutt  not  be  n^leeted,  as  Uie  liability  to  aoddeot  ti 
thereby  not  only  greatly  increa.scd,  but  the  conse<piences  to  be  apprehended 
much  more  serious.  The  passenger  and  other  cars  is  general  use  upon  raU< 
roads  have  fonr  vrlieels,  the  axlee  of  which  are  placed  frmn  three  and  a  half  to 
five  feel  apart ;  this  distance  bein^i  governed  by  the  nature  of  the  road  upon 
which  they  run,  and  other  considerations.  When  the  cars  are  so  constructed 
that  the  axles  retain  their  parallelism,  and  ate  at  a  consldenible  distanoe  apart, 
thpre  U  n  nc'essary  temlency  in  the  t!  ai  'hes  of  the  wheels  to  come  into  eont»ict 
witli  the  rails,  especiallj  on  the  curvatures  of  least  radius,  as  the  axlea  then 
vary  more  from  the  direetlon  of  the  radii.  Prom  thla  eonsideraUon,  when 
taken  alone,  it  would  appear  to  Ur  h '?<t  to  place  the  axles  as  near  to  each  other 
as  possible,  thus  causing  them  to  approach  more  nearly  to  the  directioo  of  the 
ndil  of  the  enrves,  ana  the  pluea  of  the  wheels  to  eonlbrm  to  the  line  of  the 
rails.  There  are',  however,  other  circumstiinoes  which  must  not  be  overlooked 
in  th^r  coostructione.  I  have  already  alluded  to  the  increased  force  of  the 
shocks  from  obstraetlons  at  high  veloeltf e« ;  atid,  whatever  care  may  be  taken, 
there  will  Tie  inequ:ditied  in  the  rails  n mI  wlu-el-,  which,  though  small,  are  nu- 
merous and  the  perpetual  operation  of  which  produces  eflects  which  can- 
not be  dfaregarded.  The  greater  the  distanoe  hetweeo  the  axles,  while  the 
length  of  the  boily  remains  the  same,  the  less  is  the  influence  of  these 
shucks  or  concu«iuons;  and  this  has  led,  in  many  instances,  to  the  placing 
them  In  pn^^enger-ears  at  or  near  their  extreme  ends.  Now,  however,  a  eom. 
promise  is  mont  commonly  made,  iR-tween  the  evils  resulting  from  a  consider- 
able separation  and  a  near  approach,  as,  by  the  modes  of  construction  now  in 
nse,  one  of  the  advantages  mtMt  be  sacrificed  to  the  other.  But  It  is  not  to  the 
latent  cut  valnres  and  inequalities  of  the  road  alone  that  the  foregoing  remarks 
apply.   The  iDcossaut  vibration  felt  in  iravelUng  over  railroads  is  mainly  de- 
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granted  to  the  plaintiff  on  the  Ist  of  October,  1834,  for  an 
**  improvement  in  tiie  ooostmction  of  cars  or  carriages  intend- 
ed to  run  on  railroads," 


pendent  upon  the  vortical  motion  nf  tbo  rnr',  in  snrmoTinting  tho^c  mimerous 
titough  minutQ  obstructions  wbicli  uoaToidabi)*  exist.  Tlie^  nearer  Uio  hxIcs 
are  placed  to  eadi  oUiar,  the  greater  la  the  eflbet  of  thb  omaIoii  upon  tlie  pa!». 
eengem,  and  the  greater  its  power  to  dcranpc  the  machinery  nnd  tlie  road.  It 
becomes  very  important,  therefore,  both  as  regards  comfort,  i^futy  and  econo- 
my, (0  deHse  a  mode  of  oomblnlng  the  advantages  derived  from  placing  the 
axles  at  a  considcrahlf  (ll«tnnce  rtpart,  witii  t]\o^c  oT  allowing  them  to  be  situ- 
ated near  to  each  other.  It  has  been  aiteiuptcd,  and  witti  8i>mc  i>ucco.ss,  to  cur- 
raefc  the  tendeneyof  the  flanefaee  to  oome  into  contact  wl  li  the  rail>^,  un  the 
(mrred  and  other  parts  of  the  roitd,  by  makinp  the  tread  of  the  wheel  conical ; 
and,  if  the  travelling  upon  railroads  vim  not  required  to  be  very  rapid,  thia  would 
flo  fur  prove  an  effectual  corrocClTe,  as  the  two  roils  would  find  diamcten  upoM 
the  wheels  wliich  wonld  correspond  with  the  dUerenco  in  length,  the  constant 
tendency  to  deviation  being  as  constantly  couutcracied  by  tlud  cauistruction ; 
bnff  at  high  veloeitiee,  the  momentmn  of  the  body  in  motion  tends  so  powerfully 
to  carry  it  in  a  riirht  line,  as  to  esusie  the  wheel  on  tlie  longer  nnl  to  ascend 
considerably  abovu  thiit  part  of  the  eonc  whidi  corresponds  therewith ;  the 
eoneeqaenee  of  this  is,  a  coottiraed  serpentine  motion,  prineipelly,  bat  not  cn> 
tlrely,  in  a  latcnil  direction  ;  nor  is  tliis  confined  to  the  curved  parts  of  the 
rtMid,  but  it  exists  to  an  equal,  or  greater  extent,  upon  those  which  are  sti-iighl^ 
eepedallj  nheo  the  nxlen  are  near  to  each  other,  the  irregularities,  before 
spoken  of.  conPtjintly  changing  the  direct  ('oi>r«c  of  the  wheels,  whilst  there  is 
no  general  curvnture  of  the  rails  to  counteract  it.  To  avoid  this  effect,  and 
the  unpleasant  motion  and  tendency  to  derangement  consequent  upon  it,  an 
•td'iitional  motive  k  furuiahed  for  plaotng  the  axlea  at  a  oooaideiaUe  diitaiioa 
apart. 

**Tbe  ol^eet  of  mj  iliventlon  is,  among  other  things,  to  make  such  an  adjust- 
ment or  arranp^ement  of  the  wheels  and  iixlc?,  as  shall  c^iuso  the  body  of  the 
car  or  oarria^^o  to  pursue  a  more  Ptnooth,  even,  direct  and  Siife  course  than  it 
doei^  ea  cars  are  ordinarily  oonetructed,  both  over  the  curved  and  straight  parts 
of  the  road,  by  the  before-mentioned  desideratum  of  cnniiiining  tlie  aJvnniap«»« 
of  the  near  and  distant  couphng  of  tiie  axles,  and  other  meaus  to  bo  herein- 
after deeeribed.  For  this  purpose,  I  construct  two  hcariagtcamlagea,  each  witli 
four  wheel'',  which  are  to  sustain  the  body  of  the  pa^nger  or  other  car,  by  plac- 
ing one  of  them  at  or  near  each  end  of  it,  iu  a  way  to  be  presently  described. 
The  two  wheels  on  either  lide  of  these  carriages  are  to  be  placed  very  near  to 
each  other;  the  spaces  between  their  flanches  need  >)€  no  greater  than  is  neees- 
sary  to  prevent  their  contact  with  each  other.  The.HC  wheels  I  connect  together 
bynenwof  a  very  strong  spring— -say  double  the  usual  strength  employed  for 
ordinary  cars — the  ends  of  whieii  i-prinfr.si  are  l)olteil,  or  otherwise  ?ecun'd,  to  tlie 
upper  side  of  the  boxes  which  rest  on  the  journals  of  tlic  uxlcs ;  tlie  lunger 
ieafaa  of  the  springe  being  placed  downwards,  and  surmounted  by  the  aborter 
leaves.  Havinjr  thus  connected  two  pairs  of  wheels  to«rcther,  I  unite  them  into 
A  four-wheel  bcaring-earringe,  by  means  of  their  axh-s  and  a  bolster  of  the 
proper  length,  extending  across,  between  the  two  pairs  of  wheels,  from  the  centre 
of  one  spring  to  that  of  the  other,  and  securely  fn.«tened  to  the  tops  of  them. 
This  bolster  must  be  of  sufficient  strength  to  bear  a  load  upon  its  centre  of  four 
or  five  tons.  Upon  this  first  bolster  I  piece  another  of  equal  strength,  and  con. 
nect  the  two  together  by  a  centre-pin  or  holt  p:ipi?ing  down  through  them,  and 
thus  allow  them  to  swivel  or  turn  upon  eacii  other  iu  the  manner  of  the  front 
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Wbums  V.  The  Schenectady  and  Troy  Railroad  Co. 

At  the  trial,  the  plaintiff  gave  in  evidence  the  original 
patent  It  had  been  recorded  anew  on  the  7th  of  June, 


bolster  of  a  common  road  wagon.  I  prefer  making  these  bolsters  of  wrought  or 
eist  fvmi ;  wood,  bomrer,  may  be  used.   I  preparo  eaeh  of  the  beftrfaif^rriagn 

in  precisely  the  Paine  way.  The  l)ody  of  llie  pa??L'ngrr  or  other  ear  I  mnkc  of 
double  the  ordinary  leugdi  of  those  which  run  on  four  whe«]««  and  capable  of 
oaRyiag  double  tlicir  loed.  This  body  I  plaee  eo  at  to  reet  ita  wboie  w«igb( 
upon  the  two  upper  bolsters  of  the  two  !  f  fn-fjnrntiorr'!  lifaiing-earriages  or 
ruaning  gear.  I  sometimes  place  these  bolsters  so  fur  wiihin  the  ends  of  the 
body  of  tfie  oar  as  to  bring  all  the  wheels  under  it,  and,  in  this  case,  len  ■tvength 
is  necessary  in  t!io  car-body,  than  when  the  bolster  is  situated  at  its  oxtreme  ends. 
In  some  cases,  however,  1  plaee  the  bolster  so  Ikr  without  the  body  ol'  tlie  car  at 
either  end  as  to  alloir  tlw  latter  to  bang  down  between  the  two  sets  of  wheels  or 
bcaring-curiia^eo,  and  to  run,  if  derfrod,  within  n  foot  of  the  mils.  When  this 
is  done,  a  strong  framo>work  projects  out  from  either  end  of  the  car  or  carriage* 
body,  and  rests  upon  the  upper  bolsters  of  the  two  bearing-carriages.  This  last 
arrangement,  by  wliich  the  l)ody  of  the  car  is  hung  so  low  down,  manifestly 
alTurds  a  great  security  to  the  pasaeogers,  exempting  them,  in  a  great  degree, 
fton  those  aoddents  to  whidi  they  are  liable  when  the  load  is  rsued.  Sereral 
bodies  may  be  connerted  or  rest  on  a  cotninon  fmme,  and  be  supported  on  the 
bearing-carriage,  in  a  mnnner  similar  to  that  of  a  single  body.  When  the  hcl' 
atera  of  the  bearing-carriages  are  placed  under  the  extreme  ends  of  the  body,  the 
relief  from  shocks  and  coiiniFsior)}«,  and  fnim  lateral  vibrations,  is  greater  than  it 
is  when  the  bolsters  are  placed  t)ciween  the  middle  and  the  ends  of  the  body,  and 
tUs  relief  is  not  nuiterially  varied  by  increasing  or  diminishing  the  length  of  the 
body,  while  t1i<«  extreme  ends  of  it  continue  to  rest  on  the  bolsters  of  the  bcar- 
hig-cars,  tbti  load  being  supposed  to  be  equally  distributed  over  the  entire  kugth 
of  the  body. 

"Although  I  prefer  the  use  of  a  single  sprinp  to  a  pair  of  wheels,  as  above 
described,  instead  of  the  ordinary  spring  to  each  wheel,  and  consider  it  as  more 
rimpie,  eheap  and  oooTenlent  than  any  other  arrangement,  the  end  which  I 
have  in  view  may,  nevertheless,  be  olitained  by  constructing  the  bearing-car- 
riages in  any  of  the  mode^  usually  practised,  provided  that  the  fore  and  hind 
wheels  of  each  of  them  be  placed  very  near  together ;  because,  the  eloeeness  of 
tVf  fore  and  hind  wheels  of  each  bcaring-cai  riape,  taken  in  connection  with 
the  u£e  of  two  bearing-carriages  coupled  remotely  from  each  other  as  can  oon* 
veniently  be  done  for  the  support  of  one  body,  with  *  view  to  the  ol]{}eets  end 
on  the  principles  herein  set  forth,  is  considcn  d  Ijy  me  as  u  most  important 
feature  of  my  invention ;  for,  by  the  contiguity  of  the  fore  and  hind  wheels  of 
eaeh  bearing^rriage,  while  the  two  bearing-oarriagee  may  be  at  any  deairli* 
ble  di.-itiinrc  apart,  the  lateral  friction  from  the  rubbing  of  the  flanches  against 
the  rails  is  mo^  eifectually  avoided,  whilst,  at  tlie  same  time,  all  the  advnn. 
tagea  attendant  upon  placing  the  axles  of  a  fonr-wbeded  oar  fsr  apart  are  thus 
obtained.  Tiie  bearinp  of  the  load  on  thf  centre  of  the  bolster,  which  also  is 
the  centre  of  each  beanug-carriuge,~iikcwu»c  affords  great  relief  from  the  shocks 
ocoasioned  by  the  percussion  of  tlie  wheels  on  pvotnbetaut  parte  of  the  rallik 
or  other  objects,  and  from  the  vibrations  conpcqnent  to  the  use  of  cone<l 
wheels ;  as  the  ktcnU  mid  vertical  movements  of  the  body  of  the  car,  resulting 
ftom  the  above  causes,  are  much  diminished.  The  two  wheels  on  either  side 
of  one  of  the  bearing-carriages  rrnv,  from  iheir  proximity,  be  considered  ap  act- 
ing like  a  single  wheel ;  and,  as  mesc  t*o  beaaiig-carriages  may  be  pkced  at 
any  dklancc  from  eadi  other,  consistent  with  the  required  strength  of  the  body 
of  the  car,  it  is  evident  that  all  the  advantage  is  obtained  which  n  ^^idts  from 
having  the  two  axles  of  a  four-wheeled  car  at  a  distance  from, each  other,  vthibi 
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1837,  under  §  1  of  the  Act  of  March  3d,  1837,  (5  S. 
at  Zarge^  191,)  as  appeared  by  a  memorandtim  to  that  effect 
indorsed  upon  it  No  drawings  were  annexed  to  the  original 
patent,  nor  was  there  any  r^erence  in  the  specification  ^to 
any  drawings.  On  the  26th  of  September,  1848,  the  patent 
was  extended  for  seven  .years  from  the  Ist  of  October,  1848, 
as  appeared  by  a  certificate  of  extension  indoxBed  on  the 
original  patent.  The  plaintiff  then  offered  in  evidence  a 
certified  copy  from  the  Patent  Office  of  the  patent ;  of  the 
specification ;  of  the  certificate  of  extension ;  ol  a  drawing 
accompanied  by  written  references  thereto,  which  draw- 
ing was  not  filed  at  tlie  time  tlie  patent  was  recorded 
anew,  but  was  filed  on  tlie  19th  of  November,  1  ^3H ;  and 
of  an  affidavit  made  by  the  plaintiff  on  the  I'Jtli  of  No- 
vember, 1S38,  and  filed  in  the  Patent  Office.  The  written 
references  accoinpan} ing  the  drawini,^  were  in  these  words: 
*'  J  references  to  the  annexed  drawingb  of  AN'inans'  im- 

provement in  the  r(  .!i-,t ruction  of  ears  or  rnrrinL'-e.s  inti'iuled 
to  rmi  on  railroads,  for  which  lettci-is  pateiiL  were  is-ued, 
dated  Octolier  Tst.  Fis^.  1.  Side  view  of  an  eiirht- 

wheel  ear.  Fiir.  2.  End  view  of  tlie  same.  l''i«j:.  3.  Upj>er 
and  lower  bokters,  detached  from  the  body  and  bearing-car- 


its  IncoTivenirnpes  nrc  aToided.  Another  advant.nge  of  this  car,  compared  with 
tho«e  in  conuuoD  use,  and  which  is  viewed  by  mu  &s  very  iniporUnl,  is  the  in- 
creased safety  aiforded  bj  it  to  pasaengon,  not  only  from  the  diminished  liabiUty 
to  brcaknpe  or  dc'raTif»emcnt  in  the  frainf^-work,  \mt  nlio  frnm  the  leas  di>^n?troua 
cuasequeuces  to  be  apprehended  from  the  brcnkiiig  of  a  wheel,  axle,  ur  other 
piiVt  of  tbe  raiiliiog  gear,  as  the  car^body  depends,  for  its  wppoit  «BCl  tlfciy, 
upon  a  greater  niitnhf>r  of  wheels  and  bearintr  points  on  the  rond. 

**  I  do  not  claim  a^t  my  inTentioa  Uie  running  of  cars  or  carriages  upon  eight 
wiiMdiB,  this  having  been  previously  done ;  not,  however,  in  the  manner  or  for 
the  purposes  herein  described,  hnt  ni<Tely  with  a  virw  of  distributing  the 
weight  carried  more  evenly  upou  u  r.ul  or  other  road,  and  for  objects  distinct 
in  character  from  those  which  I  have  had  in  view,  as  herdilbelbre  set  forth. 
Nor  have  the  wheels,  when  thus  increased  in  number,  been  so  arrn?i<^»'(]  and 
connected  with  each  other,  either  by  design  or  accident,  &s  to  accomplish  thid 
purpose. 

"  What  I  claim,  therefore,  as  my  invention,  and  for  which  I  afk  a  patent,  is  the 
before-dettcribed  manner  ot  arranging  and  connecting  tlie  eight  wheels,  which 
OOOititttte  the  two  bearingiOtrriages,  with  a  railroad  car,  so  as  to  acoompllih  the 
end  propoftcd  by  the  means  set  forth,  or  bj  aaj  oihen  which  ere  enah^gooi  and 

depcudeut  upon  the  same  principles." 
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riages.  A  A  represents  the  body  of  the  car  resting  on  tlie 
bearing-carriafres  B  and  C,  as  exhibited  at  D  D,  on  pivots 
equidistant  fiom  the  wheels  of  each  bearinj;-carriage.  II 
re[)re:^ent*  an  up[)cr  bolster  of  cast  iron,  separate  from  the 
IxmIv  of  the  car,  with  its  pivot  X  correFpwdinf*  with  the 
socket  Y  in  the  lower  bolster  K,  also  Bh(Avn  as  separated 
from  the  bearing^-earriai^e/"'  The  naid  athdavit  was  iii  these 
words:  "State  of  Maryland,  "Baltimore,  Set.:  On  this  19th 
dav  of  iSovcmber,  in  the  vear  ei<rhteen  hundred  and  thiilv- 
eiijht,  before  nie,  the  subscriber,  a  Justice  of  the  Peace  of 
the  said  State,  in  and  for  the  said  city,  personally  api>eared 
Bo6fi  Winans,  and  made  solemn  oath  that  he  is  the  inventor 
of  an  improTement  in  the  constniction  of  cars  or  carriages 
intended  to  run  on  railroads,  for  which  letters  patent  of  the 
United  States  were  granted  him,  dated  the  first  day  of  Oc- 
tober, 1834,  and  th:it  the  annexed  drawing  is,  as  he  verily 
believes,  a  trae  delineation  of  the  invention,  as  described  in 
the  said  letters  patent  Sworn  before  James  Blair,  Justice 
of  the  Peace."  The  defendant  objected  to  the  evidence 
offered,  on  the  grounds,  first,  that  it  appeared  no  drainng  was 
annexed  to  the  original  patent ;  second,  that  the  Act  of  Con- 
gress did  not  make  such  a  drawing  as  this  evidence.  The 
Court  overruled  the  objection  and  admitted  the  evidence.  It 
was  claimed  by  the  plaintiff  that  the  drawing  showed  that 
his  car  was  to  be  attached  to  the  motive-power,  and  to  the 
next  car  in  a  train,  by  its  body,  and  not  by  a  ]^)erch  from  the 
bearing-carriage  or  truck,  it  being  conceded  that  this  con- 
nection by  the  body  was  indispensable  to  the  free  action  of 
the  plaintiff's  trucks;  and  that  the  drawing  also  showed  a 
provision  in  the  arrangement  of  tlie  truckti  for  side-bearini:;s, 
to  prevent  excessive  rocking  of  the  car  from  side  to  side.  It 
was  insisted  by  the  defendants  that  the  specilic^ation  was  de- 
fective in  savinff  notliiu*'  about  the  mode  of  attachment  of 
the  car  or  about  the  side-bearinirs  ;  aiid  that  the  plaintiff 
could  not  give  any  evidence  to  show  in  what  manner  his 
car,  as  perfected  and  used,  aTid  the  various  arrani^ements  of 
trucks  which  he  tried  while  expenmeuting,  were  eoimected 
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in  a  train  for  the  purpose  of  draughty  or  use  the  drawing  to 
show  anything  whicli  was  not  set  forth  In  the  speeifioatuoo. 
The  Coiurt  decided  that  the  drawing  might  be  referred  to  to 
illnstrota  the  specifieationf  but  not  to  enlaige  the  claim  of  the 
patent,  and  allowed  the  plaintiff  to  give  evidence  as  to  what 
was  represented  in  the  drawing  in  regard  to  a  mode  of  attach* 
ment  and  to  Bide-bearings,  and  as  to  the  mode  of  attachment 
actually  used  in  the  car  as  perfected  and  the  various  modes 
tried  while  the  plaintiff  was  experiuieuting.  The  evidence 
waf,  tliat  the  plaintiff  was  experimenting  at  Baltimore,  Md., 
to  produce  an  eisrht-wheeliM  1  lailroad  car,  fur  al>oiit  four  years 
prior  to  October,  1834 ;  that  the  first  car  made  by  liiin,  the 
Cohnnbns,  Mas  made  in  July,  18»31  ;  that  three  otiieib  were 
made,  all  of  them  iinsatiBfactorv.  prior  to  the  ear  tlescribed 
in  tlie  [)atent,  which  was  eomjiieied  and  found  to  l)e  sn(!ce?8- 
fid  but  a  i^hort  time  l)efore  the  date  of  the  patent ;  that  one 
of  the  chief  defects  in  the  various  arrangements  of  trucks 
tried  during  the  course  of  the  experiments  was,  in  the  cars 
being  coupled  together  by  the  truclcB  and  not  by  the  bodies; 
and  that  the  car,  as  finally  successful,  and  as  shown  in  the 
drawing,  was  drawn  by  tlie  body.  The  car  Columbus,  made 
in  July,  1831)  had  two  tracks,  with  four  wheels  in  each,  bat 
was  drawn  by  a  perch  from  one  of  the  trucks,  and  the  axles 
of  each  truck  were  too  far  apart  from  each  other,  which  de- 
fects caused  the  car  to  ran  off  the  track  in  taming  carves. 

The  defendants  set  nj»  that  one  Condnce  Gatch,  of  Balti- 
more, was  the  actaal  inventor  of  the  sncoessfal  oar  made  in 
1884 ;  and  that  the  claim  of  the  plaintiff's  patent  was  Yoid 
for  want  of  novelty.  The  varions  points  raised  by  the  de- 
fendants in  connection  with  this  latter  defence,  and  the 
nature  of  the  evidence  addaced  in  its  support,  will  safiBciently 
appear  from  the  instractions  prayed  for  by  the  defendants,  as 
hereafter  set  forth. 

After  tbe  dose  of  the  e^dence,  the  defendants  reqneeted 
the  Court  to  charge  the  jury  :  (1.)  That  the  mode  of  attach- 
in«j:  the  car  to  the  motive-|K)wer,  or  to  other  ears  to  be  drawn 
in  trains,  formed  no  part  uf  the  improvement  claimed  by 


■ 


Digm^uu  by  Google 


SBPTEHMIB,  1851.  2S7 

WinaouB  v.  The  Schenectady  and  Trojr  BailnwMi  Oo. 

the  plaintiff,  and,  ^erelaro,  could  not  be  taken  into  consider- 
ation in  determining  whether  ail  or  any  part  of  the  improve- 
ment claimed  by  tlie  plaintiff  was  new.   The  Court  refused 

8o  to  charge,  but  instrncted  the  jnrv,  that  althougli  the  mode 
of  attachment  formed  no  jiart  of  the  improvement  claimed 
by  the  plaintiff,  yet  it  might  be  taken  into  consideration  for 
the  purpose  of  ascertaining  whether  the  plaintiff  had  com- 
plied with  the  law  by  deRcribnii;  hir^  invention  and  showng 
h<w  it  was  to  bo  used  ;  that  the  s])eeification  wan  snffieient 
if  the  j>atcntee  liad  described  a  cnnijio^e  BnseeptilJe  of  an 
attachment  of  the  jHuver  to  the  body,  if  the  drawing  showed 
such  mode  of  attachment ;  that  the  jdaintiff  could  .suffer  no 
di>advantage  from  not  having  stated  it  in  his  written  speinli- 
cation  ;  and  that,  although  the  drawing  was  not  to  be  taken  ' 
into  consideration  for  the  purpose  of  measuring  the  extent  of 
the  patentee's  claim,  yet  it  might  be  considered  in  ascertam" 
ing  whether  what  he  claimed  was  new,  if  the  jnry  could  dia- 
cover  that  it  had  any  bearing  on  that  point.  The  Court  also 
chai^d,  that  the  drawing,  of  which  a  certified  oopy  had  been 
given  in  evidence,  was  to  have  the  same  force  and  effect  as  if 
it  had  been  referred  to  in  the  specification,  and  was  to  be 
deemed  and  taken  as  a  part  of  the  specification. 

The  defendants  also  requested  the  Court  to  chai^ :  (2.) 
That  the  remoteness  of  the  two  bearing-carriages  from  each 
other  when  attached  to  the  car,  was  not  so  expressed  or 
described  in  the  specification  as  to  constitute  any  part  of  the 
improvement  claimed  by  the  plaintiff.  The  CV>urt  charged 
to  the  contrary  of  this  instruction. 

The  Cqprt  further  chaiged  that  the  improvement  claimed 
by  the  plaintiff  consisted,  let  Of  the  manner  of  arranging 
the  eight  wheels  into  the  two  truckg  which  constituted  the 
two  bearing-carriages,  which  arrangement  included  the  bol- 
Bter9.  placed  on  the  centre  of  ea(;h  l)earing-carriage,  and  tlie 
plaeing  tlie  axles  of  each  truck  as  near  together  as  could  be 
done  without  the  flanges  of  the  wheels  interfering  witli  each 
other.  2d.  Of  the  uianner  of  eonnecting  the  two  bearing- 
carriages  to  the  body  of  the  car  by  a  centre-pin  or  king-bolt 
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paeeiBg  throngh  the  centre  of  the  tipper  bolBter,  which  was 
attached  to  (ihe  hody  of  the  car,  into  the  lower  bolster  ou  tiie 
bearing-earriage.  The  Gonrt  also  charged  that  the  position 
of  the  trockB  at  or  near  the  ends  of  the  car,  was  to  be  con- 
sidered aa  oonstituting  a  part  of  the  arrangement  claimed  hy 
the  plaintiff  as  his  invention. 

The  defendants  also  requested  the  Court  to  chaige:  (u.) 
That  if  tibe  jury  should  find  that  any  part  of  the  arrauge- 
inent  of  the  ei^ht  wheels  into  the  two  tmcka,  or  the  man- 
ner of  connecting  these  trucks  to  the  body  of  tlie  car,  ^\  as 
known  and  used  before  the  allied  improvement  hy  iJie 
plaintiff,  the  patent  was  void,  lint  tiic  Court  refused  so  to 
chariyo. 

The  defendants  also  requestiMl  the  Court  to  diarge :  (4.)  That 
if  the  jury  should  find  that,  prior  to  the  alleged  invention  of  the 
plaintiff,  there  was  published,  in  any  }»ublic  work,  a  dcscrij'tion 
of  a  car  to  run  on  railroads,  resting:;  <m  two  bearincr-caniiiges 
eonnx)6ed  of  four  wheels,  eacrh  having  a  holster  exrending 
aci*oss  in  the  centre  between  the  two  wheel?,  fastened  to  and 
forming  a  jmrt  of  the  cai-ria^as  and  attac  hed  to  these  bolsters 
by  a  centre-pin  or  bolt  passing  through  the  substantial  frame 
of  the  car  in  the  centre  of  the  boktcre,  so  as  to  allow  the 
frame  of  the  cairiage  to  turn  and  swivel  upon  the  bolstei-s  of 
the  bearing-carriages,  the  plaintifiTs  patent  was  void.  (5.)  That 
if  the  jury  should  find  that  any  part  of  the  airangement  of 
the  eight  wheels  into  bearing-carriages,  or  the  manner  of  their 
connection  with  the  frame  or  body  of  the  car,  was  described 
or  delineated  in  CShapman's  patent^  or  the  plates  accompany^ 
ing  it,  as  set  forth  in  the  24^  volume  of  the  B^pertoiy  of 
Arts,  &e.,  second  series,  published  in  London  in  1814,  or  in 
Wood's  Treatise  on  Eailroads,  published  in  London  in  1825^ 
at  pages  154  to  167,  or  in  l^e  plate  between  pages  204 
and  295  of  the  latter  book,  the  plaintiffs  patent  was  void. 
The  Court  declined  to  give  the  instructions  specified  in  the 
fourth  and  fifth  prayei-s,  in  the  form  therein  requested,  but 
left  it  to  the  jury  to  say  whether,  in  their  opinion,  it  had 
been  shown  that  the  alleged  inveiiti<»i  <tf  the  plaintiff 
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w;i!*  ?nl»ptantiallv  described  in  either  of  the  books  mentioned 
in  the  litth  prayer,  and  instructed  the  jury  that,  if  it  was  so, 
the  patent  wiis  void. 

Tlie  defendants  also  requested  the  Court  to  charge :  (G.) 
That  if  the  jury  should  find  that  it  was  known  to  persons 
aoqnainted  with  tlie  science  of  mechanics  and  mechanical 
motion,  that  a  four-wheeled  carriage,  with  its  axles  in  close 
proximity,  would  traverse  a  curve  more  easily  than  if  they 
were  further  apart,  then  that  part  of  the  arraugement.de- 
aeribed  and  claimed  in  the  specification  was  not  neW|  and  the 
patent  was  void.   But  the  Court  refused  so  to  charge. 

The  defendants  also  requested  the  Conrt  to  cbuge :  (7.) 
Hiat  if  the  jury  should  find  that  the  timber-car  found  to  have 
been  used  on  the  Baltimore' and  Ohio  Bailroad  before  the  car 
Oolambus  was  built,  embraced  any  part  of  the  manner  of 
airanging  or  connecting  tlie  eiglit  wheels  to  the  body  of  the 
car,  as  daimed  in  the  plaintiff's  specification,  his  patent  was 
void,  and  that  it  made  no  difference  that  said  timber-car  was 
only  used  temporarily  or  for  a  temporaiy  purpose.  (8.)  That 
if  the  jury  should  find  that  the  ear  Columbus  did  not  sub- 
stantially embody  the  whole  improvement  claimed  by  the 
plaintiff,  and  should  also  find  that  the  truek  of  four  wheels 
constnieted  by  Mr.  Jervis  in  the  winter  of  1832  for  the  loco- 
motive Experiment,  and  put  in  u^e  on  the  Mohawk  uiid  Hud- 
sou  liailroad  in  April,  1832,  or  that  the  tiinlxr-car  proved 
by  Mr.  Williams  and  Mr.  Whitney  to  have  been  coiiptnictcd 
and  put  in  use  on  said  road  in  April  or  May,  1  s,32,  contained 
any  part  of  the  arrangement  or  conneeti  a  of  the  eight 
wheels  to  the  body  of  the  car  claimed  in  the  plaintiff  ^s  speci- 
fication, his  patent  was  void.  Tlie  Court  refused  to  give  the 
instructions  mentioned  in  the  seventh  and  eighth  prayers,  in 
the  fonn  therein  requested  ;  but,  after  informing  the  jury 
that  unless  tlie  plaintiff  appeared  by  the  evidence  to  be  the 
first  inventor  of  all  that  by  his  patent  he  claimed  as  his  in- 
vention, his  patent  was  void,  and  after  submitting  to  them 
the  evidence  relative  to  the  timber<carriago  mentioned  in  the 
seventh  prayer,  and  also  that  respecting  the  four-wheeled 
19 
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tnick  devised  by  "Mr.  Jervis  for  the  loeomotiTe  Kzperiment^ 
and  the  timbeiKsaiTiage  meationed  in  the  eighth  [nttjer,  the 
Covat  left  it  to  the  jury  to  decide  whether  or  uot  it  wae  shown 
by  this  evidence  that  the  plaintiff  was  not  snch  inventor,  and 
declined  to  gne  any  other  or  further  instmctions  in  ansvrer 
to  these  prayers* 

The  defendants  also  requested  the  Court  to  charge :  (0.) 
That  if  the  Court  should  be  of  opinion  l^t  the  remoteness 
of  the  two  beari  11  carriages,  as  described  in  the  plaintiff's 
specification,  constituted  a  ])aii;  of  tlie  arrangement  of  the 
eight  wheels  into  bearing-t  an  iaLrcs  and  the  connection  to  the 
body  of  the  car,  as  claimed  in  ihe  plaintiff's  spccilication, 
then  the  patent  was  void,  unles^s  tlie  jiirv  i-lumld  find  that  the. 
Fpcciiication  descTil)t'd,  with  siii1i('ient  precision,  tlie  }n\>per 
and  neeoBsary  location  of  tlio^^e  beariug-earrijiirrs  under  the 
body  of  the  ear,  to  enable  a  mechanic  ot  hidlicieut  slvill  to 
construct  niilroad  cui>^,  to  locate  the  bearing-carriages  under 
the  car  the  necessary  distance  apart,  without  any  cx|)criinent, 
invention  or  addition  of  his  own.  The  Court  gave  the  in- 
structions contained  in  this  i)rayer,  and  left  it  to  the  jury  to 
say  whether  tlie  plaintiff  had  not  suthciently  indicated  the 
position  of  the  truelcs  with  respect  to  the  ends  of  the  car- 
riage ;  and  remarked  that  their  distance  apart  must  depend 
on  the  length  of  the  carriage. 

The  defendants  ako  requested  the  Court  to  charge:  (10.) 
That  if  the  jury  Bhould  find  that  a  car  constructed  as  de- 
scribed in  the  plaintiff 's  specification,  without  side-bearings 
at  the  ends  of  the  bolsters,  would  not  be  entirely  safe  to  pas- 
sengers, the  patent  was  void.  In  answer  to  this  prayer,  the 
Court  instructed  the  juiy  that,  in  order  to  find  for  the  plain- 
tiff, the  jiuy  must  be  convinced  that  what  the  plaintiff  had 
patented  was  useful,  but  that  any  degree  of  utility  was  suffi- 
cient to  support  a  patent,  the  word  useful  in  the  patent  law 
being  used  in  opposition  to  JHvalow  or  noxious  ;  and  that, 
with  regard  to  the  question  of  side-bearings,  altliough  the  jury 
shoidd  think  it  better  to  have  longer  bearings  than  the  plain- 
tiff contemplated,  that  would  not  warrant  them  in  finding  the 
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patent  void,  if  tlic  invention  was  nsefnl,  within  the  instruc- 
tiouB  given,  as  it  was  not  necessary  tluit  the  thing  patented 
should  be  the  Ibest  possible  thing  of  the  kind  that  could  bo 
made ;  and  the  Court  refused  to  charge  the  jury  otherwifie  in 
relation  to  this  prayer. 

The  defendants  also  requested  the  Court  to  chai^ :  (IJ.,) 
That  if  the  jury  should  find  that  the  car  Columbus  embraced 
in  substance  the  improvements  claimed  in  the  plaintiff's 
specification,  and  that  said  car  was  put  into  use  by  the  Balti- 
more  and  Ohio  Bailroad  Co.,  on  the  4th  of  July,  1831,  and 
that  it  was  occasionally  used  by  said  Compsny  from  thati 
time,  by  the  consent  of  the  plaandff,  then  the  patent  was  void. 
In  relation  to  this  {oayer,  the  Court  instructed  the  juiy  that 
the  law  allowed  to  an  inventor  a  reasonable  time  to  perfect 
his  invention  and  ascertain  its  utility,  before,  in  order  tQ 
secure  to  himself  its  exclusive  use,  it  obliged  him  to  take  out 
his  patent ;  that,  in  applying  this  rule,  it  was  the  duty  of  the 
jury  to  take  into  consideration  the  nature  of  the  inventicw 
and  all  the  circumstances  of  the  case ;  bnt  that  an  inventor 
was  bound  to  act  with  sincerit}-  and  good  faith  towards  the 
public,  and  in  ac-cordance  with  the  ix>l!ey  of  the  patent  laws  ; 
tliat  if  he  unneectisarily  deferred  his  a}>pli(-ation  for  a  patent, 
and  suffered  his  invention  to  be  used,  except  fi^r  the  purposes 
already  mentioned,  and  bevond  what  he  had  re;u^n  to  believe 
necessary  for  those  purpitees,  his  patent  w<jiild  be  void  ;  and 
that  this  instruction  was  intended  to  embrace  the  evidence 
relating^  as  well  to  the  Winchester,  Dromedary  and  Comet,  as 
to  tlie  C'olimibus  mentioned  in  this  prayer.  And,  in  relation 
to  til  is  pmyer,  the  Court  refused  to  give  any  further  or  other 
ixistruction.  .  ; 

Tlie  defendants  also  requested  tlie  Court  to  charprc :  (12.) 
That  if  the  proximity  of  the  axles  of  the  bearing-carriages, 
and  any  particular  remoteness  of  those  bearing-carriages 
from  each  other,  formed  any  valid  part  of  tlie  improvement 
claimed  by  the  plaintiff,  then,  unless  the  jury  found  that  both 
the  proximi^  6i  said  axles  and  the  remoteness  of  said  beaiv 
ingKsanriages  from  each  other  in  the  defendants'  cars,  were 
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the  same  as  that  clniTued  by  the  plaintiff  to  l)e  his  improvo- 
moTit,  tliere  had  beeu  no  inf i  iiigi  riu  nt,  and  the  defenduTita 
were  entitled  to  a  verdict.  The  Conrt  instnieted  the  jury, 
that  in  order  to  warrant  them  in  finding  the  fact  of  infringe- 
ment, they  must  be  satisfied,  from  the  evidence,  that  the  de- 
fendants had  nacd  either  the  same  thing,  or  BubBtantially  the  * 
same  thing,  as  the  plaintiff's  invention;  and  the  Court 
refused  to  charge  otherwise  in  relation  to  this  prayer. 

The  defendants  also  requested  the  Court  to  charge  :  (18.) 
That  the  patent  was  void  on  its  face,  because,  1st  There  was 
not  in  the  specification  any  sufficiently  precise  or  certain  role 
for  the  arrangement  and  connection  of  the  hearing-cairiagea 
with  the  car,  to  accomplish  the  objects  of  the  pretended 
im^ntion.  2d.  The  end  proposed  by  the  patentee  was  stated 
in  the  specification,  but  no  means  of  accomplishing  it  were 
described,  other  than  the  application  of  known  mechanical 
principles  in  such  manner  as  would  best  accomplish  that  - 
end  or  object  dd.  The  claim  was  for  an  improTement  to 
accomplish  the  ''end  proposed,''  by  such  arrangement  and 
adjustment  of  things  in  use  as  would  accompli^  that  end, 
but  the  specification  left  the  rule  or  particular  manner  of 
arrangement  and  adjustment  to  be  discovered  and  ap- 
plied, 4th.  The  specification  left  the  manner  u£  urnuige- 
ment  and  connection  of  the  hearinix-cmrriages  or  wheels, 
for  the  aceoni])lishmcnt  of  the  purpose  or  end  the  pat- 
entee had  in  view,  as  much  a  matter  of  accident  or  experi- 
ment as  they  were  before  the  specification  was  written. 
5th.  The  patent  was  for  a  ear  to  be  eonstructod  iipon  sueh 
known  mechanical  principles  and  with  sueh  mec^hanieul  ar- 
rangement as  might  be  found  necessary  to  attain  the  "  end," 
or  ac('oni])lish  the  purpose  stated  in  the  specification  and 
claimed,  without  de8cril)ing  what  that  mechanical  arrange- 
ment or  combination  must  be.  But  the  Court  refused  so  to 
charge. 

,  The  Court  also  instnieted  the  jury,  that  the  drawing— a 
certified  copy  of  which  had  been  given  in  evidence  by  the 
pkintiff— was  to  have  the  same  lovco  and  effect  as  if  it  had 
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been  referred  to  in  thfi  specification,  and  was  to  be  deemed 
and  taken  aa  a  part  of  the  specification.  The  Goort  further 
instnicted  the  jury,  that  the  application  of  a  thing  ahneady 
known  to  a  new  and  nsefnl  purpose,  might  he  the  subject  <of 
a  patent,  provided  the  new  use  was  not  analogous  to  the  old, 
and  required  the  exercise  of  the  inventive  faculties. 

The  jury  found  a  verdict  for  the  plaintiff,  and  tho  defend- 
ante,  upon  a  case  made,  now  moved  for  a  new  triaL 

Samuel  Stevens,  for  tlic  dcfcudautfi. 

Joshua  A.  Spencer  aod  Samuel  Blatchford,  for  the  plain- 
tiff. 

Nelson,  .T.  T.  We  have  <^x:uniii(  1  tJie  \-ariou8  grounds 
presented  by  the  counsel  for  the  defendants  on  the  motion 
for  a  new  trial,  and,  after  the  fnllcfit  ooDsidesatioQ,  are  of 
opinion  that  the  motion  must  be  denied. 

Most  of  the  exceptions  taken  at  the  trial,  and  relied  on  in 
the  argument  here,  are  founded  on  what  we  regard  as  an 
entire  misapprehension  of  tlie  thing  claimed  to  have  been  die- 
covered  by  the  plaintiff  and  for  which  the  patent  has  been 
issued.  This  will  be  seen  on  a  reference  to  the  iiistnictionB 
prayed  for  by  the  defendants,  upon  which  most  ef  the  ques- 
tions in  the  case  arise.  They  assume  that  if  any  mateiaal 
part  of  the  arrangement  and  combination  in  the  constructioA 
of  the  care  or  carriages  described  in  the  patent  was  before 
known  or  in  public  use,  it  is  invalid;  and  hence,  various 
parts  were  pohited  out  by  tlie  counsel  at  the  trial,  and  the 
Court  was  requested  to  diaige^  that  if  either  of  them  was  ikA 
new,  the  jury  should  find  a  verdict  for  the  defendants. 

Kow,  the  answer  to  all  this  class  of  exeeptioBs  is,  that  the 
patentee  sets  up  no  claim  to  the  dbooveiy  of  the  separate 
parts  which  enter  into  his  arrangement  in  the  oonstmetion 
of  his  cars.  These  may  be  old  and  well-known,  when  taken 
separately  and  detached,  for  aught  that  concerns  his  inven- 
.tion.   His  claim  is  for  the  car  itself  constructed  and  arrang- 


Digitized  by  Google 


204 


KOHTilERN  DISTRICT  OP  NEW  YORK, 


ViiiMui«.  TiMBdiMMotedxaadTrojIUifaMidOo. 

ed  9B  deBcril>i>(l  in  his  patent.  Thh,  we  tliink,  is  the  clear 
meaninrr  of  the  spec  I  fi  cation,  and  of  the  claim  as  jtointed  oat 
ID  it  ProYingy  therefore,  that  parts  of  the  arraagemetit  and 
oonstniction  were  before  known,  amonnted  to  nothing.  The 
queatioQ  was,  whether  or  not  oars  or  carriages  lor  nmning 
pa  raihroads,  as  a  whole,  sabstantlallj  like  the  one  described 
in  the  patent,  had  been  before  known  or  in  public  nse ;  not 
whether  certain  parts  were  or  were  not  sabstantiaUy  similar. 
The  ailment  presupposes  that  tihe  claim  is  for  the  disooreiy 
of  a  new  combination  oad  arrangement  of  certain  instrn- 
ments  and  materials,  hy  means  of  which  a  car  is  constructed 
of  a  giTCR  utility ;  and  that,  if  any  one  or  more  of  the  sup- 
posed combinations  turns  out  to  be  old,  the  ])atent  is  invalid. 
This  is  the  princnple  \\\x)n  which  nnich  of  the  defence  has 
been  placed  ;  hut  no  siicli  claim  is  found  in  tlic  ])atent.  jN'o 
particular  coinhination  or  arrangement  is  ]K)iiited  out  as  new 
or  claimed  as  sucli.  The  novelty  of  the  discx)vcrv  is  placed 
ii[)on  no  such  ground.  On  the  contrary,  the  result  of  the 
entire  arrangement  and  adjustment  of  the  seveml  parts  do- 
8cTil)cd,  namolv,  the  railroad  car  coiu|ilete  and  lit  for  use,  is 
the  thing  pointed  out  and  claimed  as  new.  This  is  the  \iew 
taken  of  the  ])atent  by  the  Chief  Justice,  in  the  case  of  the 
present  plaintiff  against  tiie  Isewcastle  and  Frenchto^m 
Tunipike  and  liaiiroad  Company,  tried  before  him  in  the 
Mar\dand  Circiut,  aud^which  was  adc^ted  by  the  Judge  on 
.the  trial  of  this  erase. 

II.  It  was  further  insisted,  on  the  part  of  the  defendants, 
that  if  the  relative  position  of  the  two  bearing-carriages  to 
each  other  constituted  a  material  part  of  the  arrangement 
in  the  construction  of  the  car,  the  patent  was  void,  imless 
the  jury  should  find  that  the  specification  described  with 
^  snfiioient  precision  the  location  of  these  bearing-carriages 
under  the  body  of  the  car,  so  as  to  enable  a  mechanic  of 
skill  in  die  oonetntction  of  cars,  to  place  them  at  the  proper 
distance  apart  without  experiment  or  invention.  It  was 
also  contended,  that  the  remoteness  of  the  bearing-carriages 
from  each  other  was  not  so  described  in  the  Bpecificatian  as 
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ta  constitute  any  part  of  the  improTemetit  In  respect  to 
this  branch  of  the  case,  the  Court  ohai^ged  that  the  reUtiye 
position  of  the  bcaring-carria^  to  each  other,  in  ihe  con- 
Btmotton  of  the  car,  was  a  material  part  of  the  arrangement 
of  the  patentee,  and  left  the  qneation  to  the  jury  whether  or 
not  he  had  eafiiciently  described  the  position  of  the  tnicksy 
having  in  view  their  distance  apart  and  also  their  distance 
from  the  ends^f  the  car-body,  su£^<[re8ting,  at  the  same  time,, 
that  their  location  most  always  depend,  in  a  measure,  on  the 
len^^  of  the  body. 

It  will  bo  seen,  on  looking  into  tlie  specification,  that  the 
location  of  the  trucks  relatively  to  each  other  under  the  body 
of  the  car,  as  well  as  the  near  proximity  of  the  two  axles  of 
each  truck  to  each  otlier,  form  a  most  essential  part  of  the 
arrangement  of  the  patentee  in  the  construetiun  of  his  cars. 
Great  pains  are  taken  to  point  out  the  defects  in  the  c.\i.>>tiiig 
four-wheel  cars,  and  tlie  impedijiieiiti*  to  l>o  oiu-ouiitered  and 
overcome  in  the  running  of  cars  n^x>n  railroads,  as  the  latter 
are  usually  coustrueted.  The  patentee  states  that,  in  the 
er»n>truetion  of  them,  especially  when  of  consiilerable  length, 
it  has  been  foumi  necessary  to  admit  of  lateral  curvatures, 
the  radius  of  which  is  sometimes  but  a  few  hundred  feet,  and 
that  it  becomes  important,  therefore,  to  so  construct  the  cars* 
as  to  enable  them  to  overcome  the  difficulties  presented  by- 
these  curvatures,  and  to  adapt  them  for  running,  with  the 
least  friction  practicable,  on  all  parts  of  tiie  road.  The  fric 
tion  referred  to  is  that  which  arises  between  the  flanges  of 
the  wheels  and  the  rails,  causing  great  loss  of  power  and 
destruction  of  the  wheels  and  rails,  besides  other  injuries. 
For  this  purpose,  he  oonstructs  two  bearingHsarriages^  each 
with  four  wheels,  which  are  to  sustain  the  body  of  the  paa* 
senger  or  other  car,  by  placing  one  of  them  at  or  near  each 
end  of  it,  as  particularly  described.  The  two  wheels  on  eitiier 
side  of  the  truck  are  to  be  placed  yety  near  each  other— the 
spaces  between  the  flanges  need  be  no  greater  than  ia  neces- 
sary to  prevent  their  contact  with  each  other.  The  car-body 
rSBts  upon  bolitem  supported  on  each  of  the  two  bearing4»r- 
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riages  or  four-wheeled  trucks,  the  bolsters  bo  ooDBtructed  as 
to  Bwivel  or  turn  on  eacli  other  like  the  two  front  bolsters 
of  a  comniou  wagon.   The  body  of  the  car  may  be  made  of 
doable  the  length  of  the  four-wheeled  car,  and  is  capable  of 
eanying  double  its  load.   The  truck  may  be  so  placed  within 
the  ends  of  the  car  as  to  bring  all  the  wheels  under  it ;  or, 
without  the  endy'so  as  to  allow  the  body  to  be  snspeoded 
between  the  two  bearing-carriages.    The  pa^ntee  further 
states,  that  the  doseness  of-^the  fore  and  hind  wheels  of  each 
bearing-carriage,  taken  in  connection  with  the  use  of  the  two 
bearing-carriages  arranged  as  remotely  from  each  other  as 
can  conveniently  be  done  for  the  support  of  the  car-body^ 
with  a  view  to  the  objects  and  on  the  principles  before  set 
forth,  IS  considered  by  him  as  an  important  featore  of  the 
invention ;  for,  by  the  contiguity  of  the  fore  and  hind  wheels 
of  each  bearing-carriage,  while  the  two  bearing-carriages 
may  be  at  any  desirable  distance  apart,  the  lateral  friction 
from  the  riil)l)in£z;  of  the  liangcs  against  the  rails  is  most 
effectnall  v  avoided,  while  at  the  eame  time  all  the  ad\antages 
attendant  \i\x)n  placing  the  axles  of  a  four-wheeled  car  far 
apart  are  obtained.    The  two  wheels  on  either  side  of  tlie 
bearino'-rarriasres  may,  from  their  j)roximity,  be  considered 
as  actinic  like  a  Rini^^le  wheel  ;  and,  as  the-c  \  \Vi>  beai  ing-car- 
riages  may  be  jjlaced  at  any  diiitance  from  each  other,  con- 
sistent with  tlie  required  strength  of  the  l)ody  of  the  (rar,  it 
is  apparent  that  all  tlie  advanta2:es  are  obtained  which  result 
from  having  the  two  axles  of  a  four-wheeled  car  at  a  distance 
from  each  other,  while  its  inconveniences  are  avoided. 
Among  the  principles  stated  by  the  patentee  to  be  taken  into 
consideration,  in  the  construction  of  the  car  is,  that  the  great- 
er the  distance  between  the  axles,  while  the  length  of  the 
body  remains  the  same,  the  less  the  influence  of  shocks  and 
ooncnssions  occumng  on  the  road ;  and  hence  the  relief  from 
them,  when  the  trucks  are  placed  under  the  extreme  ends  of 
the  body,  is  greater  than  when  they  are  placed  midway  be- 
tween the  centre  and  the  ends. 
It  is  apparent,  from  what  we  have  already  referred  to  in 
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the  epecificadon,  and  Btill  more  manifest  on  a  peruBal  of  the 
whole  of  it,  that  the  improyement  in  this  part  of  the  arrange- 
ment does  not  oonsiBt  in  placing  the  axlea  of  iSne  two  trucks 
at  any  precise  distance  apart,  in  the  oonBtruction  of  the  car, 
or  at  any  precise  distance  from  each  end  of  the  body.  The 
distanoe  used  must  necessarily  depend  somewhat  upon  the 
length  of  the  car  and  the  strength  of  the  materials  of  which 
it  is  bnilt,  aiid  hence  it  was  impracticable  to  specify  in  feet 
or  inches  the  exact  distance  from  tlie  ends  of  the  car-body  at 
which  it  woiikl  be  best  to  arrange  the  trucks.  Neither  do 
the  advantages  of  a  car  constnicted  and  arranged  as  de- 
scribed, depend  up(;n  the  tnicks  being  placed  at  a  specified 
distance  from  the  ends,  or  bo  that  there  may  be  a  s])eeiticd 
distniK-e  between  tlie  axles.  Having  in  view  the  defects  in 
tlie  existing  cars,  and  other  difriciilties  to  be  encounterfnl, 
Bome  considerable  latitnde  may  ])e  alloworl  in  this  res])ect, 
consistent  with  the  object  souglit  to  be  attained,  to  rotnedy 
the  defects  in  the  existing  ears.  All  the  principles  fur  tlie 
construction  of  a  car  for  the  purpose  of  overcoming  these 
difticnlties  and  remedying  these  defects,  are  particularly  set 
forth  in  the  description  given  by  the  patentee.  We  think  the 
specification  sofiicicnt,  and  that  the  (^art  was  right  in  the 
opinion  expre^^ed  on  this  branch  of  the  case.  Any  mechanic 
<d  skill  could  readily  arrange  the  bearing-carriages  in  con- 
nection with  the  body  of  the  car,  so  as  to  secnre  the  advan- 
tages so  minutely  and  clearly  pointed  out,  and  which  are 
shown  to  attend  the  practical  working  of  cars  constructed  in 
ihe  manner  described.  i 

ILL  The  questions  of  origmality  and  of  infringement  were 
questions  of  fact,  depending  upon  the  evidence,  and  were 
properly  submitted  to  the  jury.  We  think  the  weight  of  it 
decidedly  with  the  vmdict 

IV.  'the  patent  in  this  case  was  originally  issued  on  the  Ist 
of  October,  18S4,  and  was  recorded  anew  on  the  7th  of  June, 
1687,  according  to  the  Act  of  degress  of  the  3d  of  March, 
1837,  (5  IT.  S.  Stat,  at  Large^  191.)  No  drawings  woi-e 
attached  to  the  original  patent,  nor  was  there  any  i-efereuce 
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therein  to  drawlogB.  On  the  26th  of  September,  the 
patent  was  extended  for  the  term  of  seven  years  from  the 
Ist  of  October,  1848.  The  plaintiff  gave  in  evidence,  at  the 
oommencement  of  the  trial,  a  certified  copy  of  the  patent 
and  specification,  of  the  certificate  of  extension,  of  a  draw- 
ing with  references  to  the  same,  and  of  an  alBdavit  of  the 
plaintiff,  made  November  19th,  1838.  The  drawing  was  not 
filed  at  the  time  the  patent  was  recorded  anew,  bat  was  filed 
on  the  19th  of  November,  1888.  The  coansel  for  the  de* 
fendants  objected  to  the  evidence,  on  the  grounds :  Ist  That 
it  appeared  that  no  drawing  was  annexed  to  the  original  pat- 
ent ;  and,  2d.  That  the  Act  el  Congress  did  not  make  sndi 
a  drawing  evidence.  Hie  Conrt  also  instructed  the  jury,  in 
suininiiiix  up  the  case,  that  the  drawing,  a  ccrtiticd  copy  of 
which  had  been  given  in  evidence,  was  tu  have  the  .same 
force  and  effect  as  if  it  had  been  i-eforred  to  in  the  specifica- 
tion, and  was  to  be  deemed  and  taiien  as  part  of  the  epecili- 
cation. 

The  1st  section  of  the  Act  of  is.'iT  ]>rovides  that  any  per- 
son interef'ted  in  a  jiatent  iesued  yv'un-  to  the  i^nli  of  Decem- 
ber, 1S3(),  may,  without  char<jre,  have  the  same  nnorded  anew, 
together  witli  the  descri]iti()iis,  f^pceitications  of  chiiin  and 
drawings  annexed  or  belonging  to  tlie  same,  and  it  is  made 
the  duty  of  the  Commissioner  to  cause  the  same,  or  any 
antheuticated  copy  of  thi^  original  record,  8pecification«or 
d^a^\^ng  which  he  may  obtain,  to  be  transcribed  and  copied 
into  books  of  record  kept  for  that  purpose ;  and  that,  when- 
•  ever  a  drawing  was  not  originally  annexed  to  the  patent  and 
referred  to  in  the  specification,  any  drawing  produced  as  a 
delineation  of  the  invention,  ])eing  verified  by  oath  in  such 
manner  as  the  Commissioner  shall  require,  may  be  transmit- 
ted and  placed  on  file,  or  copied  as  aforesaid,  together  with 
the  certificate  of  the  oath,  or  aiieh  drawings  may  be  made 
in  the  office,  under  the  direction  of  the  Oommissioner,  in  con- 
formity with  the  specification.  The  2d  section  provides,  that 
copies  of  such  record  and  drawings,  certified  by  the  Com* 
mifisioner,  or,  in  his  absence,  by  his  diief  clerk,  shall  be 
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pnrnA-facie  evidence  of  the  patticnlate  of  the  invention  and 
of  the  patent  granted  therefor  in  any  judicial  Court  of  the 
United  States,  in  all  cases  where  copies  of  the  original  record 
or  specification  and  drawings  would  be  evidence,  without 
proof  of  the  loss  of  such  originals.  This  section  also  pro- 
vides, that  no  patent  issued  prior  to  the  aforesaid  15th  daj  of 
December,  1836,  shall,  after  the  Ist  day  of  June  then  nesEt, 
be  received  in  evidence  in  any  C!ourt  on  behalf  of  the  paten* 
tee,  unless  it  shall  have  been  so  recorded  anew,  and  a  draw- 
ing of  the  inventioD,  if  separate  from  the  patent,  verified  as 
aforesaid,  Bhall  have  been  deposited  in  the  Patent  Ofiico, 
(See,  also,  §  3  of  the  same  Act.) 

It  U  (piito  clear,  from  tlio  above  provisions  of  tlio  Ac^t,  that 
the  Court  wad  rij^lit  in  a(]niittin<^  the  diiiwliig  in  evidence,  in 
connection  with  the  ])ateut  and  specitication.  The  whole 
toiiethcr  are  made  f>rhmX-facie  evidence  of  the  particiilare 
of  the  invention  and  of  the  patent  granted  therefor.  The 
weight  to  be  given  to  the  drawings  furni^lied  under  the  Act, 
by  way  of  enlar^-ini;  or  explaining  the  dei^cription  as  given  in 
tlie  specification,  is  another  question.  That  will  depend  upon 
the  circumstancca  of  each  j)ai-tieular  ease.  As  a  s^neral  rule, 
they  will  not  be  effectual  to  correct  any  inateriid  defect  in  the 
speciiication,  unleBs  it  should  appear  that  they  corresjwnd 
with  drawings  which  accompanied  the  original  ap}>lication 
for  the  patent;  otherwise,  in  case  of  discropnncy  between 
the  drawings  and  specification,  the  latter  should  prevail. 
Care  mn-\  he  taken  to  avoid  imposition  by  the  use  of  the 
nennrly-furnished  drawings^  and,  for  this  purpose,  the  specific 
cation  will  afiord  the  proper  correction,  unless  the  plaintifE 
goes  farther  and  shows  that  the  drawings  conform  to  those 
originally  filed. 

The  charge  that  the  drawing  in  this  case  was  to  have  the 
same  force  and  effisct  as  if  it  had  been  referred  to  in  the 
specifieatioD,  and  was  to  be  deemed  and  taken  as  part  of  it, 
was,  perhaps,  too  strong,  as  it  respects  the  drawings  famished 
under  the  Act  of  1837.  The  principle  is  true  as  it  respects 
those  accompanying  the  original  application  lor  the  patent, 
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but  can  hardly  be  said  to  be  applicable,  to  tiie  full  extcot 
stated,  iu  the  ca^e  of  these  newly-farniahed  drawings.  The 
principle  might  opeu  the  way  to  imposition  and  frawd.  A»- 
Bimiing  tliat  there  is  nothing  but  the  oath  of  the  party  attest- 
ing that  the  drawing  affords  a  true  delineation  of  the  inven- 
tion, the  Bpecificatioii  blioukl  prevail,  in  case  of  a  material 
discrepancy.  But,  admitting  the  iDatniction  in  this  respect 
not  to  be  strictly  correct,  and  that  too  much  weight  was  given 
to  the  drawing,  we  do  not  see  that  ii  would  have  altered  the 
result.  The  specification  afforded  a  sufficient  description  of 
the  invention,  independently  of  the  drawing.  It  was  open  to 
some  question  whether  some  slight  additions  that  improved 
the  woi^ng  of  the  car,  were  embraced  in  the  specification, 
but  they  did  not  enter  into  the  essence  of  the  invention  or 
constitute  any  substantial  part  of  the  improvement  Time 
and  experience  usually  indicate  these  slight  additions  and 
alterations,  and  they  should  be  regarded  as  consequential 
results,  belonrfing  to  the  inventor.  It  requires  time  and  ex- 
perience usuiilly  to  perfect  tlic  inachino,  and  improvemeuts 
derived  tlierefruui  are  justly  due  to  liim. 

V.  We  think  that  tlie  Court  was  correct  in  its  instnictions 
as  to  the  prior  use  of  the  car  Columbus  and  of  others  con- 
Bti'ucted  ]»y  the  patentee  I  cfurc  he  made  application  for  his 
patent  ■  The  law  allows  tiie  inveutor  a  reasouablo  time  to 
perfect  h'm  invention  by  ex]ierinientK  ;  and  these  could  be 
innde,  in  this  instance,  only  by  puttin^i;  the  car  into  the  ser- 
vice of  those  controllinf?  lines  of  raih*oads.  There  were 
repeated  failures  in  the  experiments  tried  and  in  the  cars 
which  were  abandoned  before  the  perfection  of  the  cai*  de- 
scribed in  the  patent  These  experiments  and  trials  sufH* 
ciently  account  for  the  previous  use  set  up  by  way  of  for- 
feiture of  tlie  invention. 

■ 

Upon  the  whole,  after  a  careful  examination  of  the  caee, 
and  of  all  tlie  points  made  by  the  defendants  on  the  aigu- 
ment,  many  of  which  have  been  noticed  above,  we  are  satis- 
fied  that  the  verdict  is  right,  and  that  a  new  trial  ahould  be 
denied. 
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Under  |  10  of  tbe  Ael  of  September  Mth,  1789,  (1  IT.  8,  Sr«f.  «t  Zarpe^  88,) 
'  the  Coorte  of  the  United  States  have  power,  on  the  Application  of  a  party  to 

an  action,  to  require  the  prorJurtion  of  books  or  writings  in  the  possession  or 
power  of  the  adverse  party,  winch  contain  evidence  ptTtincnt  to  tlie  issue,  only 
in  cases  and  under  drcunuitanccs  in  wiiich  a  Court  ot  Ohancerj,  by  the  ordi- 
nary rules  of  proceeding  In  that  Oonrti  would  eoapel  the  prodnetioii  of  tho 
earner 

The  antbority  conferred  lij  the  Act  can  be  excrcl.^cd,  thetofore,  only  in  cases 
w!i<»rf>  the  relief  might  havo  been  had  by  a  bill  of  discofery,  and  as  n  aubati> 

tutc  for  thnt  pmrfcding. 

Where,  in  an  ocUoa  ai  law  for  the  infringement  of  a  patent,  tho  plaintiff  appUcd 
to  tbto  Conrt  for  an  CNrder  reqpdiing  Am  defendutt  to  prodneo  bis  books,  for  tho 
pofiMBe  of  enabling  the  plahitiff  to  eetabHah  theFefrom  the  quantity  and  valne 
of  oeilaia  naduncry  made  by  the  defenduit,  which  the  declaration  charged  to 
have  been  made  in  viohttion  of  the  patent :  IFefd,  that  the  application  could 
not  be  granted,  because  the  direct  consequence  of  tlie  evidence,  if  obtained, 
would  be  to  subject  the  defendant  to  a  penalty  under  g  14  of  the  Act  of  July 
4tb,  183C,  (8  er,  A  Stat,  «t  Large^  123,)  and  the  plaintiff  bad  not  rellnqulahed 
bis  ei^  to  the  penalty. 

A  bill  of  discovery  will  not  be  allowed  In  any  case  where  the  discovery  ^^ill 
stihject  the  defendant  to  a  penalty,  nnlesa  the  bill  relinquishes  all  claim  to  the 
penally. 

(Before  Nxlsoji  and  Bxrrs,  JJ.,  Southern  District  of  New  York,  September,  1861.) 

This  was  an  action  on  the  case,  to  recover  damages  for  tho 
infringement  of  Letters  Psitcnt  for  an  improvement  in  rail- 
road cars.  The  plaintiff  set  forth,  by  affidavit,  that  the  action 
was  at  issue  ;  that  tlie  defendants  had  made  the  patented  cars 
in  whole  and  in  part,  and  had  sold  tlie  same  to  various  per- 
Bonn  in  different  States,  and  had  kept  lKx)k8  of  account,  in 
which  were  entored  the  TuiinliLTs  of  cars  or  parts  of  cnrfi  sold 
by  them  ;  and  tliat  tlie  production  of  those  books  would  show 
the  extent  of  the  damages  or  loss  sustained  by  tlie  plaintiff, 
for  which  the  action  was  brought    On  this  afiidavit,  the 
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plaintiff  moved,  that  the  defendants  be  ordered  to  prodace, 
under  oath,  their  books  of  account;  that  the  plaintifiE  have 
leave  to  tiUce  copies  of  such  parte  thereof  as  related  to  the 
matterB  stated  in  his  affidavit ;  and  that,  on  the  failure  of  the 

defendants  to  produce  their  l>ooks,  final  judGrniint  l>e  reiidLTt'd 
against  them  in  the  action.  The  ch^fcrKhmts,  Ity  atliihivit, 
denied  the  infrini^enient  comphiiiied  of,  and  t^et  forth  tliat 
they  were  iron  fi>under8  and  mat'hiniRtg  by  ti-ade,  and  kept 
onlv  one  set  of  ho(»ks,  in  which  were  entered  all  char«je8  for 
gCHidfi  sold  mid  w(»rk  done  in  their  line  of  business,  and  tliat 
they  kept  no  separate  entry  or  account  of  any  particular  jobs 
of  work  or  articles  sold. 

Bi'.Ti'f:.  J.  The  provisions  of  the  Act  of  Conirress  under 
which  this  motion  is  made  are,  that  the  Courts  of  the  United 
States  shall  have  ]^nwrr,  in  the  trial  of  actions  at  law,  on 
motion  and  due  notice  thereof  being  given,  to  require  the 
parties  to  produce  books  or  writings  in  tlieir  possession  or 
power,  which  contain  evidence  pertinent  to  the  issue,  in  cases 
and  under  circumstances  where  they  might  be  compelled  to 
produce  the  same  by  the  ordinary  ndes  of  proceedings  in 
Ohanceiy.  (Aet  of  September  2Uh,  1789,  1  U.  8.  JSUtt, 
at  Zargcy  82,  §  15.)  It  is  plain,  from  the  language  of  this 
statute,  that  Congress  did  not  intend  to  vest  in  parties  litigant 
an  unrestricted  right  to  all  written  evidence  in  the  possession 
of  an  adverse  party,  which  might  be  pertinent  to  an  issue  in 
a  trial  at  law ;  the  qualification  being  explicit,  that  the  right 
is  allowable  only  in  cases  and  under  circumstances  in  which 
the  Court  of  C^ncery,  by  the  ordinary  roles  of  proceeding 
in  that  Court,  would  compel  the  production  of  books  and 
documents. 

We  find  no  decision  of  the  Courts  of  the  United  States 
upon  the  effect  of  this  qualifying  clause  in  the  statute.  Tlie 
practice  in  this  Court,  so  far  as  it  has  come  to  our  knowledge, 
has  been  uniform,  to  reixard  the  suHinuiry  aiitliority  given  by 
this  statute  as  one  to  be  exercised  only  in  cases  where  the 
relief  might  have  been  had  by  a  bill  of  discovery,  and  as  a 
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Bulibtitute  for  that  j)rocecdiiig.    Tliis  Act  of  Coiipfic-rf  win 
probably  tbe  earliest  reijiilatiuii  of  the  bubjcet,  williiii  the 
United  States,  by  positive  hiw.    Tlic  snbstaiice  of  itB  provis- 
ions has  since  been  a  luj  ited  in  must  uf  the  States,  either  by 
express  loirislative  enae^Inem^5  or  by  rules  of  Court  author- 
ized by  exii^tin^  hiws  or  usages.    Tlie  Kniz;lisli  practice,  how- 
ever, obtained  in  gome  of  tlie  States  long  after  the  passage  of 
this  At't,  and  the  party  claiming  to  use  the  contents  of  jjapers 
in  the  bands  of  bis  adversary,  was  obliged  to  resort  to  a  notice. 
to  produce  tbem,  and,  on  non-compliance,  to  secondaiy  evi- 
dence of  their  contents ;  or,  iinder  particular  circumstances, 
be  might  have  an  drdrr  of  tlic  Court  compelling  their  pro- 
duction.   (1  Tnl(/\s  Pr.,  631);  1  Greenl.  Ev.,  §§  559,  560.) 
But  the  practice  in  England  and  in  the  State  Courts  did  not 
enable  one  parly  to  bring  from  the  poseeesion  of  the  other 
party,  as  a  matter  of  course,  documents  to  be  used  on  a  triaJ, 
nor  to  compel  the  latter  to  disclose  whether  they  were  in  bis 
bands  or  under  bis  control.    The  relief  proposed  to  suitors 
by  tbat  practice  was,  however,  more  especially  defective  in 
affording  no  summary  sanction  to  an  order  to  produce  papers, 
which  should  apply  to  and  affect  the  cause  itself.  Ibe  Act 
of  Congress  remedies  this  deficiency,  by  authorizing  a  final 
judgment  or  a  judgment  of  non-suit,  as  the  case  may  require, 
so  that  the  rigbts  of  the  party  in  the  suit  are  made  dependent 
on  bis  compliance  with  die  order  against  him  to  produce  the 
books  or  papers.    These  are  stringent  conditions,  and  recjuirc 
from  Courts  a  careful  consideration  of  the  provisions  of  the 
Act,  before  enforcing  them.     Th;.'  plain  liniitatinn  to  the 
right  to  the  interjK)sition  of  this  Court  by  giving  iinal  judi^- 
ment,  is,  that  the  appliciatiuii  by  a  party  for  the  production  of 
pnper>  l)c  one  which  a  Court  of  Equity  would  Bustnin  on  a 
l)ill  of  discovery.   The  right,  in  our  opinion,  rests  eutii-ely  on 
that  condition. 

This  motion  demands  the  production  of  the  defendants' 
books,  to  establisli  the  (jnantity  and  vahie  of  tlie  manufac- 
tures of  machinery  made  by  the  defendantfi,  which  manufac- 
ture is  chaiged  in  the  .declaration  .to  be  an  infringement  of 
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the  plaintiff's  patent  The  effect  of  the  evidence  sought  for 
will  be  not  only  to  enable  the  plaintiff  to  recover  his  entire 
damages,  but  its  direct  consequence  will  be  to  subject  the 
defendants  to  a  penalty  of  thiee  times  the  amount  of  those 
damages,  under  |  14  of  the  Act  of  July  ^  1886,  (5  U,  S. 
Stat,  at  Large^  123.)  We  think  it  against  the  rules  of  Equity, 
to  allow  a  bill  of  discovery  in  such  a  case,  unless  the  bill 
relinquishes  all  claim  to  the  penalty  which  may  be  Buperin- 
(luccd  by  the  production  and  exhibition  of  the  books,  and, 
for  tliat  cause,  the  motion  wwxtX  be  denied.  (2  Story's  Eq. 
Jaru.,  §  1494  ;  Stary'e  Eg,  1%  %  575,  and  notes  ;  2  Dan- 
ieWs  Ch.  Pr,,  626,  821.) 


Hekby  Cogoill        oTiiEBs  m  CoBMEuus  W.  Lawbence. 

Id  suitg  mt  common  luw,  in  ttie  Greuit  OohHb  of  tho  Uutod  Stakes,  tidtlier  * 
iwrty  can  recover  coste  npoa  any  equity  in  tbe  caaoi  nor  do  thoee  Conns  poe* 

ees8  authority  to  award  them  as  an  incident  of  their  power  over  the  imrtics  or 
the  subject-matter  iQ  UUgfttioo.    Tiv^  an  pnrelj  a  anbjeet  of  lepslatiTO 

appointmoiit. 

Where  an  action  was  commenced  in  a  State  Court  ogainst  a  coUector,  to  recover 
back  an  exoen  of  dudoa  p^d  <ni  the  importation  of  fordgn  mercbandtoe^ 
and  tbe  aeUon  ma  remoTcd  into  thia  Oonrt  by  ibe  defendant,  under  §  8  of 
the  .Act  of  March  2il,  1833,  (4  U.  8.  Stat,  at  Large^  638,)  and  the  plainliff 
obtained  a  Teidict  for  $9  AO :  Mtld,  that  the  plaintiff  was  not  entitled  to  any 

C08t& 

II  was  the  intention  of  Congrcsa  timt  the  dcHcription  of  revenue  cases  mentioned 
in  §  S  of  aaid  Act,  should,  when  remoTed  Into  thIa  Court,  afker  being  com- 
menced in  a  State  Court,  lie  proceeded  in,  in  all  partlenlara,  aa  caaes  ori^nally 

commenced  in  this  Court. 
Such  removal  docs  not  bnng  witli  it  the  State  l.iw  a3  to  costs,  and,  therefore 
in  exiles  of  that  kuul,  the  co:  ts  iu  tliis  Court  are  reguhitcd  by  §  20  of  tbe 
Judiciary  Act  of  September  24th,  1789,  (1  U,  S,  Slat  at  Large^  63,)  which 
allowB  no  coats  to  a  plainUlT  when  he  recoven  leas  than  f&OO,  and  proWdet 
that  he  may,  bi  such  caae,  be  adjudged  to  pay  eoets^  at  tbe  diaeretlon  of  the 
Court 

Where,  in  a  cnnse  removed  into  this  Court  under  §  8  of  said  Act  of  1SG3,  the 
plaintiff  obtained  a  verdict  for  $9  SO  :  Ildd,  that  the  oase  was  &0t  a  proper 
one  for  Uie  allowance  uf  coats  to  the  dcicudant. 
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ikmbU,  that  cases  rcmoTed  into  this  Coart  from  ti  Stato  Court,  under  i:  12  of  the 
Judiciarj  Act  of  Scpienibcr  24th,  1789,  (1  Lf.  8,  Stat,  at  Large^  7»,)  do  not 
Mng  with  them  die  Stele  htv  of  coetSi  bat  ate  wok^  to  tbe  pKovinone,  ee  to 
eoatii,  of  §  SO  of  the  SMne  Act. 

(Befora  Kkuom  end  Beiiii,  JJ.,  SottUiem  DifCrict  of  N«ir  Tork,  S<<ptembcr, 
1861.) 

This  was  an  actdoa  originally  brought  in  the  Superior  Court 
of  the  city  of  New  York,  against  the  defendant,  as  Collector 
of  the  port  of  Kew  York,  to  recover  the-  snm  of  $150,  as  so 
much  duty  charged  and  received  by  the  defendant  on  the 
importation  and  entry  of  foreign  merchandise  hy  the  plain- 
tifb,  above  the  amount  collectable  by  law.  Under  the  pro- 
visions of  the  3d  section  of  the  Act  of  March  2d,  1833,  (4 
S.  Stat,  at  Zargey  G38,)  the  defendant  removed  the  caiiee  into 
this  Court,  and,  on  a  trial  before  a  jury,  the  plaintiffe  obtained 
a  verdict  for  $0  50.  The  plaint  ills  now  moved  tliat  full  costs 
of  puit,  lu  eurding  to  the  rate  uf  costs  in  this  Court,  Itc  awiuxl- 
ed  to  tliem ;  and  the  defendant  made  a  counter  ai»pUcatiou 
that  full  coBtis  be  adjudged  to  him. 

BErrti,  J.  iu  cuiumon  law  t:^at*es  in  tliis  Court,  neither  party 
can  recover  cost^  ujxni  any  equity  in  the  case,  nor  doe?  the 
Court  ])(>!iSH'f:s  antliority  to  award  them  as  an  incident  of  its 
power  over  tlie  parties  or  the  subject-matter  iu  litigation.  They 
are  purely  a  subject  of  legislative  ap[ (ointment.  ICneass  v. 
T/te  SrAw/l  ifl  Bank,  4  Witsh.  C.  C.  It.  lot).)  Jii  that  case, 
Judge  Washington  held  that  tliere  was  no  distinction  between 
cases  over  which  a  Circuit  Court  of  the  United  States  had 
jurisdiction  l>ecause  of  the  amount  in  controversy,  and  those 
over  which  it  had  jurisdiction  because  of  the  subject-matter; 
and,  accordingly,  he  deuied  costs  to  the  plaintiff  in  a  patent 
cause  where  the  recovery  was  less  than  $500.  The  Patent 
Acts  of  April  10th,  1790,  and  Febraaiy  2lBt,  1798,  (1  U,  8. 
Stai,  at  Large^  109  and  318,)  did  not  grant  costs  to  plaintifb 
In  patent  suits,  and,  accordingly,  costs  in  those  suita  were  re- 
coverable only  by  virtue  of  the  provinons  of  the  20th  section 
of  the  Judiciary  Act  of  September  24th,  1789,  (1  Ui  8,  Stai. 
90 
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at  Laryc^  <S3.)  This  ('i>n?<tniction  seenis  to  have  l)een  ac<|iii- 
escerl  in  by  CoDgress,  as  it  has  .since  regidated  co.st.s  in  patent 
ca8e^i  1>v  express  enactment,  {xii  f  of  Jahj  \th^  1836,  5  6C  S, 
t^tat.  at  Xarffe^  123,  §  14.)  It  has  aliio  made  express  provis- 
ion ill  regard  to  costs  in  suite  brought  by  the  United  States 
for  penalties,  witliont  respect  to  tlie  amount  demanded  or 
recovered.  {Act  of  May  Hth,  179*2, 1  U,  Stat,  at  Large, 
277,  §  5.) 

The  Act  of  Congrefis  of  March  2d,  1833,  (4  U.  S,  Sfati  at 
Large,  C>33,  §  3,)  under  which  this  cause  is  remoTcd  into  this 
C/onrt,  makes  no  provision  respecting  costs  to  plauitifiiB,  but, 
in  a  certain  contingency,  gives  them  to  defendants.  It  more> 
over  expressly  declares,  that  a  cause  removed  from  a  State 
Oonrt  by  virtue  of  the  Act,  and  entered  on  the  docket  of  the 
Circuit  Court,  shall  he  thereafter  jproceeded  in  as  a  cattse 
o-riginaUy  comfnenced  in  that  Court,  {Id.  §  3.)  We  are  of 
opinion  that  the  plaintiffs  cannot  recover  costs  in  this  case, 
alihough  it  was  originally  commenced  in  a  State  Court ;  be- 
cause costs  are  not  given  by  the  Act  authorizing  the  removal 
of  the  cause,  nor  are  they  given,  upon  a  verdict  of  like  amount, 
hy  any  other  Act  of  Congress,  and  because  it  seems  to  have 
been  the  ]>urj>ose  of  Congi-ess  to  place  all  actions  against  rev- 
enne  ofti<'ei's,  for  acits  done  in  relation  to  the  collection  of 
imposts  and  duties,  upon  the  footing  of  causes  origiii:illy 
commenced  in  :i  Circuit  ('ourt.  In  such  crises,  iiu  (.usts  are 
allowed  ti)  tlic  plaintiff,  if  he  recovers  less  than  $500,  hut  lie 
may  he  adjudged  to  pay  costs,  at  the  discretion  of  the  (  'ouii;. 

So,  also,  if  the  dtx^trine  of  Judge  Story  in  Ellis  v.  Jarc'H^ 
(3  Maxon^  457,)  in  isolation  to  causes  renxncd  fir>m  a  State 
('ourt  into  a  Circuit  Court  of  the  I'nited  States  under  tlie 
12th  section  of  the  Judieiaiy  Act  of  1789,  ajiplies  to  causes 
rcunoved  hv  virtue  of  thi*  Act  of  1833,  and  thev  are  to  he 
held  to  carry  with  them  the  law  of  costs  of  the  Com't  in  which 
they  are  instituted,  the  ]»lniutiffs  must  he  denied  costs  in  this 
case,  l»ecause  the  recovery,  being  imder  fifty  dollars,  would 
not  ('arry  costs  in  the  State  Court  where  the  action  was  eom 
menced.   {Laws  of  New  York  of  1849,  <s%».  433,  §  304.) 
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-   -  -  r    -  ■  -    —  I 

The  rale  adopted  by  Judge  Story  is  eminently  equitable,  but 
it  is  not  clear  to  our  minde  that  the  quality  attached  by  the 
12th  section  of  the  Judiciary  Act  of  i>epteniber  24th,  1789, 
to  the  cases  proyided  for  by  it,  that  the  cause  shall  there  j9ro* 
eeed  in  the  mms  mmsiifr  as  if  it  had  been  brought  there 
original  jjroeess,  does  not  brinf^  them  under  the  (general  law 
of  costs  established  by  the  20th  section  of  the  same  Act. 

The  variance  of  phraseology'  employed  in  the  3d  section  of 
the  Act  of  1833,  in  onf  opinion,  nuikes  tlie  intention  of  Con- 
gress clear,  that  tins  description  of  reveniu'  cases  commenced 
in  a  State  ( -ourt  ninst,  after  being  brought  into  this  Conrt,  l)e 
proceeded  in,  in  all  particulare,  as  cases  originally  foininciicod 
hero,  and  will  thus  necessarily  be  subject  to  the  restrictions  iis 
well  as  partiike  of  tlie  (privileges  applicable  to  original  actiouB 
in  tin*?  Tonrt. 

The  defendant  in  the  present  case  would,  by  the  State  law, 
have  been  entitleil  to  costs  on  the  present  recovery,  had  the 
ca!«c  remained  in  the  State  Court.  Section  305  of  the  State 
Act  before  cited  provides,  that  "  eofits  shall  he  allowtul  of 
conrse  to  the  defendant  in  the  actions  mentioned  in  the  last 
section,"  (which  includes  actions  for  the  recoverv  of  money,) 
"  nidess  the  plaintiff  be  entitled  to  costs  therein."  If,  as 
before  suggested,  the  removal  of  the  cause  does  not  bring 
with  it  the  State  law  of  costs,  there  is  manifest  reason  against 
allowing  the  defendant  to  impose  the  costs  of  a  jurisdic- 
tion into  which  he  forces  an  unwilling  plaintiff,  without  the 
object  of  correcting  an  erroneous  judgment  against  In'm, 
and,  unleafi  controlled  by  a  positive  law  on  the  subject,  this 
Court  would,  upon  tlu'  e([uity  of  the  case,  refuse  him  costs* 
against  such  plaintiff.  The  20th  section  of  the  Judiciary  Act 
leaves  this  matter  to  the  discretion  of  the  Court,  and,  under 
the  circumstancee,  we  think  that  costs  should  be  denied  to  the 
defendant 

There  must  be  a  judgment  for  the  plaintifE  for  $9  50^  with- 
out costs  to  either  party. 
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m 

EiywABD  F.  Htde  and  others. 

Where  T.,  a  patentee,  and  P.,  his  amgnco  of  an  uudirided  intoii.st  in  ti  c  patf-nt, 
brought  a  suit  in  Equity  in  the  Circuit  Court  uf  the  United  States  in  l.ou. 
iriioa,  onder  g  16  of  the  Act  of  Julj  4th,  1886,  (6  I/,  8.  Slat.  «l  Large,  i2r>,) 
«giiiiat  D.,  the  petentee  of  e  junior  potent,  end  other  pertice  eldniog  oiider 

him,  founded  on  the  interference  of  D.'s  pattnt  with  T.'s  |  i  i  r  t,  and  praying 
that  D.'s  patent  inijrlit  Iio  di  t  lared  vciid,  and  subsequcTtil)  T.  and  T,  Ijroufihl 
an  action  at  law  in  this  Court  tor  ibc  infringement  of  T.'s  patent,  againnt  II., 
who  was  not  a  parij  to  the  suit  in  Louisitina,  but  who  owned  an  uudirided 
intereil  in  D.*s  potent,  by  title  derived  from  D.  after  the  commcncomeDt  of 
the  Mil  in  Loubiua,  olthongh  prior  to  the  rendition  of  eny  Jedgment  in 
that  suit :  Held,  that  the  parties  to  the  suit  in  tliie  Court  wt-rc  virtuollj 
within  the  proviso  to  said  §  in,  and  that  their  right"*  woulfJ  be  hmind  by  a 
decision  in  the  S'Uit  in  Louisiana  prononncinp;  jnf?pnient  tliat  the  two  j'atents 
iutorfered  or  that  eillier  of  the  patents  or  any  part  of  tlivm  was  valid  or 
invalid. 

But,  where  H.  pleaded  in  bar  t|ie  bringing  of  the  suit  in  Louieiana  and  the  die> 

missal  of  iho  bill  therein  by  the  judgment  of  the  Court  upon  tlir  merit-?  there- 
of :  I/eUl,  that  that  judgment  did  not  necessarily  import  tliat  ti  e  p  items  of  T. 
and  D.  interfered  or  that  T.'s  patent  was  adjudged  void  and  inoperative. 

In  order  to  be  reoeiTed  and  acted  upon  in  ihia  Court,  a»  agiuast  T.'s  patent^  aud 
in  a  trial  between  other  pariie«,  the  jodgment  should  have  been  direct  and 
affirmative  in  terms,  and  ^ottld  have  asserted  the  interference  of  the  patente, 
and  have  dechired  T.'s  patent  void  in  the  whoh- or  in  pafC^  Or  inopCftttive  and 
invalid  in  some  particular  part  of  the  I'nited  Statt^s. 

Such  a  judgment  would,  under  the  decision  in  J^with  r.  Kernoehcn^  (7  Hov.  198, 
baTe  been  a  bar  to  tlie  action  at  law  in  thia  Court. 

(Before  Nnsoii  and  Bms,  J  J.,  Southern  Diatriet  of  New  York,  Oetober,  1861.) 

This  case  came  up  on  a  demmrer  to  a  plea  puis  darrein 
canUniumce.  The  action  was  brotight  for  Uie  infringement 
of  Letters  Patent.  The  origmal  patent  was  granted  to  tibe 
o  plaintiff 'Tyler,  on  the  16th  of  Januaiy,  1845,  'for  an  ^'im- 
provement  in  ootto^-jH'efifies.''  That  patent  was  auxrendered 
by  the  patentee  on  account  of  a  defect  in  the  qiecification, 
and  a  new  patent  was  granted  to  him,  on  a  corrected  apecifi- 
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cation,  oil  tlie  Ist  of  May,  1847.  On  the  22d  of  Fel»niary, 
1848,  the  patentee  :issi<2:Tied  an  equal  undivided  half  of  the 
patent  to  the  phiiutiff  Pendleton.  The  plea  averred  that  Let- 
ters Patent  were  granted  to  one  Augustus  Derail,  on  the  17th 
of  April,  1847,  for  an  **  improvement  in  cotton-presses ; "  that 
die  present  plaintifEs,  on  the  3lBt  of  March,  1848,  commenced 
a  snit  in  Eqxuty,  hj  bill,  in  the  Circuit  Court  of  the  United 
States  for  the  Eastern  District  of  Louisiana,  against  the  said 
Bevall  and  three  others,  setting  forth  the  patent  to  Tyler,  and 
its  re-issue,  and  the  right  of  the  plaintifih  under  it,  and  the 
patent  to  Devali,  and  charging  that  the  defendants  had  made 
and  put  into  use,  in  Kew  Orleans,  a  ootton^press  constructed 
in  conformity  to  the  BpeeiiScation  and  dravrings  of  Devall's 
patent,  and  that  that  press  was  a  tame  imitation  of  the  cotton- 
press  described  in  Tyler's  patent,  involved  the  same  principles 
of  action  and  the  same  combination  of  mechanical  powers, 
and  operated,  to  every  material  extent,  in  the  same  way  as 
Tyler's  press,  and  was  a  palj)al>le  infringement  of  the  same, 
and  further  charging  that  the  press,  as  constmeted  and  put 
in  use  })y  the  defendants  and  as  patented  to  Devali,  was,  in 
pniK  i|>les  of  construction,  identical  with  the  invention  of 
Tvlcr.  and  that  no  patent  therefor  iskuuld  have  been  granted 
to  Devali,  and  that  tlie  same  ought  to  be  repealed,  and  pray- 
ing that  the  defendants  be  ordered  to  acconnt  to  tlie  j)laintilis 
for  tiie  use  and  protit^j  of  the  cotton-press,  and  that  tlic  Court 
should  decree  that  the  patent  granted  to  Devali  V>e  can- 
celled and  annulled,  avoided  and  set  aside,  as  iinpro|H'rlv 
and  in<tun»ideratcly  awarded,  and  for  such  other  and  furtiier 
relief  as  to  justice  and  c(|uity  might  seem  meet  :  tliat  Devali 
put  in  his  answer  t<i  tliat  bill,  denying  the  novelty  and  (U"igi- 
nality  of  the  invention  of  Tyler,  and  averring  that  liis  |)atent 
was  null  and  void,  and  that  its  re  issue  was  obtained  with  an 
intent  to  defraud  Devali,  and  that  tlie  re-issued  patent  to 
Tyler  was  not  for  the  same  invention  as  the  onginal  patent, 
and  that  the  improvcTiient  jmtented  to  Devali  was  original, 
and  was  entirely  distinct  from  tliat  patented  to  Tyler,  and 
was  not  in  any  part  embraced  in  it,  and  that  cotton-presses 
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built  in  accordance  with  De%'alPs  patent  were  no  infringe- 
ment upon  Tyler's  [)atent,  oyen'if  the  Bame  were  valid ;  that 
the  patent  to  Tyler,  on  which  this  action  was  founded,  was 
the  identical  patent  described  in  the  bill  of  complaint  in  the 
Lonifiiana  Circuit  Court ;  that,  on  the  iBt  of  June,  1849, 
Devall  assigned  two-thirds  of  his  patent,  and  the  said  interest 
became  on  that  day  vested  in  the  defendant  Hyde,  at  whose 
instance  and  request,  and  as  whose  agents,  tlic  other  defend- 
antii  (who  cunij'iofied  the  firm  of  StillmaTi,  Allen  ik  Co.)  made 
all  the  cotton-presses  coniyilained  of  in  tliis  action  as  iiiti  iiige- 
ments,  aiid  which  were  all  made  in  exact  conformitv  with 
the  cuttuii-press  described  in  DcvulTs  }»atcMit  ;  and  that,  on 
the  14th  of  Jnne,  1850,  the  bill  in  the  Louisiana  Circuit 
Court  was.  l)y  the  cunsidcrutioii  and  judgnicnt  <>f  tlie  Conrt 
and  upon  the  merits  tliereof,  dismissed,  with  cu»t.s  tu  J)evall, 
the  suit  as  against  tlie  other  defendants  having  been  pre- 
viously settled. 

To  this  plea  the  plaintiffs  dennirrcd,  and  alleged,  for  causes 
of  demnrrer,  that  the  suit  in  Louisiana  m  iks  nut  Ijetween  the 
parties  to  tliis  sm't.  nor  between  tlicir  privies  in  law  or  in 
estate,  and  tliat  it  did  not  ap]u  ;ir  by  the  pica,  o!i  whidi  of 
the  several  distinct  defences  set  np  in  the  Equity  snit,  the 
]>ill  in  that  suit  was  dismissed.  The  defendants  joined  in 
demurrer. 

.Edwin  W.  Stoughton^  fot  tlie  plaintiffia. 

George  B,  J,  Bawdoiuy  for  the  defendants. 

Beti's,  J.  The  bill  filed  by  the  plaintifi"s  in  tlie  Circuit 
Court  in  Louisiana  was  founded  upon  the  16th  section  of  the 
Patent  Act  of  1836,  {5  U.  S,  Stat  at  lAirge,  123,)  and  its 
scope  and  aim  were  to  obtain  the  benefit  of  the  extraordinary 
powers  granted  by  that  Act  to  Circuit  Courts.  The  section 
is  as  follows :  ^  Whenever  there  shall  be  two  interfering  jHit- 
ente,  or  whenever  a  patent,  on  application,  shall  have  been 
refused  on  an  advei-se  decision  of  a  Board  of  Examiners, 
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on  the  ground  that  the  patent  applied  for  would  interfere 
with  an  unexpired  patent  previously  granted,  an}-  person 
interested  in  any  gnch  patent^  either  by  aeeignment  or  others 
wise^  in  the  one  case,  and  any  such  applicant  in  the  other 
case,  may  have  retried (/  hij  hUl  in  Equity ;  and  the  Court 
having  cognizance  thereof,  on  notice  to  adverse  parties,  and 
other  due  proceedings  had,  may  mljud<je  and  declare  either 
the  patetUs  roid  in  the  whole  or  in  part,  or  iiwperative  and 
invalid  in  any  particular  part  or  portion  of  the  United  States, 
according  to  the  interCBt  which  the  j)arties  to  sncli  suit  may 
]><)s>e.-i.s  in  the  patent  <»r  the  invention  patented,  and  may  also 
adjudge  that  ^uch  a]»])licant  is  entith'd.  according  to  the  ]>rin- 
ciples  and  pr(»viftiuiib  of  this  Act,  to  have  and  receive  a  patent 
for  his  invention,  as  specified  in  his  claim,  or  f«»r  any  part 
thereof,  the  fact  of  priority  of  right  or  invcnlitui  .-hall,  in 
any  <\H'\\  case,  he  made  t<  •  aj'pear  ;**....  Prorided, 
Jitnr,  rt-r^  tliat  no  >ii<  h  judgment  or  adjudication  shall  affect 
tlie  rights  of  any  pci  -on,  except  the  parties  to  tlie  action  an<l 
those  deriving  title  frnm  or  under  them  subgequeut  to  the 
rendition  of  sudi  jmlgiiicnt.'' 

It  is  j)lain,  fnaii  the  l>ill  i-eferml  to,  that  the  plaintiffe 
claimed  their  equity  to  be  the  interference  of  Devall's  junior 
patent  'Nvith  their  prior  one,  and  the  relief  they  s(.»uglit  was 
to  have  the  j>osterior  patent  declared  volil.  The  Court  had 
jurisdiction  of  the  suhjict -matter  in  Ec^uity  for  no  other  pur- 
pose, for,  althongh  the  hill  prayed  an  account  of  the  profits 
received  by  Devall  and  his  oo<lefendants  for  the  use  and 
iiiamifacture  of  cotton-presses,  and  that  such  profits  t-lu^uld 
be  decreed  to  the  plaintiffs  for  their  damages,  yet,  manifestly, 
that  prayer  was  but  incidental  to  the  one  demanding  judg- 
ment of  imility  against  BevaU's  patent  as  one  interfering 
with  Tyler's.  The  account  is  not  required  in  aid  of  a  suit  at 
law,  nor  is  an  injunction  prayed  for ;  and,  if  it  bo  com^ietent 
to  a  party,  by  original  bill  in  Equity,  to  recover  damages 
for  the  violation  of  a  patent  right,  the  bill  is  clearly  not 
framed  to  that  end,  and  contains  nothing  denoting  such 
intent,  other  than  the  commonplace  formula  of  a  prayer  for 
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such  other  and  further  relief  aa  to  juBtice  and  equity  may 
seem  meef  This  Court  cannot  intend  that,  under  the  bill 
presented  to  the  Circuit  Court  in  Louisiana,  any  other  ques- 
tion was  tried  than  the  one  designated  by  the  statute — that  is^ 
which,  if  either,  of  the  patents  was  voii,  in  the  whole  or  in 
paH^  or  itu>peraiwe  and  invalid  in  any  particukr  part  or  por- 
tion of  the  United  States.  Those  particulars  were  placed 
within  the  oc^izance  of  the  Court  by  the  statute,  and  upon 
those  the  Act  authorized  the  Court  to  adjudge  and  decree. 

We  consider  the  parties  in  this  action  to  be  virtually  within 
the  proviso  to  the  16th  section  of  the  Act  of  1886,  (the  de- 
fendiantB  having  become  assignees  of  and  privies  with  the 
defendant  in  the  suit  in  Louisiana,  jxndet^e  lite^  and  that 
their  rights  would  be  bound  by  the  decision  in  that  suit,  bad 
that  Court  pronounced  judi:jnient  that  the  two  patent^s  inter- 
fortd,  and  u])on  the  validity  or  invalidity  of  either  of  the 
patents  or  of  any  part  of  them. 

In  snpport  of  the  plea  of  ^7<ir/•e^;^  eontinuance  it  is 
arg\ieil,  that  the  Court  must  presume  that  the  judprmont  of 
the  Court  in  Louisiana  was  adverse  to  the  Naliditv  of  Tyler's 
patent,  because  that  question  was  involved  in  tlu;  i.-sues  raised 
in  the  cause,  and  that  the  jnd«:iii('nt  of  the  Court  njx>n  all 
the  issues  wari,  in  fffect.  that  tlie  plaintiffs  had  no  valid  title 
to  the  invention  claimed  l»y  tlienu  This  conclusion  is,  how- 
ever, OTie  of  ]ly]Xlthcf^i^5  and  ari^unient.  It  is  not  announced 
by  the  Court,  in  rendL-rinir  its  jud^mt'iit,  nor,  in  our  opinion, 
does  that  judgment  exclu(U'  any  other  conclusion.  The  de- 
cree of  the  Court  n|K)n  the  merits  was,  that  tlic  bill  of  com- 
plaint he  dismissed  with  costs.  This  does  not  nece>sarily 
import  that  the  patents  interfered,  or  that  Tyler's  patent  was 
adjudged  ixnd  and  inoperative.  The  plaintiffs  in  tliat  snit 
may  have  failed  to  pi-ove  that  the  defendants  violate<l  tlu-ir 
right,  whi(;h  wotdd  have  been  the  case  if  Devall's  maciiine 
was  essentially  difPcrc  iit  from  theirs  in  construction  and  oper- 
ation ;  or  the  plaintiffs  may  have  parted  witli  their  title,  or 
executed  grants  or  licenses  under  which  the  defendants  were 
protected.   The  plea  supplies  this  Court  with  no  means  of 
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determining  npon  what  description  or  character  of  merits,  as 
between  ^ose  parties,  the  decree  dismissing  the  bill  was 
fotqnded ;  and,  if  any  failure  of  evidence  on  the  part  of  the 
plamtifis,  or  any  testimony  on  the  part  of  the  defendants 
within  the  iBsnes,  might  have  produced  the  result  and  justi- 
fied the  decree,  this  Court  cannot  assume  that  the  interfer- 
ence of  the  two  patents,  rather  than  any  other  one  of  such 
particulars,  was  tlie  ground  of  the  decision. 

But,  independently  of  the  want  of  record  proof  that  the 
Circuit  Court  in  Louisiana  heard  and  decided  die  case  before 
it  solely  ui>ou  the  question  as  to  the  interference  of  the  two 
patents,  and  as  to  wliich  was  the  valid  one,  we  think  that  a 
judgment  or  decree  cannot  be  accepted  as  detennining  that 
point,  unless  it  be  direct  and  aflinnative  in  terms,  and  in  the 
wttrds  of  the  statute.  The  (\>urt  must  adjudge  and  declare 
the  patent  /  iu  the  whole  <»r  in  part,  or  inoperative  and 
invalid  in  some  particular  part  of  the  United  States.  A 
decree  dismissing  a  bill  seeking  that  relief  does  nut  iiiij>ly 
such  positive  judgment,  but,  on  the  contrary,  it  indicates  that 
the  Comt,  on  the  ]>iX)of8  before  it,  was  unable  to  ri'iider  that 
specific  judguient.  At  all  events,  it  cannot,  in  (»ur  t)]>inion, 
be  received  and  acted  npon  in  another  Court,  and  iu  a  tiial 
between  other  })arties,  as  aTnonntini::  to  the  ixwitive  and 
atHrmati\ (•  (l«Tl;iration  deiniuided  by  tiie  statute.  Jlad  the 
decree  of  the  Circuit  Court  asserted  the  intei  fereuce  of  the 
patents  and  declared  Tyler's  patent  void,  that  decree  would 
have  been  conclusive  in  this  Court,  on  a  trial  at  law.  {Smith 
V.  Kernoehen^  7  IIoio.  198.)  The  utmost  effect  that  can 
properly  be  given  to  the  decree  dismissing  the  bill  is,  to  con- 
sider the  Court  as  having  determined  that,  upon  the  proofe 
adduced  at  the  hearing,  the  i)]aintiffs  had  not  sn})ported,  to 
the  satisfaction  of  the  Court,  the  matters  of  complaint  set 
forth  in  the  l>ill.  This  is  far  short  of  the  distinct  adjudica- 
tion which,  in  Sin  ifh  v.  Kemoeker^  the  Supreme  Court  held 
to  be  a  bar,  iu  a  different  Circuit,  to  a  trial  at  law  of  the 
same  subject-matter. 
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Judgment  must  be  rendered,  on  the  dcnnirrer,  for  the  plain- 
tiSfif  with  leave  to  tlie  defendantB  to  plead  over,  on  tke  usnal 
teraiB  of  payment  o£  costB. 


JeBJ£M1A«  AVuJJUB  A^D  0TUEli8  vs.  CoiUilOJUS  W.  La\VK£NC£. 

Where  wool»  the  growth  end  prodacUon  of  Buenoa  Ajrea,  wm  {wrebeaed  there 
for  exportation  to  New  York,  bilt>  on  account  of  the  Uock  de  of  Bneiuw 

Ayrea,  wa^  imnspt)itrtl  in  lighters  to  Montevideo  and  shipped  tljcnce  to 
>'ew  York:  Jfcld  that,  under  §  If.  of  the  Act  of  August  aoth,  1^42,  (5  C  R 
Slat,  at  Large,  6G3,)  the  costs  and  chuiges  of  such  transporuiiitm  from  Buenos 
A^res  to  Montevideo  could  oot  be  added  as  a  part  of  the  datlable  talue  of  ihe 
wool. 

The  cose  of  OriiuM  t.  Zowtvnof,  (1  Blatdk.  C*  C.  R,  S46,)  dted,  apprtred 

and  applied. 

(Before  Nsuon  and  BmSt  JJ.,  Southern  District  of  New  York,  October,  l^fil.) 

This  was  an  action  to  recover  back  duties  paid  to  the  de- 
fendant as  collector  of  tlie  ]M>rt  of  New  Vork.  TTie  facts 
were  these  :  Tlie  plaint iils  cntcied  at  the  Cufetoiii-liouse,  on 
the  17th  of  May,  1S4S.  a  <{uantity  of  unwashed  wool,  iiuport- 
ed  bv  them  from  liuciios  Avres  to  New  York.  The  wool 
WHS  the  <^i-owth  and  ])i<  >du<'tion  of  Buenos  Ayres,  and  was 
pur(  ha.Hed  there  for  c^x]><)rtatit>n  t(i  Xcw  York,  but,  on  account 
of  the  blockade  of  Buenos  Ayro.  ^\•n^^  transported  in  light- 
ers to  Montevideo  and  shipped  from  that  place  to  New  York. 
The  value  of  the  wck^I  at  Buenos  Ayres,  together  with  the 
costs  and  charges  appraised  and  ascertained  at  the  Custom- 
Ilonse,  with  the  addition  of  the  usil^  commissions,  was 
^4,787.  Upon  this  a  duty  of  30  jiJt^r  cenf.^  amounting  to 
$1,436  10,  was  paid  by  the  plaintiffs  on  the  entry  of  the 
wool.  The  charges  for  the  transportation  of  the  wool  from 
Buenos  Ayres  to  Montevideo,  together  with  2^  per  cent,  com- 
mission, amounted  to  $1,281  25.  Upon  this,  also,  the  defend- 
ant exacted  a  duty  of  30  jxr  cent.,  amounting  to  $384  30, 
which  BTun  the  plaintiffs  paid  under  protest.  They  then 
brought  this  action  to  recover  it  back.   A  verdicts  was  taken 
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for  the  plaintiffs,  subject  to  the  opinion  of  the  Court,  and  also 
subject  to  adjustment  at  the  Cnstom-House  in  oomformity  to 

the  decision  of  the  Court 

George  C.  Gcddard,  for  the  plaintifib. 

J,  Pre^cott  IlaU,  {J/Utrid  Attorney^  for  the  defendant. 

I3ettb,  J.  It  it-  (■('iiteiided  for  the  defciidaTit,  that  the  costs 
and  ehargo.s  attcndinu'  the  tniiis]>oitatiou  of  tlie  w<»ol  from 
BueuoB  Ayres  to  Montevideo,  are  tlie  cxpeiises  of  shipment 
incurred  iiul)>e4uent  to  its  piircliase,  and  are  to  be  added  to 
the  jturchase-price,  to  make  its  market  value  iu  the  coun- 
tr)'  fr(»ni  wliieh  it  was  im|K>rted. 

The  meaninix  and  effcet  of  the  l^»th  section  of  tlie  Act  of 
Angus.t  80th,  1s4l>,  (5  if,  S.  Stat,  at  Large,  503,)  as  a])p]icahle 
to  a  fiimilar  state  of  facts,  was  considered  and  decided  by 
this  Court  in  the  case  of  GrlnmU  v.  Ijiwrence,  (1  Blatch.  C. 
V.  It.  y-ifi.)  In  that  case,  the  g(x>ds  were  the  pmduction  of 
China,  and  were  theit;  purchased  and  8liipi)ed  to  London,  and 
then  re-fihipped  to  the  United  States.  In  appraising  the 
value  of  the  goods,  the  appraisci-s  added  the  costs  of  trans- 
portation from  Canton  to  London.  The  Court  decided  that, 
u}x)n  the  true  construction  of  the  16th  section  of  the  Act  and 
of  the  proviso  to  that  section,  the  market  value  of  the  goods, 
at  the  time  of  their  exportation  to  the  United  States,  iu  the 
principal  markets  of  .the  place  of  production,  with  costs  and 
chaiges  to  the  time  of  shipment,  was  the  dutiable  value,  and 
that  the  freight  and  expenses  of  their  transportation  from 
.  Canton  to  London  could  not  be  added.  In  that  case,  the 
goods  were  procured  in  the  London  market  for  shipment  to 
the  United  States,  and  were  not,  as  in  this  instance,  on  a  con< 
tinuous  course  of  transmission  from  the  place  of  production, 
nor  were  they  purchased  and  invoiced  at  the  latter  place  for 
this  market  In  these  features  there  was  more  colorable 
ground  for  computing  the  expenses  of  transportation  to  Lon- 
don as  part  of  the  dutiable  value,  than  there  is  in  this  case, 
where  the  purchase  of  the  wool  was  made  at  Buenos  Ayrcs 
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by  the  plaintiffB,  and  its  transmlfision  direct  to  the  Ignited 
'States  was  commenced  at  tbM  port.  The  employment  of  a 
vessel  at  Montevideo  to  carry  the  cai^,  because  of  the  in- 
ability to  send  one  from  Buenos  Ayrrs,  or  for  any  other  cause, 
did  not  interrupt  the  continuity  of  the  voyage.  This  very 
point  has  been  before  the  Court  in  former  cases,  in  which  it 
was  ruled,  at  ni^i  jfritts,  that  the  chaigce  of  such  transporta- 
tion of  the  cargo  coold  not  be  estimated  in  appraising  the 
market  value  of  the  goods,  and  that  the  amount  of  c<jsts  and 
chaiges  was  limited  to  what  had  accrued  at  the  time  the 
goods  left  Buenos  Ayres.  The  decision  of  the  Court  that 
those  cases  were  embrabed  within  the  principle  of  Grinnell 
V.  Lawrence  was  not  excepted  to,  and  the  judgments  rendered 
in  those  cases,  on  that  construction  of  the  law,  were  acquiesced 
in  and  satisfied  by  the  Government. 

Judgment  must  be  rendered  in  this  case  for  the  plaintifk, 
with  a  reference  to  the  collector  to  adjust  the  true  amount  of 
duties  payable  by  the  plaintiffs  upon  the  principles  of  this 
decision. 


^Y^liXIAM  S.  Wilson  and  Fjiancis  liKowN  vs.  IIugji  Maxwell. 

The  Tariff  Act  of  Julj  30th,  1846,  (9  U,  8.  8taL  at  Large^  42,)  did  bq(  wy  tb« 
lav  previously  la  force  regulating  the  method  of  aieertainlng  the  quantitj  of 
merehandiee  imported.  Such  qunntitj  is  still  (<>  be  ascertained  bj  the  rules 
preaeribcd  in      »«  mid  59  of  the  Act  of  Mandi  H  17«0>  (1  V.  &  SM,  of 

Large,  671,  672.) 

Aucorditiglj,  wheie  soap  in  boxes  was  imported  in  1850 :  JJcld^  that  the  dutiable 
weigh!  w«a  the  gross  weight  of  the  SMp  and  hexes,  deducting  onlr  lo  ;>rr 
«eiil.  as  tare,  as  preseritted  bj  §  B8  of  the  Act  of  Mardi  2d,  1999,  ond  tliat  tiie 
importer  was  not  entitled  to  an  allowance  of  the  aeinal  weight  of  the  boxes  as 

tare. 

But,  tbc  so;i])  baviti<;  Ihh-ii  i  iitt  ph]  at  tin-  ('ii<titm-Uoiiae  at  a  valuation  bai«e«i  upon 
its  net  weight,  utter  deducting  tljc  actual  weight  of  the  boxce,  and  the  Cu«toni- 
Hottie  valuation,  upon  an  allowance  cf  only  lo  p<r  eenk  on  the  gro^a  wcigiit 
as  tare,  haviog  exoeeded  the  inToioe  valuation  by  more  than  10  per  esnl.,  and 
the  collector  iMviag  then  imposed  an  ad^tional  dntj  or  peoaltj  of  SO  fttr 
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etHL  npoo  (he  Ciiaioai>]IouM  Yiluatimi,  didniBg  that  such  ptiulty  was  mlhoiw 
ited,  ID  oavm^Mnw  of  such  ezecMWe  vvlmtioii,  by  §  8  of  t1i«  Act  of  Jvly 
?Othi  184i'>,  (9  (T.  &  3UU,  ml  Large^  48) :  BOd^  thai  the  penalty  waa  Illegally 

imposed. 

The  weight  of  the  boxes,  cases  or  packages  iu  which  gotub  are  imported  is  not 
the  sabject  of  appraisanenl,  vitiiin  the  meaniog  of  §  8  of  the  Act  of  July 
SOth,  1846. 

The  cue  of  GrmS  v.  Lawrwee^  (I  MeK  U»     H  S46,)  cited  and  applied. 
(Before  Nilboh  and  Bmo,  J  J.,  Soathwn  IMstriofc  of  New  Toric,  October,  18fil.) 


Tifi"^  wa^  ail  action  to  recoxcr  ]>:ick  money  paid  to  the  de- 
feiiilant  us  cxjllcctor  nf  tlie  ])<)rt  of  Xow  York.    The  facte 
were  these :   The  ])huutiff8  imix)rted  from  Marseilles  into 
Xew  York  a  quantity  of  caf*tilc  soap  in  boxes,  and  entered 
it  at  the  Custom-lionsc,  in  July,  185U,  at  the  invoice  \vei<?ht 
of  11,749  pounds,  and  at  the  net  weiglit,  deductuig  the 
weight  of  the  Iwxes  as  tare,  of  9,436  pounds.    T!ie  weight 
retnrned  by  the  public;  weigher  was  11,760  pouiuis,  from 
which  a  deduction  of  10        eent.^  or  1,176  pounds,  was 
made  f<»r  tare,  lea\nng  the  net  or  dutiable  weight  at  10,5M 
pounds.     The  valuation  of  the  iinportation  on  the  entry, 
according  to  the  net  weight  on  the  invoice,  was  $550.  The 
valuation  on  the  return  of  the  weigher,  after  taking  off  the 
10  j»tf/*  cent,  tare,  was  $619  94,  being  an  excess  over  the 
invoice  valuation  of  $69  94,  or  more  than  10  per  cent.  The 
price  or  value  of  the  soap  itself  was  not  changed  bj  the  Cus* 
tom-IIouse  valuation.    The  plaintiffs  claimed  the  right  to 
enter  the  soap  at  its  net  weight  of  9,436  pounds,  deducting 
the  actual  weight  of  the  boxes,  but  tihe  collector  imposed 
duties  on  10,584  pounds,  allowing  only  the  10  per  cent.  tare. 
He  also  imposed  an  additional  duty  or  penalty  of  2^  per 
cent.  MYon  the  Cnstom-IIouse  valuation  of  $619  94,  because 
that  exceeded  the  invoice  valuation  by  more  than  10  per  cent* 
The  plaintiffs  paid,  under  protest,  this  additional  duty  or  pen- 
ally, and  also  the  duty  on  all  beyond  9,436  poimds  of  soap, 
and  then  brought  this  action  to  recover  back  the  amount  bo 
paid.   A  verdict  was  taken  for  the  plaintiffs,  subject  to  the 
opinion  of  the  Court 
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Jolm  &,  McO^dloh^  for  the  plsintifie. 

J,  Fr€9CoU  SaUy  {District  Attorney,)  for  the  defendant 

Bsm,  J.  Wc  tiiink:  that  the  collector  adopted  tlie  tnie 
interpretation  of  the  lav,  in  relation  to  the  tare  allowable. 
When  duties  are  imposed  on  merchandise  by  the  weight  or 
measure,  the  importer  is  not  required  to  pay  for  a  greater 
quantity  than  actually  arrives  in  the  United  States.  ( United 
States  v.  Southma^fdj  9  JTow,  637 ;  Marriott  v.  Brune,  M. 
619.)  But  it  lies  with  Congress  to  prescribe  the  rules  by 
which  the  quantity  or  value  of  merchandise  imported  shall 
be  ascertained.  Accordingly,  it  rests  in  its  discretion  to  fix 
the  particulars  to  be  regarded  in  determining  the  quantity  hy 
weight  of  goods  imported  in  boxes^  casks,  bags  or  other  pack- 
ages, and  to  exclude  or  include  the  boxes^  &c.,  in  the  compu- 
tation. If  no  regulation  in  that  reepect  is  adopted,  the  true 
principle  is  to  consider  the  merchandise  alone  as  subject  to 
duty.    {Marriott  v.  Bruns^  9  How.  (S\{).) 

It  is  coiitencled  that  the  Treasury  C'irculars  of  March  24th, 
1S47,  and  January  5th,  1848,  ^jivo  the  importer  a  right  to  the 
dt'tluction  of  the  actual  tare  on  the  iiuportjition  of  articles 
invoiced  and  entered  l)y  weight.  Wo  do  not  think  thai  tiiose 
Circulars  admit  of  Buch  au  interpi-etalion.  It  would  seem 
that  the  Secretary  of  the  Treasury  underetiMxl  tliat  the  Act 
of  'luly  .*?Oth,  184r(»,  (1)  LL  S.  Stat,  at  Lurge,  42,)  in  its  armnge- 
mcnt  of  th(^  mctli'Hl  of  imposing  dutien,  had  in  eflect  sup- 
planted the  pruvisioiiH  of  the  r)Sth  section  of  the  Act  of 
March  iM.  17t>0,  il  IL  S.  Sf^ff.  nt  hirtj,\  071,)  and  ho  en- 
joined regulatiiui-  to  meet  the  case  ui  importations  of  -  o  ls 
by  weight  in  l>oxes,  c^isks,  c\:c.  The  n'Liidations,  however, 
expressly  pro]ii)>!t  the  allowaTicc.  hy  way  of  ture  or  draft,  of 
a  ijreater  dcthiction  tlian  was  given  hy  the  A<'t  of  17l»0  :  ^md, 
if  tlie  plaintiffs  adopt  the  Treasury  Circuiare  as  tiic  founda- 
tion of  their  right  to  tare,  they  must  be  confined  to  the  limits 
of  those  instructions. 

But  we  do  not  understand  that  the  Tariff  Act  of  1846  has 
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in  anj  maimer  varied  the  law  previously  in  force  regulating 
the  method  of  ascertaining  the  quantity  of  merchandise  im- 
ported. The  4th  section  of  the  Act  of  1846  recognizes  the 
existence  of  the  58th  and  59th  sections  of  the  Act  of  1799  as 

the  means  of  determining  the  "weight  or  guage  or  quantity  of 
good:*  innx)rted,  when  the  invoice  does  not  contain  the  weight 
or  quantity  or  iiieusiue.  \\'e  «lo  not  snpp<jsie  thut  tliis  4th 
!?.ection  has  operation  only  iu  ciise  of  an  entire  omimu»i^  in 
the  invoice,  of  any  statement  of  weight  or  nieasnn;,  hnt  are 
inclined  to  think  that  the  provision  is  intended  to  apply  the 
then  existing  law  to  im^uirtations  which  wonld  have  been 
siil»ject  to  it  previous  to  the  Act  of  1.S46,  although  the  in- 
voice is  made  upon  a  valuation  only,  without  any  statement 
of  quantity.  Otherwise  the  ( i<>v»  imnent  might  be  co]i- 
cluded  by  tlie  invoice,  in  case  it  ga\e  the  weight  or  quantit}*, 
and  would  have  discarded  all  authority  to  test  the  accuracy 
of  that  statement.  W  e  think  thnt  the  Innguage  of  the  4th 
section  of  the  Act  of  1840  may  he  siitisli(Ml,  witliont  attach- 
ing to  it  an  implication  evidently  so  directly  at  variance 
with  the  whole  policy  of  the  revemie  laws.  The  language 
is  rather  indirect  and  involved,  but  the  want  of  perspicuity 
seems  to  arise  out  of  the  aim  of  tlic^  i>erson  who  drew  the 
section  to  conform  the  system  of  ad  valorem  duties,  made 
universal  by  the  Act  of  1840,  to  the  provisions  of  the  then 
existing  laws,  which  rerpiire  the  weight  or  measure  of  par- 
ticular classes  of  merchandise;  and,  under  the  impression 
that  importations  of  such  articles  may,  under  tlie  new  Act, 
be  made  on  an  invoice  of  value  alone,  it  directs  the  weight 
or  measure  of  them  to  he  made  at  the  expense  of  the  owner, 
agent  or  consignee.  The  section  appears  to  have  been  intro- 
duced out  of  greater  caution,  and  for  the  purpose  of  avoiding 
the  construction  contended  for  by  the  counsel  for  the  plain- 
tiffs, and  which  the  Circulars  of  the  Treasury  Department 
tend  to  countenance.  The  revenue  laws,  as  modified  from 
time  to  time  by  Congrees,  are  construed  and  administered  as 
an  entire  system,  the  later  Acts  not  snperBeding  fhe  prior 
ones,  unless  they  are  in  conflict  with  them  or  expressly  re- 
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peal  ihem.  {Aldridge  v.  Williams,  3  Jloto.  1.)  The  7tJi 
and  8th  aections  of  the  Act  of  1846  reoognixe  this  principle, 
in  the  one  case  modifying  the  existing  tariff  law,  and  in  the 
other  referring  to  it  as  supplying  the  mode  of  aacertaming 
the  dutiable  value  of  imported  commodities.  The  4th  sectiony 
in  our  view  of  the  subject,  effects  two  purposea  only,  both  of 
them  in  oonsonanoe  with  and  in  furtherance  of  the  existing 
law.  Mrst — ^In  respect  to  goods  subject  to  weight,  it  removes 
all  doubt  as  to  the  application  of  the  Act  of  1799,  under  this 
new  arrangement  of  duties,  when  the  invoice  does  not  contain 
the  weight,  by  directing  the  goods  to  be  weighed.  Secondly 
— It  provides  that  the  owner  or  con^^ignee  shall  bear  the  ex- 
pense. When  the  invoice  does  contain  a  statement  of  weight, 
it  must,  under  the  directions  of  the  8th  Miction  ot"  the  Act  ol 
1840,  be  proceeded  witli  coniDi  inably  tu  the  Act  uf  IT'J'J. 

1  he  weight  returned  l>y  the  weighers  in  this  case,  pursu- 
ant to  the  oSth  section  of  the  Act  of  1709,  determined,  tlie 
quantity  of  souji  subject  to  (hity,  and  the  collector  properly 
impo.^cil  aii<l  collected  dntieis  (»u  l(',58-i:  pounds,  because, 
although  that  was  beyoiid  the  actual  weight  of  the  soap  itself, 
yet  the  whole  Iinpi >it:ition,  including  it6  boxes,  is  made  sub- 
ject to  duty,  exceptiiiLC  oidy  10  j)er  cent  therefi-om  lor  the 
assumed  wciglit  of  the  boxes.  It  was  in  the  discretion  of 
(congress  either  to  iin}x>!p  «lutie«  on  t!ie  gros?  weight,  or  to 
deduct  from  that  a  lixed  mtc  of  tare,  or  to  ])erinit  the  im- 
porter to  have  the  allowance  of  actual  tare.  The  law  in  this 
instcance  8|)ecified  the  mode  or  rule  by  which  the  tare  should 
be  determined,  and  the  importer  can  claim  nothing  beyond 
that. 

The  remaining  qiiestion  is,  whether  the  collector ^could 
l^ally  impose  an  additionah  duty  or  penalty  of  20  per  cent. 
on  the  appraised  valuation  of  $010  94,  the  price  or  value  of 
the  soap  itiscLf  not  being  changed.  The  8th  section  of  the 
Act  of  July  3Uth,  1846,  declares,  that  it  shall  be  the  duty  of 
the  collector  to  cause  the  dutiable  value  of  imports  to  be 
•ppraieed,  estimated  and  ascertained,  in  accordance  with  the 
proviaions  of  the  then  existing  laws^  and  that,  if  the  appraised 
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value  tliereuf  sliall  cxceetl,  by  10  per  cevtmn  or  more,  the 
value  declared  on  the  entry,  then,  in  additicm  to  the  duties 
imposed  by  law  on  the  same,  tliere  shall  be  levied,  collected 
and  paid,  a  duty  of  20  ju  r  centum  ad  valorem  on  such  np- 
praificd  valuo.  It  is  to  l>e  observed,  that  tbp  valuation  adopted 
in  the  entry  was  not  changed  by  the  appraisers,  bo  as  to  affect 
the  justness  of  the  entry  valuation.  No  point  is  made  on  the 
part  of  the  Goveinment,  tliat  the  weight  given  in  the  ontr}'  was 
not  accurate,  and  it  was  found  to  correspond  with  the  Custom- 
llouse  weight  within  a  small  fraction.  The  only  question 
presented  is  as  to  the  right  of  the  plaintiffs  to  enter  the  im- 
portation according  to  the  true  weight,  without  obtaining  the 
oonaent  of  the  collector  and  naval  officer  to  the  allo^vance  of 
the  actual  tare.  Does  the  deficiency  in  weight  in  the  entry, 
arising  from  an  erroneous  claim  of  tare,  constitute  an  excess 
of  ralue  over  the  value  declared  in  the  entry,  so  as  to  buIk 
ject  the  whole  importation  to  an  additiontd  duly  of  ^jw- 
cent.f  The  principle  inTolTed  in  this  inquiry  was  consid*-^ 
ered  and  decided  by  this  Court  in  GrinneU  v.  Zawrenoe^  (1 
JSlatek  O.  a  J?.,  346.)  The  Court  there  say :  The  eigbtft 
section  of  the  Act  of  July  SOlJi,  1836,  imposes  this  dut^ 
(the  additional  duty  or  penalty  of  20  eent,)  ^  in  eases- 
where  the  'ij>j>raued  value  of  the  goods  imported  shall  ex- 
ceed, by  1<)  j)er  cent,  or  more,  the  value  as  declared  in  the- 
eutr}'.''  The  "  appraised  value,"  a&  used  in  this  Act  of  1846 
and  in  that  of  August  30th,  1842,  and,  indeed,  in  all  of  the 
revenue  Acts,  means  the  value  of  the  goods,  to  be  estimated 
and  ascertained  by  the  appraisers,  either  according  to  the 
**  actual  ct>st,"  "  actual  value  "  or  "  market  value,"  as  the  case 
may  be,  exclusive  of  cliar<,a's.  The  doctrine  adopted  by  the 
Court  in  that  case  was,  that  tliff  culiuuced  valuation  wliich 
called  for  and  authorized  tlie  additional  duty  ol  cent. 
had  relation  alone  to  the  (/oo(/s  imported,  and  did  not  include 
those  extraneous  particulars  which  the  a})pnviser8  added  to  the 
appraised  vahie  of  the  merchandiso,  under  the  special  direc- 
tion uf  tiie  various  tariff  Acts,  in  order  to  make  up  the  duti- 
able value  of  the  importation.  In  that  ca&e,  charges  were  so 
31 
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added ;  in  this caaei  the  toeight  o/cmm  arpaehaffee is  added; 
but  neitlier  of  them  are  subjectB  of  ajppraitemetd.  So  fur 
from  that,  in  this  inBtanoe^  the  *^  actual  oost^'*  *^  actual  value  " 
or  *^  market  value  of  the  boxes  is  not  a  matter  upon  which 
the  judgment  of  the  appraiaere  is  in  any  way  exercised.  On 
the  contrary,  the  groes  we^ht  of  the  importation  is  ascer- 
tained by  the  Mreighor,  and  then  the  proper  officer  of  the  Cua- 
tom-Houfic,  by  an  arithmetical  process  prescribed  h\  statute, 
fixes  the  deduction  to  be  taken  from  the  gross  weight,  and  the 
remainder  is  the  dutiable  quantity. 

Our  judgment  upon  the  second  point,  therefore,  is,  that 
this  importation  was  not  subject  to  the  additional  duty  of  20 
per  cent,  exacted  by  the  collector,  and  that  the  plaintiffs  are 
entitled  to  recover  that  amouiit,  with  iiiteretit  from  the  time 
of  its  payment 

Judgment  accordingly. 


Tub  JosEFniNB. 

Where  the  offleera  and  eieir  of  «  tenel  of  war  belon^ng  to  the  United  Scales 

Oovernmcni  rendered,  under  the  dii-ection  of  her  ooromander,  and  in  obe- 
dience tu  llie  peneral  instruct  ion-;  of  the  GoTemment  to  all  it«  vessels  to 
reiidiT  rulit'f  freul^'  and  promptly  to  Auierican  vessels  In  distress,  scrvioes  in 
towing  into  an  American  port  an  American  merchant-vessel  found  abandoned 
at  tea  fire  bitndred  milet  dtatent,  but  the  delaj  thus  eanaed  was  one  of  enlj 
two  days,  and  no  extraordinary  service  was  rendeied,  and  no  nnnsual  Inrd^ 
dilp  or  peril  was  enoountsrad ;  Htldf  tliat  tlie  ofloera  and  ciew  were  not  enti> 
tle«l  to  salvngc. 

Whciher  the  ofMccrs  aud  crews  of  the  naval  vessels  of  the  United  States  are  in 
any  case  entitled  to  salvage  for  sendees  rendered  to  Amerioaa  mercfaant*ve«ets 
'  In  Stress,  notwitlietanding  eneh  instnioliott%  yiMre: . 

(Before  Nclsok,  J.,  Sonthem  District  of  27e«  Torlt,  October,  1861.) 

Joseph  Skxts,  on  behalf  of  himself  end  othera,  the  ciew 
of  the  United  States  aloop-of *war  Flymonth,  filed  a  libel  for 
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salvage  in  tlie  District  Court  agaiiiJ^t  the  AmericATi  brig  Jo- 
hophiue.  The  libel  chartj^ed  that  tlie  Plymouth,  on  her  pae- 
bage  from  Rio  Janeiro  to  Boston,  on  tlic  .3ntli  nf  September. 
184<>,  fell  in  with  the  wreck  of  the  Josephine  un  the  high 
seas,  8<>nie  five  hundred  miles  from  the  port  of  New  York, 
driftinn:  alK)ut  at  the  merey  of  the  waves,  entirelv  abandoned 
by  her  crew,  derelict  and  partly  plundered ;  tliat  a  boat  was 
lowered  from  tlie  Plymoutli  and  a  boat's  ci*ew  sent  to  take 
poflaeasion  of  the  wreck ;  that,  after  considerable  exertion^  a 
hawser  was  made  fast  to  her,  and  the  course  of  the  Plymouth 
was  altered  to  New  York,  to  which  place  she  towed  the  brig 
and  hoi;  cargo  in  safety,  being  engaged  in  such  towing  for 
four  days;  that,  but  for  tlie  assistance  so  rendered  to  the  brig 
and  her  caigo,  the  same  would  have  been  entirely  lost ;  Hiat 
the  libeilants  were  on  hoard  the  Plymouth  at  tlie  time  and 
assisted  in  saving  the  brig  and  her  cargo ;  and  that  the  cap- 
tain, officers  and  crew  of  the  Plymouth,  for  the  service  thus 
performed  and  the  risk  run,  were  justly  entitled  to  reasonable 
salvage.  The  answer,  after  admitting  substantially  the  facts 
set  forth  in  the  libel,  set  forth  that  the  Plymouth,  in  render- 
ing assistance  to  the  brig,  was  acting  under  instructions  from 
the  Government  of  the  IJnited  States  to  render  relief  freely 
and  promptly  to  American  vessels  in  distress ;  that,  in  the 
opinion  of  the  Government,  it  best  comported  with  the  inter- 
est of  the  Navy  and  the  policy  of  the  Government,  that  no 
compensation  should  be  asked  or  received  for  such  services ; 
that,  in  rendering  assistance  to  the  brig,  the  officers  and  crew 
of  the  Plymouth  were  in  the  discharge  of  their  legal  duty 
only,  for  which  they  were  paid  by  the  Government,  and  that 
snch  services  were  not  within  either  the  reason  or  tlie  policy 
of  the  ordinary  maritime  law  in  regard  to  salvage.  Tlie  Dis- 
trict Court  dismissed  the  libel,  but  without  costs,  on  tlic 
ground  that  tliere  wjis  ]>i  (>l»al)lc  e^mse  for  filing  it.  The  libei- 
lants appealed  to  this  Conrt.  All  the  other  facts  necessary  to 
be  stated  will  be  found  in  the  opinion  of  the  Court 

£ra9tu9  C.  Menedict,  for  the  libeilants.    L  Salvage  is  the 
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compensation  due  to  persona  by  whose  voluntary  asBiBtauce  a 
ship  or  its  lading  has  been  saved  to  the  o\vner  from  iiiijx  iH]- 
inij;  peril  or  recovered  after  actual  loss.  {Abbott  on  Shippiiig, 
554: ;  Hand  v.  The  Elvira^  Gil{p.  R.  00,  66.)  The  riglit  to 
salvano  (le]  >ends  solely  upon  the  consideration  that  property 
ha.-,  lieeii  sun  ed  to  the  owner  from  maritime  peril  by  the  eah  or. 
His  intrepidity,  humanity,  relief  to  dit-trees  or  preservation  of 
life  do  not  affect"  his  ri<,rht  to  (*oni|>eu8utiou  ;  they  only  affect 
its  amount.  iJTfiS  JLmhlem,  Dareis-  R.  61.  64;  77te  /n^/ia^  1 
W.  IM.  400, 408.)  IT.  Sji]  vHoro  does  not  depend  upon  tin-  rliar- 
a(^ter  of  the  parties  rendemiL"  Hie  service,  nor  upon  the  charac- 
ter of  the  assistance  render! d,  nor  ujHni  the  kind  of  peril  or 
cause  of  loss,  nor  upon  the  national  character  or  o^vner8hip  of 
the  property  saved  or  f)f  the  owners.  1.  There  is  no  lunitation 
to  the  kind  of  persons  who  may  be  entitled  to  this  compenM- 
ticHi.  (a.)  Persons  in  the  employ  of  tiie  nation.  Oflieers  and 
seamen  of  veSBels  of  war.  {The  Thetis^  3  Ila^g.  14;  TAe 
Ponder,  2  Ilagg.  270,  note;  The  Chxge^  6  C\  Rob.  273 ;  The 
Lord  NeUon^  Edw.  R.  79 ;  Tfie  Pemamento  Felizy  Id.  115  ; 
Tha  Mary  Ann,  1  Jf<trfg,  158  ;  PricL  Dig.,  385 ;  The  Jam- 
tre,  3  Iliigu  1"  4  ;  The  EweU  Grove,  Id.  200  :  The  IMena. 
Id.  430;  The  WHsone,  I  W,  Rob.  172;  The  Iodine,  PricL 
IHg,y  885,  note  ;  The  United  States  v.  The  Ami^ad,  15 
Peters,  518.)  Hie  Bojn4  Ooast-Gnard  and  reYsnue  offioets. 
{The  BeUfMy  3  Sagg,  ^,naee;  Ze  Tiffre,  3  WaaL  (7.  a 
B.  567, 572 ;  Prich.  Dig.,  898,  §  323,  and  note.)  (b.)  Send- 
official  penoDB.  Pilots.  ( The  JBaUemaOf  2  Sagg.  270,  note  ; 
The  Nholaae  Witaen,  3  jSagg.  369 ;  JBobart  y.  Drogan,  10 
P^.  108.)  Lloyd's  agent  {The  TrofodUr,  8  Hogg.  870.)  {c.) 
Persons  having  some  relation  to  the  snlijeot  saved.  Passengers. 
(iVic^l. 360, §  38 ;  Nemnany.  WaU«r8,Z Boe. PvU. 
612 ;  Ahbatt  on  Shipp.,  560.)  The  crew,  in  extraordinaiy 
drcnmstances.  (The  ITeptune^l  Bi$gg.^  227,237;  Prieh. 
Dig.,  385,  note  55.)  Consorts.  (The  Waterloo,  2  l>od.  483, 
443 ;  The  Ganges,  PricL  Dig.,  380, 7iote  62.)  {d.)  Persons 
of  no  independent  right.  Women.  {The  Jane  and  Miitihla, 
1  Hogg.  157, 194.)  Apprentices.  {BeU  v.  The  Sloop  Ann,  2 
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Pet,  Adm,  Dee.  27S,  282 ;  Moetm  v.  The  Skip  Btairecm,  2 
Orameh^  240,  270;  The  Two  FHenda,  8  /nr.  1011 ;  m  6V 
lumbine,  2  W.  J?oft.  186 ;  Prick  Dig,,  Salvage,  {Civil,)  §§ 
808, 314, 320,  335, 337.)  Boys.  (Prich.  Dig.,  Salvage.  ( Civil,) 
§§  327,  330.)  Slaves.  (Stnall  v.  Goods,  2  J\  t.  Ih/m.  Dee. 
284,  2S7;  McMon  v.  TAe  >S/u'j}  Bluirtau,  2  C ranch,  24(», 
3Iastt'i"s,  mutes,  sailors,  ccx*!:^,  Burgeons,  car])euter.s,  paj>6en- 
gei^  and  laiidKJiien  of  ever}'  national  charaeter.  2.  Neither 
doeb  salvai^e  depend  n])on  the  character  of  the  as.si.<tanre  ren- 
dered, nor  upon  the  kiud  of  peril  or  the  cause  oi  lo.-s.  It 
need  only  be  the  saving  a  vessel  or  carp:o  in  danger — supply- 
ing stcu  s — loaning  an  anchor — going  for  assistance — towing 
— helping  to  navigate  in  a  stonn — ]>iloting  into  a  |>ort— fish- 
ing up  from  tlie  bottom — quelling  a  mutiny — taking  from 
pirates — recapturing  from  an  enemy.  Z.  Neither  does  it 
require  a  re<[uest.  it  must  be  voluntary  ;  that  is  to  say,  it 
must  not  spring  from  any  particular  duty,  or  from  any  par- 
ticular relation  to  the  saved  property,  or  from  any  s[>eeific 
contract,  it  must  be  a  service  whioli  the  parly  may  lawfully 
decline  to  render.  4  Nor  does  it  depend  upon  tbe  national 
character  of  the  ])roperty  saved  or  of  the  owners.  III.  Sai- 
yage  service  is  highly  favored  in  law  in  all  oommercial  conn- 
tries,  £rom  motives  of  clear  public  policy  and  a  regard 
to  tiie  interests  of  commerce.  (3fason  v.  TA^  Shij)  Jilai- 
reaUf  2  Ora7u/i,  240,  2C6;  The  Joseph  Harvey,  1  O.  Rob. 
818,  wde;  The  William  Beekford^  8  Id.  855 ;  Hcmd  v. 
Th4  £lvira,  OOp.  B.  60,  60 ;  The  Zauiea,  1  Dod  817,  818, 
819;  The  EmUern^  Davei^  i2.  61,  64  to  66;  The  Cenht- 
tiouy  Warey  477;  The  Schooner  Boston  and  Ca/rqo^  1  Sfomvn. 
826.)  rV.  The  stimulus  which  pnblie  policy  and  the  inter- 
ests of  commerce  supply  is  simply  the  spur  of  private  inter- 
est (Adam/e  The  Sophia^  QUp.  R.  77,  79,  80 ;  TKb 
EiMem^  DaieeH  R.  61, 64.)  T.  Compensation  for  salvage 
service  is  an  absolute  legal  right.  VL  This  right  is  personal 
to  tiie  salvor,  notwithstanding  his  relation  to  others.  {Le 
Tigre,  3  Wash.  C.  C.  R.  567, 572,  578.)  VH.  It  being  thus 
a  personal  right,  a  party  cannot  be  deprived  of  it  except  by 
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)aw.  YIIL  The  right  to  Balyage  depends  npon  the  ssving  of 
the  property ;  but  the  rate  or  amount  of  salvage  depends 
upon  the  amount  of  the  property,  the  probability  of  loflB>  the 
amount  of  peril  to  the  property,  the  value  of  the  aervioe  to 
the  owner  of  the  pro2)crty,  and  the  personal  toil,  low  of  time, 
daring  and  danger  of  ihe  aalvon.  The  highest  order  of 
merit,  in  a  pecuniary  estimate,  is  the  safe  bringing  in  of 
property  entirely  abandoned  and  lost  to  the  owner— derelid. 
For  such  a  aenit  e  Courts  have  sometimes  awarded  seven- 
eightlis  for  salvage,  and  it  is  usual  to  s^ixe  one-half.  The 
present  is  such  a  ease.  1 X.  The  only  renl  point  is,  that  the 
salvage  was  performed  by  an  American  vessel  of  war,  in 
saving  Aiuericau  property.  There  \\  ;id  never,  before  this,  a 
case  <le(  i<lecl  in  which  the  right  of  a  national  vessel  to  salvage 
was  denied  on  that  ijroimd.  The  contrary  has  been  held  in 
numerous  British,  i'reneh,  American,  Mexican  and  South 
Americiin  cases.  (  T^te  Hope,  3  G,  Roh.  215;  The  EdvHird 
and  Mill' I/,  Id.  *3('.5  ;  The  IleleHy  Id.  U^-i ;  The  John  ami 
Jane,  4  Id.  i^lO  ;  The  Gage,  0  C.  Roh.  273  ;  The  Utrd  Nel- 
wn„  Edw.  R.  79  ;  The  D^uim,  1  T>od.  31?  ;  The  Man;  Ann, 
1  Jlarjg.  15S  ;  Tlie  Iodine,  Priah.  Dig.,  384,  imte  54 ;  The 
Charlotte,  Id.  note  55;  The  Thetis,  3  Uagg.  14,  42;  The 
Lustre,  Id.  154,  155 ;  The  EweU  Grove,  Id.  2U9,  224,  225  ; 
The  Ilelene,  Id.  430,  note;  The  WiUons,  1  W.  Rob.  172; 
The  Iris,  JIS.,  South  Carol ina  Uist.  Court ;  Ex-^irte  Kear- 
ney, Id.  /  The  Ant,  in  Mexico,  Natioiial  Intelligencer  of 
Sept.  20, 1849  ;  The  Actin'^  hi  Montevideo,  Id. ;  The  United 
States  V.  The  Amistad,  15  Pet.  518  ;  The  Eugenie,  Evening 
Mirr-  .  <>f  Sept.  26,  1849 ;  Opinimh  of  Atty,'Gen.,  Supp.  to 
N.  Y,  Tribune  of  Sept.  24,  1849.)  X.  The  same  law  and 
the  same  principles,  in  civil  and  militaiy  salvage,  apply  to 
the  Ka^y  of  the.  United  States  and  to  that  of  Great  Britain. 
XI.  Neither  the  NaTjin  the  aggregate,  nor  any  individoal 
national  vessel,  nor  any  officer  or  seaman  thereof,  holds  any 
particnlar  relation  to  any  commercial  vessel,  mncb  less  to 
property  wrecked  and  deserted  on  the  high  seas.  XIL  The 
varions  Acts  of  Congress  in  relation  to  vessels  in  distress 
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make  xio  difltincdcii  between  American  and  foreign  yeaBels. 
XIIL  The  Ezeentive  Circular  does  not  apply,  in  its  letter  or 
spirit,  to  salvage  caaes^  nor  has  it  any  general  or  permanent 
<4>eration.  The  Josephine  was  not  a  vessel  in  distress.  She 
was  wrecked  property,  abandoned  at  sea.  ZIV.  There  is  no 
role  that  salvage  is  to  be  withheld  because  the  services  were 
not  extraordinaiy.  XY.  The  objection  that  salvage  is  not 
due  to  the  salvors  because  the  commiBsioned  officers  declined 
to  receive  their  share,  is  immaterial,  if  the  rip^ht  to  salvage  bo 
personal.  {The  LiiMre,  3  Ihvjg.  154.)  XVI.  This  is  a  case 
of  InVhlv  meritorious  ralvaire  services.  It  is  of  that  class  for 
which  tlie  highest  pecuniar}'  allowance  is  made — a  case  of 
actual  total  loss — of  property  deserted  and  derelict,  which 
could  not  otherwise  have  been  saved. 

William  JBliaSy  for  the  clahnante. 

Xkisov.  J.  Tlie  proofs  show  that  no  verv  extraordinary 
or  hazard' MIS  service  was  re(piired  of  tlie  olhcera  or  crew  of 
the  Plyiiiouth,  or  was  rendered  by  them  in  bavliio-  the  brig. 
She  was  discovered  in  latitude  37**  N.  and  loni,Mtude  73*^  W., 
about  one  hundred  and  forty  miles  from  tiio  port  of  New 
York.  The  weather  was  fine  from  the  time  she  was  taken  in 
tow  till  her  arrival  at  that  port,  with  the  exception  of  some 
twenty-four  hours,  during  which  there  was  a  pretty  heavy 
blow,  and  on  which  occasion  an  additional  hawser  was  used ; 
bnt  none  of  the  crew  were  exposed  on  account  of  remaining 
on  the  wreck  during  the  blow,  as  the  oiliccr  and  the  few  men 
on  board  were  removed  to  the  Plymouth.  The  only  delaj 
that  occurred  to  the  Plymouth  in  her  usual  service  was  one 
of  about  two  days,  owing  to  the  change  of  her  course  from 
Boston  to  New  York.  All  the  service  rendered  was  under 
the  direction  of  the  commander  of  the  Plymouth,  and  agree- 
ably to  the  general  instructions  of  the  Secretary  of  tlie  Navy 
to  all  the  naval  vessels  of  the  Government  The  officers  re- 
nounced all  claim  to  salvage  lor  the  service,  and  so  advised 
the  Secretary  of  the  Navy ;  but  the  crew  refused  to  renounce. 
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It  ia  not  neceseazy  to  detennino,  in  this  case,  in  order  to  dis- 
pOBe  of  it,  whether  or  not  the  officers  and  crewB  of  the  naval 
yoBsek  of  the  United  States  are  in  anj  oaae  entitled  to  salvage 
for  services  rendered  to  American  merchant-veeseb  in  distress, 
notwithstanding  the  instructions  on  the  subject^  given  by  the 
Government  I  have  no  doubt  that  cases  may  exist  in  which 
they  ave  entitled  to  salvage  compensation,  both  on  principle 
and  authority.  (The  Gage,  6  a  Bob,  278  \  The  Lord  ISfdwn^ 
Mu>,  R.  79 ;  ITts  PeMomento  Felist,  Id.  115 ;  The  Umied 
Siates  v.  The  AnUatadf  15  Petere,  518 ;  27^  AUiyator  and 
the  JEnterpriee,  MS,  deoieion  of  Judge  Lee,  8o,  Oar,  J)Ui, ; 
Ths  Thetis,  Z  Hogg,  The  Milene^  Id,  ^ ;  TheLwfyrey 
Id.  154  ;  I^  Tigre,  3  Wash.  O.  C,  R.  567, 572.)  But,  in  such 
cases,  something:  more  than  the  usual  peril  should  be  encoun- 
tered by  the  ufficres  and  crew,  and  an  extraordinary  service 
bhould  be  rendered,  exceediucj  the  (hity  inijiosed  upon  them 
by  their  employinent  in  tlie  pnl)He  service  and  the  special  in- 
structions of  the  UoM  ]  iiment  on  the  subject.  Ordinary  ser- 
vice in  rescuing  American  vessels  in  distress,  reipiiring  no 
great  hardslnp  or  peril  on  the  part  of  the  officers  and  crew, 
would  seem  to  fall  directly  within  the  line  of  the  wneral  dutv 
thus  enjoined.  It  is  a  service  Ijestowed  by  the  ( Tovernjiient  * 
for  the  ])r<jtection  and  encourai^enient  of  its  connuercial  ma- 
rine, and  the  right  to  impose  this  duty  on  Government  vessels 
is  too  clear  to  be  controverted.  Great  and  extraordinary  ser- 
vice and  ])eril  in  rescuing  a  vessel  and  her  car^o  would  pre- 
sent a  diiierent  question  and  stand  upon  different  principles 
and  policy.  Such  acts  should  of  themselves  be  the  subject 
of  rewai-d  and  encouragement,  and  would  not  be  neoesBarily 
comprehended  in  the  duty  resulting  from  the  public  employ- 
ment of  the  persons  rendering  it  or  from,  the  instructioDB  of 
the  Government  It  appears,  from  the  proofr  in  this  case, 
that  the  services  upon  which  the  claim  for  salvage  rests  were 
■in  no  way  extraordinary  or  perilous,  and  consisted  wholly 
in  boarding  the  fichooner,  securing  to  her  the  hawsers,  and 
towing  her  into  port,  the  crew  having  been  removed  from 
her  when  the  weather  rendered  it  dangerous  for  them  to 
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remain.  As  a  aervice  peif  ortned  in  obedience  to  the  oidere 
of  the  officer  in  oommaod  of  the  sloops-war,  and,  alao,  in 
itaelf  it  was  very  oommendable,  and  is  deserving  of  all 
praise ;  but  it  was  not  specially  meritorious,  nor  did  it  at  all 
hazard  the  lives  of  any  portion  of  the  crew.  There  would 
be  neither  reason  nor  sound  policy  in  oonstming  this  descrip- 
tion of  service,  on  the  part  of  the  officers  and  crew  of  a 
naval  ship  of  the  Government,  as  a  salvage  service,  or  in 
placing  them  on  the  footing  of  common  salvors.  I  shall 
iherefm  affirm  the  decree  of  the  Comrt  below  diamiesing  the 
libel,  with  the  costs  of  this  Court 

Decree  accordingly. 


Tub  St.  Mabt. 

Il  is  sufficient  to  fjiTe  a  Hen,  umicr  the  Statute  oj  New  York,  (2  h'.  S.  49^^  ^  1,) 
against  a  duiuutttic  ve:it»el,  lot  money  advanced  for  supplied  luriualicd  to  her 
la  lier  home  port,  thai  the  ItMu  of  M9eo«il  for  tuch  ■dvtnoai  ttuount  In  tho 
•ggregpite  to  |50.  It  b  not  neeesaaty  that  each  Item  should  amount  to  |60, 

Where  having  edaim  against  F.  for  |fi,000,  as  the  balance  of  $12,000,  pur- 
chase-TtioneT  of  n  Tes-:o!,  tucik  a  bill  of  gale  of  the  VL'f«ol  from  F.,  with  power 
to  Pfll  liLT  and  [Kiy  hiln:^olf  Siiid  bulaiice,  and  at  tliat  titno  \S".  hnil  !i  claim 
nguiiiat  i\,  fur  uiabureeuiculit  fur  slureii  and  supplies  fur  tiie  vt^fi^ci  and  fur  a 
eonmiiaion  for  Mrrloee  bk  fitting  the  TeflMl  for  ee*  and  pvocunng  freight  and 
paasengen  for  her,  of  whieh  dana  8.  hei  knowledge  at  the  time :  HeU^  on  a 
libel  in  rem  filed  by  W.  to  recover  hb  claim,  that  S.  wua  eotitU'd  to  payment 
of  his  cliiim  for  the  balance  of  the  purcbaae-money,  before  W.  could  receive 
any  pan  of  his  claim,  but  that  W.'a  claim  bad  priority  uver  a  claim  by  S.  for 
disbursements  made  bj  liim,  after  takiog  said  bill  of  sale,  in  fitliug  .ihe 
for  aea. 

The  terms  of  the  biu  of  ide,  ODnrideced, 

(Before  Kneon,  J.,  Sonthem  Diatriot  of  New  Yoric,  October  7th,  1861.) 

Tais  was  a  libel  in  rrni^  filed  on  the  2dd  of  November, 
1849,  in  the  District  Conrt,  by  Albert  A.  Warner  against  Ihe 
ship  St.  Maty,  an  American  veeseL  The  facts  stated  in  the 
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libel  were  theee:  Warner,  aa  agent  for  one  French,  the 
owner  of  the  veaaely  waa  engaged  at  New  Yoric  from  the 
15th  of  September,  1849,  to  the  23d  of  November,  1849,  in 
procimng  eqiupments  and  snppliee  and  freight  and  paseen- 
gers  for  the  vessel,  for  a  voyage  from  New  York  to  San 
Francisoo,  and,  during  that  time,  paid  and  advanced  to- and 
for  French,  and  at  his  request,  large  smna  of  money  for 
stores,  supplies,  provisions  and  otherwise.  After  crediting 
various  earns  received  by  Warner  for  freight  and  paseage- 
money,  there  remained  due  to  hm,  on  the  Slst  of  November, 
1849,  for  moneys  so  advanced,  including  his  charge  for  com- 
missions, a  balance  of  §2,501  30.  The  charge  for  oonmiia- 
sions  was  $1,250,  being  5  per  cent,  on  $25/)00.  Several  of 
the  items  of  account  claimed  were  leas  than  $50  each.  On 
the  21st  of  November,  1849,  the  vessel  being  ready  for  sea, 
Warner  presented  liis  aecount  to  Fi*ench,  who  examined  it 
and  aeknowlcdged  its  contents,  and,  on  tlie  same  day,  gave 
AVanier  a  mortgage  on  the  vessel  to  secure  the  $2,501  30, 
with  interest. 

The  iirm  of  Simes  &  Iliiffer,  as  claimants.  ])nt  in  an  an- 
swer, wliich  set  up  these  facts:  French  purchased  tl)c  vessel 
from  them  on  tlie  15th  of  September,  1840,  at  New  "^'ork, 
for  $12,000.  On  the  same  day  French  executed  to  them  a 
paper,  reciting  the  sale  for  $12,000,  and  setting  foitli  that 
$3,000  of  it  was  to  be  paid  on  tlie  17th  of  that  month,  $4,000 
in  thirty  davs  from  date,  and  the  balance  within  sixtv  davs 
from  (late  and  before  the  vessel  shonld  leave  New  York  ; 
that  no  transfer  of  the  vesvsel  was  to  be  made  until  the  whole 
amount  should  be  paid  ;  that,  in  cn>e  of  defaidt  in  any  of  the 
payments,  the  vessel  was  to  be  sold  at  public  sale,  on  account 
of  French  and  at  his  expense  ;  that  Simes  &  IlufFer  were  to 
he  at  liberty  to  purchase  at  the  sale ;  and  that  French  was  to 
pay  the  deficiency,  if  any.  Warner  knew  the  terms  of 
French's  purchase  at  the  time  it  was  made,  or  shortly  after. 
French  ttK>k  possession  of  the  vessel,  and  paid  the  $7,000,  as 
agreed.  On  the  26th  of  October,  1849,  $6,000  of  the  }.ur- 
chase-money  heing  tmpaid,  French  made  to  Simes  &  Huf- 
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fer  a  proposal,  iu  writing,  that  they  should  ^take  posseflaion 
ci  the  ship,  and  ohargo  of  the  management  of  her  business 
for  loading  and  getting  to  sea,"  "  with  the  nnderstanding  that 
whenever  "  th^  should  be  in  receipt  of  a  sufficient  amoimt 
of  money  to  cover  the  balance  due  for  purchase-money,  and 
any  liabilities  they  might  "  be  under,  growing  out  of  this 
transaction  and  connection,"  French  should  be  entitled  to 
a  bill  of  sale  of  ship,  in  order  lliat "  he  might  sell  or 
hypothecate  her  to  another  party,  under  tbe  condition  that 
the  prooee<ls  of  such  Bale  or  hypothecation  "  should  **  jiaas 
into"  their  "  hands  for  the  disbni'sement  of  the  ship."  The 
pro}X)8al  conchidcd  as  follows:  "  I  further  agree  that,  ]»c'ft)rc 
the  ahip  apes  to  sea,  von  nhall  be  })laced  in  funds  sutlicicnt 
to  cover  all  the  liabilities  of  the  ship  and  outlits.  If,  there- 
ff>rp.  you  ac<;ept  this  pro^iosition,  you  will  please  cause  the 
»hi\t  to  be  loaded  and  j)re[)ared  for  sea  with  all  due  diligence 
and  (kspatch,  and,  in  cnnijx'iisatioii  for  your  services.  I  airree 
to  allow  you  two  and  oiie-hiilf  cerU.  commispion  on  the 
amount  of  her  freiirht  and  passage-money,  warrautiiiir  the 
same  to  amount  to  twenty-five  thonsnnd  dollai*s."  On  the 
same  day,  SiTTies  tl'  TTnfl'er  and  ^Va^^er  signed  a  memoran- 
dum indorsed  on  said  proposal,  in  these  words  :  "  We  aticept 
the  within  j)ropo8itioii  of  Mr.  French,  and  it  is  understood 
that  Mr«  A,  A.  Warner  is  to  be  associated  with  us  so  far  as 
the  passenger  part  of  the  business  is  concerned.  AU  bills  of 
lading  are  to  be  signed  at  our  office,  and  all  bills  against  the 
ship  to  pass  thi-ough  the  hands  of  Sinies  &■  IIufFer."  Simes 
^  Ilnffer  forthwith  took  possession  of  the  shij^  under  the 
agreement,  with  Warner's  knowledge,  and  rendered  the  ser- 
vices and  made  the  disbursements  necessary  to  fit  her  for 
sea.  They  claimed  a  lien  on  the  vessel  for  a  balance  of 
$7,043  37  due  them  for  their  disbunements  for  her,  over 
and  above  the  $5,000  balance  of  purchase-money  and  inter- 
est On  the  26di  of  October,  1849,  Warner  gave  to  Simes  & 
Huffer  a  written  paper,  in  these  words :  Having  this  day 
entered  into  an  agreement  with  Messrs.  Simes  &  Huffer,  to 
conduct  the  passenger  part  of  the  ship  St  Hary,  now  adver- 
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tiaed  for  C^ulifoniia,  it  is  hereby  agreed  by  me,  that  the 
amount  of  fuuds  received  by  me  from  pa86engen  is  to  be 
applied  solely  to  the  account  of  the  ship  St.  Mary,  or  subject 
to  the  order  of  Measrs.  SimcB  ^  Huffer  for  the  use  of  said 
ship."  On  the  22d  of  November,  1849,  another  agreement 
was  made  between  French  and  Simes  &  Huffer,  by  which, 
after  a  recital  that  French  still  <]wed  them,  on  his  purchase, 
(5,000,  and  interest  from  November  15th,  1849,  and  that 
they  had  paid  bills  in  relation  to  the  contemplated  voyage  to 
San  Frandsoo,  and  other  bills  had  been  inenrred  and  were 
outstanding  against  the  ship  or  on  account  of  the  voyage, 
French  assigned  and  transferred  to  them  all  his  riglit^  tide 
and  interest  in  the  ship,  her  tackle,  apparel  and  fnmitnrB, 
and  in  her  freight 'and  passage  money  and  all  sums  of  money 
due  or  to  become  due,  for  teight  or  paesage-money  or  other- 
wise," to  the  ship,  or  to  French  on  her  account  or  on  account 
of  the  voyage,  and  authorized  tliem  to  take  the  entire  control 
and  iiuuiii^'eiiiL'iit  of  her  and  of  tha  voyage,  and  to  collect  and 
compromise  any  ( laiius  dne  to  I'j-ench  on  account  therertf, 
and  to  settle,  and,  if  they  saw  fit,  to  compromise  any  claims 
against  French  or  tlie  on  account  thereof,  and  to  sell  the 
ship  on  such  t^rms  and  at  such  time  as  tliov  might  think 
hest,  and,  if  they  thought  best,  to  provide  a  \oyage  for  her 
return  to  the  United  States  or  elsewhere.  The  agreement 
further  provided  that,  iiuin  the  earnings  of  the  ship,  and  her 
proceeds,  if  sold,  bimes  lliilier  were  to  pay  themselves 
the  balance  due  (»n  her  and  all  dishursements  made  by  them 
on  her  account  or  connected  tlierewitli,  and  twenty  ju  r  cent. 
commission  on  tlic  receii)ts  and  disbursements,  as  their  com- 
pensation ;  that,  if  thei  e  should  be  a  surplus  when  the  affairs 
wore  closed,  Simes  &  liuffer  should  pay  it  to  French ;  and 
that  Simes  &  Iluffer  should  appoint  an  agent  in  San  Fran- 
cisco, with  authority,  in  case  French  sliould  there  pay  the 
full  amount  due  them  or  for  which  they  were  liable,  includ- 
ing commissions,  to  transfer  and  give  a  bill  of  sale  of  the 
ship  to  French,  provided  no  previous  transfer  should  have 
be»i  made. 
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The  answer  aet  np,  that  the  Court  had  no  junsdictioii  to 
enforce  Wamer'a  claim  agamst  the  vessel ;  that  Wamer  had 
no  right  to  aneat  the  ship  or  interfere  with  her  Toyage ; 
that  the  greater  part  if  not  the  ^diole  of  Warner's  acooant, 
as  set  forth  in  the  libel,  was  not  a  lien  on  the  vemel,  either 
hy  the  laws  of  New  York  or  under  the  Admiralty  law ;  and 
that  Warner's  rights  were  sabordinate  to  those  of  the  claim- 
ants. 

Tlie  other  facts  necessary  to  an  understanding  of  the  ease 

are  stated  in  the  opinion  of  the  Court.  After  a  decree  by 
thu  District  Court  in  favor  of  tlie  libellant,  the  clainianta 
appealed  to  Lliis  C'ourt. 

Edward  II.  Owen,  for  the  libellant. 

George  C.  Ooddard,  for  the  claimants. 

Nelso>%  «].  The  merirs  ni  this  case  arc  witli  the  liijellant, 
and  I  think  that  the  decree  lielow  is  Tuaintaiiud^le  upon  prin- 
ciples of  law.  1  hiy  owt  uf  view  the  nioi't^rairc  irivoii  upon 
the  vessel,  and  put  the  decision  upon  the  original  indebted- 
ness. 

The  |)er  centage  which  French  agreed  to  alh>w  the  libel- 
lant for  titting  out  the  vessel  and  procuring  freight  and  pas- 
sengers for  her  Toyage  to  Sau  Francisco,  as  compensation  for 
the  service  and  regix)n8ibility,  partakes  of  the  same  nature 
and  character  as  the  disbursements  made  in  the  couTse  of  the 
serFice,  in  famishing  stores,  &a,  in  fitting  the  vessel  out 
The  reasonableness  of  the  amount  is  not  in  question,  as 
French  determined  that  for  himself,  and  it  was  a  matter  in 
which  he  alone  was  concerned  at  the  time.  For  aught  that 
appears,  the  compensation  was  the  customary  rate  allowed  in 
fitting  up  and  freighting  theae  California  paseenger  vessels. 

As  respects  other  parte  of  the  claim,  which,  it  is  conceded, 
are  ptiperly  chaigeable  against  the  ship,  I  do  not  agree  with 
the  counsel  that  each  claim  must  exceed  the  amount  of  fifty 
dollan,  in  oider  to  bring  the  lien  within  the  8tate  statute. 


Digitized  by  Google 


334 


SOUTHERN  DISTRICT  OF  NEW  YORK, 


The  m,  Uny,- 

(2  8. 493,  §  1.)  It  is  euffioieiit  if  the  amoimt  in  the  aggre- 
gate  reaches  that  sum. 

I  agree  that  Simes  &  Iluffer  had  a  prior  lien  od  the  yessel 
for  the  five  thousatid  dollars  and  interest,  the  balance  of  the 
purchase-money,  at  the  time  thej  resumed  the  poesesBicm  of 
her,  and  that  they  were  eiitided  to  its  payment  out.  of  her 
proceeds^  before  any  distribution  to  the  libeUant  But  it 
must  be  remembered  that,  when  the  veesel  passed  into  their 
hands,  under  the  arrangement  of  the  S2d  of  November, 
Frendi  had  an  interest  in  her  to  the  amount  of  $7,000,  he 
having  paid  that  portion  of  the  purdiase-money.  This  inter- 
est passed  into  their  hands  on  the  re-transfer,  and  was  fairly 
Bubjeet  to  the  chai^  of  the  libellant  She  was  ample  secur- 
ity for  both  demands.  Beyond  this  balance  of  the  purchase- 
mouey,  Simes  &  IIu£Per  had  no  prior  lien  on  the  vessel  over 
the  libellaiit ;  and  it  i8  a})p:irent,  from  the  transactions  be- 
tween all  the  ]>arties,  that  they  were  fully  aware  of  his  claim 
at  the  time  of  the  urraiigeiuent  of  tlie  22(1  of  November. 
The  libellant  had  been  engaged  in  e(iuii)])Uig  the  ship  imd 
procuring  freight  and  passengers,  from  the  17th  of  Septem- 
ber down  to  the  20th  of  October,  when  Simes  &  IlnfFer  be- 
en:! le  jointly  coneenied  with  him  in  the  business,  and  I  must 
hukl  them  ehargeable  with  a  knowledire  of  the  service  he  had 
already  performed  in  this  rop])ect,  and  of  the  disbursements 
made  and  accounts  outstanding  at  the  time  they  becanje  con- 
cerned with  him.  With  a  few  trilling  exee*ptions,  his  whole 
aceoiuit  had  then  already  accnied  atrainst  the  vessel.  It  is 
true,  some  evidence  was  given  tending  to  show  that  an  ae- 
ctount,  the  balance  of  wliieh  amounted  to  some  $3jiG,  had 
been  rendered  by  the  libellant  at  this  time ;  but  it  is  alto- 
gether too  indefinite  and  imcertaiii  to  be  relied  on  for  this 
purpose.  The  writings  that  were  made  at  the  time  make  no 
mention  of  it,  or  of  the  amount  of  the  indebtedness  to  the 
libellant.  That  the  amount  now  claimed  existed  at  the  time, 
is  t(X)  well  established  to  be  doubted. 

What  strengthens  very  much  the  equity  and  justice  of 
the  eUiim  of  the  libellant,  under  the  ciieomstances,  is 
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the  nature  and  character  of  the  arrangement  of  the  22d  of 
November,  between  SimeB  &  Hoffer  and  French.  It  not 
only  aasignB  all  the  interest  of  the  latter  in  the  vefieel,  freight 
and  paaeenger  money,  and  anthorizes  them  to  sell  and  dispose 
of  her,  and  requires  them,  after  paying  themselves,  to  ])ay 
the  surplus,  if  any,  over  to  French,  but  provides,  also,  that,  if 
the  vessel  is  not  sold,  they  shall  appoint  an  agent  at  San 
Francisco,  with  authority,  in  case  French  shall  pay  the  fall 
amount  due  them  or  for  which  they  may  be  liable,  to  make 
a  bill  of  sale  of  the  vessel  to  French.  By  tliis  arrangement, 
the  claims  of  the  libellant  are  not  onlv  cntirelv  tlisreffarded, 
])ut  the  interest  of  French  in  tho  vessel,  over  and  bevond  the 
lien  of  Sinics  c'v:  IIiilYer  for  the  l)al;mce  of  the  j)urchase- 
money,  is  placed  out  of  the  Hbolhn  t  -  reach.  AVe  have  seen 
that  he  had  tlie  next  lien  on  the  vessel,  and  wa^  entitled  to 
have  it  enforced  before  an\  other  of  the  claims  of  Simes  & 
Iluffer.  Besides,  it  is  bv  no  means  certain  tliat  thev  did  not 
bind  themselves  to  French,  liy  the  arrangement  *)f  the  22d  of 
Novenilier,  to  pay  the  claim  of  the  libellant.  Amonp:  other 
etipulations,  they  agree  "  to  settle,  and,  if  tliey  see  tit,  to  com- 
promise, any  claims  against  the  said  French  or  said  ship,  on 
account  thereof." 

It  seems  to  nie  that  the  libellant  had  a  valid  lien  njion  the 
interest  of  French  in  tlie  vessel,  when  it  passed  into  the  hands 
of  the  claimants  on  the  22d  of  Xovember,  and  that  it  was 
sufiicient,  over  and  beyond  their  prior  lien  for  the  balance  of 
the  piu'chafte-money,  to  satisfy  his  claim.  They  had  sold  her 
to  French,  on  the  15th  of  September  previous,  for  ^12,000, 
and,  on  tho  23d  of  November,  she  appears  to  have  been  in> 
stired  at  the  value  of  $16,000. 

The  libeUant  had  no  iiiterest  in  the  voyap^o.  He  Iiad  been 
employed  to  fit  up  the  sliip  and  procure  freight  and  passen- 
gers, and  was  ooncemed  only  in  this  service,  and  in  securing 
his  compensation  for  the  same  ^d  for  his  disbunaements ; 
and  I  do  not  see  that  he  was  bound  to  forego  these  daims 
rather  than  break  up  the  voyage.  This  was  a  question  for 
those  interested  or  who  had  become  interested  in  gettbg 
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the  veBsel  to  sea  and  in  making  the  voyage — not  for  the 
libellaut.  I  see  nothing  in  the  case  to  restrain  him  from 
enforcing  his  rights,  even  at  the  expense  of  breaking  ap  the 
voyage.  Fn  t  li  or  those  who  had  taken  hie  place  were 
bonnd  to  look  to  this,  and  to  relieve  the  vessel  from  the 
chaige. 

In  every  view  I  have  heen  ahle  to  take  of  the  case,  I  think 
that  the  decree  below  was  ri^t  and  shonld  be  affirmed. 


Tbe  Eltika  Habbeck. 

Wliwe  a  passengtr  WBcampuim  hb  baggage,  the  fan  diarged  Av  bb  pa^gc 
includes  eompmrtfan  for  ita  traniportatioti,  and  tba  carrier  baeomei  tespoiMl- 
ble  for  ita  aafe  delivery. 

If  a  pa?wngor  dws  not  nccompanr  bis  V)a«r«]ragp,  the  carrier  may  claim  compensa- 
tion in  advance  for  its  transportation,  or  may  postpone  his  claim  liii  tbe  deliv- 
er;  and  rely  on  his  Uen  or  on  the  personal  responsibility  of  the  owner ;  in 
oMmt  of  wbidi  eaaai^  the  oarrler  to  tMpomiMe  for  the  aali^keeping  and  ddiv* 
ery  of  the  iNiggage. 

Where  a  person  took  passage  in  a  vessel,  but  his  personal  baggage  did  not  reach 
him  in  season  to  be  put  on  board  of  that  reasel,  and  he  Failed  without  it,  and 
it  was  put  on  board  of  another  vessel,  a  receipt  or  bill  of  lading  being  given 
for  it  by  the  mate  of  iba  lalior  voimI,  but  It  traa  new  deliwed  at  Ita  port  of 
deatiiiatioii :  Mdd^  in  an  action  m  «m  broogbt  agaioit  ttie  latter  veasd  for  tlio 
Talue  of  the  baggage,  th  it  ilic  c:i.<t>  wai^  one  of  the  ordinary  nliipnient  of  gooda 
on  freight,  for  wlui-f  safe  ih'livcry  ll;c  vi-.-'s^'l  wa.'^  lial'lc,  ai;d  that  her  owner 
waa  not  to  be  regarded  merely  as  a  gratuttoua  bailee,  responsible  only  for  gron 
negligence. 

also,  that  the  wonla  "  penonal  gooda*'  on  tho  omgln  of  the  reetlpt  or  bU 
of  ladings  were  at  moat  but  a  dea^ption  of  the  character  of  the  good*,  and 
did  not  exempt  tho  owner  of  the  gooda  from  n^ght,  or  the  teaad  from  reapon- 

(Before  Nelboh,  J.,  Soutbeni  Diatrict  of  Mew  Tork,  October  7th,  ISftl.) 

Tins  WAS  a  libel  in  rem^  filed  by  Jeanette  Brown,  in  the 
District  (Jonrt,  against  the  bark  Elvira  Ilarbeck.  The  libel 
set  forth  that  the  libellaut  j^liijjped,  on  board  the  Elvira  Uaiv 
beck,  lying  at  the  port  of  Ajitwerp  and  bound  for  New 
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York,  ten  packages  and  one  basket  of  goods — ^the  eame 
being  personal  baggage  and  tools — all  in  good  order  and 
condition ;  that  the  mate  of  the  veesel,  acting  on  behalf  of 
the  master  and  owners,  undertook  and  agreed  to  ddiver  the 

same,  at  the  port  of  New  York,  to  the  libellant  or  her  order, 
the  dangers  of  tlie  sea  only  excepted ;  that  ei^jht  of  the  ten 
packfiges  contained  the  UxA&  of  the  trade  of  her  son,  put  up 
in  boxes,  and  two  otliere  were  trunks  secured  by  lock  and 
key ;  that  the  two  trunks  and  the  ba.skct  contaiiied  the  per- 
tkjiial  apparel  beloiio^iii*^  t«»  the  libelhuit  and  her  family  ;  that  * 
the  Elvira  Ilarbeek  arrived  froin  Antwerp  safely,  in  New 
York,  ou  the  iuth  of  August.  lSi9,  and  eight  of  the  pack- 
ages were  delivered  according  to  the  bill  of  lading  executed 
by  the  mate;  bnt  that  the  two  trunks  and  basket  had  not 
been  delivered  to  the  libellant,  though  the  same  had  been  fre- 
quently demanded. 

The  answer  denied  the  alleviations  in  the  libel,  and  averred 
that  all  the  packap^es  received  on  board  the  vessel  were  de- 
livered to  the  libellant.    It  denied  all  negligence,  and  charged 
that,  if  any  of  the  goods  had  l)een  lost,  they  were  lost  by  the- 
n^ligence  and  carelessness  of  the  libellant. 

The  proofs  Khowed  tliat  tlie  libellant  and  her  family  emi- 
grated from  Aix-la-Chapelle  to  this  country ;  that  the  goods 
were  packed  in  eight  boxes,  two  trunks  and  a  basket,  which 
were  forwarded  to  Antwerp  by  the  railroad ;  that  the  family 
had  taken  their  passage  to  New  York  in  the  ship  Eoscoc, 
then  lying  at  Antwerp;  and  that,  in  consequence  of  this 
ve38er8  having  left  the  port,  on  her  voyage,  with  the  family, 
before  the  arrival  of  the  boxes  of  tools  and  baggage  by  the 
euBy  it  became  neceflsaiy  to  send  them  on  another  vesaeL 
They  were  sent,  acccnrdingly,  by  the  agent  oi  the  libellant,  in 
the  Elvira  Harbeck,  and  a  receipt  or  bill  of  lading  for  the 
goods  was  dnly  execnted  by  the  mate,  then  in  charge  of  the 
venel,  at  the  port  of  Antwerp.  The  receipt,-  when  pnt  in 
evidence,  had  on  its  margin  the  words  pereonal  goods,"  in 
penciL  When  they  were  put  on,  did  not  appear.  A  wit- 
ness, the  brother  of  the  libellant,  saw  the  goods  put  on  board 
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the  ^vessel  and  stowed  away  in  the  hold,  the  OBoal  plaoe  for 
stowing  away  merehandise.  On  tiie  arrival  ci  ihe  vessel  at 
New  York,  ^e  eight  boxes  of  tools  were  duly  delivered  to 
the  order  of  the  libellant ;  bat  the  two  trnnks  and  basket 
eonld  not  be  found  and  had  never  been  delivered.  The  libel 
was  filed  to  recover  the  value  of  their  oontents. 

The  ground  of  defence  relied  on  was,  that  the  goods  were 
shipped  on  a  passenger  ship,  as  personal  baggage  belonging 
to  a  ]ia:?8enger  or  passcufijer.s  ;  and  that,  iiiasiiuicli  as  tlic 
owner  did  not  take  liis  passage  on  board  the  ^hij)  and  pay  the 
fare,  which  would  include  eompenjialiou  ior  the  usual  l)ag- 
gage,  no  corupeutiatioii  was  paid,  in  this  case,  for  the  freight, 
and  the  ship  was  entitled  to  none  ;  and  hence,  that  the  mas- 
ter RTid  t)wnere  were  to  be  regarded  as  gratuitous  bailees,  and 
resj[_)onsible  only  for  gross  negligence,  to  be  chai^ged  aud 
proved,  in  the  transportation  of  the  pro})erty. 

The  District  Court  sustained  the  defence  set  up  and  dis- 
missed the  libel.   The  libellant  appealed  to  this  Court. 

JSrastw  O,  jBenediotf  for  the  libellant. 

Welcome  E,  Beelfe,  for  the  claimants. 

Nelson,  J.  There  is  no  evidence  that  the  libellant  and 
her  family  took  passage  in  the  Elvira  Ilarbeck  or  ever  in- 
tended to  take  passage  in  her.  On  the  contrary,  their  pas- 
sage was  taken  in  the  Roscoe,  on  which  ship  they  expected 
to  have  carried  with  them  their  personal  effects ;  but  they 
were  disappointed,  in  consequence  of  the  non-arrival  of  the 
g«3od8  in  the  cars  from  Aix-la-€7hapelle,  when  the  vessel 
sailed.  It  was  then  arranged  with  tJieir  agent  to  send  the 
goods  in  some  other  vessel  bound  for  the  same  port  But, 
even  assuming  that  the  libellant  and  her  family  had  engaged 
their  passage  m  the  Elvira  Harbeek,  but  changed  their 
tninds,  and  failed  to  complete  the  engagement,  and  took  pas- 
aage  in  another  ship,  sending  their  ba^age,  hcwever,  in  the 
Elvira  Harbeek,  it  by  no  means  follows  that  the  vessel  is  not 
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entitled  to  freii'lit,  or  tliat  the  owners  are  to  be  rci^arded  tis 
gratnitons  liailees,  and  to  be  held  responsible  only  for  groiB 
neglect  ui  the  transportation  of  the  goods.  On  the  contrary, 
I  cannot  doubt  that  they  would  be  entitled  to  reafjonable 
freight-money,  and  to  a  lien  on  the  goods  until  it  aUould  be 
paid. 

In  eaaes  where  the  passenger  accompanies  his  baggage,  the 
fare  chaiged  for  his  passage  incladea  oompensation  for  its 

transportation,  nTid  the  carrier  becomes  responsible  for  its 
sale  delivery.  If  the  passenger  does  not  accompany  it,  the 
earner  may  daam  oompensation  in  advance  for  its  transporta- 
tion, or  may  postpone  his  claim  till  the  delivery  and  rely  on 
his  lien  or  on  the  personal  responetbiUly  of  the  owner.  And 
I  do  not  see  why  ^e  mle  of  responsibility  for  the  safe-keep- 
ing and  deliveiy  should  not  be  the  same  in  both  eases.  The 
actual  pa}ment  of  the  freight  in  the  one  case,  and  the  actual 
liability  ai^  lien  for  its  payment  in  the  other,  constitute  the 
consideration  for  the  nndertakijig. 

But  it  is  sufficient  to  say,  in  this  case,  that  the  proofis  show 
an  independent  shipment  of  the  goods  in  question,  uncon- 
nected with  the  owner  as  a  passenger.  The  case  is  one, 
therefore,  of  the  ordinary  shipment  d  goods.  The  words 
''p««onal  gcx>d^,''  in  peneH-marks,  upon  the  maigin  of  the 
receipt — when  put  on,  does  not  appear — cannot  alter  .the 
nature  of  the  undertaking.  They  do  not  exempt  the  owner 
of  the  gotxk  from  freif::ht  or  the  ship  from  responsibility. 
At  most,  they  are  but  a  description  of  tlie  character  of  the 
goodb  put  on  board. 

I  tliink  that  the  libellant  is  entitled  to  recover,  and  must, 
thereforej  reverse  the  decree  below,  and  refer  the  cafie  to  the 
clerk,  to  report  the  value  of  the  property  lost. 
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Jonathan  Godfrst  tw.  Daniel  GiucAjmN. 

Where  an  action  in  personam  is  brought  in  the  District  Court,  in  A'imirfdty,  on 
a  money  demand  amoanting  to  le^  than  |50,  but  tbe  lilxUaiu's  clnim,  with 
interest,  amouota  to  more  then  |60  at  Uie  time  the  decree  is  made  bj  tbe  IMs* 
.  trict  Court,  end  be  bee  a  decree  in  thet  CStourt  for  more  then  ISO^  en  eppeel 
lies  to  this  Court  from  such  deeree. 

On  such  appeal,  tlie  action  becomes  a  plenary  suit  in  this  Court,  and,  if  the 
decree  is  efllnaed  bjr  tble  Court  with  co«(%  full  ooete  of  this  Court  »»y  be 
taxed. 

(Before  Nelbox  end  Bms,  JJ^  Southern  District  of  New  York,  OcU^ber  li^th, 
186L) 

This  was  an  appeal  from  the  clerk's  taxation  of  costs.  The 

snit  was  an  action  in peraonam,  brought  in  Admiralty,  in  tlie 
District  Court,  on  a  money  demand  amoimting  td  less  than 
$50.  The  libellant'8  t'laiiii,  witli  interest,  amounted  to  more 
than  $50  at  the  time  the  decree  was  made  by  the  DiBtrict 
Court,  and  lie  l  aJ  ;l  decree  in  that  Court  for  more  tlian  $50. 
After  this  Con  it  had,  on  a})peal,  atrirnied  the  decree  with 
co-t-,  the  Clerk  IawA  full  costs  of  tliis  C-ourt  against  the  ro- 
»j^K>iidt;nt,  from  which  taxation  he  appealed. 

The  CouiiT  held  that  the  case  was  one  in  which  an  appeal 
was  allowed  bylaw,  and  that,  on  the  apjiaLthe  action  bo- 
(>amc  a  plenary  suit  iu  this  Court  and  carried  full  costs  of 
this  Court. 


John  Bbown  vb,  Silas  E.  Bubbows. 

* 

A  surety  in  n  stipulation  given  on  the  release  from  attachment  of  the  propf»rty 
of  a  respondent  in  a  suit  in  Admiralty  iu  perBonam^  in  the  District  Court, 
cenaot,  where  the  stipulation  ie  in  a  sum  certain,  be  compelled,  as  surety,  to 
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mora  thu  that  nm,  although  the  stipulation  is  conditioned  to  pay  aadi 
sum  aa  ahall  ba  airarded  to  the  libcHnnt  by  the  final  decree  in  the  suit 

(Before  Nbuok  and  Bctxs,  JJ.,  Soathera  Diatriet  of  New  York,  October  16(h, 

mi.) 

Tins  was  a  motion  by  a  siiretj^  in  a  stipulation  to  cancel  the 
stii'iilaiiuii.  The  ^'tiJ)ulation  was  given  on  a  release  of  the 
respondent's  property  fn>in  attachment,  in  a  suit  in  Admiral- 
ty in  pcr.^on(im,  coiumeiiced  in  the  DiHtrict  Court  and  ap- 
pealed to  this  Conrt.  The  Ptij)ulation  was  in  the  sum  of 
$90<^.  and  was  conditioned  to  pay  mv\\  mm  as  should  be 
awanled  to  the  libellant  by  the  final  <  It  (  ice  in  the  suit.  The 
final  decree  was  for  a  sum  exceeding  ^i)OU.  Tlie  surety  had 
paid  the  $9U0  to  the  libellant. 

The  libellant  insisted  that,  by  the  4th  rule  of  the  Ilules  in 
Adminltjr,  prescribed  by  tlie  Supreme  Court  o£  the  United 
States,  in  December  Term,  1844,  the  surety  was  bound  to 
satisfy  the  whole  amonnt  ot  the  decree. 

Tub  Court  held,  that  the  obligation  of  the  surety  was 
limited  to  the  sum  of  $900  named  in  the  stipulation,  and 
that,  as  surety,  he  could  not  be  compelled  to  pay  more  than 
that  amount. 

Motion  granted. 


•  EiiAB  Gbofsbt  tw.  Joshua  C&Axa>ALL. 

A  ju'l.'raent  or  ileerr^p  d-vi  k-tned  in  a  Cotirt  of  the  United  StaN^s  f"<ir  'ho  Southern 
Districi  of  New  York  i;j  a  lien  on  tite  lauds  of  the  dtsieiiduiit  in  wbaterer 
oonmy  of  the  Dialiiet  they  are  sitiiaied. 

It  b  not  Booeaaafy  to  liio  oraation  of  iiwh  «  lian  Oatft  tnmerfptof  the  jndy* 
ment  or  doereo  ihovU  bo  AM  ia  Iba  oflloe  of  the  etark  of  any  oountj  in  the 

District. 

Th<-  etututes  of  New  York  which  limit  the  duraiion  of  the  lien  ul  die  jiidgid'  i  t8 
aud  decrees  of  the  State  Courts  apply  to  the  judgmeuU  and  decr^eti  ui  ihe 
Cwrti  of  the  United  Statea  within  the  State. 
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But  tbe  New  York  statute  of  May  14tb,  1840,  {Uwt  of  1840,  ehap.  886,  ^  26.) 
prescribiug  wbAt  acta  are  tieoei»jiarj  to  be  dune  to  create  the  lien  of  a  State 
judgment  or  decree,  doee  not  applj  to  the  judgmenia  or  deoreea  of  »  Court  of 
tho  United  talM. 

(Before  Niuoit  and  Bktts,  JJ.,  Sontbem  Diitrict  of  K«»  Toik,  Ootober  16tlii 
1601.) 

Thb  libellant  obtained  a  decree  in  thk  Court,  on  appeal 
from  the  Dietrict  Court,  in  a  suit  injpergonam^  in  Admiralty, 
against  the  respondent  and  one  deaveland,  his  stipnlator. 
The  decree  was  duly  docketed  in  this  Court,  and  an  execution 
was  issued  upon  it  against  Cleaveland,  on  which  real  estate  of 
his,  situated  in  Williamsbuigh,  Elings  county,  was  about  to 
be  sold.  Tlie  decree  was  not  docketed  in  Kings  county,  nor 
was  any  transcript  of  it  filed  in  that  county.  Cleavelaiid 
now  moved  to  feet  a»idc  the  execution  a«:;aiiist  him,  on  the 
ground  tliat,  under  tlie  26th  section  of  the  Act  of  the  Le^^ns- 
latui-e  of  New  York  of  ^lay  14th,  1840,  [J^ws  of  1840, 
ohdip.  no  lien  could  attacli  to  his  real  estate  in  Kings 

couT»ty  until  a  transcript  of  the  decree  was  tiled  in  the  ofiice 
of  the  clerk  of  that  county. 

The  Coubt  held  that  a  judgment  or  decree  docketed  in  a 
Crourt  of  the  United  States  for  the  Southern  District  of  New 
York  was  a  lien  u}K)n  the  lands  of  the  iK  if mlant  in  what- 
ever county  in  the  District  they  might  be  situated  ;  that  it 
was  not  necessary  to  the  creation  of  such  lien  that  a  tran- 
script of  the  judgment  or  decree  should  be  filed  in  the  oflice 
of  the  clerk  of  any  county  in  the  District ;  that  the  statutes 
of  New  York  which  limited  the  duration  of  the  lien  of  the 
judgments  and  decrees  of  tlie  State  Courts  applied  to  the 
jud-j:nients  and  decrees  of  the  Courts  of  the  United  Stat^ 
within  the  State;  but  tliat  the  Kew  York  statute  of  May 
14th,  1840,  prescribing  what  acts  were  necessaiy  to  he  done 
to  create  the  lien  of  a  State  judgment  or  decree,  did  not 
apply  to  the  judgments  or  decrees  of  a  Court  of  the  United 
States. 

JUbtion  denied. 
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AhDBBW  J.  BlOEABDBON  AKD  0TDXB8.    Ik  EQUITr. 

Where  cuiporate  righu  aad  iaterests  are  aH'ected  in  any  way  wrongfullj  and 
injuriously,  thoM  rights  tad  iBletests,  generally  speaking,  and  UBleM  Mliie 
•pedal  gMoiid  ba  dMnvn,  nmsl  be  aitettod  and  defended,  both  at  bw  end  in 
Equity,  in  the  corporate  name. 

It  is  not  suflSetont  for  a  debtor,  or  for  thoBc  who  are  entitled  to  as^^rt  Yiis  rights, 
in  order  to  induce  a  Court  of  E<niity  to  rt'liere  against  a  jndguicnt  at  law,  to 
ahow  liiat  the  debtor  was  wrongtully  deprived  of  an  opportuuity  of  umking  a 
dcftaoe  in  die  ndl  ei  law,  onLeas  «  deliaiice,  apparently,  would  bave  been  aralK 
able.  To  entitle  them  to  an  interposltioa  of  a  Court  of  Bqultj  In  tbdr  behalf 
U  must  appear  that  the  Judgment  ia  mynat  and  IneqiUtable,  nud  oegbt  not  to  be 

enforced. 

Where  property  ot  a  debtor,  which  is  subject  to  an  attachment  iu  a  suit  pending 
at  law,  is  sold  to  one  to  bold  in  trust  for  certain  creditors  of  the  debtor,  and 
a  judgment  la  lendefed  in  the  aidt  at  law,  and  the  eredltota  for  wboee  benefit 
the  purctuMe  waa  made  Institate  prooeedingi  in  Squity  to  be  relieved  against 
the  judgment  so  obtained,  alleging  that  it  was  unduly  obtained  and  for  too 
large  an  amount,  the  Court  will  not  inquire  merely  whether  the  judgment  was 
just  and  equitable  as  between  the  parties  to  it,  but  whether  it  includes  claims 

[  or  demands  not  covered  by  ths  action,  or  not  due  and  payable  at  the  oom- 
BMUioement  of  the  aotko,  or  wUdi,  bj  a  proper  appllcadon  of  pajmcnta  or 
eredUa,  will  appear  to  have  been  paid  and  aatiafled,  and  wcra,  therefore,  not 
existing  legal  claims ;  and,  unless  the  judgment  appears  to  be  wrong  in  some 
of  these  particulars,  and  consequently  to  Imve  been  rendered  for  more  than 
the  property  ought  to  have  been  charged  with,  the  plaintiffs  will  have  no 
ground  of  oompluint,  whatever  may  have  been  the  manner  in  which  the  )\xdg- 
ment  was  obtidned. 

B.  B.  It  Co.,  a  copartneri^hip,  acted,  by  mutual  agreement,  aa  the  adUag  agenia 

of  the  Burlington  Mills  C-o.,  a  manufacturing  corporation.  The  copartnership 
of  BL  B  A:  Co.  was  dissolved,  and  a  new  firm  eoDStitulcd,  under  the  same 
style  aad  coitsisting  in  part  of  the  same  mciubers.  The  new  tiim  akaxxmed 
and  conlinued  the  boaitieia  of  the  old  firm,  acting  as  the  aelUng  agenta  of 
the  oorporadoo  under  the  same  agreement  wbldi  existed  with  the  old  firm. 
The  oon>oratton,  by  its  treeanrer,  requested  tl  r  ntw  firm  to  pay  and  adjust 
the  balance  due  from  the  corponu'on  to  thc^old  firm  and  cliarge  it,  iu  their 
account,  to  the  corporation.  Ihey  di  i  :uijii<t  it  accordingly,  and  the  old  Qrm 
credited  the  corporation  with  tlie  amouut  ot  the  balance,  as  received  of  the 
new  inn,  and  rendered  their  acooant  to  the  corporation  balanced  by  the 
eredithiAdI:        that  It  mnat  be  Infierred  that  thia  halatteo  waa  dtodiaigad 
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by  the  payment  of  money  or  what  was  equivalent  tbeftto ;  that  the  corpora* 

tion  thereby  became  debtors  to  the  new  firm  for  the  amount;  and  that  it  might 
be  recovered  by  them,  in  an  action  for  money  had  and  reodved  or  for  money 
paid  and  advanced. 

Th«  tnanuer,  not  being  mutHj  the  keeper  of  the  aumey  of  the  eorpontioo,  heft 
cmpovered  by  the  directors  to  borrow  money  in  the  name  and  for  the  nee  of 

the  corporation,  and  having  a  general  authority  given  him  by  the  by-laws  to 
puy  the  debts  of  the  corporation  :  /Tc/rf,  that  he  had  sufficient  authority  to  give 
the  assent  of  the  corporation  to  Uie  transaction  by  wUich  the  balance  due  to 
the  old  flm  was  thus  peid. 

BMt  abOf  that  It  eooM  not  be  oljeeted  apdnit  the  velidity  of  the  tfeueelloo 
that  the  treasurer  was  m  member  both  of  tiM  old  and  the  new  Arm,  that  ftot 
h'Mrig  fully  known  to  the  corporation. 

An  account  liaving  been  rendered  to  the  corporal itm,  ptatiri!;  the  balance,  the 
payment  of  it  and  by  whom  it  waa  paid,  and  no  objccuon  having  been  made  at 
the  thne  or  afterwarda,  onUl  a  anlt  was  eommenoed  sgainsk  the  oocpomtion  bj 
the  new  firm  to  recover  the  amoont  due  to  them :  J7«U^  that  the  tranaacHon 
most  be  deemed  to  have  been  acquiest^  in  by  the  corporation. 

The  undcrtulving  of  a  factor  Is  merely  to  answer  for  tlie  polvf  ney  of  the  buyer  of 
the  goudti,  or  rather  to  giiaranty  to  the  principal  the  payment  of  the  debt  due 
from  the  buyer.  He  becomes  liable  to  pay  to  the  priucipal  the  amouut  of  tlie 
pwebase^nonej,  if  the  buyer  &ils  to  pay  it  when  it  beoomes  dne.  And  Ids 
vnderlakbig  is  not  eolhitera],  within  the  statute  of  ftauds,  but  ii  an  ori^nal 
and  at)soIute  agreement  that  the  price  for  which  the  goods  are  gold,  or  the  debt 
created  by  the  sale  of  the  goods,  shall  be  paid  to  the  principal  when  the  oredit 
given  on  the  sale  sliall  have  expired. 

If  the  factor  has  agreed  that  he  will  advance  to  a  certain  amount  upon  the  goods 
oondgned  to  him,  to  that  extent  ids  advaneee  may  1w  treated  as  payment  in 
advance  of  so  much  towards  the  gooda,  and,  so  &r,  the  one  may  be  aet  olf 
against  the  other.  But  all  moneyi  advanced  on  account  beyond  the  amount 
lig^roed  to  be  advanced  upon  the  goods  will  constitute  a  pscsent  legal  debt|  for 
which  he  will  have  a  present  legal  right  of  action. 

If  the  principal  procures  and  hes  the  lieneflt  of  dm  advanoes^  he  b  thereby  pre- 
oluded  ftom  ol^ectlng  to  tiiem  aa  not  answering  the  agreementi  whatever  may 
be  the  form  in  which  tliey  are  made. 

If  the  factor  commences  a  suit  at  law  against  the  principal,  to  recover  the  unpaid 
balance  due  to  him  for  his  actual  advances,  having  previously  made  faIh-j  of 
goods  upon  a  credit  not  yet  expired,  and  being  at  the  same  time  liable  upuu 
acceptancee  and  bills  for  the  principal  not  yet  matured,  lie  is  entitled  to  have 
the  avaib  of  the  sales,  u  tfiey  beoone  due,  applied  in  satiafaeUon  of  the- 
additional  advances  which  be  i*  compelled  to  make  upon  such  bills  and  accept, 
ances  as  they  become  due,  and  cannot  be  required  to  ai)ply  such  aviuls  in 
satisfaction  of  his  present  legal  claims  existing  at  the  commencement  of  hia 
suit. 

» 

(Before  FRSiRias,     TeraHmt^  November  27th,  1851.) 
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This  was  a  motion  for  an  injanction,  predicated  u^x^n  a  bill 
filed  by  Bradley  and  others  against  Kiefaardson  and  othen,  to 
stay  execution  of  two  judgments  amounting  together  to  the 
snm  of  $51,992  04,  recoveared  by  Bidiardson  and  others,  at 
the  October  Term  of  this  Conrt  in  1651,  ngainst  the  Burling- 
ton Mill  Company,  a  corpoi-ation  established  under  an  Act  of 
the  Legislature  of  Vennout,  for  the  manufacture  and  Bale  of 
woollen  goods.  The  facU»  will  buflicieuti^'  appear  Irom  liie 
opinion  of  the  Court. 

William  IF.  Peck  and  J?.  A.  SinaUey,  for  the  plaintiffe. 

iMcim  B,  Peckf  for  the  defendants. 

Prentiss,  J.  I  have  taken  time  to  read  the  bill  and  papers 
filed  in  this  case,  which  are  iuk  nrnmrmly  voluminous  and 
contain  a  great  variety  of  statements  and  faetfj,  because  I 
thought  it  unfit  and  wji.s  unwilling,  whatever  iiUL^ht  be  the 
inclination  of  my  mind  at  the  hearing,  to  decide  a  matter  of 
Bo  much  importance  to  the  parties,  without  tirst  examiiung 
carefully  every  paper  connected  with  it,  as  well  as  the  au- 
thorities referred  to  by  the  counsel  on  the  argument. 

The  bill  may  be  considered  in  a  threefold  aspect ;  as  pre- 
senting a  right  in  the  plaintiffs  to  relief,  funt,  as  stockholders 
in  the  Pnrlington  Mill  Company;  secondly,  as  creditors  of 
the  Mill  Company ;  and,  thirdly,  as  cestui  qiie  tTiists  under 
the  purchase  of  the  properly  attached  in  the  suits  at  law, 
made  by  Hill  as  their  trustee,  subsequent  and  subject  to  the 
attachments,  he  having  deceased,  and  there  being  no  petsonal 
representative  competent  to  sue  here  in  his  right 

As  stockholders  simply,  there  would  be  much  difficulty,  on 
the  statements  made  in  die  bill,  in  the  plaintifiiB^  maintaining 
it.  As  such,  they  are  not  personally  or  individually  responsi- 
ble for  the  judgments  recovered  against  the  Mill  Company ; 
nor  have  they,  in  that  eharacter,  any  interest  whatever  in  llie 
property  which  was  attached  and  is  liable  to  be  taken  to 
satisfy  the  j  udgments.  Where  the  ocnporate  rights  and  inter- 
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estB  are  affected  in  any  way  wrongfully  and  injuiiooaly, 
those  rights  and  interests,  generally  speaking,  and  nnlees 
some  special  ground  be  shown,  muet  be  asserted  and  defend- 
ed, both  at  law  and  in  Equity,  in  the  corporate  name.  J(ow, 
the  bill  does  not  state  any  frand  or  collusion  with  the  judg- 
ment creditors,  on  the  part  of  the  Mill  Company;  bnt,  on 
the  contraiy,  it  alleges  lhat  the  judgments  were  obtained 
without  the  consent  and  against  the  will -of  the.  Company  and 
were  a  fraud  upon  the  Company.  In  this  aspect  of  the  case, 
it  would  seem  that  the  Company,  in  its  corporate  name, 
would  be  the  proper  party  to  seek  relief  against  the  judg- 
ments. 

On  the  general  ground  of  being  creditors  of  the  Mill  Com- 
pany, without  some  special  interest,  it  would  be  equally  diffi- 
cult lor  the  plaintiffs  to  maintain  their  claim  to  relief.  What 
right  has  one  creditor  to  inteifm  in  a  suit,  or,  indeed,  in  any 
transaction,  between  his  debtor  and  another  creditor,  unless 
he  has  some  specific  interest  in  property  wliich  is  to  be  affect- 
ed thereby  ?  In  the  case  of  a  fraudulent  judgment,  creating 
a  lien  on  property,  or  a  fraudulent  eoiiveyaTice  of  property, 
the  party  seeking  relief  aguin.-t  either  must  show  an  interest 
in  the  particular  property,  by  levy  of  execution,  piu'chase  or 
otlierwise. 

But,  whatever  righti*  the  j>lalntiffs  may  be  8UpjK)sed  to  ]H)s- 
st^B  m  stuckliolders  or  erediton*,  it  is  not  buHicieiU  for  them, 
nor  would  it  be  for  the  ^lill  Company,  to  show  tliat  the  latter 
was  wrongfidly  deprived  of  an  opportunity  of  Timking  dtv 
fence  in  the  Kuits  at  law,  iuiles.8,  apparently,  a  defence  would 
have  been  available.  To  entitle  them  to  the  interposition  of 
a  Court  of  Ecpiity  in  their  behalf,  it  muBt  a})pear  that  the 
judgments  are  unjust  and  inequitable  and  ought  not  to  be 
enforced.  If  tlie  proceedings  of  tlie  stockholders  and  direc- 
tors at  Boston,  dismissing  the  attorneys  from  the  suits  and 
consenting  to  judgments  being  rendered,  were  irregidar  and 
invalid,  as  is  alleged,  on  account  of  the  meetings  being  held 
out  of  this  State,  the  attorneys,  instead  of  withdrawing  from 
the  suits  and  suffenng  judgments  to  pass  wb  HletUiOj  should 
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have  objected  ta  the  pfoctedings  at  the  time,  and  rabmitted 
the  qneatioD  sb  to  theur  validify  and  binding  force  to  the  oon- 
aideration  and  deeision  of  the  Court 

But  lihe  jndgmenfe,  it  ib  to  be  observed,  were  not  obtained, 
oertainlj  not  altogether  so,  without  a  hearing  and  without  a 
defence.  A  hearing  had  been  had  npcm  the  meritB  before  a 
tribunal  whoee  opinion,  considering  how  the  tribunal  was  oon« 
stituted,  ought  to  command  at  Imt  as  much  respect,  to  say 
no  more,  as  that  of  a  jury.  The  actions,  by  agreement,  of 
the  parties  and  order  of  Court,  had  been  submitted  to  the 
detennination  of  referees  mutually  choeen  by  the  parties. 
The  referees  had  lieard  the  parties,  made  an  award  and  re- 
ported the  award  to  the  Court,  stating  the  facts  and  sfrounds 
upon  which  it  \V2&  made.  Exceptions  were  filed  to  the  re- 
port, raising  certain  questions  of  law  un  tlie  fact«  stated  ;  but 
no  exception  was  taken  or  is  now  taken,  on  acconnt  of  par- 
tiality or  misbehavior  in  the  referees.  It  wius,  therefore,  only 
the  questions  or  })oiuts  uf  law  thus  raised,  that  could  be  heard 
or  re-cxainined  hy  the  C^)iirt.  Beyond  these  questions,  no 
hearin;.^  wjis  to  be  liad,  nor  is  it  now  nrpred  that  any  eoidd  or 
shoukl  have  been  had.  All  else  was  settled;  for,  of  the  facts 
the  referees  were  the  exclusive  jud^^es. 

If  th(i  referees  decided  these  questions  ri«:;htly,  and  com- 
mitted no  mistake  in  point  of  law,  the  judgments  are  right, 
and  there  surely  can  be  no  reason  in  equity  why  the  plain- 
tifb,  in  their  general  character  of  stockholders  and  creditors, 
and  upon  that  general  ground  alone,  should  be  allowed  to 
disturb  the  judgments.  In  the  case  of  Mason  SnuUley^  (8 
Verm,  118,)  the  object  of  which  was  to  enjoin  a  judgment 
at  law  alleged  to  have  been  fraudulently  obtained,  Phelps, 
J.,  said :  ^  Although  the  judgment  may  have  been  obtained 
in  such  a  manner  that  it  ought  not,  in  itself  considered,  to 
bind  the  complainants,  yet  it  would  be  idle  to  interfere,  if 
the  debt  thus  in  fact  established  be  just  and  equitable,  or  if 
the  party  must  be  left  at  liberty  to  prosecute  anew,  and  a 
Oonrt  of  law  would  be  compelled  hereafter  to  render  a  like 
judgment"  This  is  good  sense  and  sound  doctrine^  well  ex- 
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preoaed,  and  notbing  can  be  added  either  to  ito  force  or  tag- 
niiicsancy. 

Bat  it  is  in  the  liiird  aspect  of  the  eaae,  if  in  any— as  eettui 
que  trwti  under  the  purchase  made  by  Hill  of  tiie  properly 
attached,  and  as  intereistod  in  the  purchase  as  creditors,  in  the 
manner  stated  in  the  bill — ^that  die  plamtifiis  are  entitled  to 
oome  into  a  Gonrt  of  Equity  and  ssk  relief  against  the  judg- 
ments. This  relief  they  will  be  entitled  to,  if  the  case  calls 
for  relief,  whether  the  judgments  were  rendered  with  or  with- 
out the  consent  of  the  llCill  Company  ;  and,  in  this  view,  so 
far  at  least  as  concerns  the  qnestion  of  title  to  rdief ,  the  man- 
ner in  which  tlie  judgments  were  obtained,  further  than  there 
being  in  fact  no  hearing  in  Court,  or  the  vab'dity  or  invalid- 
ity of  the  proceedings  of  the  sto<-kliohler8  and  director^  in 
Boston  in  relation  thereto,  i^^  imiinjKtrtant.  1  nuiy  observe, 
however,  that  whatever  fraud  is  cliarged  upon  tlie  dircctorB, 
either  in  act  or  in  nidtlve,  on  aecount  of  those  })roceeding8,  is 
positively  and  fullv  denied  by  their  affidavits,  leaving  no 
groimd,  if  any  existed  l)ef<)re  such  denial,  for  the  imputation 
to  thorn  of  intentional  wrong. 

Tlie  l)ill  states  that  the  }>urcliase  by  Hill  was  made  8ul)ject 
to  tli(;  attachments,  and  in  trust  for  the  plaintiffs  and  others, 
creditors  <if  the  Mill  Company,  which  is  allcL^ed  to  be  insob 
vent,  in  c>rder  to  Re("ure  or  satisfy  them  as  tar  a^  might  bo, 
for  notes,  called  three-fifths  notes,  executed  by  them  to  raise 
money  for  the  use  of  the  Comjmny.  It  is  stated  that  tiie 
cestui  qm  irusf^  were  to  share  in  the  purchase  in  proportion 
to  the  aiTUJunt  of  notes  so  by  them  respectively  executed  ; 
that  the  whole  amount  of  notes  executed  was  al)out  $120,000 ; 
and  that  the  amount  executed  by  the  plaintiffs  was  about 
$23,000,  giving  them,  therefore,  an  interest  in  tlie  purchase 
equal  to  about  one-fifth  part  It  appears  that  most  of  tlie  other 
cestui  que  trusts  have  given  their  assent  to  the  judgmente, 
and  are  willing  that  they  should  be  satisfied  out  of  the  prop^ 
erty.  Under  such  circumstances,  the  other  cestui  que  trmU 
being  content,  it  would  eeem  that  the  claim  of  the  plaintifiB 
to  relief,  if  they  have  any  elaim,  would  be  limited,  and  the 
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measnre  and  mode  of  relief  adjiuted  and  regulated  by  the 
a^poant  ci  injniy,  if  any,  ^nongfuUy  reeulting  from  the 
judgmenta  to  their  parttetdar  peraooal  intereat  in  the  prop- 
erty. 

As  the  pnrohaae  by  Hill  oomprehended  the  whole  property 
attached  acnd  the  whole  intereet  in  it,  except  what  was  a  legal 
eabaiatinir  charge  upon  it  by  virtne  of  the  attachmenta,  the 
inquiry  is,  not  merely  wlHiOter  the  j«dgmeii1»  u«  jmt  and 
equitable  as  between  the  parties  to  them,  bnt  whether  they 
fnelnde  claims  or  demands  not  covered  by  the  actions,  not 
due  and  payable  at  the  commencement  of  the  actions,  or 
which,  by  a  proper  api)licatioii  of  payments  or  credits,  will 
appear  to  have  been  paid  uud  satisfied,  and  were,  therefore, 
not  existinfi;  lei^al  claims.  This  opens  an  examination  into  the 
merits  of  the  judgments;  and,  unless  they  bhall  ai»})ear  to  be 
wrong  in  some  of  these  particulai-s,  and  consequently  are  for 
more  than  the  property  oup^ht  to  be  (diarc^d  with,  the  plain- 
tiffs have  no  «»;r(mnd  of  eoniplaint,  whatever  nmy  have  been 
the  maimer  in  which  the  judtrments  were  obtained. 

The  actions  were  commenced  the  lilst  and  the  attachments 
made  the  22d  of  May,  1841) ;  and  the  purchase  by  Hill,  in 
trust  for  the  plaintiffs  and  otliei-s,  was  made  June  13th,  1850. 
The  actions  containeil  counts  on  several  pn>nn'?sorv  notes,  and 
counts  for  money  had  and  received,  money  laid  out  and  exr 
pended  and  money  lent  and  advanced. 

The  actions,  as  we  have  already  seen,  and,  I  may  add, 
nothing  but  the  actions,  by  mutoal  consent  of  the  parties  and 
order  of  Court,  were,  in  proper  and  legnlnr  fonn,  submitted 
to  a  reference ;  and,  upon  the  rcjmrt  made  by  the  referees, 
stating  specially  the  grounds  of  their  award,  or  rather  the 
claims  and  &cts  in  the  ca8e,.the  judgments  complained  of 
were  rendered.  The  r^rt  is  set  forth  at  length  in  the  plain- 
tifii'  bill,  and  the  atatement  of  facts  in  it  is  neither  denied, 
impugned  nor  questioned.  Being  made  a  part  of  the  bill, 
for  the  purpoae  of  presenting  the  merits  of  the  controreny 
between  the  puties  in  the  suitB  at  law,  and  being  treated  by 
the  bill  as  the  basis  upon  whidi  the  objections  to  the  judg- 
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mentB  resty  we  must  lopk  into  the  report  to  lee  whether  lha 
jadgments  sabjeet  the  properly  attached  to  a  greater  charge 
tiuui  it  was  l^ally  and  properly  liable  to  nnder  the  attach- 
ments. The  billy  aside  from  what  is  alleged  as  to  the  manner 
of  obtaining  the  judgments,  which  seems  not  to  be  essential 
to  the  purpose  of  the  bill,  ])ev()nd  showing  that  they  were 
rendered  without  any  actual  hearing  or  ccmsideration  by  the* 
Court,  puts  the  case  npon  this  ground,  narrowing  down  the 
merits  to  the  particular  qoesttons  arising  from  the  report 

The  qu^ons  raised  as  to  the  binding  effect  of  the  promis- 
sorr  notes  upon  the  Mill  Company,  on  account  of  the  form 
in  which  they  wei"e  executed  and  the  purpose  for  which  two 
of  them  were  made,  it  is  unnecessary  to  consider;  because, 
all  the  claims  thiit  were  allowed,  if  allowable  at  all,  were 
admissible  uu<]er  tlie  general  counts  in  the  actions. 

It  appears  from  the  report,  that  the  dealings  between  the 
judfjmeut  creditors  and  the  Mill  Company  originated  iu  an 
aiTangement  under  which  tiie  fomner  were  to  rcceixe  mid 
sell,  on  ati  allowance  of  commissions  and  other  charge.^,  the 
manufactured  goods  of  the  latter,  guaranteeing  the  pales  of 
tiie  goods  and  advancing  thereou,  in  cash  and  acceptances 
and  notes,  ns  nsed  in  the  course  of  dealing,  to  the  amount  of 
throe-fonrtlis  of  tiieir  value.  It  also  appeal's  that  the  agree- 
ment on  the  part  of  the  judgment  creditors  was  at  all  times 
fully  performed ;  and  that,  at  tlie  commencement  of  their 
actions,  thoy  had  paid  for  the  avails  of  all  the  sales  of  goods 
which  had  matured  up  to  that  time,  and  had  also  advanced, 
in  cash  and  the  ]>ayment  of  matured  notes  and  acceptaiioes, 
the  sum  of  $149,002,  over  and  above  all  matured  siJcs  and 
mondys  received — ^the  unmatured  notes  and  acceptances  being 
to  a  still  mtich  larger  amount,  and  greatly  exceeding  the  un- 
matured sales,  as  ¥riU  be  hereafter  more  fully  seen. 

Such  appears  to  have  been  the  state  of  the  account  between 
the  parties  at  the  commencement  of  the  suits,  as  reported  by 
the  referees.  According  to  their  finding,  there  was  a  bal- 
ance then  due  the  judgment  creditors,  for  over-advances,  of 
$149,082 ;  and,  such  being  the  report,  that  sum  must  be  taken 
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to  have  been  legally  and  properly  recoverable  bj  them  at  that 
time  in  the  Buita,  unless  it  i^all  appear  that  daims  were 
allofwed  which  ought  not  to  have  been  allowed,  or  payments 
or  credits  disallowed  which  ought  to  have  been  allowed. 

We  are  not  called  upon  to  go  into  an  examination  of  all 
the  items  in  the  accoonts  between  the  parties,  but  onlj  of 
•  such,  as  we  have  before  remarked,  as  raised  some  question  of 
law  which  appears  to  liave  been  presented  by  the  report  for 
the  consideration  and  opinion  of  the  Court.  The  matters  of 
fact,  upou  which  the  (juestions  arise,  appear  to  be  fully  and 
distiiietly  stated  ;  and,  from  these  and  other  details  iu  tlie 
report,  I  utii  free  to  8ay,  that  the  ]>roeee(linf:;s  of  the  referees, 
after  a  careful  and  somewhat  critical  examination  of  them, 
api>ear  to  me,  as  far  as  T  can  see,  to  evince  no  other  purpoee 
than  tliat  of  a  just  performance  of  duty. 

It  ajjpears  that  itpinn  in  the  account  of  the  judgment  cred- 
itore,  very  considerable  both  in  nuinl)er  and  amount,  being 
objected  to,  were  disallowed,  and  tlint  several  claims  set  up 
by  the  Mill  (company,  thou<:;h  objected  to,  were  allowed. 
The  onlv  items  of  anv  importance  in  the  account  of  the 
judgment  creditors  which  were  allowed  ag^ainst  objections 
made  to  them,  except  one,  which  deserves  a  distinct  consider- 
ation and  will  be  presently  mentioned,  were  for  commissions 
and  charges  on  goods  sold,  money  paid,  for  the  salary  of  the 
Mill  Company's  Treasurer,  and  money  paid,  at  the  request  of 
the  Company,  for  extra  interest  in  raising  money  for  its  use, 
to  enable  it  to  meet  and  pay  its  accommodation  drafts.  These 
claims,  on  the  facts  stated  in  the  report,  do  not  appear  to 
have  been  improperly  allowed ;  and,  as  to  the  amount  which 
ought  to  have  been  allowed  upon  them,  that  was  a  matter 
entirely  vrithin  the  province  of  the  referees,  and  is  not  the 
subject  of  re-examination,  at  the  instance  of  the  plaintifb  or 
any  one  else,  unless  upon  the  ground  of  misoonduot  or  gross 
piurtialify. 

We  come,  then,  to  the  item  just  alluded  to,  of  '$46,912, 
charged  by  tiie  judgment  creditors  who  compose  the  present 
firm  of  Richardson,  Bumige  &  Co.,  for  money  paid  by  them 


Digitized  by  Google 


VERMONT. 


BadUj*.  Bkluadaoa. 

in  discharge  of  a  balance  due  from  the  Mill  Conii»anv  to  tho 
old  firm  of  Richardson,  Biirrage  &  Co.  The  two  tinns  are 
digtingiiifihed  in  this  way :  The  old  iirm  consiBted  of  three 
partners ;  the  new  film  consiBts  of  fonr,  two  of  the  old  part- 
ners and  two  new  ones.  The  old  firm  was  a  large  stock- 
holder in  the  Mill  Company,  owning,  it  is  stated,  one-third 
of  the  whole  stock,  and  acted,  during  its  existence,  nnder  a , 
mutual  agreement,  as  the  selling  agent  of  the  Mill  C<>in|>nn  v. 
The  new  firm  assumed  and  continued  the  business  of  the  old 
firm,  acting  as  the  selling  agent  of  tlie  Mill  Company  under  ' 
the  same  agreement,  in  place  of,  and  under  the  same  name 
and  style  borne  by,  the  old  firm.  The  facts  in  relation  to  the 
item  in  question,  as  stated  in  the  report  of  the  referees^  are 
these :  The  MiU  Company,  by  its  Treasurer,  requested  the 
new  firm,  in  other  words,  l^e  jndgmwt  creditore,  to  pay  and 
adjust  the  balance  due  the  old  firm  and  cbaige  it,  in  their 
account,  to  the  Mill  Company.  They  did  adjust  it  accord- 
ingly, and  the  old  firm  credited  the  MiU  Company  with  the 
amount  of  the  balance  as  received  of  the  judgment  creditors, 
and  rendered  their  account  to  the  Mill  Company  balanced  by 
the  credit  in  full. 

On  tiie  £acts  thus  stated,  the  transaction  had  die  assent  of 
all  the  three  parties,  and  by  it  tlie  Mill  Company  was  dis- 
chaiged  from  its  lialnlity  to  the  old  firm,  so  that  the  latter 
had  no  longer  any  right  of  action  against  it ;  and,  can  there 
be  any  doubt  that  the  Mill  Company  became  a  debtor  to  the 
judgment  creditors  for  the  amount,  or  that  the  amount  might 
bo  recovered  by  them  in  an  action  for  money  liad  and  re- 
ceived or  money  paid  and  advanced  i  If  tlie  transaction 
were  to  be  considered  rather  as  a  transfer  ur  assignment  of 
the  demand  tliaii  as  extinguishing  the  old  debt  and  creating 
a  new  one,  and  the  consideration  paid  had  been  ^^oniething 
other  than  money,  it  would  seetu  to  bring  the  question  as  to 
the  form  of  action,  the  demand  being  for  money  advanced, 
within  the  principle  ruldjited  in  Wilson  v.  Voi/pJand,  (5 
Baim.  A!//.  228.)  rrc( tiriiized  luid  contirTiied  in  W'/tarfon  v. 
WaUcer^  (4  Barn.  iJc  Cress,  163.)   iiut,  on  the  facts  stated,  it 
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must  be  taken  that  the  uri«ciiiul  debt  was  satisfied  bv  actual 
pajrnent  and  therefore  extiuguished  ;  and.  from  the  acknowl- 
cdgnieiit  of  ]»ayiiieiit  in  general  terms,  it  must  be  inicired 
tlmt  it  wjus  discharL-^ed  by  the  payment  of  money  or  of  what 
was  e(|uiva]eMt  tliereto. 

It  is  said  that  tlie  Truasnror  ha<l  no  anthority  to  «;ivu  the 
assent  of  thu  Mill  Company  to  any  such  transaction,  or  to 
bind  it  in  any  such  way.  But  the  Trea.surer  wiis  not  merely 
and  simply  the  keeper  of  the  moneys  of  tlic  Company,  ac- 
cording to  the  ordinary  deimition  of  such  aa  ofiice.  lie  was 
its  fiscal  agent  for  otiier  purposes.  lie  was  em|X)wered  by 
tlu  directors  to  bonow  money  in  the  name  and  for  the  use  of 
the  Company ;  and,  was  not  the  transaction  in  question,  in 
substance  and  effect,  if  not  in  fonn,  a  borrowing  of  money 
for  the  use  of  the  Company  ?  Besides^  in  addition  to  other 
duties,  such  as  purchasing  tlie  materials  to  be  used  in  raanu- 
&cturing,  directing  the  kinds  of  goods  to  be  manufactured, 
and  reoeiving  all  moneys  due  from  agents  and  others,  he  had 
a  general  authority,  given  him  by  the  by-laws,  to  pay  the 
debts  of  the  Oompany;  and,  eould  he  not  pay  a  debt,  or 
enter  into  an  arrangement  for  the  payment  of  a  debt,  in  the 
manner  in  which  tibis  was  done  ?  It  appears  to  me  that,  in 
regard  to  this^  no  serious  doubt  can  be  entertained. 

It  is  also  said  tliat  the  Treasurer  was  a  partner,  and  there- 
fore interested,  both  in  the  old  and  the  new  fii*m.  So  he  was, 
and  was  so  known  to  be  by  the  Mill  Company,  not  only  when 
it  appointed  him  Treasurer,  and  when  it  afterwards  refused 
to  accept  his  resignation  of  the  office,  but  also  when  it  made 
the  firms  its  selling  agents.  With  this  knowledge,  the  Com- 
pany oonld  not  be  allowed  to  object,  and,  if  so,  no  one  else 
can  object,  that  his  connection  with  the  finns  disqualified 
him  to  perforni  the  proper  functions  (»f  Treasurer  in  this  or 
any  other  muitcr  in  which  thev  niiirlit  liave  un  iniercst  i^row- 
ingoutof  the  agency.  If  he  had  not  so  acted,  the  agency 
couM  not  liave  been  executed,  l)ut  must  have  been  discontin- 
ued, aihi  the  purpose  of  the  (tontracting  parties  have  been 

defeated.  But,  there  wn^  nothing  in  tliis  particulai*  transactiou 
23 
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that  was  wrong,  iu  it&olf  cour.itlcred,  or  at  all  prejinli(-ial  to 
the  interests  of  the  Mill  ( Jomjiuiiy.  It  was  simply  a  transfer 
of  indebtedness  from  the  old  to  tho  new  finn,  nuikinir  the  lat- 
ter, instead  of  the  former,  wliose  place  and  business  it  had 
Bueceeded  to  iu  the  a<z;eney,  tlu;  (Teditor  of  the  Company. 

But,  it  is  also  to  be  ieiuenil)ered,  as  a  fact  not  without  its 
effect  npon  the  question,  that  an  aceonnt  was  rendered,  statinp: 
the  balance,  the  payment  of  it  and  by  whom  the  payment 
was  made.  The  account  was  rendered  the  30tli  of  Septem- 
ber, 1848,  and,  no  objection  being  made  to  the  account  as 
stated  aud  balanced,  the  transaction  may  be  deemed  to  have 
been  acqtiieecod  in.  This  is  the  rule  of  law  in  matters  of 
account  of  a  commercial  nature,  if  not  in  matters  of  account 
in  general ;  and  there  is  no  reason  why  it  should  not  apply 
to  a  private  oorporate  body  engaged  in  trade  and  conducting 
its  affairs  through  the  instrumentality  of  officers  and  agents^ 
as  well  as  to  indiWdual  natural  persons  canying  on  similar 
business  and  transacting  it  either  in  person  or  through  the 
agency  of  others.  It  may  be  added,  that  the  equity  of  the 
claim  is  very  apparent  The  referees  examined  the  account 
of  the  old  firm,  and  found  the  balance  which  was  paid  it  to 
have  been  justly  due. 

It  is  further  insisted  by  the  plaintifEB,  that  the  judgment 
creditoro  had,  previous  to  the  commencement  of  their  suits, 
sold  on  credit  a  large  amount  of  goods  consigned  to  them  by 
the  Hill  Company,  and  that  the  amount  of  these  sales^ 
although  the  credit  given  upon  them  had  not  then  expired, 
ahonld  have  been  allowed  in  payment  or  satis&ction  of  the 
elaims  composuig  the  balance  found  thmi  due^ 

It  appears  tiiat  sales  had  been  so  made  to  the  amount  of 
$148,695  ;  that  the  sales  matured  at  different  times  from  the 
19th  of  July,  1849,  to  tlie  18th  of  January,  1850  ;  and  that 
the  sales  were  credited  in  aeeount,  stating  the  times  wlien 
due.  It  also  appears  that  the  judgment  creditors  had.  j^re- 
vious  to  the  conimeucenient  of  their  suits,  given  notes  and 
accepted  drafts  for  tJie  Mill  Company,  to  the  annniiit  of 
$198,824,  payable  at  different  times  from  the  2dd  of  May  to 
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the  11th  of  October,  1849,  and  that  the  notes  and  drafts, 
alfliough  not  matured,  were  charged  in  account,  mentioning, 
as  in  the  case  of  the  sales,  the  times  of  their  maturity.  It  is 
evident  that  this  mode  of  keeping  the  aooonnts,  on  the  one 
hand  crediting  sales  before  matnred,  and  on  the  other  chai^ 
ing  notes  and  acceptances  before  due  and  payable,  or  before 
paid,  was  merely  for  the  sake  of  convenience  and  accuracy, 
and  to  present  ihe  transactions,  as  they  occurred,  in  an  intel- 
ligible form,  and  could  not  accelerate  or  in  any  way  alter  the 
legal  liability  of  either  party. 

The  judgment  creditors  were  factors,  selling  goods  for  the 
Mill  Oompaiiy  on  commission;  and  it  becomes  a  material 
question,  whether  a  factor,  in  the  case  of  a  sale  by  him  of 
goods  on  a  credit,  is,  as  the  plaintiffs  contend,  instantly  or 
Immediately  liable  to  the  principal  for  the  amount  of  the 
sales  ;  or  in  other  words,  whether  the  principal  has  any  legal 
right  of  action  against  the  factor  until  the  credit  has  expired. 
Whatever  doubt  may  have  once  existed  on  tlie  snl)ject,  I 
think  tlie  question  is  now  settled,  hy  judicial  decisions  and 
the  opinions  of  eminent  eoinmeutators  on  the  law,  both  in 
England  and  in  this  country.  It  is  established,  that  the 
undertaking  of  the  factor  is  merely  to  uubwer  for  the  mlveney 
of  the  buyers  of  the  no  xis,  or,  rather,  to  guaranty  to  the 
principal  the  payment  oi  the  (U}>ts  due  from  the  luivers.  He 
becomes  liable  to  pay  to  the  })rincipal  the  amount  yA  the  pur- 
chase-money, if  the  buyei-^  fail  to  i)ay  it  when  it  becomes 
due.  This  the  effect  and  wholo  extent  of  liis  eniraLrement. 
The  doctrine  is  .so  laid  down  in  all  the  adjudged  cases,  with 
few  exceptions,  and  is  recognixed  as  the  true  doctrine  by 
(.'hancellor  Kent  in  his  Cotmnentaries,  and  by  Judge  Story  in 
his  Treatise  on  Agency.  And  I  think  it  ne<;essarily  must  be 
BO,  if  the  factor  ha^  authority  to  sell  on  credit,  as  he  indis- 
putably  has,  and  if  the  principal  may  maintain  an  action 
against  the  buyers  of  the  goods,  which  has  been  often  ad- 
judged and  is  nowhere  denied. 

Some  confusion  has  arisen  on  this  subject  from  the  decis> 
ions  on  ^e  question  whether  the  undertaking  of  a  factor  Is 
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a  {'<)ntnw.t  vvitliiu  the  Statute  of  Frauds,  and  eo  must  be  in 
wi  itiuLT.  The  better  opinion  is,  tliat  it  need  not  ])e  in  writ- 
ing ;  that,  thongh  a  irnnnintoo,  it  is  not  a  colhf'  rat  engage- 
ment, but  an  original  and  ahsolnf^'  on*',  tliat  prices  for 
which  the  good;*  arc  ^^dd,  or  tlie  dcUts  created  l>y  the  Bales  of 
the  «i:<K)ds.  shall  be  paid  to  tho  ]>riueipal  when  tlie  credit  tjiven 
on  the  sales  shall  have  exi)ired.  Thus,  in  a  note  summing 
up  the  law  on  the  subject,  in  1  Amer.  Jxad.  Cos.  C59,  GC^,  it 
is  said,  that  the  eontnwft  is  an  absolute  enmierement  bv  the 
factor,  that  the  debts  for  which  the  goods  are  sold  "  shall  be 
paid  at  the  time  they  are  duc^  or,  in  other  words,  that  they 
shall  be  cash  iu  the  prmci|ud'8  account,  <U  the  time  they  are 

The  |>laintififa  insist  that  the  lex  loci  must  govern  the  de- 
cision of  this  question;  and,  to  show  the  law  of  the  phice 
where  the  contract  was  made  and  execnted,  they  cite  the  case 
of  Swan  y.  Ifesmithy  (7  Pick,  220.)  In  that  case,  the  ques- 
tion was,  whetiier  the  undertaking  of  the  factor  was  within 
the  Statute  of  Frauds.  The  Oonrt  held  the  liability  to  bo 
original,  and  that  a  guarantee  of  that  nature  need  not  be  in 
writing.  But  they  expressly  admitted  that,  when  the  goods 
ar^  sold  upon  credit,  the  liability  of  the  factor  is  not  fixed 
until  the  time  of  payment  arrives.  The  case,  therefore,  so 
far  as  it  has  any  application  to  the  present  question,  is  an 
authority  against  rather  than  for  the  plaintiffs.  But,  if  it 
was  otherwise,  it  could  not  be  allowed  to  prevail  agamst  the 
general  and  what  I  conceive  to  be  the  established  rule  of 
commercial  law.  In  Swift  v.  Tyson  ^  (16  Pet*  1,)  it  is  laid 
down,  that  the  tme  interpretation  and  effect  of  contracts  and 
other  instruments  of  a  connnercial  iiatnro,  in  suits  in  the 
Courts  of  the  United  States,  are  to  be  sought,  not  in  the  de- 
citiiuns  of  the  local  trihnnals,  l)Ut  in  the  general  principles 
and  doctrincii  of  commercial  jurisprudence. 

From  what  has  been  sai<l,  it  follows  that  tlie  judgment 
creditors,  at  the  time  of  the  commencement  of  their  suits, 
were  n«»t  clmrgealtle  for  the  eialcs  of  goods  made  by  them  be- 
fore that  time,  but  due  and  payable  at  different  timed  after- 
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wards,  beyond  the  amount,  at  any  rate,  of  what  they  were 
bound  by  their  agreement  to  advance  npon  them*  To  that 
extent,  the  advances  might  be  treated  as  payment  in  advance 
of  60  much  towards  the  goods,  and  so  far  the  one  mi^t  be 
set  off  against  the  other.  But  all  moneys  advanced  on  ac- 
count, beyond  the  amount  acrreed  to  be  advanced  njx)n  the 
gcHxls.  would  constitute  u  ])rt  sent  le^al  debt,  for  which  there 
would  be  Ji  ]>re.sont  legal  right  of  action.  AVc  have  uh  eady 
j>een  llie  extent  uf  the  difference  existing  in  favor  of  tlie  judg- 
ment creditors  at  the  commencement  of  the  siiitfi,  between 
the  amount  of  t-ales  then  matun-d  and  the  amount  of  moneys 
then  actually  advanced,  and  also  between  the  aggregate  of 
uinuaturod  sales  and  the  aggregate  of  unmatured  notes  and 
aeeeiitancc.^.  It  does  not  appear  what  ix)rtion  of  the  ad- 
vances stipulated  to  he  made  wa:^  to  l>e  in  ready  money,  and 
what  pt»rti<»u  in  notes  and  acceptances  on  time  ;  but,  it  is  to 
be  inferred  from  the  rejiort,  that  tlie  •uKuiicef  were  made, 
lioth  in  point  of  iorni  and  time,  according  to  the  calls  of  tho 
Mill  Comj»any,  and  in  such  maimer  as  suited  its  wants  and 
wishes.  If  the  Company  procured  and  had  the  benefit  of 
the  advances,  it  is  thereby  precluded  from  objecting  to  them 
as  not  answering  the  agreement,  whatever  may  have  been  the 
form  in  which  they  were  made.  Considering  die  unmatured 
notes  and  acceptances,  therefore,  as  satisfying  the  agreement 
as  to  advances  upon  the  unmatured  sales,  the  judgment  ci'ed- 
itoiB  had,  at  the  commencement  of  their  suits,  arising  from 
over-4idvances,  an  actual  unpaid  and  unsatisfied  balance  due 
them  from  the  Mill  Company  of  $149,062,  which  tliey  then 
had  a  legal  right  to  sue  for  and  secure  by  attachment  of  the 
property  of  the  Company.  Indeed,  npon  any  adjustment,  or 
any  appropriation  of  the  advances  to  the  sales,  not  directly  at 
variance  with  the  agreement  and  the  practical  oonstmetion 
put  upon  it  by  the  acts  of  the  parties,  the  balance  at  that  time 
would  greatly  exceed  what  was  ultimately  rel'overed  in  the 
suits. 

But,  it  is  said  that,  when  the  sales  in  question  matured,  if 
not  before,  especially  when  the  money  was  received  upon 
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them,  they  operated  as  payment  of  so  mufh.  of  the  claimB  for 
which  the  Buits  were  brought,  and  ehoald  be  so  treated. 
Whether  this  be  so  or  not,  will  be  readily  seen  by  recurring 
to  the  facts.  The  money  on  these  sales  became  due  at  differ- 
ent times  from  the  19th  of  Jnly,  1849,  to  the  18th  of  Janu- 
ary, 1850.  On  the  credit  of  these  sales,  the  judgment  credit- 
ors had,  previous  to  the  commencement  of  their  suits,  given 
iioteB  and  accepted  drafts  for  the  Mill  Company,  not  only 
amounting  to  a  sum  much  larger  than  tlic  aniount  of  the 
sales,  but  payable  at  different  tiiiie;^  from  the  23d  of  MdV  to 
the  lltli  of  October,  1849,  mucli  earlier  than  the  money  on 
the  .^alcft  would  become  due.  For  these  notes  and  accept- 
ances, the  judgment  eicditors  had  a  lien  on  the  goo<l!*,  and,  of 
c<nirse,  on  their  prc»ceeds.  Was  it  not,  therefore,  legal,  as 
well  iui  just  and  equiabtle,  that  the  money  arising  from  the 
Bales  shonld  he  applied,  as  it  became  due,  in  satisfaction  of 
the  advances  tlie  judgment  cieditors  were  obliged  to  make  in 
payirieTit  of  the  notes  and  aeeeptaiices  as  they  fell  due?  The 
application  was  so  nuide  ;  and  1  liave  no  dou])t  that  if  was  iu 
accordance  both  with  tlu^  usage  in  such  cases  and  with  law. 

The  referees,  it  ai>pears,  allowed  all  ])ayments  made  by  the 
Mill  Company,  arising  from  sales  or  otherwise,  down  to  Feb- 
ruar}^  15th,  1851,  when  the  accounts  between  the  parties 
closed,  deducting  from  the  sales,  advances,  commissions,  and 
other  proper  charges  npon  them  ;  and  it  was  by  the  allow- 
ance of  such  payTuents,  and  the  withdrawal  by  the  judgment 
creditors  of  their  claim  for  three-fifths  notes,  that  the  balance 
due  them  at  the  commencement  of  their  suits  was  reduced 
down  to  the  sum  recovered  by  the  judgments.  In  this  way, 
the  balance  of  tlie  subsequent  account  between  the  parties 
was  ascertained  and  allowed,  not  to  the  prejudice  but  to  the 
benefit  of  the  plaintiffs. 

I  have  thus  noticed,  in  a  summary  way,  all  the  material 
facts  and  points  connected  with  the  merits  of  the  case ;  and, 
upon /consideration  of  the  whole,  I  am  of  opinion,  that  the 
plaintiffs  have  no  claim  in  equity  to  have  the  property  re- 
lieved, either  wholl}  or  partially,  from  the  lien  created  by 
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the  attachmcntfi,  or  from  tlie  enforcemeiit  of  the  lieu  by  exe- 
cution of  the  judgments,  aud,  ooDBcqiieutly,  that  the  injtmc- 
tion  moved  for  ought  not  to  be  granted. 

Motion  denied. 


CjIABLES  SCYDAJil  AND  OTOSSB 

WlLUAH  P.  EwiNO  AKD  GeOBOB  W.  EwWO. 

In  n  common  law  action,  in  the  Circuit  Court  for  the  Southom  Di«trict  of  New 
York,  the  assignee  of  a  noD-ncgotiable  contract  has  no  capacity  to  sue  upon  it 
i&  Us  mmti  nmt ;  tii«  pronflkm  of  Uw  Stale  Code  of  FioeeAiro,  requiring 
•vary  anil  to  bo  broni^i  In  the  name  of  tbo  real  party  la  tnteieat,  not  harhig 
be«n  adopted  by  that  Court. 

And  this  practice  Hpi)lios  not  only  to  nn  nction  originally  mmFvcnced  in  that 
Court,  but  to  one  removed  into  that  Court  from  a  Ooiut  of  the  State,  and  to  all 
the  proceedings  in  such  action  after  iis  rcuiovaL 

Aooocdingly,  where  a  debt  was  ooutncted  willi  a  oopartnershlp,  and  afkenmtda 
the  interesta  of  aome  of  the  members  of  die  oopartnerahip  in  the  debt  wm 
assi^ed,  and  then  a  suit  ut  law  was  brought  thereon  in  a  Court  of  the  Siaie^ 
ill  the  namps  of  the  real  parties  in  interest,  nnJ  wns  removed  into  the  Cir- 
cuit Court  for  the  Southern  District  of  New  York,  ami  iiftvrwiinla  one  of  the 
partiicrd  died:  Held,  iliut  the  suit  must  be  eouuiiuciJ  in  the  Circuit  Court 
in  tlie  names  of  tha  survWuig  partners)  iritlioQt  any  reference  to  the  real  par- 
tiea  in  intereat. 

(Before  Nrlson  and  Bim^  JJ.,  Southern  District  of  New  Torlt,  January  S7tb, 
1852.) 

Tms  was  an  applicatiun,  on  bt'lmlf  of  surviving  |»LiIiitiffs 
in  three  suits,  for  leave  to  revive  and  proseeute  two  ul  tiiem 
in  the  iiaineri  of  Ffuneis  P.  SuL^e,  Ferdiuaii'l  Suydani,  Jr., 
and  Charles  Suydani,  or  in  the  names  of  C  karlett  Suydaui, 
and  of  Samuel  S.  Whitney,  assignee  of  Francis  P.  Sage  and 
Ferdinand  Snydani,  Jr.,  and  the  third  in  the  names  of  Fran- 
cis P.  Sage,  Henry  L.  Suydam,  Ferdinand  Suydam,  Jr.,  and 
Charles  Suydam,  as  snrviving  partners  of  tlie  firm  of  Suydam, 
Sage  Co.,  or  in  tlie  names  of  Charles  Suydam,  and  of 
Samuel  S.  Whitney^  aBsignee  of  FranciB  P.  Sage  and  Ferdi- 
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raiul  Siivdani,  Jr.,  and  of  llcinv  S.  WjckofF  and  Clmrles 
Sujdarn,  execiitoi's  of  the  last  will  and  testament  of  Ferdi- 
nand Suydain,  deceased.  Tlie  facts  were  these :  The  defend- 
ants became  indebted  to  the  firm  oi  Sujdam,  Sago  6^  Co.  in 
the  sum  sued  for  in  the  last-named  cause,  that  firm  being  at 
the  time  composed  of  Ferdinand  Suydam,  Francis  P.  Sage, 
Ilenry  L.  Sn\ dam,  Ferdinand  Sujdam,  Jr.,  and  Charles  Suy- 
dam. The  other  two  actions  were  hronirht  tc)  rcftovcr  bal- 
ances due  on  debts  contracted  w  itli  the  lirni  of  Suydam,  Sage 
&  Co.  when  composed  of  Francis  P.  Sage,  Ferdinand  Sny- 
dam,  Jr.,  and  Charles  Suydam.  Prior  to  August  6th,  1650, 
Henry  L.  Suydam,  Francis  P.  Sage  and  Ferdinand  Sujdam, 
Jr.,  assigned  to  Ferdinand  Suydam  all  their  interest  in  the 
said  several  debts.  In  November,  1850,  the  said  suits  were 
instituted  in  the  Supreme  Court  of  the  State  of  Kew  York, 
in  the  names  of  tlie  real  parties  in  interest,  and  attachments 
were  issued  therein  and  served  on  persons  in  the  State  of 
New  York  who  had  in  their  possession  effects  and  credits  of 
the  defendants,  in  such  manner  as  to  bind  those  effects  and 
credits.  Each  suit  demanded  over  $5(  )0,  exclusive  of  costs^ 
Tlie  plaintiffs  were  citizens  of  New  Yoric,  and  the  defend* 
ants  were  citizens  of  another  State.  In  March,  1851,  the 
suits  were  all  of  them  duly  removed  by  the  defendants  into 
this  Court,  the  ap]>earancc  of  the  defendants  in  this  Ci>nrt 
was  perfected,  and  tlie  s^uits  were  pending  in  tlii,-;  (Vnirt. 
After  the  removal  of  the  causes  into  this  Coni-t,  Ferdinand 
Snydani  died,  and  Jlenry  S.  AVyckuiY  and  Charles  Siivdani 
were  duly  apix>inted  his  executoi-s.  The  other  menibers  of 
the  respective  firms  with  whidi  tlie  dohts  sued  for  in  the 
several  actions  were  contrnt-ted,  ^vere  still  snrviving.  The 
Supreme  Court  of  New  York  apiK>inted  Samuel  S.  A\niituey, 
assignee  of  Francis  P.  Sage  and  Ferdinand  Suydam,  Jr.,  in 
place  of  Ferdinand  Suydam,  deceased. 

Samuel  L.  M.  BarloWy  for  the  plaintiffs. 

BtfijammF.  Butler  and  Hiram  Bimtey,  for  the  defendants. 

Bbits^  J.    The  practice  of  the  State  Courts  has  been 
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changed  by  a  recent  Act  of  the  Legislature,  so  that  suits 
most  now  be  brought  in  the  name  of  the  real  party  in  interest. 
(Laws  of  2few  York^  Seas,  1848,  438,  §  111.)  Prior 
to  that  statute,  the  rule  of  proceeding  in  that  respect  was 
founded  upon  the  praetioe  of  the  King's  Bench  in  England, 
and  required  actions  to  be  brought  in  liie  name  of  the  party 
in  whom  the  legal  interest  was  vested.  (1  Dmlaj^s  jP«*.,  86 ; 
Graham's  Pr.,  5d ;  1  Chit^s  PL,  16, 17 ;  1  Tidd's  Pr^  7.) 

The  United  States  Courts  follow  the  same  rule,  except 
where  the  assignee  is  authorized  to  sue  in  his  own  name  by 
the  custom  of  merchants  or  by  statute.  (Winchester  v. 
Backley,  2  Oranch,  842.) 

The  rules  of  the  United  States  Supreme  Court  adopt  for 
the  Circuit  Courts  the  practice  of  the  English  King's  Beneh, 
leaving  to  those  Courts  the  power  to  regulate  the  subject  at 
their  discretion.  (Rule  7  of  Supreme  Covrt^  Avgmt,,  1701 ; 
Acts  of  September  29M,  1789,  and  May  Sthy  1792,  1  U.  S. 
Stat,  at  Laryt'^  IKj,  275.)  Tlie  standing  rules  of  this  Court 
adopt  the  practice  and  modes  of  proceeding  in  force  in  the 
SnprcDic  Cuurt  of  tlic  State  of  New  York  in  1838,  in  cases 
not  regulated  by  express  nde  of  the  Circuit  or  I)istri(;t 
(  n  1 ,  t.   {Circuit  ^Court  Rule  102  ;  District  Court  Rule  240.) 

I  lulcr  this  state  of  the  law  governing  this  Court  in  com- 
mon law  cases,  the  assignee  of  a  contract  has  no  cajuicity  to 
sue  uiK>n  it  in  his  owm  iiatue,  unless  it  be  ncLCotiubie  in  its 
nature.  The  action  irnist  be  brought  in  the  name  of  tlic  |)('r- 
soii  with  whom  the  contract  was  made,  or  by  his  legal  repre- 
sentatives, in  case  of  liis  decease. 

In  these  causes,  there  are  surviving  nicuiLers  of  the  cr>- 
partneiships  witli  which  tlie  debts  wore  contracted.  The 
right  of  action  has  devolved  upon  the  sur%ivors,  and  suits  for 
the  debts  can  be  maintained  oiilv  in  their  names.  Tlie  chanffe 
made  by  the  New  York  Code  of  Procedure,  in  respect  to 
the  competency  of  parties  to  sue  in  their  own  names,  when 
they  are  the  ones  having  the  real  interest  in  the  matter  in 
controversy,  does  not  apply  fo  the  United  States  Courts,  antl 
cannot  affect  their  course  of  practice  until  it  is  recognized 
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and  adopted  by  tLum.  (Wilcox  v.  Hunt,  13  ]\'t€rs,  » 
Anonymous,  1  Peters'  C.  C.  11.  1.)  Iti  each  of  tliese  canoes, 
the  debt  surd  for  wsi.s  foiitractcd  with  a  (•(•partntTsliip,  mem- 
beiTs  uf  wliH  ii  are  8ui*viviiig.  The  well-settled  rules  of  plead- 
ing require  actions  for  such  demands  to  be  prosecuted  in  tlie 
names  of  the  surviving  partners,  whoever  may  be  interested 
in  the  amomits  after  tlioir  reooyery.  (1  ChiUffs  PL,  12; 
Bernard  v.  Wilcoo^  2  Johns.  Caaea,  374 ;  Jlolmea  t.  Carney 
1  Johns.  34.) 

The  proceedings  in  this  Court,  after  the  transfer  of  the 
causes^  must  be  the  aame  as  if  the  suit£  had  been  originally 
oommenccd  here,  and,  accordingly,  the  declarations  filed  here 
must  be  in  the  names  of  the  respective  surviying  partners, 
and  must  conform  in  stracture  to  our  modes  of  pleading. 
The  platntifib  are  entitled  to  have  orders  entered  for  the  con* 
tinnanoe  of  the  causes  in  such  names,  without  prejudice  to 
the  attachments  levied  in  the  Court  below  in  the  causes  as 
there  instituted  and  entitled. 


Edwin  C.  Little  and  oxnERS 

Anthony  Gouii>  and  otubbs.   In  Equitt. 

Tbe  State  Reporter,  Mr.  Comstodc,  bj  wbom  the  third  Tohime  of  Comatodili 
Beporta  of  easee  aligned  and  deteimined  in  the  Court  of  Appeals  or  the  State 
of  New  York  was  prfpuro^l,  was  the  author  of  that  Tolume,  within  the  copy- 

right  Act  of  Ft-bniaty  lid,  18:51,  (4  U.  8.  8taL  at  Large,  486.) 
Under  the  Acts  of  the  I^gisluture  of  New  Tork  of  April  llih,  1848,  and  April 
OUi,  1850,  in  relation  to  the  Reports  of  the  decline  of  the  Court  of  Appeals, 
the  interest  of  the  Reporter  in  eald  tUrd  Tolunc,  la  an  author,  passed  to  the 
Secretary  of  State,  in  traat  for  tlic  benefit  of  the  StatOi  and  it  was  competent 
for  that  officer  to  take  Ottt  a  copyright  for  the  Tolnme  under  said  Act  of  Feb- 
ruary  Stl,  1831. 

The  words,  any  notes  or  references,"  in  the  Act  of  April  9ih,  1850,  embrace 
the  headAotea  and  naii^nal  notes  of  the  Reporter,  together  with  the  aiigo- 
ments  of  counsel  and  the  eaiea  dted  therrfn. 

Where,  under  said  Acts  of  the  Legislature  of  New  Tork,  a  contract  was  entered 
Into  by  the  State  officers  with  A.,  to  publish  the  Tolames  wliich  slionld  be 
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prppartil  by  tlic  Reporter,  and  the  contract  declared  tliut  it  was  intended  to 
Oporatf  as  an  a-xsignmont  of  tlie  copyright:  UrU,  that  A.  was,  ns  assignee  of 
tlie  copyright,  entitled  to  a  rcmedj  bj  ityuocUon  for  its  infriMgement 
Hdd,  ttXio^  that  A.*»  right  wm  not  affbcted  bj  the  provision  in  the  22d  section 
of  the  6th  article  of  the  Gomtilvtloa  of  New  Torfc,  that  att  Judicial  dcdaioitt 
ahall  be  free  for  poUieadoii  by  any  pefaon.** 

(Befoce  MiLsM,  J.,  Northern  Platrict  of  New  Torl^  April  Sd,  18SS.) 

Tni>;  was  a  motion,  aftor  answer,  to  dissolve  the  provisional 
injunction  q-ranted  in  this  ca?o,  (anfe^  165.)  The  facts  are 
Buliiciciitly  stated  iu  the  opinion  oi  the  Court* 

Kelson,  J.  This  is  a  motion  to  diaaolTo  an  injimetion 
heretofore  isBued  against  the  defendants,  restraining  them 
from  publiehing  or  selling  the  third  volnme  of  Comstock's 
Beports  of  cases  argued  and  determined  in  the  Court  of 

Aj^peals  of  the  State  of  New  York. 

The  plaintiffs  claim  to  be  the  proprietors  of  the  copyright 
of  this  work,  as  assignees  of  the  State,  and,  as  sncli,  to  bo 
entitled  to  tlie  exclusive  privilege  of  printing,  puhlisliini!:  and 
vending  the  same.  The  injunction  was  ori<riiially  j^Manted 
on  this  ground,  and  the  same  is  now  urged  iigainet  the  mo- 
tion to  dissolve  it,  which  is  made  after  tlio  coming  in  of  the 
answer. 

Tlie  Ac't  of  CongresR  pafiped  February  ;id,  1831,  (4  Tf.  8. 
iStaf.  at  Jjirije^  436,)  coufei-s  the  p^(»|)rieto^^bip  of  a  book 
upon  any  citizen  of  the  I'nited  Stair^,  or  re>ident  therein, 
who  shall  be  its  author,  and  who  shall  iiave  complied  with  the 
requisites  of  the  Act,  and  njxjn  tlie  executors,  administrators 
or  l^!;al  assigns  of  such  per8f)n.  This  Act  was  ])as>('d  in  pur- 
suance of  the  eighth  clause  of  the  eighth  section  of  the  lirst 
article  of  the  Constitution  of  the  United  States,  which  de- 
clares that  Congress  shall  have  power  "  lo  promote  the  prog- 
ress of  science  and  useful  arts,  by  securing,  for  limited  times, 
to  authors  and  inventors,  the  exclusive  right  to  their  rcspeo- 
tiTO  writings  and  discoveries."  The  simple  question,  there- 
fore, upon  this  motion  is,  whether  or  not  the  plaiutifis  have 
made  out  a  title  to  the  copyright  of  the  volume  in  question, 
as  assignees  of  the  same.  If  they  have,  the  injunction  should 
be  retained  \  otherwise,  not 
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That  Mr.  Comstocky  the  Eeporter,  is  the  author  of  the 
book,  within  tho  meaning  of  the  Act  of  Congress,  is  a  mat- 
ter not  to  be  couti-overted.  It  was  conceded  throughout  the 
case  of  WAeaton  v,  Feters,  (S  Peters,  591,}  that  Mr.  WheatOD 
was  entitled  to  the  copyright  of  hi»  Keports,  as  author ;  and 
the  only  question  was,  whether  he  had  secured  the  right  by 
a  compliance  vrith  the  requisites  of  the  statute.  A  majority 
of  the  Court,  entertaining  doubts  upon  this  question,  as  the 
facts  appeared  before  them  in  the  record,  remanded  the 
cause,  with  directions  to  the  Court  below  to  inquire  whether 
or  not  these  pre-requisites,  as  determined  in  that  case^  had 
been  complied  with.  The  only  exception  to  this  view  was  in 
respect  to  that  part  of  the  work  which  embraced  the  written 
opinions  of  the  Judges.  They  were  regarded  as  haying  be- 
come the  pi-operty  of  the  public,  and,  therefore,  as  not  the 
subject  of  a  copyright. 

The  copyright  of  the  work  in  question  was  taken  out  not 
by  Mr.  Comstock,  the  anthor,  but  by  Christopher  Morgan, 
Secretary  of  the  State,  claiming  to  have  become  the  assignee 
of  the  author,  in  trust  for  the  State.  A  ])rinted  copy  of  the 
title  was  deposited  in  tliu  oHice  of  the  clerk  of  the  District 
Court,  on  the  20th  of  November,  1850,  in  pursuauct;  of  the 
Act  of  Congress;  unci,  \vithin  three  months  after  the  publica- 
tion of  the  book,  copies  were  de]>(»sited  with  the  clerk,  with 
the  librai  iun  of  the  Smithsonian  institution,  and  with  the 
librarian  of  tlie  CungreM  libniry. 

By  an  Act  of  the  Legislature  of  the  State  of  New  York, 
paseed  April  11th,  1848,  {Iaucs  ,>f  1848,  cJiap.  224.)  ;imend- 
ing  a  ]>revioiis  Aet  on  the  subject,  it  was  ])rovided,  among 
other  thiiii^.-,  that  the  Reporter  of  the  decisions  of  the  Court 
of  A)>j»eals  sliould  have  no  pecuniary  interest  in  the  Reports, 
and  that  the  same  should  Ik;  j>ublislied  under  his  8uper\-i8ion, 
by  contract  to  be  entered  into  by  tlie  Reporter,  the  Secretary 
of  State  and  the  Comptroller,  with  the  person  or  persons  who^ 
in  addition  to  furnishing  the  Secretar}'  of  State  with  sixty- 
four  copies  of  each  volume,  should  agree  to  publish  and  sell 
the  same  to  the  public  at  a  price  not  exceeding  three  dollan 
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per  Tolume.  This  Act  also  provided  (§  3)  that  it  should  not 
be  lawful  for  the  Reporter  or  any  o^er  pei-aon  withia  the 
State  to  obtain  a  copyriglit  for  the  said  Re^^ort^s,  notes  or  ref- 
erences, bat  that  the  same  might  be  pnblished  by  any  i>erBons. 
By  an  Act  passed  April  9th,  1850,  {LavoB  of  1850,  chap. 
245,)  this  seetion  was  amended  so  as  to  read  as  follows :  It 
shall  not  be  lawf  ol  for  the  Eeporter,  or  any  other  person  with- 
in this  State,  to  secure  or  obtain  any  copyright  for  said  Re- 
ports of  the  judicial  decisions  of  the  Court  of  Appeals,  bnt 
the  same  may  be  published  by  any  pei*son  ;  "  and  the  follow- 
ing section  was  added  :  "  Tlic  (jopyright  of  any  notes  or  ref- 
erences made  by  tlie  State  Reporter  to  (iny  of  said  Ko])ort8 
shall  he  vested  in  the  Secretary  of  State,  for  the  benelit  of  the 
People  of  this  State."  The  Reporter  was  made  a  State-offi- 
cer, with  an  annual  salary  vla  a  cotnpensation  for  his  services. 

On  the  20th  of  April,  1850,  tlie  Reix>rter,  the  Secretary  of 
State  and  the  Conijitroller,  in  ]inrsimncc  of  the  Act  of  the. 
Legislature,  already  referred  to,  entered  ftito  a  contract  witli 
the  plaintiffs  fur  the  })n])lieation  of  the  lieixirts  for  the  term 
of  five  years,  and  also  for  tlie  exclusive  benefit  to  them  of  the 
copyi  iLdit  of  the  same  to  be  taken  out  on  behalf  of  the  State, 
and  tiie  said  contract  was  declared  to  bo  intended  to  operate 
as  an  assignment  and  transfer  of  the  copyi'ight. 

In  pursuance  of  this  agreement,  and  since  the  taking  out 
of  the  coj^yright  of  the  work  by  the  Secretar}-  of  State,  the 
pUiutiffs  have  entered  n}x>n  the  ])rintii^  and  publication  of 
the  volume  of  Rejjorts  in  question,  have  pnbli^ed  the  same, 
and  have  ])iit  copies  of  it  on  sale  at  a  price  not  exceeding  two 
dollars  and  fifty  cents  each. 

Upon  this  state  of  the  case,  I  am  of  opinion  that  the  inter> 
est  of  the  Reporter  in  this  third  volume  of  his  Reports,  as  an 
author,  passed  to  the  Secretary  of  State,  in  trust  for  the  benefit 
of  the  State,  and  diat  it  was  competent  for  that  officer  to  take 
out  the.  cc^yright  in  pursnauce  of  the  provisions  of  the  Act 
of  Congress  of  1831,  securing  to  the  State  the  exclusive  right 
of  proprietorship  in  the  work.  The  Reporter  must  be  deemed 
to  have  accepted  the  terms  and  conditions  of  the  Acts  of  the 
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legiBlstuTe  of  April  lith,  1948,  and  April  9di,  1850,  the 
effect  of  whioh  was  to  vest  ihe  intereBt  in  the  State,  be 
reeemng  a  oompensatioii  for  his  labors  by  ^ay  of  annual 
salary. 

It  has  been  argued,  by  the  oonnsel  for  the  defendants,  Ibat 
Ibe  copyright  in  this  case  ^  void,  on  the  ground  that  no  an- 
thority  is  given  by  the  Act  of  Congress  of  1831  for  taking 

out  the  copyright  in  the  name  of  a  trustee,  for  the  benefit  of 
another.  But,  it  may  be  answered,  that  there  is  nothing  in 
the  Act  forbidding  it.  The  party  to  whom  the  assignment  is 
made,  whether  for  the  benefit  of  another  or  iu>t,  hohls  the 
legal  interest  in  the  work,  us  assignee  of  the  author,  and 
comes,  therefore,  within  tlie  very  words  of  the  law  entith'ng 
him  to  the  cupvright.  AVliether  a  third  i>er8on  has  an  cquitii- 
ble  interest  in  the  work,  derived  from  the  author  or  froni  the 
legal  jisHi^iiinent,  is  a  (juestion  between  those  })Rrties,  in  re- 
spect to  which  I  do  not  see  that  the  puMie  interest  or  policy 
is  at  jdl  concerned.  The  Courts  will  take  eare  of  those  equi- 
table interests.  Tlie  lei^al  assignee  of  the  author  is  compe- 
tent to  take  out  the  copyright,  and  the  Secretary  of  State 
must  be  regarded  as  standing  in  this  position,  under  the  Act 
of  the  Legislature  of  April  9th,  1850. 

It  has  also  been  argued,  that  the  Act  of  1850  did  not  vest 
in  the  Secretarj'  of  State  the  right  of  the  author  of  the  Ke- 
ports  to  its  fullest  extent,  but  only  his  interest  in  any  notes 
and  references  made  by  him  to  the  Reports,  thereby  exclud- 
ing the  Reports  themselves,  as  understood  in  the  ordinary 
acceptalSon  of  that  term,  with  head-notes  and  aigumeuts  cf 
counsel  There  is  certainly  much  force  in  this^  argument, 
and,  in  my  judgment,  it  presents  the  only  real  difficulty  in 
the  case.  But,  on  looking  at  the  course  of  the  legislation  of 
Ibe  State  on  this  subject,  (there  have  been  three  Acts  passed 
in  relation  to  it,)  I  have  come  to  the  conclusion  that  the 
phrase,  "  any  notes  or  references,"  in  ibe  connection  in  which 
it  is  found,  may  be  fairly  construed  as  embracing  the  bead- 
notes  and  marginal  notes  of  the  Beporter,  together  witii  the 
arguments  of  counsel  and  the  cases  cited  therein. 
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The  third  section  of  the  Act  of  April  11th,  1848,  prohib- 
ited the  Reporter,  or  any  other  person  within  the  State,  from 
obtaining  a  copyright  of  the  Heports,  notes  or  references,  and 
declared  that  llie  same  might  be  published  by  any  persons. 
This  provision  was  absurd  enough  in  connection  with  the 
system  prescribed  in  the  same  Act  for  the  publication  of  the 
Heports,  which  made  it  the  duty  of  certain  public  officers  to 
contract  for  the  printing  and  publishing  with  the  person  who, 
in  addition  to  fomishfn^  the  State  with  sixty-four  copies  of 
each  volume,  would  agree  to  sell  the  Tolumes  most  advan- 
tageoufily  to  the  public,  and  at  a  rate  not  exceeding  the  price 
of  three  dollars  per  volume.  The  idea  of  obtaining  such  a 
contract  from  a  person  to  whom  the  benefit  of  a  cop}  riglit 
was  denied,  is  at  least  remarkable,  for  the  third  section  cov- 
ered the  whole  ground.  Any  person  could  republish  the 
volume,  with  all  the  notes  and  references,  sla  eoou  m  it  came 
from  the  hands  of  the  Reporter. 

The  Act  of  April  9th,  1850,  was  designed  to  correct  this 
oversight.  That  pr()hil)its  a  copyright  for  the  Re]>ort«  of  the 
jndwial  (h'chion-H  of  the  Courts  of  Appeal,  and  alhnvB  the 
same  to  be  published  hv  any  pei'son.  But  it  vests  the  copy- 
right of  any  notes  or  reirn m  i  s  made  by  the  Ile[)orter  to  said 
Reports,  in  the  Secretary  of  State,  for  the  benefit  of  the 
People  of  the  State,  thus  securing  to  the  State  the  labors  of 
the  Reporter,  which  he  might  otherwise  have  secured  to  him- 
self under  the  copyright  Act,  as  the  author. 

To  construe  the  amendment  made  by  the  Act  of  1850  as 
simply  securing  a  copyright  for  any  annotations  or  foot-uotes 
the  lieporter  might  choose  to  make,  in  the  course  of  reporting 
the  decisions,  such  as  are  common  in  the  nine  volumes  of  the 
Reports  of  the  Supreme  Court  of  this  State  by  the  late  learned 
and  laborious  Jndge  CSowen,  and  nothing  more,  would  leave 
the  Act  of  1850,  in  respect  to  the  system  of  reporting,  with 
very  little  if  any  advantage  over  that  of  1848.  For,  whether 
there  would  be  annotations  or  foot-notes  by  the  Reporter,  ac- 
companying the  volumes,  or  not,  would  depend  not  upon  any 
obligation  or  duty  on^his  part,  but  upon  his  mere  discretion 
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or  convenience,  iiesides,  tiiesc  notes  are  incidental  matters, 
and,  although  frccpiently  vahiable,  constitute  no  part  of  the 
lieports  of  the  decisions  of  the  Gonrts.  Hence,  Beciiring  the 
copyright  of  them  to  tlie  State  would  have  been  of  trifling 
importance,  hy  way  of  enabling  tlie  public  officers  to  contract 
far  the  printing  and  publication  of  the  yolames  of  Beporta 
-  agreeably  to  the  terms  and  requirements  of  the  statute. 

The  Legislature  of  1850  saw  the  error  into  which  that  of 
1848  fell  in  attempting  to  provide  for  a  cheap  publication  of 
the  Reports,  and  designed  to  correct  it,  and  have  accom- 
plished their  purpose,  if  the  view  I  have  taken  of  the  Act  of 
18S0  is  well  founded.  But,  if  the  counsel  for  the  defendants 
is  right  in  his  construction,  they  Iiave  utteriy  failed  to  accom- 
plish it,  and  have  left  the  system  of  reporting  as  impractica- 
ble and  absurd  as  they  found  it  For,  according  to  that 
construction,  the  whole  amount  of  the  amendment  or  altera- 
tion is  to  enable  the  public  officers  to  secure  to  the  publishers 
the  exclusive  right  to  the  annotations  or  foot-note^  if  any, 
made  by  the  Reporter,  leaving  the  volumes  of  Reports,  with 
the  head-notes,  argmnents  of  counsel,  tfcc,  free  to  a  re-publi- 
cation by  any  pemni.  I  do  not  tliink  tliat  the  langua^^e  used 
in  the  Act,  although  it  ifs  ob&cuic  and  not  well  chosen  to  ex- 
press the  intent  of  the  Leijislaturo,  necessarily'  leads  to  such  a 
construction.  If  not,  such  a  construction  should  certainly 
not  be  admitted. 

1  have  not  deemed  it  necessary  to  look  particularly  into 
the  true  construction  of  tlie  provision  of  the  Constitution  of 
this  State  to  which  reference  lias  been  made.  {Art.  0,  sse, 
22.)  The  right  of  tlio  plaiu tiffs  rests  exclusively  upon  the 
Act  of  Con£:re98,  wliich  confers  a  copyriLdit  upon  authors, 
and  also  upon  their  assirniees,  who  have  complied  with  its 
provisions.  The  right  is  derived  nnder  tin's  Act,  and  is  not 
at  all  dependent  upon  or  affected  by  the  provision  of  the 
State  Constitution.  If  the  plaintiffs  are  the  assignees  of  the 
volume  in  question,  by  title  derived  from  the  author,  they 
have  a  right  to  the  protection  of  this  Court,  and  no  provision 
of  the  State  Constitution  can  deprive  them  of  it  If  they  are 
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not  such  assiij^nees,  then  the  Act.()f  C«  i-i  s;*  has  no  applicar 
tion  to  tins  case,  and,  consequently,  this  Court  has  no  juris- 
diction of  this  case.  For,  whatever  may  lie  the  riii^hts  of  the 
rcsj)cctive  parties  un«ler  tlie  ( '<»u-titutioii  and  laws  of  the 
State,  this  Court  has  nothiui^  lo  <lo  with  them.  The  ipies- 
tions  on  whicli  snt-h  riixhts  depend  l»elun«i^  t<»  the  State  trihu- 
nal  and  dcjtriid  upon  State  laws.  Tliis  Court  does  not  inter- 
fere vvitli  tlirin,  unless  in  caso  of  jurisdiction  on  account  ot" 
the  citizcn.-hip  (»f  the  partiis  ;  and  then  it  administers  the 
laws  of  the  State.  I  am  free  to  say,  however,  tluit,  in  my 
judirment,  the  y)rovision  of  the  State  Ci •u>titutiou  was  not 
desi«^ned  to  confer  upon  any  pei*son  the  l  i^ht  t<rrepul)Ush  the 
Keports  of  judicial  decisions,  whether  piddished  under  the 
authority  of  the  Slate  <»r  In-  individuals,  hut  wa.s  designed  to 
secure  the  right  to  report  and  ]>ul>Iisli  the  deciBions  <»f  tlie 
CourtA,  to  all  perBoiiB  who  might  choose  to  undertake  the 
basiness,  imemharriussed  hy  any  exclusive  monopoly  iti  coBse^ 
qaence  of  State  legislation. 

The  interest  of  the  ])laintiffs  in  the  copyright,  as  derived 
under  the  contract  with  the  State  of)icerk»,  wliether  regarded 
as  a  legal  or  as  an  equitable  interest  in  the  same,  is  sufiicient 
to  entitle  them  to  the  remedy  elaimech 

There  are  some  other  questions  raised  in  the  case  which 
would  deserve  a  consideration,  if  this  were  an  original  appli- 
cation for  an  injunction.  As  tlic  injunction  has  alreadv  heen 
granted,  and  this  moti<»n  is  to  dissolve  it,  I  have  deemed  it 
best  to  confine  my  opinion  to  the  legal  rights  involved  in  the 
case. 

The  motion  to  dissolve  the  injunction  must,  therefore,  be 
denied. 
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John  Woo)>,  Jk,,  V8.  Piiilo  A.  MA-miEws. 

When  a  cause  ia  renoved  from  Ibo  State  Court  into  tlw  dicait  Court  of  the 
United  Stateis  under  tlie  |woviiion»  of  tlie  8d  eection  of  tlie  Actof  Karch  Sd, 

ISSS,  (4  U.  S.  Stat,  ai  Larrie^  6S3,)  as  having  been  commenced  ngainst  an 
officfToF  tlic  United  Statcp,  for  nn  net  done  under  the  n-vcnue  law?  of  the 
United  Htutcf,  or  under  color  thereof,  the  question  whether  Uic  property  for 
ttatt  taking  of  which  Uie  action  wm  brought  was  fcized  by  the  defendant  in 
the  performance  of  hia  dntjr  as  an  ottcer  of  tlie  cnatoma  under  the  revenue 
lows,  is  a  mutter  of  Ikct  hivqived  in  the  merits  of  tlie  case,  and  cannot  be 
raised  or  determined  upon  a  motion  to  dii^miss  the  suit. 

The  Act  of  Congress  give^*  the  jurisdirtion  and  right  of  romnval  "  in  nnr  ca?«p  " 
falling  witbiu  the  particular  eluss  of  cases  profided  for,  wiihuut  any  regitrd  to 
the  amount  in  conlroTeriy  in  the  suit  Hence,  no  question  can  be  raised  In 
tlie  Circuit  Court  beaed  upon  the  trifling  valne  of  tte  prapertj  Ibr  the  (siting 
of  wliicfa  the  anit  was  commenced. 

(Before  Pnnmsv,  J.,  Yennont,  Ifay,  1S6S.) 

Tni8  was  an  acti(»n  oriarinally  commrn(»oil  in  one  of  tlie 
8\iVK)rdinate  Conrts  of  Yennoiit.  held  Ity  a  Justice  of  the 
I^eaw?,  and  was  removed  into  this  Court,  at  the  instance  of 
the  defendant,  hy  a  writ  of  habeas  cot'pus  cum  caum^  under 
the  Actof  Mai-cii  2d,  1833,  (4  U.  S.  Stat  at  Large,  C33,  §  3.) 
It  was  an  action  of  t!  o«])nss  for  taking  and  detaining  a  cer- 
tain horse  belonging  to  tiie  plaintiff.  After  its  removal,  the 
plaintiff  api)eared  and  tiled  a  motion  to  dismiss  the  case  for 
want  of  jnriadiction,  alleging  that  the  cause  of  action  did  not 
]>roceed  from,  nor  the  action  bring  in  question,  any  act  or 
thinj;  <}one  hy  the  defendant  as  an  officer  under  tlie  revenne 
laws  of  the  United  States,  and  that  tlie  damages  demanded, 
being  only  ten  doUara,  were  too  small  and  inconsiderable  to 
be  the  subject  of  adjudication  in  this  Court 

J9«  A.  SmaUey^  for  the  plaintiff. 

d  IT.  PrefUi$8  mud  Z.  Underwood^  {IHsirict  Attorney^ 
for  the  defendant. 
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PuKXTis.s,  J.  The  removal  of  the  cause  to  this  Court,  aud 
the  jurisdiction  of  this  Court  ov«r  it,  are  rej^ulated  by,  aud 
dependent  entirely  ujion,  the  pro%n8ion8  <>f  the  Act  of  Con- 
gress of  March  2d,  1833,  (4  r.  S.  Stat,  at  Large,  633,  §  3,) 
passed  in  pnrsnance  i)f  the  clause  of  the  Constitution  which 
declares,  that  the  judicial  }>ower  of  the  United  States  shall 
extend  to  all  eases  in  law  and  E(juity  arising  under  tlie  (^oi  - 
stitutioD,  laws  or  treaties  of  the  United  States.  After  giving, 
in  general  terms,  jurisdiction  to  the  Circuit  Courts  in  all  cases 
arising  under  the  rerenne  laws,  the  Act  provides  that,  *'in 
any  case  where  suit  or  prosecution  shall  he  commenced  in  a 
Court  of  any  State,  against  any  officer  of  the  United  States, 
or  other  person,  for  or  on  account  of  any  act  done  under  the 
revenue  laws  of  the  United  States,  or  under  color  thereof," 
&C.,  such  officer  or  other  person  may,  at  any  time  before 
trial,  remote  tlie  cause  into  the  Circuit  Court  for  trial." 

The  Act  pi'escribes  the  mode  of  removal  and  what  shall 
be  necessary  to  effect  the  removal.  There  must  be  a  petition 
to  the  Circuit  Court,  setting  forth  the  nature  of  the  smt ;  an 
affidavit,  verifying  the  petition  ;  and  a  certificate,  signed  by 
an  attorney  or  counsellor-at-law,  stating  that,  as  counsel  for 
the  petitioner,  he  has  examined  the  proceedings  against 
hiui,  and  lius  carefully  inquired  into  all  the  matters  set  forth 
in  the  petition,  an*!  that  he  believes  the  same  to  be  true. 
The  petition,  affidavit  and  certiticate  being  presented  and 
filed,  "  the  cause,"  as  the  Act  declares,  "  shall,  tliereM|x>n,  be 
entered  on  the  docket"  of  tlie  Circuit  Court, and  t^liall  be 
thereafter  proceeded  in  as  a  cause  originally  commenced  in 
that  Court." 

The  Clerk  of  the  Circuit  ("ourt  is,  tlierenjion.  to  itsue  a 
writ  of  certitn-ari,  or  a  writ  of  ImJh'cm  c(>rj)its  cmn  cmim,  as 
the  ease  may  re<|uire,  which  shall  l)e  servecl  in  the  maimer 
prescribed  by  the  Act.  And  the  Act  then  jmu'eeds  to  Fay 
that,  tliereujMm,  it  shall  1k'  the  duty  of  the  State  Court  to 
stay  all  further  proceedings  in  the  cause,  and  that  tlie  suit, 
upon  the  service  of  such  writ  of  certiorari  or  haheas  corjni^^ 
shall  be  deemed  and  taken  to  be  moved  to  the  Circuit  Court, 
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**  and  nny  fui  tlic  r  proi-eedin^nH,  trial  or  ju(l<i^nciit  thereiu,  in 
tlie  State  Court,  sliall  l»e  wliolly  null  and  xoid." 

Tlie  ju'tiuii,  ulu'ii  tlius  reiiioved  here,  if*  to  l»e  proceeded  in 
as  a  cause  originally  connnenced  in  the  Circuit  Court  liut 
any  action  in  this  Court,  either  original  or  removed,  may  lie 
dismifipcd  upon  motion  founded  ii].on  proper  matter,  and 
allowing  that  the  Court  lias  not  jurisdiction  of  the  case  or 
that  it  wtxs  irregularly  brought  here.  If  the  i)roj)ei-ty  sued 
for  in  the  present  action  was  of  such  a  natui^  as  not  to  he 
liable  to  seizure  under  the  rerenue  lawB  of  the  United  States 
tmder  any  cireurastances,  it  might,  perha])R,  he  said  to  ho 
apparent,  that  the  case  does  not  oome  within  the  Act  of  Con- 
gress, and,  on  that  assumption,  supi>osing  it  to  be  well  found- 
ed, the  cause  might  properly  be  dismissed  on  motion,  and  be 
remanded  to  the  State  Court.  But  horses  are  not  only  })rop- 
erty  subject  to  duty,  and  liable  to  seizure  on  being  imjMjrted 
contrary  to  provisions  of  law,  but  become  forfeited  when- 
ever employed  as  the  means  of  transporting  or  bringing  into 
the  countiy  any  goods  illegally  imported ;  and,  whetlier  the 
horse  in  question  was  in'  truth  seized  and  taken  by  tlie  de- 
fendant in  the  exercise  of  his  functions  and  performance  of 
his  duty  as  an  officer  of  the  customs  under  the  revenue  laws, 
as  set  &rth  m  his  petition  for  the  removal  of  the  cause,  is  a 
matter  of  fact  belonging  to  and  forming  a  part  of  the  merits 
of  the  case.  It  is  involved  in  the  inquiry  whether  the  taking 
and  detention  vera  lawful  and  justifiable,  and  must  be  deter- 
mined, not  in  a  snmmar}'  way,  on  motion  and  affidavits,  con- 
tradicting and  denying  the  facts  so  stated  and  verified  in  the 
requisite  form,  but  on  trial  of  the  merits  in  the  usual  course 
of  proceeding. 

As  to  the  inconsiderable  value  of  the  property  sued  for,  or 
the  small  amount  of  damages  demanded  in  the  ac  tion,  it  is 
suthcient  to  say,  that  jurisdiction  and  the  right  of  rcuioval 
are  given  in  any  ease falling  within  the  particular  class 
of  ciLses  provided  for,  without  any  regard  to  the  amount  in 
controversy  in  the  suit.  We  can,  therefore,  make  no  distinc- 
tion between  a  suit  iuvolving  much  and  a  suit  involvbig  lit> 
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tie,  bec&usfc  the  Act  makes  none.  Nor  can  we,  for  the  same 
reason,  go  into  any  considerations  of  expense  or  incohvenience 
to  the'  parties,  as  compared  with  the  amomit  in  controrersj'. 
These  are  all  matters  of  le<>-I^Iatirc  rather  than  of  judicial 
cognizance.  It  maybe  observed,  however,  that,  tlu)np;h  tlie 
property  be  of  small  value,  the  principle  or  question  of  an- 
thoritv  involved  in  the  caHC  niav  be  inii)ortant,  and  giich  im 
ourrlit  to  be  decided  bv  the  National  rather  tliau  the  State 
judiciary.  It  niav  also  be  added,  that  tlie  jurisdiction  of  Jus- 
tices of  the  Peace  beiu'jc,  l>y  the  State  la.v ,  tinal.  where  the 
611111  demanded  in  damages  docs  not  exct'cd  ten  dnllaiN,  ofti- 
cei'o  of  the  customs,  unless  cases  n>  brouMit  a^-ainst  tliem 
before  these  inferior  local  tribunals  are  liable  to  lie  removed 
into  this  Court  for  trial,  might,  if  not  detern-d  from  the  per- 
formance of  tlu'ir  (luiics,  be  luodc  tlie  victiiuis  of  vexatious 
suits  a!id  mijusl  judgments. 

The  proceedings  in  removing  tlie  c  ause  appearing  to  be  in 
all  resi>ects  in  conformity  with  the  Act  of  (/ongress,  and  the 
case  coujjcquently  being  regularly  and  rightly  in  Court,  the 
motion  to  dismi&s  must  be  overruled,  leaving  the  plaintiff,  of 
conrse,  no  alternative  but  that  of  ' prosecuting  the  action  here 
or  becoming  non^suited. 


IIllSAM  YOUNO  AND  EdWARD  LeAVITT 

Samlkl  Colt.    In  Eyi  rry. 


A  d«fenkiit  in  a  «ait  in  E  iuiiy  founded  on  the  inftingement  of  a  paiutu,  c»n 
not^  by  «  cro»blU  which  acln  np  no  odor  of  Udo  In  blmiel^  demand  a  db> 
covcry  fSnm  the  plalntilT  In  the  original  suit  u  to  (he  MHiroe  or  validity  of  hie 

lillc. 

U  U  e-i-ieuu.i\  to  :i  liill  of  ili-ipiVOTT  tluit.  it  shouM  set  forth  a  title  mifRcicut  to  su\f 
port  or  defend  a  «uit,  and  pruy  a  dtscovcrjr  pertinent  to  that  title  luid  nothing 
beyond. 
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And,  where  it  cannot  be  8ust«ined  as  a  bill  for  discovery,  it  cannot  be  rctair.eil 
for  tlio  purpose  of  relief,  unleM  it  makes  a  case  fur  r«Uef  iiidcpeudeiiilj  of  ihd 

discover}'  sought, 

(Before  Bsrrs,  J.,  Southern  District  of  New  York,  May  14lh,  1S&2.) 

This  was  a  demarrer  to  a  croee-bilL  •  The  facts  are  stated 
in  the  opinion  of  the  Court 

Seth  P,  Staples  and  Uchert  Emmety  for  the  pluiiitiffs. 

Edward  2f.  IHd^enon^  ixsr  the  defendant 

Beti-s,  J.  The  specific  points  presented  for  adjudieatioii  in 
this  case  arise  on  a  deinurreT  to  a  cross-hill  iiled  by  the  plain- 
tiffs, hut  the  discussion  ;il-u  invulved  an  examination  of 
the  original  bill  and  answer,  and  it  has  thus  become  uece&»ary 
to  advert  to  the  cjise  made  by  tlie  entire  j>leading8. 

The  on<rinal  bill  was  filed  Xovemher  IDth,  1851,  bv  Colt, 
as  patentee,  for  an  injunction  and  other  relief  aicainst  Youn^jj 
and  T^avitt.  for  nllei^ed  violations  of  his  patent  rii;ht.  It 
avei-Ji  that  tlie  ])atentee,  before  the  li5th  of  Fehruarv,  1830, 
invented  a  new  and  useful  inijtroveTnent  in  iire-arnis,  and 
that,  on  that  day,  Ixjtters  J'atent  were  dulv  iHsnod  to  him  fur 
his  invention,  and  that  he  was  the  fir^^t  and  oriirinal  inventor 
thereof.  On  the  2Sth  of  October,  1548,  he  surrendered  the 
])atent  to  the  Connuissioncr  of  Patents,  because  of  a  defec- 
tive claim  or  description  of  his  invention  in  the  specification, 
and  a  re-issue  of  the  patent  was  made  the  same  day,  for  the 
complement  of  the  oriji^iind  term  of  fotirteen  years.  Previous 
to  the  expiration  of  that  term,  the  patentee  applied  for  and 
obtained,  on  the  10th  of  ^larcli,  1849,  from  the  Commissioner 
of  Patents,  an  extension  of  the  patent  for  seven  yeaiB  bejond 
the  period  of  it-s  expiration,  and  the  order  for  extension  was 
duly  indorsed  on  the  jiatent.  The  bill  charges  that  the  de- 
fendants hare  infringed  and  violated  the  patent  right  since 
such  extension,  and  continue  to  ii;ifringe  and  violate  it 

On  the  26th  of  December,  1851,  the  defendants  filed  their 
answer  to  the  bill,  denying  that  the  patentee  was  the  first 
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and  origiual  inventor  of  the  improvement,  and  that  the  pat- 
eot  was  legally  re^issned  and  extended,  and  that  the  patentee 
has  any  interest  in  the  ])atent,  and  averring  that  he  had  m\d 
and  assigned  his  entire  title  and  mterest  therem  to  the  Aliussa- 
chusetts  Arms  Conipiiny. 

On  the  same  day,  the  (U'foiidaiit.^  in  the  original  ]>ill  tiled  a 
(•ro>.s-hill  against  the  })ati'ntee,  for  di.si'overv  and  relief.  That 
hill  seeks  from  the  patentee  a  discovery  of  the  time  and  ])laee 
when  and  where  he  made  his  discovery  and  ^ir^[  mannfae- 
tured  anv  tire-arm  nnder  the  ]»atcut,  and  whether  he  sued 
any  }>ers<)n,  during  the  lirst  term  of  his  j»atent,  for  infringing 
it,  or  made  any  claim  against  anyone  therefor.  Tt  also  de- 
mands a  disctovery  of  the  ]>i-oeeedings  had  in  the  I^itent 
Offiee  in  obtaining  aii  extension  of  the  patent,  and  whether 
the  ajjplieation  was  subnntted  to  the  Seeretary  of  War  for 
his  opinion  thereon  and  also  a  diseoveiy  of  the  pwceedings  » 
before  the  Connnissioner  of  Patents  subsequently  to  the  Aet 
of  May  27thy  1848,  and  whetlier  notice  of  application  for  the 
exteusioa  was  published,  or  was  given  by  the  patentee  to  any 
}>erson.  The  bill  further  prays  that,  when  the  discovery 
shall  be  made,  the  Ck»urt  may  deeree  the  order  e.xtendiiig  the 
patent  to  be  inoperative  and  void,  and  that  the  patent  ex- 
pired on  the  25th  of  February,  1S50,  and  also  grant  a  per- 
petual injunction  restraining  the  patentee  from  commencing 
any  action  at  law  or  in  Equity  for  any  infringement  of  the 
patent  since  the  25th  of  Febniar}',  1850 ;  and  that  the  Court 
may  declare  the  patent  to  he  void,  and  may  order  it  to  be 
delivered  up  to  be  cancelled.  A  prayer  £or  general  relief  is 
also  ap]>ended. 
The  defendant  files  a  general  demurrer  to  this  bill.  > 
Upon  the  averments  of  the  original  bill,  the  plaintiff 
therein  has  clearly  a  jfrit/id-fade  title  to  the  thing  patented, 
and  the  legal  presumption  in  his  favor  is,  that  he  had  com< 
plied  with  all  the  reqnii^ements  of  law  which  are  necesgary  to 
render  his  title  complete.  {PhiUipi  on  Pat,  407 ;  Wehster^s 
Pat.  CijuieH,  129;  Cui^is  on,  Pat,,  %%  80,  39;  Phihi.  and 
Trenton  Railroad  Co.  v.  Siinipmn^  14  Peters^  4i8.) 
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Tlie  answer  of  the  (lefciulants  to  the  ori^ioal  bill  denies 
that  the  ]«Mt(  ntee  is  the  lii-st  inventor  or  has  acquired  a  valid 
patent.  This  answer  will  enable  them  to  dii»prove  any  title 
or  right  of  the  plaintiff  under  the  grant,  or  com|)el  him  to 
support  it  by  evidence  aliunde  the  patent  The  scope  and 
design  of  the  cross-bill  is  to  make  that  defence  by  means  ol 
evidence  extracte(^from  the  patentee,  and  the  demurrer  inter-  • 
posed  to  that  bill  raises  the  question,  whether  the  defendants 
In  the  original  suit  have  a  legal  right  to  demand  disclosures 
from  the  patentee  which  might  show  that  he  had  no  valid 
title  to  his  patent. 

It  is  to  be  remarked,  that  the  defendants  in  the  original 
suit  do  not  take  their  defence  in  their  answer,  or  Hie  their 
cross-hill,  under  any  color  of  title.  They  neither  claim  to  be 
prior  inventors  or  to  liold  by  assignment  the  elder  right  of 
any  other  ikji-soii.  If  not  naked  intruders  or  trespassers  npon 
the  ]KJfJ8essi(»n  of  the  jiateiitee,  they  htand  np»n  no  hiq'her 
p;it)H!id  than  the  uUe^ation  that  the  irnint  of  the  (iovernnient 
to  iiiiii  is  void,  and  thev  ])resent  this  l>ili  to  siipjHn  t  tliat  astier- 
tion.  This  is  engruitiiig  u  novel  funetioji  uj)on  the  oliice  of 
a  eruss-hill. 

Tlu»  broad  princijile  upon  ^\hH•h  a  cross-bill  is  allowed  is, 
that  Kquity  should  L,^ive  huitor^  a  coninion  advantage  in  its 
pn H  ('--i -I.  As  It  t'uiiipels  a  deieialunt  to  make  disclosures 
an<l  (liM  t)\ ories  under  oatli,  to  aid  an  acti*ni  again-t  liim.  so 
sIkmiIiI  it  secui'c  niutnalitv  in  tl)i>  iviMvilc"-*'.  l»\  all<>\\iiur  a 
defentlant  to  Ix  ronu'  a  plaintiff  and  compel  liis  advci>ai  \ .  ia 
])nrtic;il  ir  cases,  to  make  disclosnres  and  discoveries  <>r  mat- 
tei's  within  his  knowled'.n'  that  are  servieeahle  to  the  defence. 
The  ])arties,  to  that  end,  alternate  ])laces,  in  onler  that  each 
may  have  the  same  nse  of  the  jKJwers  of  the  (.'onrt  for  the 
same  object.  A  cross-bill,  as  its  name  imports,  goes  no  fur- 
ther than  to  give  the  party  tiling  it  the  reciprocal  right  en- 
joyed by  the  com|)lainant  in  the  original  bill,  in  respect  to 
their  nuitnal  title  or  interest  in  the  subject-matter  of  tlie  suit. 

The  English  and  American  authorities  are  clear  and  nearly 
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invariable  in  respect  to  the  les^itimate  office  of  a  bill  of  dis- 
covery. It  ia  essential  to  a  valid  bill  of  discoTery  that  it  set 
forth  a  title  in  the  ])arty  which  is  sufhcient  to  snpport  or  de- 
fend a  .suit,  and  that  it  in-ay  a  discovery  ]K»rtinent  to  that  title 
and  notliinjnr  beyond.  {Stonfs  Eq.  /V.,  .'517  to  320;  2 
Sfon/H  Eq,  JurUp.^  %  1,41)0;  WUjmin  on  JJ'tscovenj,  15; 
PhiUip^  \\'  !*rrrnsf^  A:  Jt>Ji/iM.  Ch.  1*.  205;  Van,  K leech  v. 
7%'  lujoriitfd  JJiitih  (.'huit'h,  it  J\ti(jt\  GOO;  *S'.  6',  in  error^ 
20  M't  nil.,  457.)  I  find  but  t»ne  case  (Adams  v.  Porter^  1 
CwshitKj,  17")  in  whli  h  a  disposition  is  ind!<'ated  to  extend 
to  a  plaiiitilT  in  a  cr(»»  hill  a  wider  pri\  iK'i::e.  That  caso 
ini«;ht  >vv\\\  to  anth<»rize  biu  li  ]>1aintiff  to  place,  in  elicct,  the 
defendant  on  the  stand,  and  examine  him  ns  to  all  mattei-s 
appHcrable  to  the  defence.  I3nt  the  same  ( 'ourt,  in  a  subse- 
(juent  case,  (///^<<Zv7/  v.  Ilaalelly  3  Cmhlny^  54^),)  concedes 
that  the  general  principles  of  Kqnity  law  wonld  not  favor 
each  a  rule,  if  it  is  declared  in  that  decision, 

Considcriiii?  the  cross-bill  in  this  case  as  a  bill  of  discovery, 
the  defect  is  vital  to  it,  tliat  it  rests  on  no  title  in  the  paiii^ 
filing  it,  eitlier  in  common  with  or  hostile  to  the  i>atentee. 
It  is  contrary  to  all  jirinciples  of  Equity  pleading,  to  permit 
a  party  who  has  no  right  himself  to  a  subject-matter  in  dis- 
pute, to  subject  the  one  who  sliows  a  prlmd-faeie  title  to  it 
to  interrogatories  as  to  the  source  or  validity  of  that  title. 
Bills  framed  on  that  ground  are  always  rejected  as  fishing,  or 
as  attempts  to  pry  into  an  adversary's  title,  and  as  tnuuoend- 
ing  the  privilege  granted  to  a  suitor  to  draw  from  his  adver- 
sary facts  tending  to  8up)x>rt  his  own  title.  It  is  suflicient  to 
refer  to  the  elementary  books,  in  which  this  doctrine  is  stated 
and  amply  supported  by  authority.  {Harrisav^s  Oh,  Pr,^ 
115  ;  MUf.  Eq,  PI,  189, 190 ;  Cvo2)cr'>H  Eq.  68;  Wi^ 
ram  on  Disoovenf^  90,  93, 99 ;  Hare  on  Duicavery^  196, 197 ; 
Stor^9  Eq.  PI.,  g§  334,  571 ;  2  Story's  Eq,  Jurisp.,  §  1 ,490 ; 
McNan(jht(nCi  SeUet  Gaaee,  10, 68  Zato  Ztft.,  24.)  An  arti- 
cle in  13  London  Jurist,  63,  gives  a  learned  and  able  expo- 
sition of  the  late  English  cases  on  the  subject 

Ae  tlie  defence  which  the  cross-bill  is  designed  to  main- 
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tun  has  relation  to  the  weakness  of  the  plaintifE's  title,  and 
not  at  all  to  any  title  set  np  on  the  part  of  the  defendants,  it 
cannot  be  sustained  as  a  bill  of  disooveiy.  Bnt  it  is  con- 
tended that,  as  the  bill  prays  relief  as  well  as  dlBcovery.  it 
will  be  retained  for  the  purpose  of  relief,  although  the  dis- 
covery be  denied.  This  may  undoubtedly  be  so  in  cases 
where  the  bill  makes  a  case  for  relief  independently  of  the 
discovery  s(jught  for.  But,  in  the  present  case,  the  relief 
asked  is  to  be  a  consequence  of  the  discovery.  The  specific 
relief  pmyed  for  is  a  perj)etiial  injunction  against  the  paten- 
tee and  his  assigns  from  l»rin«;ing  any  suits  in  Equity  or  at 
law  fur  iufi  inirc'iuents  of  the  ]>atent,  and  a  decive  declaring 
the  patent  void  uud  that  it  lie  delivered  up  to  be  cancelled. 
All  injunction  against  the  j>atentec  is  also  pmyed,  restraining 
him  from  coiitiuuiui]:  suits  he  has  alreadv  commenced  in  the 
District  of  Columblii,  against  the  defendants,  for  violating 
tlie  ]*nteut.  General  relief  is  also  prayed,  but  the  counsel 
for  tlie  defendants  admitted  on  the  arirunuMit  that  thev  could 
point  out  no  other  relief  appropriate  to  their  catie  than  what 
the  bill  specifies. 

"Without  discussiui::  the  (piostion  of  the  competency  of  the 
Court  to  give  the  description  of  relief  sought  for  by  llie  l>iU, 
in  pi*otection  of  a  party  who  shows  a  title  to  the  ]niteut  right 
in  himself,  I  think  that  the  principle  upon  which  the  lii*st 
point  is  decided  must  also  govern  these  dcuuiuds  in  the  cross- 
bill, and  that,  as  the  plaintiffs  therein  do  u<it  set  up  any 
color  of  right  or  title  in  theinsclv^  to  the  patented  invention, 
and  seek  to  defend  themselves  against  the  action  of  the  i)at- 
eutee  for  infringement  of  his  patent,  only  by.  evidence  to  be 
extracted  from  him  showing  the  weakness  of  his  title,  they 
are  not  entitled  to  any  injunction  or  interference  of  the 
Court  in  their  behalf,  the  supposed  evidence  to  support  that 
claim  being  denied  them  by  the  Court  Their  equity  upon 
their  bill  is,  tliat  the  patentee  will  discover,  in  his  answer  to 
the  bill,  that  he  has  no  valid  patent,  and  that  that  evidence^ 
when  given,  will  entitle  them  to  be  relieved  of  all  suits  and 
prosecutions  in  his  behalf.  The  Court  having  denied  their 
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right  to  the  evidence,  the  Biipposcd  equity  to  flow  from  it  has 
no  legal  existence  and  affords  no  cause  for  upholding  the 
bill. 

The  other  claim,  that  tliis  Court  shall  enjoin  the  patentee 
from  bringing  actions  against  any  parties  whomsoever,  and 
direct  the  patent  to  be  eancelled,  does  not  seem  to  be  a 
ground  of  equity  ujxm  wbicb  the  plaintiffs  in  the  cro5»-bill 

can  demand  tlic  interposition  of  tlie  Conit.    They  have  no 
autliuritv  to  briu^r  the  bill  fur  aiiv  other  matter  tliaii  what  is 
coinieeted  with  their  individual  ri^xhts  and  iiiterests. 
The  demurrer  must  be  allowed,  with  costs.  " 


JosEi*u  ItrrrEK  akd  Woliam  C.  Kkeelakd 

vs, 

Alfoed  T.  Sesrell  and  others.  In  EQumr. 

TTIiere  W.  gnuited  to  T.  an  «xelttdTe  right  to  ooMtruet  and  vm  and  rmd  to 

Otiiera  to  construct  and  use  ten  planing,  tongueing  and  grooving  lOocbinet 
under  the  Woodworth  patcTit  'siiliiii  n  p.irtkular  territory,  and  the  prnni  de- 
clared thiit  V.  was  to  i-njoy  an  oxi  lii^ivi-  use  of  the  patent  within  llie  tenitory, 
iimtted  to  snid  ten  inachincH :  Heid^  thut  the  entire  interest  in  the  putent  fur 
that  tmitorj  vaa  thereby  vested  in  V.,  and  that  •  snbaeqaent  grant  bj  to 
R.  of  the  cxolnaiTe  right  ttnd»r  the  i»atent,  for  ibo  samtt  territorj,  to  niakei 
nae  and  vend  mmdim0  plaming  mmd^tua^  was  void. 

(Before  Bim,  J.,  Southern  Diatrietof  New  Yoik,  Vaj  24th,  1852.) 

« 

This  was  a  motion  for  a  provisional  injunction,  founded 
upon  a  bill  and  affidavits.  The  plaintiffs  claimed,  under  Let- 
ters Patent  granted  to  William  Woodworth,  Decemlier  27th, 
1828,  as  re-issued  to  William  W.  Woodworth,  administrator 
of  William  Woodworth,  July  8t]i,  1845,  for  ^  a  new  and  use- 
ful improvement  in  machines  for  planing,  tongueing  and 
grooving  and  dressing  boards,''  &c.,  and  extended,  hy  Act 
of  Congress  passed  Februa^  26th,  1845,  (6  Ui  S,  Stat,  at 
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LdrgBy  986,)  for  seven  years  from  December  27th,  lS49y  the 
exelneive  right,  by  oonveyaace  through  oue  James  G.  Wilson, 
of  making,  lining  and  vending  moulding  machines  within  the 
city  and  county  of  New  York  and  the  county  of  Kings.  The 
facts  are  stated  in  the  opinion  of  the  Court 

Charles  M,  KeUet  and  William  Mootry^  tor  the  plaintiffs. 

Juhcin  W.  Stoughton  ami  George  G.  Sic/cleSj  for  the  de- 
feudauts. 

JJktis,  J.  For  the  pui  jM>scs  of  this  iviotioii  it  is  to  he  as- 
8uiii(h1  that  tlie  entire  right  and  title  t<>  Woodwoitlfs  j)atent 
\va»  vL'sted  in  James  G.  Wilson,  subjeti  h>  Hiuh  ^nuiit>  and 
liccnpe?5  ns  liad  heen  hefore  made  ])v  him.  On  the  L^tli  of 
I  )r  •cmhcr,  iSol,  he  assigned  to  the  jilaiiitifTs,  for  the  unex- 
pired halan<*e  of  the  term  nf  t'lie  luUeiit,  the  full  and  exclu- 
sive riii'ht,  lilierty  and  privileij:e  under  tlie  jiutent,  of  iimhing, 
using  and  vending  nuHiUliiifj  pLni  1  it(/  iiuir/iinc.^,  in  any  and 
all  of  the  forms  eovered  hv  the  patent,  within  tlie  eity  and 
county  of  Xew  York  and  the  eountv  of  Iviuijs.  The  hill 
chai^ges  tiiat  the  defendants  have  infringed  tlie  patent  by 
using  and  vending  three  or  more  planing  machines  for  the 
planing  or  cuffing  of  numfdlngs  iu  the  city  and  county  of 
New  York  and  county  of  Kings,  in  all  material  respects  the 
same  in  principle  and  mode  of  operation  as  Woodwortli^s  pat- 
ent machine,  and  prays  that  they  may  be  decreed  to  account 
for  and  i>ay  over  the  income  thns  unlawfully  derived  from 
the  violation  of  the  rights  of  the  ]daintifis,  and  be  restrained 
from  any  further  violation  of  said  rights. 

In  deducing  their  title,  the  plaintiiEs  show  an  assignment 
or  license  from  Wilson  to  one  Van  Ilook,  dated  April  2d, 
1846,  granting  and  giving  to  tlie  latter  the  full  consent,  per- 
mission and  license  of  the  former  *'to  construct  and  use 
and  vend  to  others  to  construct  and  use  (during  the  term 
of  said  patent)  ten  planing,  tongueing  and  grooving  ma- 
chines, upon  the  principles  and  .description  of  the  renewed 
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patent  and  amended  specifieation,  ii])on  condition  that  sai<l 
Villi  IIcKjk,  his  liciis  and  assigns,  shall  use  due  diliirenfc  in 
])rosefnting  to  final  juilgnient  all  perhutis  who  n:a\,at  any 
time  from  the  date  li^reof  and  nntil  the  -7th  day  of  Deceni- 
her,  infriuij^e  ujn»n  >-aid  patent  ;  "   and  Wil>oii  cove- 

naiited  that  no  other  than  such  ten  machines  licensed  to  Van 
Hook  "  shall,  in  an}'  mann«'r  *>r  on  any  prcte!i<-e,  he  Hfcnsed 
or  uuthorixnl  by  ^aid  Wilson,  or  tlie  patentee,  or  otlier  ]>crson 
deriviiig  tith'  under  them  or  either  of  them,  or  he  constrnet- 
ed,  maintaineih  u.-ed  or  ke]>t  for  ii>^e  in  that  part  of  the  city 
of  New  V<»rk  Ivin<;  we^st  of  lJrt)ad\vav,  on  a  imrallel  line 
with  it  nntil  the  line  reach  the  Harlem  liiver."  And  the 
instrnment  declares  as  follows  :  "  it  is  the  effect  of  this  cove- 
nant, tliat  said  Van  Hook  shall  enjoy,  during  said  extended 
tenn,  an  exduHtve  use  to  tlie  said  paUnt  within  the  said 
territory,"  limited  to  said  ten  machiuea,  reserving  to  Wilson 
the  right  to  pn^ecute  for  all  infringements  of  the  patent 
within  tliat  territory,  and  all  damages  recovered  therefor; 
and  the  said  W^ilsou  also  stipulating  to  prosecute,  on  reason- 
ahle  notice,  at  his  own  expense,  all  suits  and  actions  for  snch 
infringements. 

The  plaintiffs  in  this  case  rest  their  right  upon  the  assump- 
tion, that  there  remained  in  Wilson,  after  the  license  or 
assignment  to  Van  Hook,  a  right  under  the  patent  to  a 
mouldingf  planing  nmchi/ie,  which  was  separable  from  and 
not  embraced  within  the  grant  oi  jdaningy  tongueing  and 
grooving  machines  msu$e  to  Van  II<x)k.  . 

The  original  patent  to  William  Woodworth»  dated  Decem- 
ber 27th,  182S,  was  for  *^  a  new  and  useful  improvement  in 
the  method  of  jflaningy  tontjut  lmj,  (jt-oovhuj  awl c\iUing inJto 
mould iiifjH^  or  either,  planks,  boards,*'  <S:c.  Tlie  claim  ap|)end- 
ed  to  the  specification  was,  the  imi>rovement  and  application 
of  cutter  or  planing-wheeb  to  planing  boards,  plank,  timber 
or  other  material ;  also  his  improved  method  of  cuti^rsy  for 
grooving  and  tongueing  and  cutting  jnotddhif/s  on  wood,"  ifcc. 

Tlie  patent  was  surrendei-ed  and  i-e-issued,  on  an  amended 
ppeintication,  July  8th,  1845.  The  recital  in  the  amended 
patent,  and  the  grant  in  conlormity  with  it,  do  not  correspond 
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exactly  with  the  original  patent,  as  no  mention  i&  made  of 
euUin^  mouldings.  Bat,  even  though  the  re-iflsaed  patent 
be  considered  as  operating  to  the  entire  extent  of  the  origi- 
nal patent,  and  as  embodying  all  that,  is  contained  in  lliat 
grant,  yet  there  is  no  mention,  in  the  specification  or  claim, 
of  .any  improvement  or  invention  in  respect  to  machines  for 
planing  or  ct^ting  moulding*  The  schedule  only  assumes 
to  describe  the  method  of  ptaning,  tongueing  and  grtHW- 
trig  plank  or  boards  "  and  the  summary  or  claim  makes  no 
mention  of  pinning  or  cutting  moiddings  as  a  distinct 
branch  or  feature  of  tlie  discovery.  This  would  seem  to 
import  that,  the  )»ateiit  secures  that  operation  to  tlie  paten- 
tee, it  does  HO  because  it  is  included  within  the  description  of 
planing^  grooving,  ttc. 

The  Court  is  nut  uuvy  called  njx)n  to  consider  the  construc- 
tion of  tlie  patent  in  that  respect,  and  the  topic  is  alluded  to 
only  to  mark  more  specifically  the  reason  for  tlie  interpreta- 
tion put  upon  the  assi<^nment  or  license  to  Van  llouk. 

Whether  the  contract  of  Wilson  with  Van  Hook  is  regard- 
ed as  an  assignment  technically  for  a  particular  territory,  or 
only  a:^  a  lease  or  license,  its  effect  is  to  part  \v\x\\  the  entire' 
interest  of  Wilson  in  the  discovery  patented  and  vest  it  in 
Van  Hook.  And  this  the  parties  manifestly  intended  in  the 
stipulation  that  Van  Hook  should  "  enjoy  an  exclusive  use  to 
the  mi 'I  jyatent  within  the  said  territory,"  limited  to  the  pre- 
scribed number  of  machines.  Without  this  full  possession 
of  territorial  right,  or  one  conjointly  with  Wilson,  Van  Hook 
would  have  at  law  no  capacity  to  sue  for  any  infringement  of 
the  patent  within  that  district  (Cartia  on,  Paty  %%  258, 
259,  2G0.) 

Whether  the  reservation  by  WiUon  of  a  right  to  prosecute 
for  infringements  and  to  receive  all  damages  recovered  there- 
for, constitutes  the  grant  a  joint  one  for  that  purpose,  or  be 
inoperative  and  void,  is  of  no  moment  in  the  consideration  of 
the  extent  of  right  imparted  to  Van  Hook.  That  is  made  co- 
equal with  the  right  of  the  patentee  in  respect  to  the  partic- 
ular district  and  the  numb^  of  machines  specified,  beeauBe 
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the  ^niutcL',  assi'^tioc  or  licensee  is  clothed  witli  authority  to 
construct  and  Ur>e  .hkI  vend  to  be  used  8U(;h  niacin ne.*,  and 
also  to  license  their  Ui4e  in  that  territory.  Tliis  heing  the 
\vliol('  |>owt'r  of  the  patentee  in  i*e!*pect  to  the  subject-matter, 
notliiiiu:  remuined  in  Wilson,  after  that  errant,  whicli  could  bo 
convcvc'd  to  the  present  plaintiffs.  The  iittndtliny  jtluhing 
ma^'h'nics  liceuhed  «.>r  assiijrncd  to  them,  were  to  be  used  in  the 
tcn  itorv  a.s>iimed  to  Van  Hook,  an<l  a  prior  ^rant  of  the 
same  thinir  being  then  subsibtijig,  that  to  the  plaiutiffa  was 
without  authority  and  void. 

I  do  not  pass  u[>on  the  question  wliether  the  patented  dis- 
covery, if  it  includes  a  right  to  a  "  moulding  j}la7iing  via- 
diinej''  \a  partible  in  its  nature,  so  as  to  enaldo  the  patentee 
to  make  separate  grants  of  the  various  partieulai-s  included 
in  it,  becrause  the  plaiutiffa,  upon  their  own  evidence,  sliow 
that  the  right  they  set  up  was  derived  from  a  party  who  had 
no  interest  in  the  subject  granted. 

Tlie  plaiutilb,  therefore,  cannot  make  title  in  this  case 
without  a  conveyance  from  Van  Hook. 

'  Motion  denied. 


The  United  States  «9.  Stefhen  Lriz  abd  CTnEBS. 

Where  propprtr  is  purclinscd  abroad  by  the  ITnitrd  States,  nnd  is  8li!pp<*d  to  this 
country,  to  b«  delivered  to  the  United  States  on  payment  of  the  puiriiasi- 
money,  and  b  landed  under  the  ^enerml  perniit  of  a  collector  and  placed  in  a 
pubiic  More,  the  legal  right  of  pvoperty  therein  Is  verted  in  the  United  Staten, 
•Olject  oqIj  to  the  vendor':^  lien  for  the  purcliasc-money. 

Such  property,  being  imported  for  the  United  Stato«,  \<  not  sul)ject  to  any  import 
duty,  niid,  therefore,  Uto  aale  of  it  bjr  a  collector,  for  the  non>pafoieiit  of  such 
duty,  iii  Toid. 

And,  if  enoh  property  be  in  Hm  eetnal  {MMieidoii  of  tbt  United  Stalea  nt  the 
time  of  fttcb  mie,  and  it  he  lalcen  from  that  poMemlon  by  the  purchaser  of  It 

on  !!iK-1i  8  tie,  the  United  Sutes  arc  entitled  to  recover  Its  poeiesrion  by  an 
action  of  replevin  npiin^^t  such  purchaser. 

(Before  Nklsoit  and  Bn»,  JJ.,  Sottthcm  District  of  New  York,  July  let, 
1862.) 


• 
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Tins  was  an  action  of  replevin,  to  rccorcr  an  appAratufi  for 
a  Ught-lioiise.  The  apparatus  was  made  hj  Lepante,  of 
Paris,  under  an  order  from  the  Goveninient  of  the  United 
States,  and  was  shipped  to  New  York,  in  (>ctol)er,  1840,  eon- 
signed,  hj  bill  of  lading,  to  Major  Ba(;he,  of  the  United 
States  corps  of  engineers.  The  bill  of  lading  was  trans- 
ferred by  him  to  Ticpanto's  agent  in  New  York,  who  held  the 
propei-ty  under  it,  to  be  delivei"ed  to  the  Government  on  pay- 
ment of  the  purchase-price  of  the  apparatus*  The  aj»p!iratu8 
was  landed  from  the  ship  in  which  it  was  imported,  under  a 
general  permit  from  the  collector,  and  was  de|K»itcd  in  a 
l)ul)lic  store.  In  March,  l.sr>l,  it  was  sold  at  public  auction 
1)V  tlio  collector  of  tlie  port  of  New  York,  for  the  uoii-pay- 
luciit  ui"  duties,  and  was  purchased  hy  the  di-lcudaiitr^.  as  the 
highest  biddei*s,  for  the  sum  (»t  sr*()().  whirli  uiiKtiiur  was  paid 
1>V  them  and  received  into  the  Ticar>urv  ol"  tlie  l  iiitcd  Whites. 
They  then  t<K»k  pos>;essfon  of  the  apparatus.  the  tinie  of 
the  sale  the  Governuient  had  not  pai<l  to  I,e]ianteor  his  agent 
the  amount  of  the  ])urch}ise-nioney,  wliich  was  over  sln,(H»0. 
When  the  facts  of  the  case  became  known  to  thf  jniMic  au- 
thorities, this  action  w:i-a  brought.  The  jury,  on  the  trial, 
fouufl  a  verdict  for  the  phiintift's,  and  tin-  dcicndants  now 
moved  for  a  new  trial,  ou  the  ground  of  alleged  mors  in  the 
charge  of  the  Court. 

Jh'njdmin  F.  BuUer  and  WUliam  Allen  Jlatlery  for  the 
defendants.  • 

J,  Pre9coU  llaMy  {JJUttrict  Attorney^  for  the  plaintiffs. 

Thk  Court  denied  tlie  motion  for  a  new  trial,  and  held : 
(1.)  That,  aa  the  apparatus  was  in  the  actual  ]xis8ession  of 
the  plaintiffs  at  the  time  of  tJie  8ale,  and  was  taken  from 
their  possession  by  the  defendants,  they  were  competent  to 
maintain  this  action. 
(2.)  That  the  legal  right  of  propciiy  in  the  apparatus  was 
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vested  ill  the  ])lai'nt?flB5,  snbjppt  only  to  a  lien,  in  favor  of  tlie 
vendor,  for  tlie  |>urcliu>c'-money. 

(3.)  That,  as  the  apparatus  wa'^  tlic  jji-opcrty  of  tlic  ])hui!- 
tiffs  and  was  imported  for  their  use,  it  was  not  subject  to  an 
import  duty,  and  that,  consequently,  the  sale  of  it  by  the  col- 
lector, for  the  Don-pajment  of  duties,  was  without  warrant  of 
law  and  was  void. 


Tii03Li8  TnousoN  and  otdbrs  iw.  Huoii  Maxwell. 

Under  the  IGth  section  of  the  tarifi*  Act  of  Auguat  SOtli^  1842,  (6  U.  S,  Stat,  at 
Largty  M8^)  and  the  8th  sectioii  of  (be  tariff  Act  of  July  90th,  1846,  (9  IT.  8. 
StaL  at  Ltttge^  48  J  It  it  the  duly  of  %  coUeclor  to  asMtt  dotiea  upon  the  ap- 
praised value  of  goods  imported  by  their  iDanufactarer,  notwithstanding  there 
13  an  itivoico  sworn  to  by  their  owner.  Those  aections  are  not  oonfiued  to 
goods  imported  by  a  purchaser.* 

Under  the  Act  of  Febmary  26th,  1845,  (ft  U.  S.  Stat,  at  Large,  727,)  it  is  a  con- 
ditton  precedent  to  a  right  of  aedon  agelnat  a  collector  for  the  return  of 
duties  paid  under  protest,  that  the  clumant  diall«  In  his  protest,  point  out 
to  till'  (.(►Hector,  by  pontiTe  and  direct  notice,  every  particular  of  fact  and 
of  law  which  he  reliee  upon  aa  protecting  liia  goode  from  the  duties  de- 
manded. 

WbMo  a  protest  was  in  these  words :  **  Wo  protest  against  paying  adk&lonal  duty 
and  penalty  on  "  (describing  the  goods)  "  they  being  ^>praiaed  too  high.  We 

claim  to  h]ivc  "  (naming  the  atnount)  refunded,  being  amount  paid  for  addi- 
f!"^  -l  duty  and  pciKiliy  : "  /A  './,  tluit  llio  pori^on  niak!ii<;  such  protest  cotild 
not,  in  an  actii)n  aguini^t  the  collector  for  the  rciiini  of  tlio  iimuuut  ^  paid, 
raiao  any  objection  to  the  regularity  of  tho  (i[)prai.'jal  proceed  in  gs. 
Where  a  protest  is  written  on  an  entry,  they  cotnpo:ic,  in  effect,  one  paper,  and  it 
is  nnncceaaaty  to  repeat  hi  the  protest  the  description  given  of  the  goods  hi 
the  entry. 


'  Thp  rcvf»r*»<»  of  fhi'«  doctrine  w;)s  hi-M  hy  tlie  Supreme  Court  of  tlic  T'^ntted 
Rtito.",  in  ]>fl'hfr  v.  Lawrason,  if  the  December  Term,  1658,  Uic  opinion  of  tlie 
(Jourt  being  delivered  by  Mr.  Justice  Nelson.  It  was  there  held  by  that  Oouri, 
tbs^  neither  the  16th  seet'on  of  the  Act  of  Angnst  80th,  1842,  nor  the  6tb  sec 
tion  of  the  Act  of  July  80th,  1846,  has  any  plication  whatever  to  any  goods 
obtained  otherwise  than  by  purchase,  but  that  such  goods,  in  regard  both  to  the 
mode  of  appraisement  and  the  penalty  for  un  lprvaluntion,  are  embraced  within 
the  nth  section  of  tlie  Act  of  August  30lh,  1642.  (See  21  Mow.) 
2o 
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Whm  goods  wars  dMcribod  in  the  IbtoIoo  as  **  pidn  Lidlsiis  squiret,**  "  cmbd. 

iDdiana  hdkfe.,"  emb.  Indiana  shawls,"  "  embd.  bdkfs."  and  "  plain  do.," 
with  no  allusion  to  the  materiul  of  which  they  were  conipoFOfi,  and  were 
described  in  the  entry  as  "  worsted  ami  cotton  shawls,"  and  were  reported  by 
the  appraisers  aa  **  wool  and  cotton,  and  worsted  and  cotton  shswh^  suitable 
tat  wear,**  and  as  **  wonlad  shawls^  aoitabla  for  wear,**  and  tbe  protest  under 
which  duties  wore  paid  oo  them  described  them  smpty  aa  **  cotton  and  wonted 
shawls,"  and  th^j  were  subjected  by  the  collector  to  a  duty  of  tliirty  per  cent. : 
Ifefd,  in  an  action  to  recover  back  the  excess  of  duties  paid  bcjond  twcnfy-five 
per  cent.,  there  being  no  evidence  ejpiaining  the  character  of  the  articles,  that 
they  were  properly  chargeabla  irilh  thirty  per  emt,^  as  beuig  **  articles  worn  by 
men,  women  or  children,^  and  ftlling  within  Sehednle  C  of  the  Tariff  Act  of 

July  80th,  1846,  (9      S.  &at,  at  Larpr,  41.) 

Where  the  time  of  exportation  is  talicn  by  tlie  npprai.-'crs  ns  tlie  time  of  valua- 
tion, and  the  importer  cIhiiuh  that  the  time  of  miinuf.ictine  or  jdoducliou 
should  have  been  taken,  he  must  make  that  a  ground  of  protest,  aud  Uiust  give 
ovidenaa  tfi  Aow  the  ineomotnem  of  the  ttgignM.  Ordinarily,  the  two 
perioda  may  iNropeily  be  treated  as  Iho  same. 

Where  goods  are,  on  appraisal,  valued  at  more  than  ten  per  cent,  above  the  io< 
roicc  priee,  they  are,  nevertheless,  not  liable  to  an  additional  dui  v  of  twenty 
}>er  cent,  under  the  8th  section  of  the  Tuiiff  Act  of  July  30th,  1R46,  (9  U.  S. 
Stat.  tU  Larffe,  43,)  if  they  were  manufactured  by  the  importer,  or  were 
procured  byUn  in  the  conntry  «tf  thdr  prodoetlon  otberwise  than  by  pnrw 
diase»* 

(Before  Nusoii  and  Bnrs,  JJ.,  Southern  Diatrict  of  Kev  York,  July  let,  1862.) 

This  was  an  action  of  aBBnmpait  against  the  defendant,  aa 
collector  cl  the  port  ci  New  York,  to  recover  back  cerbun 
duties  and  penalties  paid  by  the  plaintifis  on  two  Importations 
of  shawls  from  liTerpool,  consigned  to  them  for  sale  under 
guaranty  hj  Whitehill  &  Co.,  of  Paisley,  Scotland,  the  manu- 
facturers and  owners  of  the  shawls.  The  &cts  were  these : 
On  the  8th  of  September,  four  bales  of  shawls  were 
shipped  by  the  steamer  Cambria.  Two  of  the  bales,  Nos.  255 
and  256,  were  invoiced  as  containing  each  200  plain  wool- 
leu  shawls;"  one  bale,  Na  257,  as  containing  144  plain- 
shot  woollen  shawls;"  and  one  bale,  No.  258,  as  contain- 
ing 100  "  woollen  tartan  long  shawls."   On  tlie  :^2d  uf  Sep- 


*  See  Bdekw  r.  jCowroton,  to  the  same  effect,  decided  by  the  Supreme  Court 
of  llMUiiil«d  aialfl^Deoe&iberTenD,186«.  (SI  ifew.) 
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tember,  1849,  all  four  of  the  bales  were  entered  hj  the  plain- 
tifiB  at  the  Oastom  House  in  New  York  as  woollen  ehawls,** 
at  the  invoice  valnation  of  £Sl5  S$*  Od.  The  public  appraiB- 
en  reported  their  valne  to  be  £263  IGs,,  with  charges,  a  dif- 
ference of  £48  8^.,  or  twenty-two  j}€r  cent.  The  plaiiitiffB 
applied  U)  the  coUectui*  for  an  appraisal  of  the  jroods  by  mer- 
chant appraisers.  That  appraisal  was  made  on  the  14th  of 
October,  1840,  at  £258  IGcV.,  and  did  not  diminish  the  valua- 
tion by  the  public  appraisers  to  within  ten  per  cent,  of  the 
invoice  vahiation.  The  duties  on  the  appraistul  vuhie,  and  a 
penalty  of  twenty  per  cent,  thereon,  were  added  at  the  Cus- 
toni  House,  and  were  paid  by  tliu  plaiiitifT^i  under  tlie  folhjw- 
ing  prot<^t:  "We  hereby  protest  against  jiaying  addl.  duty 
and  penalty  on  255  a  258,  beinLr  a|)praised  too  high.  We 
claim  to  have  $270  70  refunded,  b  inir  amount  paid  for  addl. 
and  ])enalty.    Thomson,  (^uick  d:  Ai<  Intosh." 

Two  bales  of  the  shawls,  Nos.  250  and  2G0,  were  iHi}>oi'ted 
in  the  steamer  Canada,  about  the  5th  of  OctohtT,  1840,  and 
were  valued  on  the  invoiee  and  entry  at  £112  G*.  ^d.  The 
public  appraiaers  appraised  them  as  being  worth,  at  the  time 
and  place  of  exportation^  £130  14^?.,  a  diflFerenceof  twenty- 
fonr  and  one  quarter ^per  cmt.  The  plaintifiis  paid  the  addi- 
ticmal  duties,  and  a  penalty  of  twenty  per  cent,  imposed  in 
consequence  of  the  appraisement,  undfM-  the  following  pix>- 
test:  "We  also  protest  against  paying  add.  duty  and  penalty, 
the  goods  being  appraised  (259^  260)  too  high ;  we  claim  to 
have  $174  80  refunded." 

The  entry  of  importationa  by  the  Gamhria,  made  hj  the 
plaintifis,  included  three  caaes,  Kos.  2$2,  253  and  254,  de- 
acribed  as  worsted  and  cotton  shawlB,"  which  were  subject- 
"ed  by  the  collector  to  a  duty  of  thirty  cent^  and  also  some 
cases  of  ''worsted  and  cotton"  goods  and  some  cases  of  '* cot- 
ton ^  goods,  which  were  chaiged  with  a  duty  of  only  twenty- 
five  per  eetU,  The  plaintifEiB  wrote  on  the  entry:  ''We 
hereby  protest  against  the  payment  of  30  per  ceni,  duty 
charged  on  all  cotton  and  worsted  shawls  contained  in  this 
entry,  claiming  to  enter  the  same  at  25  per  cent.  We  pay 
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the  amount  exacted,  in  order  to  get  p^>ss('^>i'^l  of  the  >ds, 
<;laimi!i2;  to  have  the  <liAerenc(>  refunded.  Thoniaon,  Quick 
it  M(dnt(»8h."  By  a  note  on  the  invoice,  the  appraisers  re- 
ported tlie  three  cii^cji,  Xos.  2r)2,  "lii^  and  1*54,  a-s  "M(h)1  and 
cotton,  and  worsted  and  cotton  ^haMls,  suitalile  for  wear." 
The  invoice  de^scription  of  these  three  cases  wa^ :  "  plain  In- 
diana gquarcit,"  with  no  allu&ioD  to  tlie  material  of  which 
they  were  coinjx>.«ed. 

The  entrj'  of  imiHjrtationB  by  the  Canada,  made  hv  tlio 
plaintiffs,  included  three  cases,  Nos.  2Cn ,  2()'2  and  263,  de- 
Bcrihed  as  "  woitited  a!id  cotton  idiawls."  These  were  sub- 
jeoted  to  a  duty  of  thirty  j)er  cmt.  The  plaintiffs  wrote  on 
the  entry  a  protest,  the  same  in  language  as  that  on  the  entry 
of  caaea  Kob.  i'r>-\  J53  and  254  hy  the  Camhria.  Oaae  Xo. 
261  was  described  in  the  invoice  as  containing  "embd. 
Indiana  hdkfs.'^  and  ^  emb.  Indiana  shawls ; "  case  No.  2^2 
as  containing  "  plain  Indiana  squares ; "  and  case  No.  263  as 
oontaining  ^  embd.  handkfs.'*  and  ^  plain  do. ; "  and  all  three 
were  retorned  by  the  appraisers  as  worsted  shawls^  suitable 
for  wear." 

The  other  facts  necessary  to  an  understanding  of  the  case 
are  sufficiently  stated  in  the  opinion  of  the  Court.  At  the 
trial  before  Bbtts,  J.,  and  a  jury,  in  October,  1851,  a  verdict 
was  rendered  for  the  plaintiffs  for  $600,  subject  to  the  opinion 
of  the  Court  npon  a  ease  to  be  made,  and  -subject  to  adjust^ 
ment  at  the  Custom  House. 

JSlioB  JL  l^Ujy  for  the  plaintiffis. 

J.  Preiscott  Jlall^  {Vuirict  Attorney,)  for  the  defeudanL 

Betts,  J.  Tlie  main  ])ro[H»sition  urged  bv  tlie  plaii.iifls  on 
the  (piestion  of  valiuition  is,  that  the  invoice,  ^worn  to  a.s  re- 
(piired  bv  statute,  must  be  talceii  as  proof  of  the  true  viihie  of 
the  gfKMls  in  the  foreign  market,  until  it  is  di>pio\e«l  by  legjd 
evidence  |)iodiieed  on  the  ]>nrt  of  the  (TOvernmeHt.  The 
plaiutifta  deny  tliat  cither  tlie  appraisemeut  by  the  oflicial 
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appraisers,  or  that  by  the  merchant  appraisers,  amoinits  to 
Mich  evidence.  We  do  iu*t  (leoiii  it  lucessary  to  review  the 
reasonin<:j  nrged  in  iiui)p<»rt  of  tlils  iio^ition,  as,  in  our  opinion, 
tlie  point  is  covered  by  c\]>r(  >s  eiiai  tiuents  in  the  tai'iff  lawa 
and  by  tlie  decision  of  the  Suprriiic  Conrt. 

It  is  enacted  by  the  l^tli  section  of  the  Act  of  AnofUBt  30th, 
1842,  (5  S.  Stat,  at  La r<je,  503,)  that  in  all  cases  where 
there  1:5  or  shall  be  irnjio^ed  any  ad  vahm  in  rate  of  duty  on 
miy  jjoods,  i^je.,  inip<»rted  into  tlio  United  States,  it  shall  ])« 
the  duty  of  the  collector  within  whose  distri<?t  the  same  shall 
be  imported  or  entered,  to  cause  the  actual  market  value  or 
wholesale  prieo  thereof,  at  tlie  time  when  j)urchascd,  in  the 
principal  markets  of  the  mnntry  from  which  the  same  shall 
Iiarc  been  imported  into  the  irnited  States,  c^'c,  to  be  ap- 
praised, estimated  and  ascertained,  &c. ;  and  it  shall  be  the 
duty  of  the  appralfierB,  &«,  by  all  reasonable  ways  and  meana 
in  their  power^  to  ascertain,  estimate  and  appraiee  the  true 
and  actual  market  vabie  and  wholesale  price,  any  invoice  or 
affidavit  thereto  to  the  contrary  notwithstanding,  The 
8th  section  of  the  Act  of  July  dOth,  184^1,  (9  U,  S,  Stat,  ai 
loTtfty  43y)  re-affirms  these  directions.  Tiiat  this  enactment 
embraces  goods  imported  by  their  mannfacturer,  as  well  aa 
'  ji^oods  imported  -by  a  pnrchascr,  is  made  manifest  by  the  pro- 
viso to  the  16th  section  of  the  Act  of  1842,  if  any  doubt 
mi^ht  be  fairly  raised  in  that  respect  from  the  expression, 
*<the  time  when  purchased,'^  nsed  in  the  enacting  clansa 
But  we  think  that  the  general  and  positive  langusige  of  the 
Act  would  not  be  qnalified  by  that  expression,  so  as  to  be 
limited  to  purchasers.  The  invoice  and  the  owner^s  affidavit,  ^ 
accordingly,  place  no  impediment  in  the  way  of  the  collector, 
to  prevent  his  assessing  duties  upon  the  appraised  valuation, 
nor  can  he  be  reqm'red,  in  the  first  instance,  to  produce  extra- 
neous evidence  t^ont^adicting  such  affidavit  or  supporting  the 
appraisement.    {Rankin  v.  TToyt^  4  Iloir.  327.) 

It  is  pmper  to  advert  to  another  ground  of  objection  taken 
to  the  appraiseiiient,  and  earnestly  insisted  on  by  the  ]>lain- 
tiff«>*  counsel,  before  btating  what,  in  our  judgment,  arc  the 
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oontrolling  oonsideratians  in  ihis  case.  That  objection  ia^ 
that  the  appraisement  is  nngaatoiy  and  void:  (1.)  Because 
the  collector  acquired  no  authority,  under  the  &ctB  in  the 
case,  to  order  it  (2.)  Because  he  in  fact  did  not  direct  it  to 
be  made.  (3.)  Because  he  did  not  designate,  as  required  by 
law,  one  out  of  every  twenty  packages  to  be  appraised.  (4.) 
Because  the  official  a[>p raisers,  in  acting  in  the  matter,  did 
not  all  of  them  act  together.  (5.)  Because  no  one  of  them 
ever  saw  the  goods  which  they  appraised.  (6.)  Because 
neither  the  official  appraisers  nor  tlio  merchant  appraisers 
wore  legally  qiialilied,  the  proper  oath  not  huvinn;  licen  ad- 
niiiiistered  to  them.  (7.)  J>oeau8e  the  appraisal  was  not 
made  at  the  proper  place.  A  carefully-prepared  ari^iinient 
was  ])reseiited  to  the  Court  in  maintenance  of  these  various 
suggestions  against  the  validity  of  the  appraisement.  We 
do  not  discuss  the  con^ectnesR  of  .these  positions  or  of  the 
objection  itself,  because,  in  our  opinion,  tlie  plaintiffs  have 
not  placed  tliemselves  in  a  situation  wliicli  entitles  them  to 
dcmuiul  tlic  judgment  of  tlie  Court  upon  the  correctness  of 
either. 

This  action  is  broui^lit  ai^ainst  tlic  defendant  to  recover 
back  moneys  received  by  him  in  In's  otiicial  character,  for 
the  United  States,  which  have  been  paid  into  the  Treasury. 
Upon  general  principles  of  law,  the  action  would  not  be 
maintainable  unless  notice  had  been  given  to  the  defendant, 
before  such  payment  over  was  made  by  him,  that  he  had  no 
autluu'ity  to  exact  tlie  duties  and  that  tlic  plaintiffs  would 
claim  tlieir  return.  ( EUioU  v.  Swartwout^  10  Peters^  137  ; 
Bend  v.  ^<f^,  13  Feter^^  263;  Aldridgs  y.  WiUiams,  3 
'  J2<no.  9.) 

Congress,  by  the  Act  of  February  2Cth,  1846,  (6  H  S, 
Stat  at  largey  727,)  regulated  the  rights  of  the  merchant 
and  those  of  the  collector  in  this  re^>ect,  and,  after  recpg^ 
nizing  the  liability  of  collectors  to  be  sued  for  duties  illegally 
exacted,  after  the  payment  of  such  duties  into  the  Treasuzy, 
enacted  as  follows:  **Kor  shall  any  action  be  maintained 
against  any  collector,  to  recover  the  amount  of  duties  so  paid 
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under  protest,  unleBs  the  said  protest  wae  made  in  writing 
and  signed  hj  the  claimant  at  or  before  the  payment  of  said 
dntieS)  setting  forth  distinctly  and  specifioally4he  grounds  of 
objection  to.  the  payment  thereof."  These  provisions  are  con- 
ditioned to  a  right  of  action  on  the  part  of  an  importer,  a 
proper  protest  in  the  case  bdng  the  basis  of  the  action  and  a 
fondamental  pre-reqnisite  to  a  recovery.  The  Conrts  exact 
a  strict  compliance  with  these  conditions.  Chief  Justice 
Taney  says,  that  the  words  requiring  the  claimant  to  sot  fortli 
distinctly  and  specifically  the  grounds  of  his  objection  to  tlie 
demand  of  duties,  are  too  emphatic  to  be  regarded  as  mere 
Burjil usage,  or  to  be  overlooked  in  the  construction  of  the 
law,  and  that  the  object  of  the  provision  is,  to  prevent  a  party 
from  taking  advantage  of  objections  when  it  is  too  late  to 
correct  them.  (Mason  v.  Kane^  Circuit  Courts  Maryland 
DUtfict,  April  Tenn,  1S51.) 

We  think  there  ib  a  manifest  propriety  in  adhering  elc  I  v 
to  the  provisions  of  this  law.  It  is  intended  by  Conij^ress  to 
settle  all  uiieertainty  as  to  the  manner  in  which  (-ollectoi-s 
can  be  made  responsible  in  actions  for  duties  collected  under 
protest,  and  the  motive  to  iti^  enactment  neems  palpably  to 
have  been,  to  take  from  parties  tlie  power  of  inijx^ing  ujk)1i 
collectors  damages  and  costs  by  personal  suits  in  respect 
to  their  odicial  transactions,  unless  they  were  plainly  and 
directly  apprised,  at  the  Lime  they  received  the  duties,  what 
objections  the  claimant  had  to  the  payment.  It  is  most  rea- 
sonable that  a  public  officer  should  be  put  on  his  guard 
against  a  mistake  or  error  in  the  exercise  of  his  functions 
prejudicially  to  another,  w]k»  i:;  cognizant  of  the  error  and  in- 
tends to  hold  him  res{>onsible  for  it.  by  an  explicit  notice  from 
such  person  to  him  of  his  error  in  fact  or  in  law.  He  might 
thns  at  once  correct  the  wrong,  without  deUy  or  expense  to 
either  party.  The  great  number  of  prosecutions  against  the 
collector,  with  which  the  dockets  of  this  Court  have  been 
crowded- of  late  years,  founded  upon  claims  for  return  duties, 
admonishes  the  Court  that  it  is  important  to  the  maintenance 
of  uniformity  in  Custom  House  transactions,  as  well  as  to 
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the  interests  of  the  iiiiporters  and  of  the  Goverimicnt,  that 
the  j^recautiona  wisely  enacted  in  this  law  sbonld  be  rigidly 
enforced  in  every  instance. 

The  party  who  offers  hie  gooda  for  entry  ha^  tlie  means  of 
ascertaining  at  once  whether  any  weU-foiuided  objections 
exist  for  oonteating  the  legality  of  the  rate  of  duties  demand- 
ed at  the  Oustom  House,  and,  if  he  neglects  to  lay  those 
objections  before  the  collector,  or  omits  to  make  the  inqui- 
ries neoeasary  to  his  own  information  on  the  snbjeet,  it  is 
right  that  the  loss  resulting  from  his  inattention  or  remiss- 
nees  should  be  borne  exclusively  by  himself.  We  understand 
the  Act  of  1845  to  be  imperative  in  its  character.  But,  in- 
dependently of  the  solicitude  of  the  Court  to  execute  faith- 
fully all  the  directions  of  a  public  law,  we  are  convinced 
that,  on  general  principles,  a  peremptory  law  of  that  charac- 
ter will  prove  to  be  not  less  salutary  and  important  to  the 
navig^ation  and  trade  of  the  country  than  to' the  fiscal  opera- 
tioiis  of  the  (jrovermneut.  Wc  shall  |)ei*scvere  in  applying 
the  rule  adopted  in  the  pi'ount  case  to  all  others  cominj^ 
before  ns  for  jndu^nent,  and  in  lioMin:^  tliat  the  claimant  * 
nmst,  in  Lis  piutest,  p<jint  out  to  the  collector,  by  positive  and 
direct  notice,  every  particular  of  i'act  and  of  law  which  he 
relies  upon  as  protecting  his  goods  iroiu  the  payment  do- 
uiunded. 

Testinpf  by  this  rule  tlie  })rote8ts  put  in  by  the  claiinauts 
in  this  case,  it  is  obvionr>  that  they  afford  no  indi(^ation  to 
tlie  collector  that  he  or  the  other  officei'S  of  the  customs  had 
coumilttcfl  any  irrei!:ularity  in  the  mode  adopted  for  ascer- 
taining or  impo«iu<:;  the  (luties  demanded.  We  accordingly 
lay  out  of  view  all  the  alleirations  made  on  the  argument 
respecting  the  regularity  of  tiie  j)roceedings  at  the  Cus^tora- 
House  preparatory  to  an  appraisal  of  the  gcxxls,  and  the 
cx)mpetency  of  the  oath  administered  to  tlie  a})praisei'8,  and 
the  necessity  that  all  the  appraisers  should  act  together  in 
examining  the  goods,  and  the  Bnf!icicn(;y  of  the  report  made 
by  them  to  the  collector,  or  of  his  directions  to  them,  or  of 
their  memoranda  upon  the  invoices  or  the  entries.  The  pro- 
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teBts  specify  none  of  these  particttlan,  and  the  claimants 
must  be  held  to  be  debarred  of  all  objections  which  are  not 
distinctly  and  sjieclfically  pointed  out  in  the  protests  or 
made  certain  by  the  papers  which  accompany  them,  llad 
the  collector  been  notified  that  an  improper  oath  had  been 
administered  to  the  appraisers,  or  that  they  had  beeu  guilty 
of  irregularities  in  makhi^  ihe  appraiBemcnt,  or  of  any  lack 
of  form  or  siilistance  in  the  proceedings  in  the  Custom 
lloase,  it  would  have  been  in  his  power,  and  wc  are  to  pre- 
sume it  w-Duld  have  been  liis  dt  sire,  to  reetiiy  tlain  al  once, 
and  tliiis  r^avc  ail  the  delay  ami  exjuniM'  of  a  jndieial  investi- 
gation into  the  matter.  AVe  arc  pt  rsuadcd  llie  purpobc  <>f  tho 
law  cannot  be  eustaiiicd  without  hnldlng  to  this  interpretatiuii 
and  application  of  its  pruvir-icn.-.  AVo  accordingly  hold  that 
this  branch  of  tlie  case,  whis  li  was  nitjst  strenuously  nii^ed 
upon  ihc  arL^uiiicnt,  cannut  1)0  made  a  ground  ui  contestation 
on  the  pleadings  and  pixx)fs  as  they  are  presented.  The 
poiTits  and  objcotious  taken  in  this  behalf  arc,  therefore,  over- 
ruled. 

The  i>rotests  in  this  case  are  written  u]x>n  the  entries,  and, 
the  two  papers  being  thus  before  the  collector,  the  plaiutiffa 
are  entitled  to  avail  themselves  of  the  descriptions  given  of 
the  goodB  in  the  entries,  the  same  as  if  those  descriptions 
were  repeated  in  the  protests — the  i)rote6t  and  the  entry  com- 
peeing,  in  effect,  in  ivsj)ect  to  the  notic^e  to  the  collector,  one 
paper.  This  ]H>int  has  been  repeatedly  before  this  Court,  and 
has  been  uniformly  ruled  in  this  way. 

No  evidence  was  given  on  the  trial  in  respect  to  the  fshar- 
acter  of  the  "  worsted  and  cotton  shawls  "  iiri]x>rted  by  the 
Cambria,  nor  any  reason  shown  why  they  shonld  be  subject 
to  thirty  jfer  cent  duty  rather  than  twenty-live  per  cent,, 
olher  than  the  note  or  report  of  the  appraisers  on  the  invoioe ; 
and  the  Court  has  nothing  to  guide  its  judgment,  except  to 
compare  the  description  of  the  goods  with  the  provisions  of 
the  tariff  Act,  and  thus  ascertain  whether  the  statute  deter- 
mines the  question. 

Articles  liable  to  a  duty  of  thirty  jjer  cent  are  enumerated 
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under  Schedule  C,  in  the  11th  section  of  the  Act  oi,  Jul/ 
dOth,  1846.  In  this  schedule  are  elaaaed :  Articles  worn 
by  men,  women  or  children,  of  whatever  material  composed, 
made  up,  or  made  wholly  or  in  part  by  hand ;  manufac- 
tures of  cotton  "  or  worsted,  if  embroidered  or  tamboored, 
in  the  loom  or  otherwise,  by  machineiy  or  with  the  needle 
or  other  process.''  Articles  subject  to  a  duty  of  twenty-fiye 
per  cent,  are  classed  under  Schedule  D. ;  in  which  list  are 
enumerated  cotton  laces,  cotton  insertings,  cotton  trimming 
laces,  cotton  laces  and  braids,  manufactures  composed  wholly 
of  cotton,  not  otherwise  provided  for."  The  "  worsted  and 
cotton  shawls/'  imported  by  the  Cambria,  do  not,  by  the 
name  of  ''plain  Indiana  squares,"  fall  under  any  specific 
denomination  embraced  within  either  Schedule  O.  or  Sched> 
ule  D.  The  entry  of  them  as  "  worsted  and  cotton  shawls  '* 
restrains  the  plaintiffs  from  claiming  that  they  hliould  ho 
classed  with  any  of  the  descriptions  of  cotton  nifiinifactures 
eniunciatcd  under  Schedule  D.  If  they  M'ere  '*  embroidered  " 
or  "  Uial>uured,"  they  arc  specilically  provided  for  in  Sched- 
ule C.  ;  and  thev  mav  very  fairly  l)e  denominated  "articles 
worn  by  men,  women  or  cliildren,"  and  thus  be  placed  undejr 
the  thirty  pc/'  criif.  rate  of  duty. 

Actinti;  \]\Mm  the  protest,  invoice  and  entr}%  without  any 
evidence  explaining  particuhirly  the  cliaraeter  of  these  arti- 
cles, we  must  regard  tlie  classification  of  them  made  at  the 
Custom  ITonse  as  correct,  and  must  hold  that  a  duty  of  thirty 
j»er  cent,  was  proj)erly  imposed  on  them. 

The  "  worsted  and  cotton  shawls  "  imported  by  the  Canada 
have  been  entered  by  the  plaintiffs  under  that  designation, 
and,  as  thev  frmish  no  evidence  that  the  articles  are  not 
those  "  worn  by  men,  women,  or  children,"  or  that  any  speci- 
fication in  Schedule  D.  applies  to  them,  we  think  the  oolleo- 
tor  properly  subjected  them  to  a  duty  of  thirty  per  cent 

We  are,  accordingly,  of  opinion,  that  the  plaintiffs  have 
shOMm  no  ground  for  a  recovery  against  the  defendant  for 
any  excess  of  duties  exacted  from  them  beyond  what  the  law 
authorized. 
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Ab  to  the  woollen  shawls,  the  appraisers  took  the  period  of 
their  exportation  as  that  of  the  valoation,  and  no  evidence  is 
adduced  showihg  an  over^appredation  of  them  on  that  basis. 
The  plaintiffs  insisted,  on  the  aigument,  that  the  time  when 
and  tiio  place  where  the  goods  were  mannfactnred  or  pro- 
duced must  he  adopted  as  governing  their  prices.  Bnt,  ad- 
mitting the  law  to  bo  so,  the  plaintiflFs  have  not  made  that  a 
ground  of  protest,  and  they  fail  to  prove  that  Paisley  was  the 
chief  place  or  market  of  the  countiy  of  exportation,  or  what 
was  the  real  time  of  manufacture  or  prodnction,  or  whether 
there  was  any  difference  of  prices  between  the  time  of  manu- 
fac  ture  or  prochiction  and  the  time  of  exportation.  In  ordi- 
nary nsa^ro,  the  two  nearly  coincide,  or  appn)xiiniite  so  closely 
as  to  be  i)rnperly  treated  as  the  same.  It  has  aln  u'lybeen 
shown  that  the  invoices  themselves  do  not  countervail  the 
appraisements,  and  the  plaintiffs  give  no  evidence  that  the 
invoices  were  dated  or  made  up  prior  to  the  times  of  exiv>rta- 
tion,  so  as  to  be  entitled  to  appeal  to  the  invoices  as  indicat- 
ing that  the  Ik  were  purchai^ed  or  otlierwisc  procured  at 
earlier  dates.  Therefore,  no  foundation  is  laid  for  question- 
ing the  justness  of  the  appraisals,  and  they  must  stand  as 
fixins:  the  dutiable  value  of  the  woollen  shawls. 

"We  think  the  collector  had  no  antliority  in  law  to  impose 
an  additional  duty  of  twenty  per  cent,  on  the  prices  as  so 
raised.  The  goods  were  owned  and  imjiorted  by  the  manu- 
factutor,  and  were  not  obtained  at  the  plac«  of  exportation, 
or  in  a  foreign  country,  by  purchase.  In  the  case  of  Gredy 
y.  Thompson^  (10  How.  225,)  this  point  was  directly  deter- 
mined by  the  Supremo  Court,  and  it  was  settled  by  that  case, 
that,  under  the  provision??  of  the  8th  section  of  the  tariff  Act 
of  July  30th,  1846,  (9  U.  S.  Stat,  at  Large,  43,)  the  importer 
is  not  liable  to  the  additional  duty  of  twenty  jper  cent  when 
the  goods  were  manufactured  by  him,  or  were  procured  by 
him  in  the  country  of  their  production  otherwise  than  by 
purchase,  although  on  appraisement  their  prices  be  advanced 
more  than  tm  j>er  emi.  above  the  invoice  prices.  Accord- 
ingly,  the  phuntifiiB  are  entitled  to  recover  $196  60,  the 
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peimlty  paid  on  the  invoice  by  the  Cambria,  with  interest 
from  October  6th,  1849,  and  $135  20,  the  penally  paid  on 
the  Invoice  bj  the  Canada,  with  interest  from  October  ISdi, 
1849 ;  and  the  defendant  is  dischaiged  from  all  the  demanda 
of  the  plaintiffs  for  the  repayment  of  duties  on  the  appraised 
valuations. 

Judgment  accordingly. 


FsAirciS  DUBAND  ASD  OTUBBS        CoKKB3tJU8  W.  LaWBENCE. 

In  an  acUoii  to  rocoTer  back  duties  na  having  been  iUegpdly  exacted,  no  gramd 

of  objection  to  the  payment  of  the  duties  con  be  taken,  whu  h  was  not  spe- 
cifically and  dUtincUy  sutcd  in  a  protest  made  at  the  ttiuc  of  pajing  the 
dutiefl. 

Where  the  protest  merely  protested  against  the  payment  of  the  duty,  but  stated 
no  groond  of  otyeotion :  MM  that,  on  tbe  trial  of  an  aetion  to  reoom  back 
the  duty  pud,  the  plaiutifT  could  not  question  the  vfidity  or  accuracy  of  the 

appraisement  on  whicli  the  (hilies  were  paid. 
WhfTo  the  in%'oico  vulnnfion  of  roofl-?  rmpnrfed  Uy  tlirir  mnrnfncturer  i?  increased 
on  appruLjemeut  by  more  than  ten  pfr  cent.^  the  collector  has  no  authority  to 
impose  the  penalty  preseribed  by  ibo  Sth  section  9i  the  Aot  of  July  SOth, 
1846,  (9  U.  8.  Stat,  at  Larye,  43.)* 

(Befuro  Nslson  and  Bktts,  JJ.,  Southern  District  of  New  York,  July  1st,  1862.) 

Tins  was  iiu  action  ajciiiiiftt  Uio  lute  collector  of  the  |H»rt  of 
New  York,  to  recover  back  duties  paid  on  an  eiiti  v  of  winoi;, 
and  also  the  atnnimi  ol  a  ])enalt}"  which  had  been  iiinx>&ed 
at  the  ('.i-.ti)m  House.  the  trial  in  Novemlier,  1S50,  a 

verdict  wu.s  lukeii  by  consent  lor  the  ])laiiitilIo  IW  ^^4.s('o  4S, 
subject  to  the  opinion  of  tlie  Court  upon  a  case  to  be  made, 
"  with  lil)crty  to  eitlu  r  party  to  turn  the  same  into  a  l)iU  of 
cxceptioub  or  bpccial  verdict,  and  also  Bubject  to  adju^tmeuU'^ 


*  See  Belchfr  t.  Xaior«r«oii,  to  the  same  effect,  decided  by  the  Supreme  Court 
of  the  United  States,  December  Term,  1858.  (21  Hoig,) 
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There  was  no  stipulation  that  the  Court  might  adjudge  the 
facts  of  the  case.  ^ 

The  plaintiffs  took  tho  owners*  oath  to  the  invoice  in 
Fiance,  and  consigned  the  wines  to  Messrs.  A}'mar,  of  New 
York)  who  entered  them,  as  consignees,  for  the  plaix&tifEa. 
The  oath  did  not  state  that  the  plaintiffs  were  the  manufac- 
turers of  the  wines.  It  only  stated  that  the  wines  were  in- 
voiced at  their  fair  market  Talue  in  Perpignan  at  the  time 
the  same  were  manufactured,  and  the  oath  of  their  ageut 
there,  (Richards,)  ap})ended  to  the  invoiee,  stated  that  the 
wines  were  purchased  for  account  of  the  plaintiffs. 

Three  separate  warehouse  entries  were  made  by  the  con- 
signees on  the  16th  of  October,  1848,  and,  the  invoice  prices 
of  tlie  winc8  liaving  been  raised  by  aimraisenient  more  tbun 
ten  per  cent.^  duties  were  laid  on  the  increased  valnation,  and 
u  jKMiulty  of  20jt>tv  cent,  thereon  was  inij)Osed.  A  protest 
was  made,  in  writing,  on  each  of  the  entries,  by  the  con- 
sisrnees.  On  one,  the  pmtest  wa.s  tins  :  "  The  additional  duty 
and  penalty  we  claim  to  bo  ])aid  under  pr<jtest  against  the 
justice  of  the  doinnnd,  and  hold  you  responsible."  On  an- 
other, it  was  tlils :  "  We  protest  against  the  a<l(lltionul  duty 
and  j>eii:ilty  hereon,  and  shaU  jjay  tho  same  from  time  to 
time  as  requlrod,  under  llits  our  protest.''  On  tlie  third,  it 
was  thi<^ :  **  W'v  protof  ni''ain.st  the  additional  duty  and  ]>cn- 
alty  cliai-iriMl  hereon,  and  shall  \k\x  any  amount  from  tinic  to 
time  under  protest.*'  Ten  withdrawal  entries  were  afterwards 
made,  as  the  wines  were  taken  from  the  warehouses,  and  on 
each  one  a  ])rote8t  in  some  one  of  the  following  forms  was 
written  by  the  consignees  :  "  We  hereby  protest  agtiinst  the 
payment  of  the  additional  duty  and  penalty  charged  on  this 
entry,  and  shall  hold  you  responsilile  for  the  same  ;  "  "  We 
protest  against  the  i)ayment  of  the  amount  charged  in  this 
entry  for  adiiitional  duty  and  penalty,  and  hold  yon  responsi- 
ble for  the  same." 

Robert  J,  Dillotif  for  tlie  plaintiffs. 

i/l  Prescott  Jlally  (Dtstrict  Attorney,)  for  tlie  defendant 
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Bbtfs,  J.  The  same  points  disciueed  in  the  caae  of  TAom- 
9on  y.  Maxwdly  {ante,  j>,  385,)  were  raised  in  this  ease.  The 
oonnsel  on  both  sides  regarded  the  wines  as  having  been 
manufactured  by  the  owners  and  importers,  the  evidence 
being  that  the  raw  wines  were  parchaseid  from  tlie  producers 
and  then  brought  to  a  state  for  exportation  hy  some  process 
of  preparation  or  manufacture  on  the  part  of  the  ownenk 

But,  whether  the  wines  were  procured  by  the  plaintifts  as 
purchasers  or  as  manufacturers,  the  Court  is  not  informed  by 
the  case,  nor  whether  tho  invoice  or  the  appraisement  repre- 
sents their  true  vahie  in  the  foreign  market  This  question 
should  have  been  .su])nutted  to  tl»e  jurv,  and  although,  in  re 
viewing  the  testimony  on  that  point,  we  may  have  no  donht 
as  to  wliat  the  finding  of  the  jury  ought  to  have  V»een,  we  are 
not  uutliorixed  to  decide  the  fact  ourselves.  If  the  object  of 
the  plaintiffs  was  to  try  the  question  of  fact  as  to  the  market 
value  of  the  wines  in  the  foreign  market,  tliey  could  have 
proposed  giving  evidence  in  reij^ard  to  it,  and,  if  the  defend- 
ant objected  to  the  j»r(K)f  on  the  ground  of  the  iusufiiciency 
of  the  protests  to  that  end,  the  Court  could  liave  been  prop- 
erly applied  to,  to  determine  the  scope  and  effect  of  the  pro- 
t^ts  in  that  respect. 

The  cause  was  tried,  on  l)ot]i  sides,  obviously  with  tlie  in- 
tent to  ascertain  the  validity  of  the  a])praisement  and  pro- 
ceedings under  the  revenue  laws,  and  not  to  settle,  as  between 
the  report  of  the  appraisers  and  the  judgment  and  knowledge 
of  witnesses,  the  true  value  of  the  wines  in  France.  If  such 
an  inquiry  be  an  open  one,  (Rankin  v.  Jloyty  4  JIov>,  3^7,)  it 
is  one  exclusively  for  the  jury  to  determine. 

But,  if  it  were  competent  for  tho  Court  to  pass  upon  that 
point,  the  plaintiffs  have  not  stated,  in  any  of  their  protests, 
specifically  or  distinctly,  the  ground  of  objection  now  inged. 
Whether  the  payment  of  the  additional  duty  is  objected  to 
for  this  cause,  or  for  other  causes  of  a  different  character,  is 
not  specified  in  the  protests.  If  the  protests  authorise  tliis 
inquiry,  they  would  clearly  also  permit  the  r^ularity  of  tho 
proceedings  of  the  appraiaers  and  the  ooUeetor,  both  in  the 
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■teps  prelimiiuiiy  to  an  appraisement  and  in  the  conduct  of 
the  appraiBosient,  to  be  examined  and  detennined.  We  con- 
sidered this  latter  question  in  the  case  of  TAatruon  y.  Mau^ 
fosK^  before  eited^)  and  decided  that  the  protest  must  point 
out  specifically  the  particnlars  constituting  the  invalidity  of 
the  appraisement,  and  that  the  importer  will  not  be  pennitted 
to  raise  that  question  under  a  general  protest 

Both  parties  submit  this  case  to  the  Court  as  one  coming 
within  the  facta  and  principles  inyolved  in  that  of  TTiommm 
y.  MiWweUy  except  only  as  to  the  tenor  of  the  protests.  As- 
suming, therefore,  that  the  importation  was  made  by  the 
manufacturer  of  tiie  wines,  we  decide  in  this  case,  as  we  did 
in  the  one  referred  to,  that  the  plaintiffs  are  not  entitled, 
under  their  protests,  to  contest  the  validity  or  accuracy  of  the 
appraisement,  and  also  that  the  collector  had  no  authority  to 
im[K)so  a  penalty,  because  of  un  loi  vahiati  ii  m  the  invoices, 
on  goods  imported  by  the  manufacturer  and  nut  by  a  pur- 
chaser. 

It  18  iin|V)rtjint  to  merchants  and  to  the  Goveniment  that  it 
be  un«iersiixxi  that  (onrt  will  hold  the  merchant,  in  his 
objections  to  tlie  ])aynient  of  duties,  to  strict  pr(H>i  tliaL  his 
protect  apprised  the  collector  of  the  exact  nature  of  his 

objections. 

Judc^nieiit  must  be  entered  for  tlie  plaintiffs  for  tlie  amount 
of  the  ])enalty  exacted  from  tlieni,  with  interest  from  the 
time  of  its  payment,  and  for  the  defendant  on  the  claim  for 
the  repayment  of  additional  duties  imposed. 


Fhilos  B.  Tylkr  and  Wiluam  S.  Vwmjssou 

£dWABD  F.  KtDB  A2II>  othxbs. 

The  sufficiency,  iu  point  of  substance,  of  a  plea  which  is  regular  in  fora,  cannot 

be  lo^olNd  into  on  motion. 
(Bofiira  Ksisoir  ond  Bsnt,  JJ.,  Sonlhom  Dhtiiot  of  Nov  Torit,  Jdy  Ul|  llSt.) 
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AiTEK  the  dp(M^«i(iii  in  tliiH  case  (ante,  p.  30s.)  on  tiie  de- 
murrer to  the  plea/>?^/s'  darrein  contmnancr,  the  defeiidantf?, 
under  the  leave  then  given  them  to  plead  over,  put  in  a  special 
plea,  which  the  plaintiffs  now  moved  to  strike  out,  on  the 
ground  that  it  was,  in  effect,  a  repetition  nf  the  plea^^w?*^  da?'- 
rein  conHnuanoe  wliicb.  was  adjud^^ed  bad.  The  defendants 
opposed  the  motion,  and  insisted  that  the  plea  was  regular  and 
valid  betjaufle  it  pleaded  the  judgment  and  decision  of  the 
Circuit  Court  of  the  United  States  for  the  Eastern  Disti-ict  of 
Louisiana,  as  it  now  stands  upon  the  records  of  that  Court 

Eckoin  W,  Stoughiony  for  the  pkintifb. 

George  B,  J*  B<nodamy  for  the  defendants. 

Bettb,  J.  The  Court  will  not,  on  this  motion,  enter  into  a 
consideration  of  the  sufficiency  of  the  plea  in  point  of  sub- 
stance, or  inquire  whether  it  is  founded  upon  the  rightful 
decree  of  the  Circuit  Court  in  Louisiana.  It  may,  possibly, 
become  necessary  for  this  Court  to  detemine,  when  the 
proofs  are  presented,  which  decree  of  that  Court  is  the  valid 
one  governing  the  case,  should  two  be  certiiied  from  it  which 
are  in  conflict  in  particulars  affecting  the  merits. 

The  privilege  accorded  to  the  defendants  to  plead  over, 
was  subject  to  no  restrictions,  and  they  are  entitled  under  it 
to  iiiterposi^  any  plea  which  would  have  been  good  if  put  in 
independently  of  that  leave.  The  defendants  plead  at  their 
peril,  and  their  plea,  licing  reii^ular  in  form,  cannot  be  dis- 
placed by  motion.  The  plainii^s  must  demur  to  it  or  take 
issue  on  the  facts  it  sets  up. 

Motion  denied. 
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V(f. 

Hvan  Maxyi'klu 

Voder  the  IGCb  WCtlon  of  the  Act  of  August  30tb,  1642,  (&  U,  &  &at.  at  Large, 
ftftS,)  appraiien  must,  in  valalog  impoiiatloiu,  adopt  ibe  real  market  value 
of  the  good*  tbtoed  In  cash,  and  not  their  value  In  a  depreciated  paper  eui^ 

rcncr. 

(•ooiU  purchased  In  A«=tnn  were  invoitcil  ami  entered  here  in  tiuriiis  at  tlicir 
specie  vaiuc.  Tbc  ttj)j)raiacrs  here  vulued  the  goods  according  to  lUe  uomiual 
value  of  the  florin  In  "paper  currencj,  which  waa  eleven  jxr  eetU.  leas  than  lia 
apecte  value :  that  the  appraisement  waa  erroneona^  and  dionld  have 

Ix  t  n  tiinde  In  florina  at  their  f>pccie  value. 

In  Puch  u  case,  a  prorcft  nguin^t  tlie  afidifional  valuation  found  on  Fiuh  appraise* 
luent,  and  a  claiut  to  enter  ilie  goodd  according  to  the  invoice  aud  actual  cost, 
id  a  sufficient  protect,  without  a  specification  as  to  how  the  apprauicnicut  was 
imde  to  eiceed  the  true  value  of  the  gooda. 

8ueh  an  erroneoua  appiaiaenient  la  not  condoaivo  on  the  importer, aa  to  Ihe 
dutiable  value  of  the  goods. 

(Before  Ksuon  and  htm,  JJ^  Southern  Diatict  of  Xow  York,  July  lat,  186SL) 

Tills  Wiis  Jill  ;u  tii>n  to  reeovpr  back  duties  und  a  jieiiidty, 
paid  under  prntcst.  It  was  tried  licturc  1>ktt!«.  J.,  in  Decem- 
ber, 1S51.  A  verdict  rendered  in  favor  of  the  plniiitiffs 
for  ^2,000,  Bubject  to  tlie  ojiiiiion  cf  the  Court  upiai  a  eaae  to 
be  made,  and  subject  tf.  adjustitient  at  tbe  Custom  House. 
Tlie  faets  were  these:  The  phiintifts  iini  ortid  150  bab's  of 
rags  from  Trieste  to  ^'e\\  "lOrk.  The  invoice  was  dated  Vi- 
enna, April  3d,  1840.  The  vahiation  of  the  pxuls  at  Agram 
was  taken  as  tlio  invoice  price,  and  was  made  in  florins  at 
their  specie  value,  tuunely.  forty-eight  and  a  lialf  ceutti,  in 
United  States  etirrency,  per  florin.  The  actual  legal  curren- 
cy of  Austria,  at  tlie  time,  was  the  paper  flonn^  whiclj  was 
then  depretnated  eleven  jh  r  cent,  below  the  si>ecie  value  of 
the  florin*  The  total  invoice  value  was  7,100.0  florins.  Tlie 
Oovemment  appraisers  raised' the  valuation  to  0,004.47  flor- 
ijis,  paper  eitrrency,  and,  on  appeal  hy  the  importers  to  mer- 
96 
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chant  appraiseiB,  they  raiBed  the  valae  to  10,839.02  florins^ 
pag^  currency. 

The  appraised  value  exceeding  the  inToice  price  more 
than  ten  per  eenf,j  an  additional  duty,  amounting  to  $83  15, 
and  a  penalty  of  $1,028,  were  imposed  by  the  collector,  and 
were  both  of  them  paid  by  the  plaintiffs,  under  the  following 
protest :  ^  We  herewith  protest  against  the  additional  valu- 
ation of  the  IT.  S.  appraisers  and  merchant  appraisers,  and 
twenty  j)er  cent,  penalty  duu^ged  on  the  within  150  bales 
rags,  claiming  to  enter  the  same  according  to  the  invoice 
and  actual  cost,  but  pay  the  same  to  get  in  possession  of  the 

£ltas  II.  Elijy  for  tlie  plaintiffs. 

J.  Pi'cmott  Jlallj  {IJlsit'tct  Atiornt  ij^)  for  the  defendant 

Betts,  J.  Tliere  seems  to  be  no  jnst  exception  to  the  suf- 
ficiency of  the  protest  in  tLis  case.  Tlic  claini  of  tlu-  iiupDi't- 
ei*s  wa^,  that  the  invoice  c.\}wc\->bLd  tlie  true  vaUie  of  tiie  goods 
in  specie  and  the  amount  paid  for  them  in  cash,  and  that  tlie 
appruisei's  Bhould,  in  valuing  the  goods  here,  be  uovenied  hy 
the  real  market  v:dne  abroad  in  cash.  Tlie  C'ui?tojH  House 
otheers  adopted  a  different  nde,  aiul  proceedeil  upon  the  idea 
tliat  the  invoice  was  made  up  in  the  nominal  enrrency  of 
Austria,  and  that  tlie  eiitiy  was  also  in  ]  !ii)er  florins,  and  not 
according  to  the  specie  value  of  the  goods.  In  that  view,  the 
public  appraiser  and  the  merchant  aj^praisers  would  pn)perly 
rate  a  higher  valuation  to  the  entry  than  the  one  given  by  the 
importers ;  but  the  testimony  shows  that  boUi  classes  of  ap- 
praisers well  understood  at  the  time  that  the  ]>aper  denomi- 
nation of  the  tl(jrin  in  Austria  was  higher  than  its  actual 
value,  and  that  a  buyer  disbursed  no  more  in  market,  on  the 
l)urchase  of  goods,  tlian  specie  prices.  For  this  reason,  we 
think  the  appraisements  erroneous. 

The  16th  section  of  the  Act  of  August  30th,  1843,  (5  U. 
Stat,  at  Zargef  563,)  directs  the  at^ual  market  value  or  whole- 
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gale  price  m  the  principftl  markets  of  the  coontrj  from  which 
goods  are  imported,  to  be  adopted  as  fixing  their  import  value 
(with  certain  additions  not  affecting  this  case).  The  coliee- 
tor  cannot  snbstitute  for  (he  aciiml  market  valm  a  fictitious 
vahie,  ex|>resscHl  in  a  spurious  currencry.  In  the  United 
States,  durintjj  the  suspension  of  specie  payments,  t-unnnodi- 
titis  were  bought  and  gold  under  the  iiDUiinul  denomination 
of  currency  ;  hut  the  paper  dollar  was  not  a  measure  of 
actual  value  or  true  pHce^  and  had  to  be  rectified  by  the 
specie  standard  hefure  it  could  lu'  employed  for  that  pur]M»se. 
So  in  res[>ect  to  the  Austrian  lloi  iii.  C\)n<rre:^s  reipiires  duties^ 
to  be  paid  in  specie,  and,  if  foreign  invoices  uie  made  uj)  in 
a  base  cni-i-eiicy.  iiiile>s,  on  appraisement,  thtj  impo:-t:itions 
are  rated  at  tlieir  specie  value,  prices  will  he  fixed  ahove  tlu; 
actual  marker  value  or  cost  price  abroad,  ami  more  tlian  the 
ad  valorem  duty  authorized  by  law  will  be  exacted  of  the 
impoi-ter. 

The  evidence  clearly  proves,  in  the  present  case,  that  the 
paper  florin  of  Austria  wm-,  at  rlic  time  of  the  purchase  of 
these  goods,  at  a  dis(;ount  of  eleven  per  cent.  Goods  in- 
Toiced  and  entered  at  10,000  florins  would,  if  valued  in  the 
paper  currency,  be  necessarily  subject  to  duty  on  1,100  flor- 
ins be3'ond  their  foreign  c<jst  and  market  value,  and  thus  the 
express  provisions  of  the  Act  of  Congress  would  be  contra- 

vrned. 

We  tliink  that  tlie  protest  sufficiently  aj>prises  the  collector 
of  the  gromids  of  objection  to  the  apprnisalH.  It  asserts  that 
the  Taluation  is  beyond  the  actual  cost ;  and  it  is  plain,  upon 
the  proofs,  tliat  the  appraisers  made  the  valuation  on  the 
assumption  that  the  invoice  was  made  up  an  paper  florins  and 
did  not  exhibit  the  cash  prices  paid  for  the  goods.  We  do 
not  think  that,  under  these  ciixsumstances,  it  is  necessary  for 
the  imjM>rtcr  to  specify  in  what  particular  manner  the  ap- 
praisement was  made  to  exceed  the  true  value  of  the  goods. 
Whether  the  error  arose  from  ignorance  of  the  state  of  the 
*  foreign  market,  or  from  a  mistake  in  computing,  or  from  a 
misapprehension  of  the  value  of  the  currency  in  which  the 
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prices  were  expressed,  the  collector  would  be  apprised  by  the 
notice  tliut  the  sum  rojxji-ted  by  the  appraisers  did  not  truly 
represent  the  actual  market  value  or  wholesale  price  of  the 
articles  in  Aii>tr!a,  and  the  importer  would  have  complied 
with  llic  ivquii  c'iiieuts  of  the  statute. 

Nor  is  it  made  a  (iUc«tion  on  the  |)art  of  the  United  States, 
that  tlic  itrotest  did  not  fullv  notitv  the  collector  that  tlie 
£roods  were  oidv  liahlo  to  dulv  on  their  casli  valuL',  and  that 
he  liad  improperly  iuii><»  ;  1  it  on  a  paper  vahiat ion  of  them. 

Tlic  d{'f<MH'e  is  pla(H'd  upon  other  and  liiijher  grounds  :  U.) 
That  there  is  not  snfticifnt  proof  of  any  depreciatitni  of  the 
florin  ;  :'.nd  f*2.)  'J']i;it  tlic  a|iprniscmenf  i>  concdusivc  against 
the  importers  as  to  the  dutiable  vahie  of  the  i^oods. 

The  Court  is,  by  tlie  terms  of  the  case,  nuide  to  render  the 
same  judgment  upon  the  fa<-ts,  as  ought,  np<m  the  evidence, 
to  have  been  given  by  the  jury  :  nnd,  in  our  opinion,  the 
proofs  are  clear  and  satisfactory  that  the  florin,  at  the  time 
the  goods  were  purchased  in  Austria,  was  dei)reeiated  eleven 
j?^r  cent.  As,  on  all  the  evidence,  the  valuation  was  made 
by  tlie  n]i]»rniscis  on  the  assumption  that  the  importers  in- 
voiced the  g<K)ds  in  the  pajjcr  currency,  and  that  they 
must  he  appraised  at  their  nominal  valrc  in  that  currency, 
the  apf>r;d-enient  does  not  Injcome  con(dusive  against  tlio 
plain tifl*s,  it  resting  wholly  oti  nn  arithmetical  calculation 
which  did  not  justify  the  basis  of  duties  adopted  by  the  de- 
fendant. 

Moreover,  aceoi'ding  to  our  understanding  of  it,  the  agree- 
ment, in  the  case  made,  on  which  the  veixliet  was  I'endered, 
submitted  it  to  the  Court  to  have  the  adjustment  made  at  the 
Custom  Ilouae  now,  as  it  ought  to  have  been  made  at  the 
time  of  the  entry  and  appraisement 

Whether  judgment  is  to  be  rendered  for  the  plaintiffs  for 
any  sum,  must  depend  upon  such  re-adjustment.  The  invoice 
and  entry  must,  on  such  re-adjustment,  be  regarded  as  hav- 
ing been  made  up  in  the  specie  value  of  the  florin,  and  either 
the  invoice  must  be  raised  to  the  paper  value  of  the  florin, 
or  the  appraisal  must  be  reduced  to  its  specie  value.   If,  on 
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Bucb  adjofitment,  it  is  found  that  the  entry  war  not  below  the 
actual  value,  (with  the  addition  of  the  charge  s  directed  by 
the  statnte,)  judgment  must  be  entered  for  the  plaintiffs  for 
the  increased  duties  imposed  because  of  the  difFi?rence  in 
vabie,  and  also  for  the  uniouiit  of  the  penalty,  toge  ther  with 
interest  from  August  5tli,  18-iO,  the  time  wlicii  tlic  saine  were 
paid,  and  for  costs.  But,  if  it  shall  apprar  that  duty  was 
not  iiupused  on  an  amount  Ik'vimkI  the  value  c.\presj?cd  in  the 
entry,  (toirethtT  wirli  the  legal  charges,)  jiidgincnt  must  be 
entered  lor  the  dclcudant  as  to  that  part  of  the  (h-mand. 
And,  if  it  further  appears  that  tlie  difference  in  \al;io  be- 
tween tlie  entry  and  tlio  api>raisal  so  corrected  exceeds  ten 
p'  r  ,if.,  then  judgment  must  further  be  entered  hi  full  fur 
the  defeuduut,  with  costs. 


Tub  Makuattan  Gas-Liout  Company 

JIuoH  Maxwell.  * 

A  qimtitily  of  coal  vriis  invoiced  and  enfcrtd  at  a  certain  wcii'li'-  and  price  per 
ton.  On  appraisement,  the  price  per  ton  was  reported  to  be  correct,  but  the 
quantity  W88  reported  as  w  miidi  greater  as  to  make  tbe  eniiru  valuation 
greater  by  10  fur  cmt.  than  the  entry  valuation.  Tlio  oollector  exacted  a  pen- 
alty of  20  cmt.,  under  g  8  of  the  Act  of  July  «Otl«,  1846,  (9  U.  &  Stat.  «/ 
X/D-'/r.  -lo  tliiit  this  wa<  illocnl. 

W/,  til  at  liie  importer  was  not  liable,  in  such  eapo,  under  §  4  of  liie  Act 
ot  July  cloth,  181G,  (J^  L\  H.  &at.  €U  Large,  43,)  to  pay  the  fees  of  the  weigher 
and  ucaMarer. 

(Before  J^klson  und  litTrs,  JJ.,  Southern  District  of  New  York,  July  1st,  1S52.) 

This  suit  was  commenced  m  the  Bapreme  Court  of  New 
York,  and  removed  bj  certioran^  on  the  petition  of  the  de- 
fendant, into  this  Court,  under  the  provisions  of  the  Sd  sec- 
tion of  tbe  Act  of  Congress  of  March  2d,  1833,  (4  U.  8.  StaL 

at  Large^  033.) 
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The  plaintiffs  iiiipurted  from  Liver|x)()l  a  (quantity  of  can- 
ncl  coal,  invoiced  and  cut i- red  as  of  the  woiErht  of  150  tons. 
It  was  measured  hy  tlie  (^istom  House  mra^urcis,  who  re- 
turned the  quantity  to  ])e  107  tons.  No  a|'p(  :il  was  taken  hy 
the  phiintifFs  froni  tluit  return,  and  duty  was  accordingly 
ini])( )-o<l  on  107  tons,  and  was  paid  hy  tlie  importei*s.  The 
value  of  the  increased  quantity  of  the  conl  was  j::reater,  by 
mort^  than  ten  jh')'  rrnf.,  thmi  rlic  cnti-y  valuation,  and  a  pen- 
alty of  '•2^>  p^r  cvv//.,  uiiiountinir  to  slM>  r»0,  was  inq»o^.'(l  hy 
the  collector  because  of  such  nndervaluatioji.  The  measur- 
ers' fees,  §49  50,  were  also  charfred  to  the  plaintiffs.  Pay- 
ment of  the  two  last-mentioned  sums  v  ;is  exacted  bv  the  col- 
lector,  and  was  made  by  the  i»lainfjHs  under  ])n»test.  To 
recover  these  amounts,  10,  with  interest,  tliis  action  was 

brought.  The  plaiiitifiis  mdoi-sed  on  the  entry  a  protest  in 
writiuLT  "against  the  payment  of  the  within  named  penalty  of 
$09  60,  and  of  $40  50  for  measuring,  as  being  bnth  illegal 
and  contrary  to  the  former  ]U"actice  in  this  collection  district." 

The  case  was  tried  in  Novend>er,  1851,  before  liirrrs,  .1., 
and  the  jury  rendered  a  verdict  for  the  plaintifb  for  $150, 
subject  to  tlie  opinion  of  the  Coui-t  on  a  case  to  be  made  and 
to  adjustment  or  correction  at  the  Cnstom  Iloose. 

John  S,  MeCullohy  for  the  plaintiffs. 

J,  Prescott  HaUj  (District  Attorney^  for  the  defendant 

Betts,  J.  The  defendant  takes  no  exception  to  the  suffi- 
ciency of  the  protest  in  this  case,  and  the  decision  must  turn 
on  the  points  whether  the  undervaluation  reported  by  the 
a[>pmi8er9  in  respect  to  the  coal  subjects  it  to  the  i)enalty  of 
20  per  cent  imposed,  and  whether  .the  importers  were  liable 
to  pay  the  measurers'  fees  charged  against  them. 

The  price  per  ton  of  the  coal,  as  stated  in  the  invoice,  was 
reported  to  be  correct,  Tlic  difference  betwecii  the  valuation 
in  the  entry  and  that  reported  by  the  ap^^raisers  arose  from 
the  greater  weight  returned  by  the  Custom  House  weighers. 
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Cbnnel  coal  is  Bold  in  England  by  actual  weight,  the 
weight  being  taken  with  great  care.  In  the  United  States,  it 
is  delivered  from  the  ship,  and  sold  by  the  chaldron,  and  the 
Custom  House  method  of  determining  the  weight  of  a  cargo 
is  to  reduce  the  measured  chaldron  to  tons  and  pounds,  by 
taking  the  average  weight  of  two  or  three  tubs  fall,  and  mul- 
tiplying that  avcmgo  by  tlie  number  of  tubs  composing  a 
chahlron.  The  evidence  in  this  case  j)roves  that  this  niutle  of 
weighing,  or  rather  lneasurillL^  loads  to  inaccurat  y  autl  error, 
and  generally  give>.  a-  a  roiilt.  a  iKMniual  weight  beyond  the 
real  weight  <>t"  the  coal.  The  ollicial  weight  must,  however, 
be  taken  In  this  case  to  be  the  true  dutiable  weight. 

The  claim  tu  the  penalty  exacted  is  not  placed  uj)nii  any 
culpable  conduct  in  tlio  importers,  iiur  does  their  iTtnoceuce 
of  blame  exonerate  them  fii»m  liability  to  pay  the  penalty,  if 
the  coUei  tor  l»rinirs  the  ea-e  within  the  pn>visioiH  of  tlie 
Act.  Tlie  authority  invoked  for  imposini;  the  penalty  is 
given  by  the  hist  {proviso  to  the  ITth  section  of  the  Act  of 
August  30th,  (5  [/.  iS.  Stat,  at  L'ir(je,  564-,)  whidi  is 

in  these  words :  "  Pronided^  alsoy  That  in  all  cases  where 
the  actual  value  to  be  appraised,  estimated  and  ascertained, 
as  hereinbefore  stated,  of  any  goods,  wares  and  merchandise 
imported  into  tlio  Uniteil  States,  and  subjecrt  to  any  ad  vah- 
reni  duty,  or  when  n  i  !-  tlie  duty  is  regulated  by  or  directed 
to  be  imposed  or  levied  on  the  value  <  >f  tiie  s(piare  yard,  or 
other  parcel  or  quantity  thereof,  shall  exceed.  l)y  ten  jyer 
centum  or  more,  the  invoice  value,  then,  in  addition  to  the 
duty  imposed  by  law  on  the  same,  there  shall  be  levied  and 
collected  on  the  same  goods,  wares  and  merchandise  fifty  per 
cerUum  of  the  duty  imposed  on  the  .same  when  fairly  in- 
voiced ;  and  by  the  eighth  section  of  the  Act  of  July  30th, 
1846,  (9  27.  S.  8t<U»  at  Zarffe,  43,)  which  alters  the  penalty  to 
twenty  per  cent,  ad  valorem  on  the  appraised  value,  in  case 
the  goods  have  been  actually  purchased,  and  their  invoice 
value  has  been  raised  by  the  importer  to  what  he  deems  to 
be  their  market  value  in  the  country  from  which  tliey  were 
exported. 
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Hie  aigument  for  the  United  States  is,  that  quantity  is  a 
component  part  of  the  value  of  this  importation,  and  that, 
as  tlie  amount  of  the  entiy  or  the  inroioe  lies  in  the  qnanti^ 
and  price,  a  misstatement  of  quantity  on  the  invoice  and 
the  entry,  exhibiting  the  gross  amount  (oonsisting  of  price 
and  weiglit)  at  ten  j)er  cent,  below  the  appraisement,  becomes 
necessarily  a  reason  for  imposing  the  penalty,  because  the 
dutiable  sum  is  thus  entered  at  more  than  ten  ;per  cent»  less 
than  the  sum  on  which  the  United  States  are  entitled  to 
charge  duties. 

Two  oonsiderationg,  in  our  judgment,  countervail  this  argu- 
ment. The  language  of  the  statute  makes  tlie  value  of  the 
goo  Is  entered  the  subject  of  (•om|)arison  with  the  appraise- 
ment, and  the  term  value  is  used  in  the  levcnue  laws  to 
ex])rcss  tlie  prm;  of  the  dutia1>le  goods — that  is,  their  cost 
price  uv  market  ]>ricc  uhruud,  increased  by  the  addition  of 
specified  (charges.  (5  If.  S.  Sfat.  at  Liuye,  i>Go,  004,  §^  16, 
17.)  The  CustAjni  House  uffit;er8  can,  therefore,  only  l(«)k  at 
the  relative  valuations  of  the  commodity  ujx)n  the  invoice 
and  the  appraisal,  in  determining  whether  the  latter  exceeds 
the  former  by  more  than  ten  j?**"/*  r>  nt.  The  nd  valorem  to 
w]u(  li  tlic  tariff  Act?;  have  reference,  is  the  price  or  market 
worth  of  a  dutialilc  article  and  its  charges,  in  whatever  Wtay 
it  is  the  sul)jcct  of  purchase  and  sale,  whether  the  price  is 
estimated  on  the  s(piare  yard  or  other  ]mrcel  or  (piantity. 
An  aggi"egation  of  i)arcels  (tons,  in  this  nistance)  does  not 
aflFe(;t  the  value  or  price  of  a  particular  ton.  It  is  only  a 
repetition  of  that  price  as  many  times  as  the  parcel  or  quan« 
tity  is  named.  The  general  summation,  therefore,  being  no 
more  than  the  f(K>ting  up  of  the  specific  values  reiterated, 
cannot  be  regarded  as  the  valiuition  which  is  called  for  by 
the  statute,  and  which  is  the  subject  of  appraisement  and  of 
penal  duties. 

That  this  interpretation  of  the  revenue  laws  is  correct,  is 
manifest  from  the  powers  conferred  on  appraisers  and  the 
duties  they  are  required  to  perform  in  determining  the  duti- 
able value  of  imported  goods.  An  examination  of  the  duty 
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AcU  l&om  1799  to  1846,  aliowB  that  appraisers  ai^e  called 
upon  solelj  to  fix  tlie  price  or  value  of  tibe  imported  com- 
modity bj  gaitge^  yardy  weight  or  measure,  hy  the  denomina- 
tioQ  or  description  usually  applied  to  it  ou  purchase  and 
sale.  Oflicers  other  than  appraisers  ascertain  what  is  the 
measure  or  weight  of  goods  entered.  Their  report  furnishes 
the  multiple  by  which  the  particular  valuation  of  the  ap- 
l)raifiers  may  be  bronght  to  the  dutiable  amount  of  the  im- 
portation. 

Upon  this  view  of  the  subject,  it  is  manifest  that  Congress 
has  not  imposed  the  increased  duty  of  twenty  or  fifty  per 
cent,  upon  a  misstatement  in  tlie  invoice  of  tlic  quantity  of 
articles  imported,  but  iij)on  an  midcrvuluatiun  of  jn-ices. 
I5ecause,  such  iiu  icase  or  }>enalty  depends  ii})on  and  follo>vs 
the  judc^ment  of  the  appruL~-t'rjj,  and  tlicir  oiVwe  is  limited  to 
fixini;  the  wholesale  price  or  nuukct  \  aliu',  and  in  no  way 
extends  to  ascertaining  tlie  amount,  iu  weight,  gauge  or  meas- 
ure, of  1 1 1 1  ]  uiiTed  )ds. 

AVe  think  that  tlie  defendant  (  (innnittcd  an  ci  ror,  after  the 
apj>raisei*s  had  reported  the  invoice  ]-ii(  c  of  the  ci»al  to  be 
correct,  in  inn>osing  twenty  _^^/7*  rmf.  additional  diitv  hecanse 
the  weighei-s  or  !neasiirers  reniined  a  greater  cpiantity  than 
was  invoiced.  Tlu-  appraisement  must  he  restricted  to  deter- 
nnning  the  price  or  value  of  the  parcel  or  quantity  by  which 
the  purcluise  and  sale  of  the  article  are  made,  and  has  right- 
fully no  reference  to  the  totality  of  the  purduu^  (Ma^rrioU 
V.  Brum^  9  How*  619.) 

The  remaining  question  is  as  to  whether  the  importers,  in 
this  case,  are  chargeable  with  the  fees  of  the  weighers  and 
measurers.  Tlie  directions  of  the  Acts  of  Omgress  prior  to 
1840  are  not  explicit  as  to  the  cases  in  whi(;h  it  shall  be  the 
duty  of  the  collector  to  have  imported  goods  weighed  or 
measured,  unless  when  they  are  stored  for  want  of  an  in- 
voice  or  ontty,  or  have  been  detained  for  inspection  under 
circumstances  of  suspicion.  Tlie  matter  appears  to  have 
been  left  to  his  discretion.  The  weighers  and  gangers  were 
paid  for  their  services  by  the  collector,  out  of  moneys  in  the 
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CuBtom  House,  and  the  payment  was  chai^ged  to  the  Treas- 
ury, (Act  of  3fareh  2dF,  1799,  §  2, 1  K  JS,  Stat,  at  Lurge, 
707,)  the  amonnt  of  the  compensation  being  limited  by  Tari< 
COS  acts.  These  officers  were  not  directed,  in  the  forms  of 
returns  prescribed  by  statute,  to  make  any  return  of  fees. 
{Ad  of  March  2d,  1799, 1  K  S,  Stat,  at  Lar(je,  078,  §  72.) 

We  have  not  deemed  it  important  to  search  through  the 
tariff  Acts,  to  ascertain  whether  any  authority  was  <;i\  en  to 
the  collector,  prior  to  1840,  to  cliari^e  fees  for  weii;liinu:  and 
ineasnriiig,  apiinst  the  inii>orter  or  the  «^(X)ds,  or  wlK'tlier  tliey 
werc  estimated  and  collecteil  as  duties,  becauHc  we  consider 
the  whole  subiec-t  to  l>e  detinitivelv  re;iulatt'd  l>v  the  4th  .^ee- 
tion  of  the  Act  of  July  3()th,  1840,  (0  U.  S.  Stat,  at  Largi>, 
43,)  which  enacts,  "  that  in  all  cases  in  whidi  the  invoice  or 
entry  nhaU  not  contn'm  the  weiirltt  or  quantity  or  measure  of 
goods,  wares  i»r  uiurcliandise  nt»w  weighed  or  measured  or 
gmiired.  the  same  shall  he  weighed,  gnns^ed  or  measured  at 
tlie  expeiii^e  of  the  owiii^r,  agent  or  cniwiiriiec." 

In  the  present  cax^',  the  invoice  did  contain  a  sj>ecitir  state- 
ment of  the  weii^ht  of  the  coal,  and,  admittinir  that  cMal  was 
before  subject  to  wcii^ht  or  measure  at  the  Custom  House, 
this  Act  necessarily  iniix>rts  that  the  owner,  in  a  ease  like 
this,  shall  not  be  sul>ject  to  the  cost  of  re-weighing  it.  The 
right  to  weigh  at  the  expense  of  the  owner  depends  upon  the 
omission  to  give  the  weight  in  the  invoice,  and  that  omission 
affords  the  'oidy  jiu^tificatiou  for  exacting  costs  and  fees  from 
the  f>wner  for  wciirliini;  it. 

Wc  do  Hot  take  into  consideration  the  interin-etation  put 
npon  this  sec; ion  (»!'  tlie  Act  by  the  Secretary  of  the  Treas- 
ury, in  his  Circular  of  December  3l8t,  1840,  nor  decide 
whether  the  cases  enumerated  by  him  are  those  which  justify 
the  exaction  of  fees  ftx)m  imiK>rters,  because  no  one  of  them 
contemplates  or  is  based  upon  the  state  of  facts  presented  by 
this  case. 

In  our  opinion,  the  plaintifb  are  entitled  to  judgment,  the 
amount  of  which  is  to  be  adjusted  in  the  manner  named  in 
the  Terdict 
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TnOMAS  lilAKCaAJSD 

PuiLO  S.  Beers  and  Albcjet  Goodtrab. 

The  claim  in  Thomaa  Blanclmrd's  patent  of  January  20th,  1820,  for  "a  machiuc 

for  tuitiiog  and  cvtting'imguUir  forms,**  conttroed  and  defined. 
A  penuQ  who  uses  the  conbiniitiau  cliUmed  by  Bknebard,  chough  in  ft  machine 

which  will  make  only  wagon-spoke?,  infrinpes  the  patent. 
Tiic  proper  tv*\<  f  ir  (li'termlnin^  the  idcutitjr  of  one  machine  wUU  another,  on 

the  quertiuii  of  iuli  in.L'ement,  defined. 

(Before  Newos,  J,,  Connecticut,  September  24th,  1852.) 

Tins  was  an  action  tiicd  before  NEr,}40N,  J.,  for  the  in- 
fringement of  Letters  Patent  granted  to  Thomas  Blanchard, 
January  20th,  1620,  for  a  machine  for  turning  and  cutting 
irregular  forms.''  The  history  of  tlie  patent  and  a  copy  of 
its  specification  are  set  forth  in  1  BhUeltfopiPs  0,  C.  J?.  258, 
259,  261  to  269. 

This  action  was  bi'onght  upon  an  extension  of  the  patent 
granted  by  Congress  by  special  Act,  passed  Febiniaiy  15th, 
1847,  (0  U,  8.  Stat,  at  iargey  Private  Acts,  30,)  for  fourteen 
years  from  January  20th,  1S48. 

NvLBOif,  .1.,  in  charging  the  jnry,  remarked  as  follows: 
As  regards  the  several  renewals  of  Mr.  Blanchard's  patent 
by  Acts  of  Congress,  some  reflections  have  been  indulged  in 
by  the  learned  counsel  for  the  defendants,  by  way  of  preju- 
dice to  the  patentee's  claim,  on  account  of  the  length  of  time 
for  which  his  invention  has  been  secured  to  him.  It  is,  there- 
fore, proper  to  say  that,  so  far  as  the  Court  and  jury  are  con* 
cemed,  those  Acts  must  be  regarded  as  having  been  properly 
passed.  L)dependcntly  of  the  discretion  that  Congress  may 
exercise  in  respect  to  any  particular  patent,  the  statute  pro- 
vides, and  such  is  the  practice  of  the  Patent  Office  under  it, 
that  if  a  patentee,  near  the  expiration  of  the  term  of  his 
patent,  can  satisfy  the  Commissioner  of  Patents  that  he  has 
not  been  remunerated  by  the  profits  of  his  invention,  over 
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and  above  the  losses  and  expense:^  incuiTed  and  tlie  time 
bestowed  upon  the  subject,  it  is  tlie  duty  of  that  oiKccr  to 
extend  the  term,  so  as  to  enable  the  inyeutor  to  derive,  from 
the  sale  of  his  invention,  a  reasonable  compensation  for  his 
genius  and  his  labor ;  and  it  is  very  probable  tliat,  in  view 
of  these  considerations,  founded  upon  the  case  presented  by 
Mr.  Blanchard,  Congress  became  satisfied  that  it  was  fit  and 
proper  that  his  patent  should  be  continued.  Very  likely  the 
great  litigation  to  which  the  patent  has  been  Bul)jeeted,  and 
the  enormous  expenses  necessarily  attending  suits  of  the 
description  of  the  oue  now  before  yoUj  satisfied  that  body 
that  Mr.  Blanchard  had  not  been  reasonably  compensated 
for  the  great  benefit  his  invention  had  conferred  upon  the 
country,  and  ibey  tlierefore  deemed  it  their  duty  to  pi*oloug 
the  tenn. 

The  patent  is  for  an  inijirovenient  in  a  machine  forcntting, 
ont  of  wood  or  other  materials,  irreu^ular  forms.  >\\r]i  as  gun- 
stocks,  axe-handles,  shue-kiSiS  and  other  articles  requiring 
irreirular  forms  in  their  constructiuu  and  use.  The  fii-st  tliin<; 
to  inquire  into  and  ascertain  aiul  settle  in  your  minds  is,  the 
tliiu"-  invciitiMl.  Ml  as  to  enalde  von  to  ilctormine,  \vlien  ex- 
amlniiiLj  liic  macliino  oF  the  defendaiils,  wiielher  f>r  ik »t  that 
machine  is  an  iiiirinLicniciit,  or,  in  otlier  words,  cnilx-dio  the 
same  ideas  in  its  arningi  nicnt.  \  ou  must  first  comprehend 
the  discovery  made  by  Jiianchard,  for,  until  you  comprehend 
that,  you  will  not  he  able,  upon  examining  the  machine  of 
the  defendants,  to  determine  whether  or  not  that  macliiue  is 
substantially  the  same  invention,  embodying  the  Kame  j>rinci- 
ple  which  was  discovered  by  Blanchard  and  embodied  in  his 
niaehine. 

1  do  not  intend  to  take  up  much  of  your  time  in  going 
over  the  description  given  by  Dlanchard  in  his  specification. 
The  subject  is  not  new  in  this  Court,  ae  thv  patent  has  un- 
fortimately  been  (»ne  of  much  litigation.  The  lii*st  part  of 
the  specification  is  devoted  to  a  descri])ti()n  of  the  various 
parts  which  constitute  the  organized  machine,  so  as  to  enable 
a  mechanic  of  ordinary  skill  and  intelligence  to  construct  a 
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machine.  Under  tbo  second  head  in  his  specification,  the 
patentee  explains  the  principle  embodied  in  his  machine,  in 
other  words,  tlio  novel  charaeteristics  or  inventive  elements 

of  the  mac'liiiie,  by  which  he  claims  it  to  be  difstingiiiahed 
from  all  previous  ina(;hincs  then  in  existence  ;  and,  in  the 
conclusion  of  that  head,  it  is  stated  t!i:it,  as  to  the  mechanical 
j)owers  by  which  tlu-  iii<tveniont.s  ol"  \u>  iuucIuul'  are  obtaliictl. 
he  claims  notliliiL;"  new.  Thoc  innvements,  he  says,  may  Itu 
effected  by  the  a|>pli('atioii  ot"  various  ]K)\vci's  which  would  lie 
furnished  l>y  a  skilful  mechuiiic  when  called  upon  lor  thai 
pur]H)>e.  Xoither  does  he  claim  as  new  the  ciitt(n*-wlieel.  or 
the  fri<*ti«»!i-wlieel,  or  the  guide-wheel,  or  the  iimdrl,  ^cpa- 
ra'cly  or  in  the  abstmct.  All  the.-c  are  (••niimnn  I'mpcrty, 
and  anvh()dv  mav  use  tliPTn.  l>nt  he  claim-,  as  liis  invention, 
the  method  or  m<»dc  of  ( •)'(  latioii  in  the  abstract,  iis  explained 
in  the  sc^cond  arti<de,  whereby  an  iutinite  variety  of  irregnlai* 
forms  may  he  (nit  or  produced. 

The  principle  or  inventive  element  to  be  fomid  in  this  ma- 
chine is  this:  It  is  the  cnttiuir  turning  of  any  given 
article  of  an  irregular  form  longitudinal ly  and  transversely, 
by  one  joint  operation.  Tlils  is  the  novel  idea  struck  out  In* 
jJlancliard  in  1820,  and  which  he  embodied  in  a  practical 
working  machine,  which,  as  it  has  l)een  shown,  produces 
almost  every  variety  of  irregular  form  in  the  way  mentioned. 
It  has  been  suggested  that  this  was  no  very  great  discovery 
after  the  existuig  state  of  the  arts  in  that  l)raueh  of  knowl- 
edge. Yet  it  is  historically  tnie  tliat,  although  we  were  in 
the  beginning  of  the  nineteenth  century,  no  person  had  dis- 
covered that  idea ;  or,  if  it  had  been  discovci^ed,  no  person, 
down  to  that  time,  had  embodied  it  in  a  practical  machine. 
There  had  been  machines  for  cutting  irregular  figures  or 
forms  transversely  alone,  and  there  haid  also  been  machines 
for  cutting  ii  regular  forms  laterally  or  lengthwise.  All  these 
had  already  been  discovered  and  had  already  been  produced ; 
but  the  idea  of  cutting  snch  forms  botli  longitudinally  and 
transversely,  by  a  joint  operation,  had  never  been  discovered. 
That  is  the  idea  whch  occurred  to  Blanchard,  and  which  has 
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produced  the  extrnordinnrv  re^iuUs  that  have  Leeii  disclosed 
ill  the  course  of  this  trial.  It  is  not  surprisiii<]^,  therefore, 
that  the  Govenimeut  and  tlie  couiitrv  should  have  been  kind 
to  one  of  whom  it  may  well  be  proud ;  becaoBO,  the  very  first 
application  of  tliis  discovery,  the  fruits  of  his  genius,  was  for 
the  benefit  of  that  Grovemment,  namely,  in  manufacturing 
the  gun<6tock,  which,  down  to  that  time,  had  been  made  by 
hand,  and  which  has  since  been  made  by  his  machine. 

It  will  be  found,  on  looking  at  the  description  of  this  In- 
vention, contained  in  the  patent,  as  well  as  by  an  examination 
of  tlie  organized  iiuichine,  that  this  idea,  whit-h  first  occurred 
to  lilancliard,  ha8  been  embodied  in  a  prac'ti^-Ml  niai-liinc, 
which  lie  lias  perfected  by  experiment  and  piiu  ii-'c.  The 
invention  consists  in  the  cond»iii;itiun  ui  iour  instrnnu  nt^  v.) 
the  niudu  p4>intiMl  out  iii  tlic  patent,  l>y  whi<'h  the  inacliinc 
cuts  irrej'ular  funii>  loiii»;IUidiuallv  or  len" I liw  ami  trans- 
ver.-iely  or  crosswibu,  by  a  joint  operation.  The  »|^un->t(Hk, 
as  a  product  of  the  mat^liine,  stnkin«^ly  cxcinplilies  thia  com- 
bination. So  do  the  shoe-last,  the  \va«i:on-sjK)ke  and  the  axe- 
haudle,  thou<^h  the  last  two  do  not  in  so  marked  and  distinct 
a  maimer,  because  the  irregulai'ities,  either  longitudinally  or 
transversely,  iu  the  wagou'spoke  and  hi  the  axe-haudle,  arc 
slight  cx>mpared  with  those  in  the  others,  as  is  obvious  uix>u  a 
slight  examination  of  the  diflFcrent  inBtrumciits. 

I  had  intended  to  call  your  attention  somewhat  ))arti(  ularly 
to  the  two  old  machines  produced  on  the  part  i>f  the  ilefend- 
ants,  as  it  was  supposed  that  the  originality  of  Blauchard's 
discovery  was  intended  to  bo  contested.  I  was  aware  that, 
upon  some  previous  trials,  these  machines  had  been  used  and 
relied  on  with  that  view  by  the  defendants ;  but,  inasmuch  as 
it  has  been  stated  that  they  have  not  been  introduced  for  the 
purpose  of  coutestiug  the  originality  of  Blauchard^s  inven- 
tion, I  shall  not  take  up  your  time  witli  them,  but  shall  assume 
that  he  is  the  inventor  of  this  combination,  and  is  entitled  not 
only  to  the  merit  of  it,  but  to  be  protected  in  the  enjoyment 
of  its  exclusive  use,  so  long  as  his  patent  continues. 

The  only  material  (question,  tlierefore,  iu\  ul\  cd  in  the  case, 
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for  the  consideration  of  either  the  Court  or  the  jury,  ib, 
whether  or  not  the  machine  of  the  defendants  iB  an  infringe- 
ment of  the  plaintiff's  patent — ^that  is,  whether  it  is  substan* 
tiallj  the  same  or  Bubstantially  di£Perent.  This  question  is 
often  one  of  great  difficidtj,  and  is  nsuallj  the  most  embar- 
rassing (question  involred  in  the  trial  of  these  patent  cases. 
It  calls,  therefore,  for  patient  and  attentive  examination  and 
great  care  on  the  part  of  the  jury,  in  looking  into  the  evi- 
tlent'e  in  the  case,  and  into  the  several  machines  furnished  hy 
the  parties  for  our  iiiformatiuii. 

The  machine  of  131unclmrd  eiiiltracos,  in  its  sc(»])c  iiiid  oper- 
ation, tlie  cutting  of  almost  every  fc^pecie»  of  irregular  funn, 
emhra(  iii£r  anv  jriveii  exfeiit  of  Irreorularitv  of  form,  as  vou 
have  :ilrr;i(ly  si-eii,  sucli  as  j^iiii-stocks,  lasts,  S:a'.,  hy  Jueans  of 
the  application  of  the  foinl)iiiation  ur  principle  which  lie  hm 
discovered  ;  and  it  is  claimed,  on  tlie  part  of  the  plaintili, 
that  the  defendants  have  ai)])ix)priatcd  this  cond)ination  or 
principle,  in  order  to  obtain  the  beneiit  of  one  of  the  uses  of 
his  machine,  namely,  for  making  wagon-spokes.  This  raises 
the  ])articular  question  in  the  ease  for  yonr  consideration. 

As  I  have  already  stated,  the  invention  of  Blanchard  con- 
sists in  the  comliination  of  four  instruments,  the  model,  the 
rough  mat^al,  the  tracer  or  friction-wheel,  and  the  rotaiy 
cutter,  in  the  mode  he  has  particularly  described,  by  means 
of  which  the  machine  cuts  irregnlaidties,  longitudinally  and 
transversely,  by  one  joint  operation.  Hiis  combination  thus 
formed  may  be  and  is  applied  snccessfnlly  to  the  turning  of 
wagon-spokes ;  and  it  is  insisted  by  the  plaintiff,  that  the  de- 
fendants have  embodied  this  combination  in  their  machine, 
and  are,  by  means  of  it,  enabled  to  do  the  same  work.  If 
this  be  so,  they  have  infringed  upon  the  rights  of  Blanchard, 
although  their  machine  has  heen  so  constnicted  as  to  ])crform 
])ut  one  of  the  functions  of  J^lanchard's.  For,  if  they  can 
upjtropriate  the  plaiiitiirs  combination  for  one  of  the  uses  or 
fuiii  tioiis  of  his  machine,  because  it  is  performed  so])ai*ately, 
another  pi 'i-soii  may  approj»riate  another  function,  and  so  on, 
until  there  is  nothing  embodied  in  his  machine  left  unappro- 
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priated.  The  queBtiou  then  comes  to  this :  Have  or  have  not 
the  defendants  incorporated  in  their  machine,  in  substance, 
the  combination  or  principle  of  BUmchard  t  If  they  have, 
they  are  guilty  of  an  infringement   If  they  have  not,  they 

are  not  guilty. 

In  examining  a  machine,  with  the  view  to  ascertain  wheth- 
er or  not  it  is  an  infringement  of  a  previous  one,  the  Bimilar- 

itv  or  dissiinilaritv  of  the  mechanical  constniction  is  not  ucces- 
sarily  coiicliL-^iv  e  or  contrc»lIing.  lis  struc  ture  may  be  appa- 
iXMitly  very  similur  in  iui  iii.  iind  yet  its  principle  and  operation 
and  result  iiuiy  be  very  dilYcrent.  So,  on  tlie  other  hand,  its 
structure  and  appearauce  may  be  very  diliereut  to  the  eye 
and  in  puint  of  fju*t.  and  yet  it  may,  in  reality  and  in  prin- 
ciple, be  the  s-ame  as  the  previniis  machine.  The  mere  me- 
chanical construction  and  form  of  a  m:irhine  arc  not,  there- 
fore, alwavs  a  test  of  its  identitv  <>r  want  of  identity,  and  it 
would  be  unsafe  for  a  Court  or  a  jury  to  act  upon  the  idea 
that,  because  two  machines  are  different  in  their  mechanical 
structure,  either  in  appearance  or  reality,  they  are  liot  sub- 
stantially the  same.  The  princi|)le  embodied  in  a  machine, 
and  which  gives  to  it  all  f)f  its  utility,  may  be  put  in  success- 
ful practical  operation  by  different  mechanical  contrivances, 
depending  more  upon  tlie  skill  of  the  mechanic  than  the 
genius  of  the  inventor.  Hence,  it  is  unsafe  to  rely  xrpon  the 
mere  difference  in  the  mechanical  construction.  The  sure 
test,  and  the  one  the  jury  should  be  guided  by  in  all  cases  of 
this  kind  is,  whether  or  not  the  defendant's  machine,  (what- 
ever may  be  its  form  or  mechanical  construction,)  has  incor- 
ix>rated  within  it  the  principle  or  the  combination  or  the 
novel  ideas  which  constitute  the  improvement  to  be  fomid  in 
the  plaintiff's  machine.  If  it  does,  then,  no  matter  what 
mav  l)e  its  mechanical  construction  or  its  form,  it  is  an  in- 
friuirement — an  ap])roi>riation  of  the  ideas  of  another,  simply 
in  a  (litVorent  form.  You  will,  therefore,  in  view  of  this  con- 
sideration, examine  these  machines,  and  the  evidence  that 
ha««  been  pnxluced  in  the  eour.NC  of  the  trial,  as  well  as  the 
opinions  of  the  exports,  given  to  aid  you  iu  deterniiuing  the 
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character  of  the  machines,  and  ascertain  whether  or  not  the 
combination  or  principle  \\-hich  I  have  stated  to  you  as  con- 
stituting the  iuveutiou  of  Blancbard  is  found  incor[>orated 
substantially  in  the  machine  of  the  defendants;— whether  you 
there  find  substantially  the  model,  the  rough  material,  the 
tracer  and  the  cutter,  by  the  means  and  combination  of  which 
a  wagon-spoke  of  irregular  fonn,  longitudinally  or  trans- 
▼erscly,  is  produced  by  one  joint  operation.  The  plaintiff 
claims  that  this  combination — ^this  new  idea — ^is  incorporated 
in  the  defendants'  maohine  and  gives  to  it  its  useful  effect  in 
manufacturing  wagon -s{)oke8. 

Coming  d(nvTi  more  closely  to  the  point  in  controversy  be- 
tween the  parties,  it  will  be  j^eeii  tb:^  the  question  is  cveu 
more  narrow  tlum  the  one  1  have  ubtadv  btated.    Tt  is, 
whether  or  not  the  defendants*  machine  eiiibi  ticcs  tlie  combi- 
nation or  princi[)le  by  which  the  irregular  fomi  of  the  spoke 
is  cut  longitudinally  and  tran>ver>ely  l)y  one  joint  i>pciati(>ii. 
Tliev  insl>it  tliat  tlioy  do  not  use  the  same  means  as  Ulanchanl, 
either  formally  or  6id>stiiHtially,  for  the  pur]K>se  of  producin*; 
this  irregular  form  longitudinally  ;  and  they  deny  tliat  there 
is  any  such  operation  as  a  longitudinal  cut  upon  their  spoke, 
in  the  operation  of  the  machine.    You  have  before  you  the 
products  of  both  machines.   That  this  irre£z:ulnr  form  length- 
wise is  impressed  upon  the  spokes  which  the  defendants  man- 
ufacture, is  certain  ;  and  the  question  is,  whether  or  not  this 
form  is  produced  by  substantially  the  same  principle  or  the 
same  combination  as  that  used  by  Blanchard.   The  defend- 
ants claim  that  they  do  not  use  the  same  combination,  that 
they  do  not  use  a  model,  and  that  they  have  discovered  new 
and  differept  means  for  accomplishing  this  purpose,  namely, 
an  arrangement  of  cutters,  and  the  use  of  cams  and  a  tracer 
on  the  rail  upon  which  the  vibratory  lathe  containing  the 
rough  material  is  moved  from  one  stage  of  cutting  to  the 
other,  so  that  the  rough  material  may  approach  to  or  recede 
from  the  cutters  fsom  one  end  to  the  other.   This  combina- 
tion is  claimed  to  be  substantially  different  from  tlic  comhi- 
uution  used  by  the  plaintiff. 
S7 
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It  is  mftterifti,  at  this  staije  of  tlie  case,  to  recall  your  atten- 
tioii  to  a  priiKiiple  alroji'ly  stated,  namely,  that  whetlier  or 
not  the  one  maehine  is  an  infi  ingenient  of  the  other  does  not 
necessarily  depend  upon  whether  their  nie(;hanical  strncfiires 
are  different.  But  the  quesstion  is,  whether  (whatever  may 
he  the  inecliaTucal  construction)  the  later  machine  cc>iitaiiis 
tlio  mcaiis  or  comhinatioii  foiuul  in  the  previous  niiichiiie — 
whellicr,  tfikiiirr  tlic  striictmc  as  von  find  it,  vou  see  the  new 
idea  embuditMl  in  it.  If  the  combination  of  Blaiicluird  is 
found  substantially  incorjxjrated  in  the  defendants'  machine, 
then  its  mechanical  construction,  whatever  it  may  be,  is,  as 
matter  of  law,  but  an  ccpiivalent  for  the  mechanical  coDr 
struction  of  Blanchard's  machine.  Xo  man  can  appropriate 
the  benefit  of  the  new  fdeas  which  another  has  origiiuited  and 
put  into  practical  use,  because  he  may  have  been  enabled,  by 
superior  mechanical  skill,  to  embody  them  in  a  fonn  different 
in  appearance  or  different  in  reality.  For,  although  he  may 
not  have  preserved  the  exterior  appearance  of  the  previoua 
machine,  he  may  have  appropriated  the  ideas  which  gire  to  it 
all  its  value. 

Undoubtedly,  in  the  construction  of  a  machine  for  the 
pur^Ktse  of  producing  one  of  the  functions  or  results  of  die 
plaintiff's  machhie,  there  nuiy  be  very  gi'eat  departures  from 
it,  and  still  the  new  machine  may  contain  his  principle  of 
operation*  His  machine  is  constructed  to  cut  Almost  every 
variety  of  irrei^ular  forms,  and  hence,  from  necessity,  there 
must  be  a  siiiu^le  and  narrow  knife  or  cutter,  to  enable  him  to 
cut  the  miniiTer  sinuosities  of  the  article  required,  such,  for 
instance,  as  the  shoe-last  or  the  human  face.  A  tool  used  in 
Blanchard's  machine  for  the  pur[K>se  of  cntting  the  last  or 
the  human  face,  or  anv  other  exceedin<«:lv  inwular  surface 
or  form,  nnist  be  small,  and,  when  it  is  used  for  all  purposes, 
as  it  is  in  the  oricfinal  macliiiie  of  ]51anchai-d,  of  coui-^se,  in 
(Uittini;-  iri-ei^nlai-  foi-ms  wliere  the  irregularities  are  small  and 
few,  the  cutting  nnist  be  comparatively  slow.  But,  wheu 
tlie' principle  of  Blanchard's  is  embodied  in  a  machine  con- 
structed for  and  applied  to  oue  of  the  purposes  of  his^  such 
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as  inakiiij^  wpokes  or  axe-linTulles,  it  requires  i\n  oToat  ohson'a- 
tion  to  see  that  in  tlie  cjise  of  a  lUiuiciiard  inaciiiiie  so  made, 
to  acfoiiipliah  but  one  of  its  i>in})03ef5,  and  where  the  irre^^u- 
larity  is  simple  and  the  lines  diveige  loiigitudhially  but  little, 
it  woidd  not  be  necessary  to  use  the  narrow  knife  that  wonld 
be  necesBary  to  cut  the  form  of  the  human  faee  or  any  other 
Tery  irregular  body,  but  that  a  wider  one  might  be  used,  by 
-which  the  work  could  be  done  more  readily.  Take,  for  in- 
stance, the  case  in  hand  — tlie  idea  of  constructing  a  madhine 
to  be  devoted  exclusively  to  the  cutting  of  wagon*fipoke8.  It 
is  clear  that  the  knife  might  be  made  broad  enough  to  cut 
the  principal  part  of  the  epoke  by  one  operation,  because  the 
irregahiri^  la  small  and  the  Hues  are  nearly  straight;  and 
then  a  smaller  knife  might  be  used  for  the  purpose  of  fim'sb- 
ing  the  remainder  of  the  article. 

I  call  your  attention  to  this  consideration  because  it  is  un- 
fair, I  think,  to. take  Blanchard's  machine  constnicted  for 
the  ]>ur]^ofle  of  cutting  any  inegidar  form,  however  great  the 
irregularity  may  be,  and  contrast  it  with  one  that  has  been 
made  for  the  puri)ose  of  performing  only  one  of  the  func- 
tions whieii  is  performed  by  Blanchard's.  The  machine  and 
the  to<jls  to  be  used,  when  the  object  is  to  cut  any  irrei^ular 
foni),  must  be  constructed  with  ref^anl  to  the  niinnte  siiuiosi- 
ties  of  some  of  tlie  arti(4es  tliat  it  nifiy  l)e  necessary  to  niake. 
It  is,  therefore,  unfair,  when  the  question  is  l>etween  Blanch- 
ard's machine  tlius  organized  and  a  macliine  organized  for 
one  partieidar  purj>o?^.  and  to  |)ro(liu'e  one*  ])articular  result 
of  liianchard's  machine,  such  as  the  wagou-spoke,  to  hold 
that,  because  tlie  machine  orgtinized  for  that  specific  purpose 
is  differently  constructed,  and  dissimilar  in  ai)pearance,  and 
can  prcKluc^  the  particular  thing  more  rapidly,  it  therefore  ne- 
cessarily fails  to  embody  the  same  idea  or  combination.  We 
know  that  any  machine  constructed  to  accomplish  a  particu- 
lar object  or  purpose  may  be  often  materially  changed  from 
the  original  construction,  and  yet  do  the  work  Tery  well. 
There  are  mechanical  equivalents^  by  the  use  of  which  the  whole 
features  may  be  changed  and  a  great  departnie  made  f torn 
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the  apparent  principle  and  oombination  ol  the  machine,  and 
yet  it  may  opemte  well.  In  view  of  this  consideration,  it 
Bhoiild  be  particularly  noticed  in  this  case,  that  the  defend- 
ants* machine  has  been  constnicted  for  one  object — ^fbr  the 
purjKjee  of  turning  wagoTi-gj^>okes  of  slight  irregularity  of 
form,  and,  therefore,  as  is  obvious,  may  admit  of  Tery  mate- 
rial changes  from  the  original  machine. 

It  will  be  ])ro[>er,  therefore,  for  you  to  look  into  these  two 
maeliines,  and  set;  whether  or  not  the  chaTiir^*  in  tli^^"  oriraniza- 
tiuu  of  the  (l('IV'ntl:iiitii'  msiclnTii'  from  the  ]  'l;iiiitiffb  mipfht  in>t 
have  been  thv  priHluction  oi'  the  bkill  of  a  mt'chanic  examin- 
ing and  studyiiii:;  tlie  iilanchard  iiun  liine,  with  a  N  iew  t<>  re- 
ors-aiiize  it  and  adapt  it  to  the  performance  of  one  of  its 
functi('n>.  miinclv,  prodtirintr  an  axe-handle  or  a  waprvn-npoke. 
Beraiise,  whenever  a  defendant  sets  up  that  he  has  substan- 
tially  departed  from  the  existing  machine,  so  as  to  avoid  the 
consequence  of  an  infringement,  it  is  necessary  that  he 
should  satisfy  the  Court  and  jury  that  his  departure  has  been 
such  as  involves  invention  and  not  mere  niechanical  skill,  in 
order  to  entitle  him  to  a  [vatent  for  the  discovery.  There 
must  be  jnind  and  inventive  genius  involved  in  it,  and  not 
tlie  mere  skill  of  the  workman. 

It  must  be  admitted,  that  the  machine  of  the  defendants 
does  cut  the  article  in  an  irregular  form  longitudinally  and 
transversely,  by  one  joint  operation.  There  is  an  irregularity 
both  lengthwise  and  crosswise,  as  it  respects  the  two  first  sec- 
tiouH  of  the  B[)oke,  and  the  question  is,  whether  or  not  the 
defendants  have  Used,  in  thus  cutting  the  spoke,  substantially 
the  means  and  combination  of  ideas  used  by  Blanchard  in  hk 
machine  in  producing  the  same  article. 

These  views  present  all  that  I  mean  to  trouble  you  with 
upon  the  main  question  in  the  case.  As  to  the  fact  tliat  tlie 
defendant's'  machinL'  can  cut  a  greater  launber  of  spokes  in  a 
given  time  than  llie  phiintiff's,  the  law  is  m  stated  by  the 
counsel  on  both  sides.  That  fact  may  be  taken  into  eonsider- 
:ation  in  examining  iui"  the  (|uti*stioh  whether  or  not  the  prin- 
ciple or  combination  oi  tlie  two  machinee  is  subetautially 
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the  mme.   If  it  is,  then,  without  regard  to  the  result,  and 

allhoTigh  ;i  greater  number  of  8[)oke8  can  be  made  by  the  de- 
fendants^ machine  in  a  g^iven  time,  that  machine  wt)uld  still 
be  an  iuli  ingement.  This  snperiority  is  sometimes  produced 
bv  a  superior  construction  uf  the  machine  ;  or,  it  may  in  this 
(•a>e  ]>e  the  result  of  making  one  adapted  exchii^ivt  lv  to  the 
acconiplishTiieiit  of  one  of  the  pur]»<)Sos  of  nianciianrs  ;  or, 
it  ninv  be  tlie  result  of  an  improvement  on  his  ;  Init  thii?  w  ill 
not  entitle  its  author  to  use  the  principle  or  couibiuation  of 
Blanehard'^. 

There  has  been  vers'  little  evidence,  in  the  course  of  the 
trial,  on  the  question  of  damages,  and  I  'presume  that  the 
counsel  on  l)oth  sides  regard  the  main  question  in  the  case  as 
the  important  one. 

Charles  M.  Keller ^  for  the  plaintiff. 

Roger  S.  Baldwin,  for  the  defendants. 


William  T.  Yak  Zandt  w.  Hugh  Maxwell. 

A  collector  who  withholdii  from  an  inrotmcr  tlM  proeeed*  of  goods  condemned 
as  forfeited  for  a  broach  of  the  revenue  laws,  can,  when  sued  for  such  pro- 
ceed;*, by  piirh  informer,  tn  a  Rsato  Court,  rcuiovp  the  action  by  certiorari  into 
a  Circuit  Court  of  the  United  States,  under  §  3  of  the  Act  of  March  2il,  183S, 
(4  U.  8.  iUai.  at  Large^  638.) 

Whether,  when  racb  an  .aetion  la  hnpiopeilj  ramOTed,  the  phintiff  cod,  upon  • 
motion,  hoTO  li  remitted  to  the  Stale  Court,  ywre, 

(Btfbro  NzuKn  end  Bans,  JJ.,  Sonthem  Diitriet  of  New  ToHe,  September 
1808.) 

The  plaintiff  bronght  an  action  in  the  Superior  Oonrt  of 
the  city  of  Xew  York,  tc*  recover  the  sum  of  $1,700,  part  of 
the  proceeds  of  merchaiKlij^e  imported  from  a  foreign  coim- 
try  into  the  ])ort  of  New  York,  and  condemned  as  forfeited 
to  the  United  States  for  a  breach  of  the  revenue  lauro,  and 
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which  sum  the  pUuntifE  claimed  as  due  to  him  becaiue  he 
was  the  informer  on  whose  information  the  goods  were  seized 
and  condemned.  The  defendant,  being  at  the  time  oollector 
of  the  port,  brought  a  €eHior0r%  pursuant  to  the  proviuons 
of  the  third  section  of  the  Act  of  Congress  of  March  2d, 
1883,  (4  U,  8,  Siat.  cut  Large^  633,)  upon, which  the  cause  and 
proceedings  were  removed  into  this  Court. 

The  plaintiff  now  moved  for  a  lemittitnr  of  the  cause  to 
tlie  State  Court,  for  want  of  jurisdiction  in  this  C<)iirt  over 
the  siihject-niatter,  insistiiiij  that  the  action  was  airaiiist  the 
defendant  in  liis  ])rivato  t'aj>acit.v,  for  witliliolding  money  due 
to  tlie  plaintilT,  and  was  not  fonndcfl  oii  any  net  of  the  de- 
feudaut  iu  his  olticiai  character  as  collector  of  the  port. 

Mettjatnin  K  Butler^  for  the  plaintiff. 

J.  PrcHt'ott  IlaU^  {DUtrict  Attormy^  aud  WUliam  M. 
£varU,  for  the  defendant. 

• 

Btrrrs,  J.  The  defence  to  tliis  motion  is,  tliat  the  suit  is 
brought  against  the  defendant  for  acts  done  by  him  as  col- 
lector, and  is,  hy  tlic  Act  of  Congress,  made  suhject  to  the 
jurisdiction  of  tliis  Court.  An  objection  is  also  raised,  on 
the  part  of  the  defendant,  that  the  proceedings  by  the  plain- 
tiff  are  irregular,  and  that  he  cannot  by  motion  apply  to  have 
the  case  remitted  to  the  State  Court  We  do  not  consider  the 
point  of  practice  raised  by  this  latter  objection,  our  opinion 
upon  the  merits  being  in  favor  of  the  position  taken  by  the 
defendant 

The  provisions  of  the  third  section  of  the  Act  of  Miarch 
2d,  1838,  which  is  applicable  to  the  question  before  us,  are, 
^  that  in  any  case  where  suit  or  prosecution  shall  be  com- 
menced in  a  Court  of  any  State,  against  any  officer  of  the  Uni- 
ted States  or  otlicr  pei*son,  for  or  on  account  of  any  act  dune 
under  the  revenue  laws  of  tlic  I  nited  States  or  under  color 
thereof,  or  tor  or  on  aecuunt  of  any  right,  anthon'ty  or  title 
set  up  or  claimed  by  such  ollicer  or  other  person  under  any 
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Biicli  law  of  the  United  States^  it  shall  be  lawful  for  the  de- 
fendant in  such  salt  or  proaeentlon,  at  any  time  befoi-e  trial, 
upon  a  petition  to  the  Circuit  Court,*'  to  have  certain  meas- 
urea  taken  for  removing  the  case  to  that  Court,  and  that  then 
the  said  suit  or  prosecution  shall  be  deemed  and  taken  to  be 
moved  to  the  said  Curcuit  Court,** '&c. 

We  think  that  the  act  of  the  defendant  .which  is  the  foun- 
dation of  this  suit  was  either  an  official  one  done  by  him  in 
the  character  of  collector,  under  the  revenue  laws^  by  decid> 
ing  that  the  plaintiff  was  not  a  party  entitled  to  share  in  the 
forfeiture  claimed  by  him,  or  was,  under  the  alteniative  in 
the  Btatnte,  a  right,  authority  or  title  set  up  by  the  defend- 
ant, under  the  revenue  laws,  to  withhold  from  the  plaintiff 
the  distribution  of  the  forfeiture  and  to  dispose  of  it  other- 
wise. The  90th  section  of  the  revcime  Act  of  Mun  li  2d, 
1700,  (1  U.  S.  Stat,  (if  L<ir<j<\  O'JO,)  directs  the  amounts  of 
Bales  (dednctiuf]:  charges)  of  all  ships  or  vessels,  goods,  wares 
or  merchandise  condenmed  by  virtue  of  that  Act,  to  ho  paid 
to  the  collector  of  the  District  in  which  the  seizure  or  for- 
feiture has  taken  place.  The  91st  section  {Id.  607)  direct* 
the  di8|x>sition  of  forfeitures,  fino>  and  penalties  by  the  col- 
lector, to  be  one-half  to  the  use  of  the  United  States,  to  be 
paid  into  the  Treasury,  the  other  moiety  to  be  divided  in 
equal  proportions  between  the  collector,  Uie  naval  officer  and 
the  surveyor  of  the  port,  provided  that  when  fines,  penalties 
or  forfeitni'es  shall  be  recovered  in  pursuance  of  information 
given  to  the  collector  by  any  person  other  than  the  naval 
officer  or  surveyor  of  the  District,  the  one-half  of  such  moiety 
shall  be  given  to  such  informer,  and  the  remainder  thereof 
shall  be  disposed*  of  between  the  collector,  naval  officer  and 
surveyor,  in  manner  aforesaid. 

It  is  obvious,  upon  the  face  of  the  statute,  that  the  collect 
tor  takes  into  his  possession  the  moneys  derived  from  forfeit- 
ures, and  holds  and  disposes  of  them,  in  his  official  character 
alone.  He  acts  under  the  law,  or  assumes  to  act  under  it,  in 
determining  the  amount  receivable  by  himself,  the  naval 
oflicer  and  tlie  surveyor,  ^nd  in  making  distribution  thereof 
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accordiiij:!^  to  8U(;h  determination,  no  less  than  in  receiving 
the  money  from  the  t  lerk  of  tlie  Court,  or  depositing  a  moiety 
of  it  in  the  TiLasurv  to  the  credit  of  the  United  States. 
Neither  the  United  States,  nor  tlie  naval  ollie-er,  nor  the  aut- 
veyur  would  lie  k'i^ally  conehKled  l)y  the  deciaion  or  act  of 
the  collector  in  resjiect  to  tlie  division  and  disposition  of  for- 
feitures, and  may  hold  him  res]»n!i-!l»le  for  any  misappropria- 
tion or  any  neglect  of  the  re^uirunientP  of  the  law.  Still, 
his  proceeding  under  the  Act  of  171)0  will  have  heen  othcial, 
and  nnist  be  reviewed  or  tried  ac(;ording  to  the  provisions  of 
law  applicable  to  official  acts.  The  Act  of  March  2d,  isr^^, 
goes  still  further,  for  it  p^Wca  the  character  of  offiin'al  acts  not 
onlj  to  things  actually  doue  by  an  officer  of  the  United  States 
under  color  of  the  revenue  laws,  but  also  to  those  done 
under  a  claim  by  him  of  a  right  or  authority  derived  from 
tliose  laws. 

We  think  it  a  mistaken  view  of  the  position  of  the  collec- 
tor, to  regard  his  official  relation  to  the  proceeds  of  a  forfeit- 
ure as  ended  when  they  are  placed  in  his  hands.  The  statute 
imposes  the  further  duty  on  him  to  make  disposition*  of  those 
proceeds  in  a  particular  manner,  and,  in  executing  that  duty 
in  one  way  or  another,  he  acts  under  the  authority  of  the 
revenue  law,  whether  he  adopts  a  right  or  a  wrong  interpreta- 
tion of  it.  If  he  decides  that  an  informer  or  an  officer  of  a 
revenue  cutter  is  entitled  to  shar^  in  the  diBtribntion,  the  naval 
officer  or  the  surveyor  prejudiced  by  that  decision  cannot 
assert  that  the  collector  has  proceeded  in  his  indixKlual  capa- 
city only,  and  can  claini  no  protection  for  the  ai!t  as  an 
otiicial  one.  The  law  has  placed  the  fund  under  his  control 
in  his  official  character,  and  has  required  liim  to  act  as  col- 
lector in  the  disposal  of  it.  Most  |)al]»al>ly  he  would,  in 
such  a  cjise,  be  deemed  to  have  acted  under  the  revenue  laws 
or  under  color  thereof  ;  or  would  be  held  to  set  up  or  claim 
a  right  or  authority  under  those  laws  to  have  so  acted.  Ko 
less  must  he  be  regarded  as  acting  upon  his  authority  jot 
right  as  collector,  in  determining  whether  the  plaintiff  was 
an  informer  and  entitled  to  demand  a  share  of  the  foifeiture 
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received  by  the  collector,  within  the  meaning  of  the  revenue 
laws. 

Kor  do  we  accede  to  the  argument  of  the  plaintiff's  conn* 
Bel,  that  the  defendant  cannot  transfer  this  cause  to  this 
Court  for  the  reason  that  he  is  sought  to  be  diarged  in  it  as 
a  wrong-doer,  in  withholding  moneys  to  which  the  plaintiff 
has  a  legal  title.  That  doctrine  would  nullify  th.e  provisions 
of  tlie  Act  of  1833,  because,  in  every  case  of  prosecution 
u^Mi  nst  a  collector  or  other  revenue  officer,  the  action  seeks  to 
char«oce  such  officer  with  a  personal  liability  for  acts  assei-ted 
to  have  been  done  wruii*rfully  and  without  autliority  of  law. 
Espticially  is  that  so  in  re>{)eet  to  tlie  collector,  wlien  he  is 
sued  to  recover  from  him  <lnties  levied  and  rxacted  on  the 
importati<ui  of  £^(M>d»* ;  for.  lie  is  then  always  changed  as  a 
wronjj-door  tor  liaviiiir  ol)taiiicd  and  withheld  mune\  H  l)olon(r- 
inpr  to  the  plaintifi,  and  which  he  had  no  right  to  demand  or 
detain.  • 

The  puqx>8e  of  the  Act  of  1833  was  to  place  the  jurisdic- 
tion over  those  questions  between  individuals  and  revenue 
officers,  in  the  Circuit  Coui-ts  of  the  United  States,  to  the 
exclusion  of  State  Courts,  and  we  think  the  present  case  is 
one  which  falls  directly  within  the  purview  of  that  statuta 

The  motion  is,  accordingly,  denied. 


George  B.  English 
tue  00£an  ist£am  2savxgation  company. 

Where  goods  in  cases  are  shipped  bj  sca^  and,  on  being  opened,  after  deliverj, 
•19  fouDd  tp  be  injured,  11  wilt,  in  an  Mtion*  bj  the  owner  of  the  goods 
agminst  the  cutler,  to  recover  damages  Ibr  the  bi^wj,  be  presaoicd  thafc  thejr 
were  properly  packed,  in  a  fit  state  for  trunsportatioti,  by  the  manafaetnrer 

or  shipper,  unless  tbere  is  something  in  llieir  appearance  or  condition  to 
afford  grouod  for  a  contrary  inference,  or  unless  some  evidence  to  that  effect 
is  ipven. 
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And  t\i\H  will  bti  thi!  prosatnptioii,  although  the  tull  of  lading  ooDUuiu  the  clause, 
"  woi<^Ut,  contents  ami  value  unknown." 

(Before  Nilmm^  J.,  Southern  Diatrici  of  New  York,  October  lat,  1862.) 

Gbobob  B.  Enousii  filed  a  libel  in  personam,  in  the  Dis- 
trict Court,  ai^aiiist  the  Ocean  Steam  Navigation  Company, 
to  recover  for  damage  done  to  gloves,  ribbona,  ifec,  in  eases, 
shipped  by  one  of  their  steamers,  on  a  voyage  from  Havre  to 
New  York.  The  principal  question  in  the  case,  both  in  the 
Couit  below  and  here,  was  one  ot  fact — ^whether  the  injury 
to  the  goods  was  caused  by  dampness  and  heat  in  the  hold  of 
the  vessel,  occasioned  by  rough  weather  and  severe  storms  in 
the  course  of  the  voyage,  and  was  thus  within  the  exception, 
^  accidents  of  the  seas,"  in  the  bill  of  lading,  or  whether  it 
was  caused  by  the  excessive  heat  of  the  boiler,  and  want  of 
sufficient  ventilation  of  portions  of  the  lower  part  of  the 
vessel  occupied  by  the  cargo.  The  bill  of  lading  contained 
a  memorandum  at  the  foot,  "  weight,  contents  and  value 
unknown."  Tlie  District  Court  decreed  in  favor  of  the  libel- 
lant,  and  the  rcBpondeuts  appealed  to  this  Court. 

Daniel  Lm'dy  for  the  libcUant 

Tliomas  TF.  Tucktr^  for  the j^pondeuts. 

Nklsox,  J.  It  is  insisted,  on  the  i>urt  of  the  respondents, 
that,  as  the  bill  of  lading  contains  the  usual  clause, weight, 
contents  and  value  unknown,"  the  burden  lies  upon  the  libel- 
lant  to  show,  in  the  firiit  in>tun('e,  that  the  goods  were  put  up 
in  the  cases,  by  the  manufacturer  or  shipper,  in  good  order 
and  condition ;  and  that,  in  the  al>sence  of  such  proof,  Uie 
Court  are  bound  to  presume  that  the  injury  to  the  goods 
arose  from  defects  existing  when  they  were  packed  for  ship- 
ment, or  which  occurred  previous  to  the  shipment  The  law 
is  otherwise.  Unless  there  is  something  in  the  appearance 
or  condition  of  the  goods,  on  their  being  opened  after  de- 
livery, affording  ground  for  reasonable  iniference  that  they 
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were  improperly  packed,  or  packed  in  an  unfit  sUtc  for  trans- 
portatiou,  or  unless  some  evidence  to  that  effect  is  given,  the 
contraiy  will  be  preamned.  (Omom  db  BiWs  Note%  to  PhUL 
Ev.^  1439;  Priee  v.  PoweU^Z  Conut.  322;  Barrett  v. 
Rogers^  7  Ma99.  297 ;  Olaark  y.  Bamtoell,  12  £fow.  272.) 

The  main  question  in  the  case  is  one  of  fact,  namelj, 
whether  or  not  the  damage  was  occasioned  in  the  course  of 
the  voyage,  by  one  of  the  perils  of  the  navigjition  within  the 
bill  of' lading ;  and  I  am  quite  satisfied  with  the  condusion 
arrived  at  upon  the  proofs  by  the  Ck)urt  below. 

Decreer'afiirmed. 


The  Globe. 

The  exteniiOD  of  Admiralty  jtiriadietioii  to  the  lakes,  by  tlie  Ad  of  Febnutty 
20th,  ISiff,  (6  £71  &  8taL  «l  726.)  did  not  take  awaj  the  coneurront 

remedv  which  existed  at  common  htw,  and  which  is  to  be  aought  in  the  juria* 
prudence  of  the  State.**,  and  usually  in  the  State  Courts. 

As  a  generni  it  noi  uiiivorvil  rule,  in  order  to  bind  a  defLiidaiit,  or  to  confer  any 
rights  upon  a  plaintiff,  by  force  uf  a  judgment  in  a  personal  au<  ion,  the  former 
mut  be  aerved  iritb  notice  of  the  institntUm  of  the  ault,  a6  that  he  may  have 
an  opportunity  to  appear  and  defend. 

Bat  a  proceeding  in  rfift  fonns  an  exception  to  tho  general  rule,  and  binda  the 
re»  in  the  nlismce  of  any  personal  notice  to  tlie  party  infcre?tt'.l. 

A  fort  i  :h  v»'.«-el  was  attached  by  a  I'lroeerciin;;  in  rem,  under  a  law  of  Ohio,  in  a 
Court  of  ihut  State,  for  repairs  m&de  and  bupplicd  furnished,  and  gold  upon  a 
judgment  duly  recovered  In  punuance  of  eueh  attachment :  H^d^  that  the 
judgment  waa  eoneliirive  npon  the  traneTer  and  di^iodtion  of  the  vend,  in 
whatever  phicc  ^bc  miglit  be  found,  and  upon  the  title  to  her,  by  whomaoever 
it  might  he  tjUL'-tioned,  and  whether  involvetl  dircetly  or  collatcrallr. 

J3<»W,  /t/w,  thai  this  was  especially  so  where  the  owner  of  the  vessel  ul  the  lime 
appeared  in  the  suit  in  tliu  Ohio  Court,  and  coniesied  tho  proceedings 
throughout. 

The  case  of  the  Barque  CAutofi,  (2  Sbuy,  ^^^9)  commented  on  and  explained. 

The  rule  in  res^pect  to  maHtiroc  Hons  ngninst  vessels  for  supplies  nnd  materials 
furnished  to  her  master  at  a  forei^-^n  jmrt  is,  that  tlio  party  fir.st  ii.ntituting 
legal  procetMltnix^  for  the  {>iirpo<e  of  eiifort-in^  his  claim  against  the  vesicl,  18 
entitled  to  sati^^faction  out  of  the  proceeds  ot  her  sale. 
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TJm  true  meanlog  of  a  maiittmo  Ken  is,  that  it  renders  the  property  liable  to  the 

claim  without  a  prpvioit?  judgment  or  decree  of  the  Court  sequestering  or  con- 
deininnc!;  it  or  e>tul)lisliing  the  demand,  M  at  oommoa  law,  and  the  aciion  m 
rem  carrier  it  into  effect.  • 

The  appropriadoo  of  the  property  to  that  ead  beeonies  ebaoloto  atid  cxdu* 
■Ive  on  tnlt  brought,  nulcM  «aperieded  by  some  pledge  or  lien  of  peramoHiit 

order. 

The  first  action  br  which  the  property  U  seiaed  is  enUtted  to  hold  it  as  agaiael 

all  other  claims  of  no  Iiigher  clmractor. 
The  Hen,  bo  termed,  is,  in  rtalitj,  onlv  a  privilege  to  arr^t  the  veasvl  lor  the 
demand,  irhwh,  of  ilaelf,  ooostitotcs  no  incwnbnnee  on  dw  Tcaael,  and  be- 
oomea  such  only  by  Tirtne  of  en  actual  attachment  of  the  aame. 

O,  filed  a  libel  in  rem  in  the  Admiralty  in  New  York,  under  the  Act  of  Febru- 
ary 2ttlh,  isir».  (.'  U.  f^.  Sffif.  (if  I.'ir'if,  720,)  .'ipiin^t  a  vessel,  to  recover  for 
8«pplif»n  n!i<l  miit<'ii;il>  firMishcil  to  her  in  New  Vorit,  as  a  foreign  vessel, 
owned  in  Miciiigan.  Uetore  tiie  filing  of  the  libel,  she  had  been  sold  ia  Ohio 
Upon  a  judgment  reoovered  in  a  State  Cowrt  in  Oluo,  for  supplies  md  mate* 
rials  furnished  to  her  C.  8ttbseqo<mUy  to  the  time  when  O.  famished  Ids 
sttppUee  and  materials.  The  Ohio  judgment  was  recovered  in  a  proceeding 
in  rem  nirniiist  the  vessel  by  utLidimont  under  a  law  of  Olito,  she  being  then 
also  a  foreign  vessel,  owned  in  Michigan :  //rW,  that  the  priority  of  time  in 
the  furnishiug  of  the  supplies  and  materials  by  G.  gave  him  do  paramouut 
Nen  on  the  vessel  over  the  Uen  of  0. 

(Before  Nilson,  J.,  Northern  Diatriet  of  New  Toric,  October,  1959.) 

William  II.  Glknxy  filed  a  libel  in  rem^  iu  the  District 
Court,  as^ainst  the  steamboat  Globe,  to  recover  the  sum  of 
$445  40,  for  supplies  and  materials  funushed  to  eald  steam- 
boat at  the  request  of  Iier  master,  at  the  port  of  Buffalo 
Creek,  in  the  Northern  District  of  New  York,  between  the 
13th  day  of  June,  1848,  and  the  10th  day  of  September, 
1849.  The  libel  was  filed  on  the  11th  of  May,  1850,  nnder 
the  Act  of  Oongreas  of  Febmary  a6th,  1846,  (5  U.  k  8tat. 
at  Large,  726,)  extending  the  Admirally  jurisdiction  in  cer- 
tain cases  to  the  lakes,  and  navigable  waters  connecting  the 
same.  The  Globe  was  a  foreign  veesel,  owned  and  registered 
at  Detroit,  in  the  State  of  Michigan,  from  before  the  13tfa  of 
June,  1848,  nntil  after  the  3l8t  of  December,  1849. 

The  claimant,  in  his  answer,  set  np  a  title  to  the  steamboat, 
derived  under  a  sale  of  it  by  execution  upon  certain  judi;> 
uicntfi  recovered  in  February,  1850,  in  the  Superior  Couit  <»f 
Cleveland,  in  the  State  of  Ohio,  which  sale  took  place  on  the 
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9tli  of  Mar(;h,  1850.  It  was  claimed  that  this  sale  extin- 
guished any  lien  which  the  libellant  might  otherwise  haye 
had  upon  the  yeBsel. 

The  Ohio  jik laments  were  I'eeovered  by  virtue  of  a  Btatute 
of  that  State,  pa-ssed  February  :iGth,  1840,  entitled  *'  An  Act 
l)ro\'iding  for  the  collection  of  claims  aj^ainst  steamboats  and 
other  water-craft,  and  authorizing  pnxeediniis  against  the 
same  by  iKiine,"  and  of  an  Act  explanatory  thereof,  }){isseil 
February  24tlu  These  Acts  piwided,  tliat  stcuniboats 

and  ofbt.T  water-eraft  navii^^atinii;  tlie  waters  within  or  Ijorder- 
ing  upon  tlic  State,  slioiild  1>e  bable  for  (lel)ts  eontraeted  on 
aeeniint  thereof  by  the  master,  owner,  steward,  consignee  or 
other  agent,  for  materials,  supplies  or  lal>or  in  the  building, 
repairing,  funushing  or  equipping  the  same  ;  that  any  person 
having  such  deman<l  might  jiroceed  against  the  owner  or 
owners,  or  inaster  of  such  craft,  or  against  the  craft  itself ; 
that,  when  suit  should  be  commenced  against  the  craft,  the 
plaintiff  should  file  his  jfrecipe  to  that  effect,  naming  the 
craft  or  giving  a  substantial  description  of  her,  and  with  it 
a  hill  of  the  paiticulars  of  his  demand,  verified  hy  affidavit ; 
that,  thereupon,  the  clerk  should  issue  a  warrant,  retumahle 
as  other  writs,  directing  the  seizure  of  the  craft  and  the  de- 
tention of  the  same  until  discharged  by  due  conrse  of  law ; 
that  the  master,  owner,  steward,  consignee,  or  other  agent  of 
the  craft,  might  discharge  her  on  giving  security  that  she 
should 'he  forthcoming  to  answer  the  judgment  under  the 
seizure ;  that,  on  the  return  of  the  writ,  proceedings  should 
be  had  as  in  other  cases  of  process  served  and  returned  ;  that, 
after  judgment,  the  vessel  might  be  sold  upon  execution  to 
satisfy  the  judgment,  and  the  overplus,  if  any,  sboidd  be  paid 
over  to  the  owner,  master  or  agent,  us  in  other  cases  of  exe- 
cution ;  and  that  an  appeal,  as  in  other  cases,  might  be  taken 
from  any  judgment  rendered  against  the  vessel. 

The  (tlohe  was  seized  and  sold  in  Ohio,  in  the  due  <x»ui*se 
oi:  j>roe^'edings  against  her  under  these  statutes,  for  debts 
contracted  on  her  aceount  for  i-epairs  made  an<l  materials, 
supplies,       f  umisixed  to  her  between  the  2Uth  of  Septem- 
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ber,  1849,  and  the  3lBt  of  Deoember,  1849.  She  was  pur- 
chased at  the  sale  by  one  Klisha  T.  Sterling,  the  liighcst  bid- 
der, for  the  sum  of  $14,000,  on  the  9th  of  March,  1850,  and, 
on  tlie  26th  of  April,  1850,  the  claimant  j[»urchased  her  from 
Sterlinn:  for  the  sum  of  $17,000. 

The  alxtve  facts,  with  snch  others  as  are  stated  in  the  opin- 
ion of  tliis  Court,  are  all  that  arc  necessary  to  an  undei*8tand- 
ing  of  tlie  case,  in  tlie  view  taken  of  it  by  the  Ctmii. 

The  District  Court  pronounced  for  the  libellant,  and  the 
defendant  appealed  to  this  Court 

Isaiah  T,  WiUiamSy  for  the  libellaDt 

William  IL  Qreeim  and  Solomon  llaven^  for  the 
claimant 

Nelson,  J.  The  extension  of  Admiralty  jurisdiction  to  tlio 
lakes  by  the  Act  of  Congress  of  Febniary  26th,  1845,  (6 

Stat,  at  Large^  726,)  did  not  take  away  the  oonciirrent 
remedy  that  existed  at  common  law.  Indeed,  that  Act  saves, 
in  express  terms,  this  concnrrent  remedy,  where  it  is  compe- 
tent, and  also  any  concurrent  remedy  which  may  be  given  by 
the  State  laws.  It  was  also  saved  by  the  general  Act  of 
1789,  conferring  exclusive  Admiralty  jurisdiction  npon  the 
District  Courts  of  the  United  States.  (1  U.  S.  Stat,  at  £ar(/e, 
76,  77,  §  9;  ITeto  Jer^  Steam  Navigation  Co.  v.  Mer- 
e^anti^  Bank,  6  ffbw.  344,  38i>,  31)0.) 

The  remedy  at  common  law  is  to  be  sought  in  the  juris- 
prudence of  the  States,  and  usually  in  the  Courts  of  the 
States.  It  may  he  administered  in  the  Federal  Courts  in 
<*ai*es  where  the  citizcn.^hip  or  residence  of  the  parties  enables 
those  Courts  to  entertain  the  jurisdiction.  {Act  of  Srj>ffnnher 
17S0,  1  LL  S.  Stat,  at  Lunf  ,  TS,  70,  §  11.) '  The  hukU's 
of  proceedinir  itj  ]>nrKning  this  remedy  are  different  in  tlie 
different  State-,  as  it  rcsn(M't<  l>otli  th<'  cominencement  of  the 
suit  and  the  steps  taken  in  continctini!:  it.  Cndfrnbtcdly,  as  a 
general  if  not  universal  rule,  in  order  to  bind  the  defendant, 
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or  to  confer  any  rii^flits  upon  the  plaintiff,  by  force  of  the 
judgment,  in  any  piiisonal  ac  tion,  the  former  must  he  served 
with  notice  of  the  institution  ol"  the  suit,  so  that  he  may 
liave  an  opjxjrtunity  to  appear  and  defend.  But  a  proceed - 
inj^  in  rem  forms  an  exception  to  the  general  rule,  and  binds 
the  reti  in  llie  absence  of  any  personal  notice  to  the  party 
interested.  {Sti/ry^s  Covfi.  of  LauoH^  ih.  14,  §  549,  a/nd  cases 
died,  and  cL  15,  §§  593 ;  BomoeWa  Megsee  y.  Otis,  9 
Hofo,  336.) 

There  can  be  no  doabt,  therefore,  that  the  judgments  in 
this  case,  acting  in  rem,  must  be  held  conclusive  upon  the 
transfer  and  disposition  of  the  vessel  in  question,  in  whatever 
place  she  may  be  found,  and  upon  the  title  to  her,  hj  whom- 
soever it  may  be  questioned,  and  whether  involved  directly 
or  coUaterally. 

The  case  of  The  Bargne  C%u9ati,  (3  ^cry,  455,)  which 
was  referred  to  upon  the  argument,  contains  nothing  in  con- 
flict with  these  views.  That  was  the  case  of  a  libel  in  Haa- 
sachusetts,  for  materials  fumiehed  in  the  port  of  New  York 

to  a  foreign  vessel ;  and  one  of  the  grounds  of  defence  was, 

that  the  statute  of  New  York  respecting  the  lien  of  a  mate- 
rial-man, provided  that  the  lien  should  cease  when  the  vessel 
left  the  State.  This  j^round  of  defence  was  overnded  by 
Mr.  Justice  Story,  for  the  reason  that,  in  the  case  of  a  for- 
eign vessel,  the  lien  attached  by  force  of  the  maritime  law. 
which  entitled  the  party  to  eome  into  a  ('ou!*t  of  Admiralty 
to  enforce  it,  and  that  tlie  jurisdictiuu  i»f  tlie  Athniralty,  thus 
a<  <iuired.  could  not  l)e  taken  awav  or  controlled  by  the  State 
law.  This  is  very  clear.  As  it  respeets  foreipTi  vcspcIs, 
the  junsdietion  of  the  Admiralty  is  not  dependent  uj)on  the 
State  law,  but  upon  the  law  of  the  seas.  No  matter  what 
may  be  the  regulations  of  the  State  on  the  subject,  as  regards 
the  jurisdiction  of  her  own  Courts,  they  cannot  affect  that  of 
the  Admiralty ;  and  any  State  law  which  should  attempt  to 
control  the  Admiralty  jurisdiction  would  be  unconstitutional 
and  void. 

The  question,  what  would  be  the  effect  of  any  concurrent 


Digitized  by  Google 


432  KOBTHEBN  DISTRICT  OP  NSW  YOBK, 

The  Globe. 

remedy  given  by  the  State  law,  when  it  should  be  enforced 
against  the  Yeseel  by  a  Court  of  the  State,  was  not  involved 
in  the  ease  of  Ths  Bti/rqus  Chusan^  nor  was  it  examined  by 

Jikigc  Story.  The  only  i*emark  made  by  him  in  that  case, 
from  which  uu  iiifLTtnce  could  1)C'  drawn  in  conflict  with  the  ^ 
view«  1  luive  expressed  in  tins  case,  is,  that  the  statute  of 
New  ^  ui  k  would  be  nnf'ongtituti<»nal  if  a|)])lied  to  foreign 
vessels.  liut  that  rciiuu  k  was  iiuuU'  in  answer  to  the  argu- 
ment that  the  statute  controlled  the  jui  iMlictiou  of  the  Admi- 
ralty ;  and,  in  that  view,  the  statuto  would  have  been  uncou- 
stitutional. 

It  may  1)0  I'l-marked,  however,  that  it  is  nnnocossarv  to 
place  the  decision  of  this  branch  of  the  case  uj)on  tlie  groimd 
that  the  Ohio  judgments,  acting  in  rem,  w^ould  be  conclusive 
in  the  absence  of  any  personal  notice  to  tlie  party  interested, 
beeause  Robinson,  the  owner  of  the  vessel  at  tlie  tinie,  ap- 
peared in  the  suits  in  the  Court  in  Oiiio^  and  contested  the 
proceedings  tliroughout 

These  views  dispose  of  the  case,  so  far  as  the  cliums  of  the 
libellant  upon  the  vessel  are  conoemed,  nnless  the  fact  that 
bis  supplies  and  materials  were  funiished  to  her  prior  to  the 
time  when  the  repairs  were  made  and  the  materiak  furnished 
to  her  by  the  Ohio  creditors,  gives  him  a  lien  which,  in  judg- 
ment of  law,  overreaches  the  proceedings  and  judgments  in 
the  Ohio  Court,  and  which  he  is  entitled  to  enforce  in  the 
Admiralty. 

It  has  been  argued,  that  this  maritime  lien  against  a  vessel, 
for  supplies  and  materials  furnished  to  her  master  at  a 
foreign  port^  is  an  abiding  lien,  and  adheres  to  the  vessel, 
and  may  be  enforced  over  all  claims  of  a  like  nature  subse- 
quently accruing  in  the  course  of  her  eni})k)yment.  T  can- 
not assent  to  this  jM»»ition.  On  the  euntnirv,  1  am  biiti&tied 
that  the  true  rule  \\\>on  the  subject  is  that,  in  respect  to 
maritime  liens  of  this  description,  tlie  party  first  instituting 
legal  proceedings,  for  the  ])iir[)ose  of  enforcing  his  claim 
against  the  vessel,  is  entitled  to  satisfaction  out  of  the  pro- 
ceeds of  her  sale.    Upou  any  other  view,  the  vessel  would 
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afford  no  reasoiiable  eecnrity  to  the  merchant  in  making  ad- 
vances or  furnishing  the  neoeesary  supplies ;  as,  for  mu^ht 
he  could  know,  the  existing  claims  against  her  might  exceed 
her  Talne.  It  is  apparent  that,  to  give  to  this  maritime  lien 
the  efficacy  clainied,  would  greatly  embarrass  uiid  obstruct 
the  commerce  and  naviEfutioii  of  the  coiintrv.  It  would  de- 
prive  the  master,  in  distant  \>i>rts,  of  tlie  means  of  lueot- 
in<;  the  exigencicts  of  the  service,  because  the  vessel  Mould 
fmnisii  no  adequate  security  for  the  necessary  supplies  or 
repairs. 

The  q\iestion  ha«  been  the  subject  of  examination  by  the 
learned  District  Judge  for  the  Southern  District  of  New 
York.  In  a  case  which  came  before  him  in  1841,  he  held 
that  the  true  meaning  of  a  maritime  lien  was,  that  it  ren- 
dered the  property  liable  to  the  claim  without  a  previous 
judgment,  or  decree  of  tlie  Court,  sequestering  or  condemn- 
ing it,  or  establishing  the  demand,  as  at  common  law,  and 
that  the  action  in  rem  carried  it  into  effect ;  that  the  appro- 
priation of  the  property  to  that  end  became  abaolnte  and 
exclusive  on  suit  brought,  unless  superseded  by  some  pledge 
or  lien  of  paramount  order ;  that  it  resulted  from  the  nature 
of  the  fight  and  the  proceedings  to  enforce  it,  that  the  first 
action  by  which  the  property  wss  seized  was  entitled  to  hold 
it  as  against  all  other  claims  of  no  higher  character;  that  the 
•lien,  80  termed,  was,  in  reality,  only  a  [>rivilege  to  aiTest  the 
vessel  for  the  demand,  which,  of  itself,  constituted  no  incum- 
brance on  the  vessel,  and  became  such  only  by  virtue  of  an 
actual  attachment  of  the  same.* 


*  The  ctw  referred  to  ie  that  of  fht  nnnmpk,  in  the  Disirkit  Court  for  the 
South' rn  Dbtrlct  of  Kew  Tork^  July  27th,  1841.  The  Teesel  hcriug  been  sold 
nndcr  .1  (Iwrec  and  the  procedJs  [laid  into  Court,  a  quealinn  nrose  r«  to  th« 
proper  dUtrilniiiuii  of  the  proceeds,  they  being  insiifliciciit  to  satisfy  all  the 
demands  preferred  against  them.  Various  libcb  had  been  tiied  a^nst  the  vcs- 
iel,  end  thirteen  elteehmeDta  bad  been  iietted  end  eerred  upon  bcr  or  her  pro> 
oeedf,  and  petitions  were  aleo  broaght  in  by  other  pardce  aetiing  up  daiots  to  the 
fond  b  Court.  8»ta  ifece  brought  by  difTerent  aeaisen  on  the  aame  voTage,  by 
ieaneii  on  different  toytgiM,  bj  the  eaaigneet  of  ««g«e  of  aeamen,  end  hj 
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I  concttr  fallj  in  this  view,  and,  therefore,  hold,  in  this 
case,  that  the  priority  of  time  in  the  furnishing  of  the  6U)>- 


mulerial-men  for  Ittbor,  BttpplIeSi  duuerials,  Ico.  The  actlooB  bj  the  nBteriaI<aie& 
were  not  broughl  in  the  order  of  tine  in  which  tbdr  debta  eccnied. 

After  passing  upon  the  ri^^htg  of  the  reapcclive  suitors  to  a  remedy  in  itn! 
Court,  and  in  the  form  of  procedure  edopted  by  then),  BKrre,  Ilistrict  Judge, 
proceeded  as  tollows : 

*'  The  remuioiug  inquii  v  relutea  to  the  order  in  which  the  different  denieods 
are  to  be  eetiiifled  when  of  like  rank.  Are  tliey  to  be  paid  pro  rata^  or  does  the 
proaeeuting  creditor  who  flnt  obtaina  aervice  of  prooeaa  upon  the  property, 
acquire  a  right  to  the  first  satisfaction  ?  And,  if  any  of  the  demands  stand  in  a 
common  ranlc,  are  the  ooate  attending  their  proaecution  entitled  to  preference  in 
payment  ? 

"  An  action  in  rem  atanda  on  a  distinct  footing  from  a  suit  at  common  Inw  or 
In  Cliancery.  The  tbing  arreated  ia  in  aeqneatmtion  to  aatiafy  the  apedfic  demand 
thus  listened  upon  it.  Whetlier  the      ia  Idnd,  remaina  ia  Court^  in  the  eoa- 

tody  of  tbc  law,  to  the  tenuiaation  of  the  suit,  or  i«  delirered  up  on  stipulation, 
itself  or  its  sub.^titute  remains  subject  to  the  piirtitnilur  ehuni,  and  ia  dt'tnliipd  on 
that  alone.  The  moment  the  attaching  deiuiiud  is  satistied,  the  thiiigr  attached  is 
surrendered  by  tlte  Ckturt,  and  nothing  short  of  another  attaching  prucce>8  wili 
joatify  ita  longer  detention.  If  other  anita  are  inaiitutcd  after  the  property  ii 
ddiTCred  on  bail,  (UuU  bail,  aooording  to  our  praetiee,  responding  only  to  tlie 
particular  suit,)  moat  manifestly  the  afk'r-demands  could  not  be  attached  to  the 
fund  so  raised.  And,  if  the  pn»pcrty  is  not  yet  tU'livercd  nut  of  Court,  subse- 
quent arrests  of  it,  while  ihtre  in  custody,  would  no  inoro  inuw  to'j;i;icL'  the 
subsequent  actions  on  nn  equality  with  the  one  holding  it  under  seizure,  than 
dmy  would  when  il  atood  releaaed  on  bond  or  atipnbtion. 

**  Tlie  meaning  and  efficacy  of  a  maritime  lien  is,  that  it  renders  the  property, 
liable  to  the  claim  witliout  a  prcTious  judgment  or  decree  of  the  Court,  Hcquco- 
tering  or  condemning  it,  or  cslablLshing  the  demand,  as  nt  common  law,  and  the 
action  in  rem  carries  if  into  efPecf.  {InymJinm  v.  l-'liillipx,  1  ]>ii;,\  117  ;  Barher 
V.  Minturii^  Id,  136.)    Thus,  the  apprupriaiiou  of  the  res  lo  tiiut  cud  beconieH 

absolnte  and  exdottve  on  ssit  brought,  unless  aaperseded  by  some  pledge  or  lien 
of  paramonnt  order ;  and  it  accordingly  resnlla,  from  the  nature  of  the  rig^t 

and  the  proceedings  to  enforce  it,  that  the  first  action  wliich  seiaca  the  property 
is  entitled  to  hold  it,  as  afj^iin-it  nil  other  claims  of  no  higher  ehnrncter.    ( drrk^'^s 
Prnxf^,  (it.  44,  JIjU's  Adm.  Fr^  89 ;  The  Ptoplt  T.  Judge*  of  New  York^  1 
Wend.  39.) 

**The  lien,  so  termed,  is,  iu  reality,  only  a  privilege  to  arrest  the  Teasel  for  the 
debt,  which,  of  itsdi^  oonatitniss  no  inomnbranoe  on  the  Teiael,  and  becomes  such 

only  by  virtue  of  an  actual  attachment.  {IlaW^  ArJin.  Pr.^  tit,  44  ,  Abbott  on 
Shipoiuf,,  pari  2,  ch.     M2  ;  8  Comm.^  169,  170;  Tht  P^opU  f.  Jmd^ 

of  New  York,  1  Wend.  89.)  , 
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plies  and  iiiuterialB  by  the  libellaBt  gave  him  no  paramount 
lien  on  the  vessel  over  the  liens  of  the  creditors  in  the  Ohio 
suits. 

The  error  of  the  learned  Jinl^e  below  conBisted,  I  think,  in 
holding:  1.  That  the  iiroceediiiga  and  judgments  in  the  Ohio 
Coui'ts  were  void  on  aeeount  of  the  abpenee  of  notice  to  the 
party  interested  ;  and.  2.  That  the  lien  of  tlie  liljellant  for 
the  supplies  and  materials  fumished  by  him  to  the  vessel  was 
paramooiit  and  overreached  tlie  judgments  and  sale  under 
the  laws  of  Ohio. 

The  decree  of  the  District  Court  must,  therefore,  be  i-e- 
vened,  and  a  decree  be  entered  dismissing  the  libel,  with 
costs. 


Thb  United  8tat}<:s  m  E^^ociI  Heed* 

The  Judiciary  Act  of  September  24th,  1789,  (1  U.  &  StmLotlarge^  88,  §  29,> 
tbe  Act  of  May  13th,  1800,  (2  U.  82,)  and  ffae  Aet  of  July  SOth,  1840,  (6  /dL 
894,)  adopt  the  State  regulatiooa  leipeciiog  the  procurement  of  grand  and 
petit  jiirora  to  Rcrvc  id  the  Federal  Courts,  and  apply  to  those  Courta  the  State 
re;rt]1aiioiis  respectiDg  the  qmLifiaUioM  and  the  exemptiona  of  grand  and  petit 
jurors. 

A  challenge  to  a  grand  juror  for  favor,  on  the  ground  that  he  is  the  prosecutor  or 
complainant  upon  a  charge,  or  that  he  is  a  wltneM  oo  the  part  of  the  proBoco- 
tkm,  and  haa  been  aubpflHUMd  or  been  bound  in  a  rec<igiiizanee  as  such,  goes 

to  tite  qualiJicaUtMu  of  the  juror. 

A  challenge  to  the  arrny  of  the  grand  jury  in  a  given  oa??(»,  on  the  frronnd  that 
they  have  huen  .selectoil,  yummnned  and  nutirned  by  a  piTi^on  tiulil  to  aummdo 
an  iiidiileretil  jury  in  the  com;,  touches  the  t^uaJificadona  of  the  panel. 

Therefore,  State  regulations  respecting  such  diallettgei  are  applicable  in  the' 

'  iWersl  Courts. 


"Applying  those  principU^s  to  the  case  before  the  Court,  the  pro'ieenf ing  cred- 
itors, (except  neamcn  suing  for  wages,)  arc  to  be  satisfied  in  the  orcit  r  in  which 
the  warrants  of  arrsit  were  served  upon  the  property,  whether  the  vessel  in  kind, 
or  her  pvoceods  in  Court.  Bsch  aotion,  with  Its  approprisle  costs,  eomeo  upon 
the  fbnd  aoooiduig  to  the  period  of  Its  conmencement.** 
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But  j^remptorjf  tthalknget  in  crimiiul  cam  in  tlw  Fcdenl  GoqiCb  are  tegvktcd 

tlic  common  law-. 

The  absence  nf  a  vt  n  'ire  for  tlio  .«uiiinioniiig  of  u  grwd  jurj,  in  a  case  wliero  it  !■ 

required,  is  a  ground  of  clmlli ngc  to  the  array. 
Chtltengen  to  flM  amy  of  gruiMl  juraiv'arc  «boltoli«d  by     laws  of  Nov  Toilc, 

and  are  conaequenttj  alao  abolished  la  the  Federal  Contitt  in  New  Toilu 
But  8I1II,  wIk  h  tin  ro  haa  baoB  any  improper  ooodQctoii  the  part  of  the  oflloera 

ciiipluyed  iu  dcsl^iiaiirig,  ftummoning  and  retiimiag  the  grand  jury,  an  accused 

persuu  who  is  prtyudiccd  (hereby  has  bia  remedy  by  motion  to  the  Court  /or 

relief. 

All  objecUoaa,  however,  to  the  proceedings  in  the  selection  and  summoning  of 
grand  jurors,  over  and  beyond  the  riglit  of  challenge,  are  preaentad  to  tbo 
Court  for  the  exercise  of  its  sound  diacretion,  and,  althonn^  there  may  be 
technical  irregularities,  it  will  not  interpoe^  ualeea  aatitfed  that  the  accused 

party  i«  pn-jtuliced  hy  tliom. 
Undn  the  Act  of  August        1846,  (9  U.  S.  R'^.  at  Large,  73,  §  3,)  providing 

iliat  no  gruud  jury  sliall  be  summoned  in  tiic  Federal  Courts  except  upon  an 

order  for  a  iwnire,  to  be  made  by  a  Judge,  a  vmire  sboold  be  iaaacd  by  the 

derk  of  tlie  Court,  In  pursuance  of  ttie  order. 
A  Ycrbnl  order  given  by  a  Judge  to  the  clerk  b  such  case  Is  Buffidcat,  thou^  no 

order  be  filed  nr  entered  of  record. 
The  onji^simi  to  issue  a  iniii  c  iu  Huch  case,  if  a  ground  of  chacllenge  to  the  array, 

and  if  taken  ttdvuiiu^e  uf  ut  the  proper  time,  is  fiual  to  the  panel. 
But,  if  not  n  ground  of  diallenge,  or  if  the  time  for  making  the  challenge  be 

peseed,  It  ia  only  a  ground  for  a  motion  to  set  aside  the  panel  for  cause. 
TIm  mere  omisdon,  however,  to  i!«uc  the  venirr^  is  not  such  cause,  where  the 

applieutioii  is  adiires^cd  to  the  sound  discretion  of  the  Court. 
By  the  law  1)1  Ni  w  York,  (2  /*'.      724,  §3  27,  28.)  person<*  "held  to  an.-^wor," 

that  i-*,  nrrertled  and  held  to  bail  to  appear  ut  liie  tcnu  uf  ihi>  Court  at  wliich 

the  grand  jury  attends,  to  answer  such  ooroplainta  as  may  be  presented'  againat 
them,  are  the  only  persons  who  can  challenge  either  the  array  of  grand  jurora, 
or  the  indlridual  gr  inl  jn  -  rs  for  fuvor. 

Where  a  party  appeals  to  tlie  sound  discretion  of  tlie  Cottrt  to  set  aside  an  in- 
dictm^^nt  for  irrc^nil  iritit^i*  in  drawing  or  istuiinioning  the  gmud  jury,  he  must 
implicate  the  good  faith  of  the  officers  concerned  in  di^schargiug  those  duties. 

Tltoae  oiBcers,  in  New  York,  are  bonnd  to  use  the  State  boxes  and  the  State  bal- 
lots  in  drawing  grand  jurora,  as  the  same  are  Aimiahed  (o  them  by  the  State 
officers,  and  ha?e  no  right  to  change  or  alter  either. 

It  is  the  uniform  practice,  in  the  Fedcial  and  Ptntc  Ponrt?,  for  tlie  clerk  and 
assistant  of  the  Di^trirt  Attorney  to  attend  tlie  praixl  j<iiy  and  ut^i^it  iu  investi* 
gating  the  aceusaiiona  presented  before  tliem.  That  practice  must  be  regarded 
es  settled ;  but  any  abuae  or  improper  conduct  on  the  part  of  any  person 
admitted  to  the  grand  jury,  will  be  InvesUgated  by  the  Court. 

Tlie  Court  baa  no  power  to  inquire  into  the  mode  in  which  the  examination  of 
witnesses  wno  conducted  before  the  grand  jury,  for  the  pnrpoae  of  invalidating 
an  indictment^ 
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It  will  iuquirc,  however,  Ltitu  the  mauaer  of  snroariDg  the  witnesaes,  when  they 
are  iwora  b  open  Gourt,  and  into  tbe  oompeicncy  of  liha  aridoioe,  whether 
ond  or  domunentary,  and  into  the  manner  of  andientlcatlng  the  ktler  apeiaea 

of  eTideocc. 

Where  witne?sc5  before  a  graml  jury  arc  testifying  in  regard  to  f.iot.s  about  which 
tbey  have  previously  made  ex  pavie  atliila%it8,  it  is  not  improper  lor  them  to 
coii^uU  those  affidavits,  to  refresh  their  recollection  ;  nor  is  there  nny  uhjectioii 
to  their  iwaaring  tbas  certain  facta,  of  «bioh.tbej  have  previously  mad^  atate- 
menta  on  pq»er|  ate  tme. 

E^idenoe  before' a  grand  jury  must  be  oonpetenl  legal  evidence,  aneh  aa  ie  leg^ti- 

mate  nnd  proper  before  a  petit  jury. 
On  a  criiuiual  i;harge  agaiust  seveial  pmsons,  for  a  partitipatioii  in  tlic  rescue 
of  a  person  from  tbe  bands  of  a  public  othcur  hIio  held  him  in  custody,  the 
witnenea  iriio  were  to  teatlQr  before  the  grand  jury  were  awmn  in  open 
Court  in  the  foUowing  manner :  The  derk  of  the  Court  waa  famished  witti 
a  general  deaor^Uon  of  the  persons  accused— 77i«  United  StaieM  v.  M.  &  mtd 
others — and  then  administered  to  the  witnesses  this  oath  :  **  You,  and  each  • 
of  you,  do  severally  solemnly  swear,  that  the  evidenrf?  you  shiiU  give  to  the 
grand  inquest  touching  ciiarges  against  M.  S.,  and  others,  concerning  which 
jou  ahaU  be  interrogated,  Bhali  be  the  truth,  the  whole  truth,  and  nothing  but 
the  troth.  So  help  70a  Ciod.*'  Upon  the  teetimony  glven  under  tide  oath, 
iwenty-foar  blUa  of  Indictment  were  fonud  againat  twenty-four  difRarent  per- 
aona,  one  against  eaclu  No  indictment  was  found  against  *'  M.  S.  and  others,** 
nor  was  any  indictment  found  against  any  two  persons  jointly.  On  a  motion 
liy  K.  II.,  the  defendant  iu  one  of  tlie  iudictments,  to  quash  it,  on  the 
ground  that  tbe  oath  was  void  as  to  him :  Ueld,  tiiut  the  oath  wua  free  iroiu 
oljection. 

A  general  oath  to  p?e  evidenoe  tonchii^^  crimhial' charge  to  be  laid  before 
the  grand  Jury,  without  reference  to  any  partioular  penon,  b  onot^eclion- 

able. 

If  the  oath  eiul^racfrf  one  or  more  persons  hy  name," whose  ca^es  are  about  to  be 
laid  before  the  gruiid  jury,  mid  in  respect  to  wliicii  the  oath  is  ttdmmistered,  and 
nothing  more,  evidence  cannot  be  given  under  it  in  support  of  any  accusation 
against  otbert. 

The  Court  bus  no  power  to  revise  the  judgment  of  a  gmnd  jury  upon  the  evi- 

deuce,  for  the  purpose  of  <i.'terfnininj^  whether  or  not  llie  finding  was  founded 
upon  sulhcicni  proof,  or  whether  there  was  a  deliciency  in  respect  to  any  part 
of  the  compkint. 

When,  under  §  •  of  the  Act  of  September  18th,  1850,  (9  U,  &  Stat,  at  LiKrjft^ 
4(S,)  known  M  the  Fa^iif         Aetf  a  warrant  la  isaned  by  competent 

authority,  that  is  ftufBcient  to  joadiy  the  arraat  and  detention  of  tbe  fugitive 
until  lie  is  ilisc  liurged  by  due  course  of  law,  and  any  person  concerned  in 
rescuing  or  attempting  to  rescue  stieh  fu;iitivc  out  of  the  custody  of  the  law, 
subjects  himself  to  the  penalties  of  the  Act. 

(Before  NiLBoit  and  Haix,  JJ^  Northern  District  of  New  Toik,  October,  1«62.) 
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This  wjis  a  motion  to  ijuash  an  indictiuent  fonnd  in  tlie 
District  Tonrt  at  liuffalo,  in  Xovember,  1S51 ,  and  tiansniit- 
teti  to  thi-^  '  ''turt.  Tlie  indictment  was  foundrd  iijuni  the  7th 
section  of  tlic  A<!t  of  Congress  of  Septendier  18th,  1850, 
(0  U.  JS,  Sf'i^.  at  Lartje,,  ^^^^i  <'onimonly  (;alled  the  Fugitive 
Slave  Ah.  and  the  alleged  offence  con^isfed  in  rescuing  from 
the  cUBtodv  of  the  United  States  marshal,  at  Svracnse,  Jerrv, 
a  person  lawfully  in  his  cMistcxly  nnder  that  Act,  as  a  fugitive 
from  service  or  labor.  The  indictment  contained  tw<  >  classes 
of  counts — one  averring  that  the  ])or8on  rescued  was  held  to 
'  service  or  labor  in  the  State  of  Missouri,  and  was  a  fugitive 
from  such  service,  and,  as  such,  in  the  lawful  custody  of  the 
^  marshal  when  the  rescue  took  place— and  the  other  averring 
that  the  person  rescued  was  an  alleged  fugitive  from  service 
or  labor,  and  waa,  at  the  time  of  the  rescue,  in  the  custody  of 
the  marshal,  under  a  warrant  duly  issued  by  a  United  States 
Commissioner  under  said  Act,  he  having  jurisdiction  of  the 
case,  and  proceedings  being  in  pmgress  before  him  under 
said  warrant,  to  determine  \idietl^r  the  person  rescued  was 
biu  h  fugitive  or  not. 

Tlu'  Hint  ion  wjis  founded  ujx)n  affidavits,  and  affidavits 
wci-c  read  in  opiX)sition.  The  defendant  had  nut  pleaded, 
but  was  now  brought  into  Court  for  the  tii  st  time,  and  ar- 
raigned, nor  hud  he  been'  arretted,  or  held  to  aniswer  in  any 
way,  before  the  iudictment  was  found. 

David  I).  Iffff'ffi,  fni-  the  defendant,  stated  two  general 
grounds  for  the  motion:  I.  Irregularities  in  obtaining  the 
grand  jury  by  which  the  indictment  was  found.  II.  Irregu- 
larities in  the  proceedings  by  and  before  the  grand  jury, 
after  tliey  were  impanelled.  Under  the  lir^t  point  he  was 
proceeding  to  nrge:  1st.  Tli  it  there  were  irregularities  on 
the  part  of  the  deputy  maislial  at  Buffalo,  in  drawing  the 
grand  jury ;  2d.  That  one  of  the  grand  jiuxirs  waa  a  volun- 
teer, not  having  been  summoned  by  the  deputy  marshal ;  9d. 
That  no  order  was  made  by  tlie  District  Judge  for  a  venire 
to  summon  the  grand  jury,  as  required  by  the  3d  section  of 
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the  Act  of  OongresB  of  Angiut  8%  1846,  (9  Ui  S.  StcU.  at 
Zarffe,  73 ;)  4th.  That  no  tfenire  or  precept  was  ifisned  by 
the  clerk  of  the  Court  to  the  nuuihal,  authorizing  him  to 
summon  the  grand  jury. 

Nelson,  J.  A  prelirainarv  (|U('.-tion  sucrj^^sts  itself  in  tills 
(rase,  whether  the  i)ruvi.sioiLs  of  tlio  Ro\  it^ed  Statutes  of  ^lew 
York,  (2  li.  ^.         U  |.r(v«Til)ing  the  ohjeetioiis  that 

may  be  taken  to  the  uigaai/atiou  of  grand  jiiric-,  are  not 
bindiiiLT  tlil-^  (  "ourt,  and  whether,  under  thrisi'  provisions, 
we  are  imt  prt'dmUMl  frojii  looking''  into  the  objections  which 
are  railed.    The  Act  of  C'oni^ress  of  July  iifHh,  (5  fl. 

8.  k^iat.  at  lAirgey  394,)  is  the  Act  now  in  force  i*egulating  the 
drawing  and  impanelling  of  grand  and  petit  juries  in  the  • 
Federal  Courts.  That  Act  adoj>ts  the  State  regulations,  not 
only  those  existing  when  the  Act  was  passed,  but  any  changes 
tliat  might  be  thereafter  made  by  the  State  in  the  inoile  of 
selecting  and  impanelling  juries.  That  Act  also  authorizes 
the  Federal  Courts  to  adopt  the  State  regulations  b}*  rule,  so 
far  as  it  may  be  pi-acticable  to  do  so.  And  a  rule  (46)  has 
been  made  by  the  District  Court  for  this  District,  under 
that  Act,  adopting  the  regulations  of  the  He  vised  Statutes, 
as  respects  the  organization  of  grand  and  petit  juries.  The 
State  law  regulates  the  length  ot  notice  required  for  draw- 
ing grand  jurors,  the  notice  necessary  in  summoning  them, 
their  qualifications^  and  the  numbers  necessary  to  consti- 
tute a  quorum  for  business,  and  to  find  a  bill.  For  regu- 
lations as  to  these  matters  in  the  Federal  Courts,  we  must 
look  into  the  Revised  Statutes.  There,  also,  we  find  that 
the  Ixigislature  has  limited  the  ol>jections  that  may  be  taken 
to  grand  juroi-s,  either  to  the  array,  or  to  any  particular 
member.  We  desire  the  cuuiisel  to  turn  his  attention  to  the 
]¥»int  sugir^sted,  because,  if  we  take  the  Revised  Slatutes 
as  a  ^nii(K'  in  determining  what  objections  may  be  looked 
into,  the  neeessity  of  exatiiininir  those  now  raised  may  be 
superseded.  It  is,  therei*  i  pi  per  to  in(]iilre  whether  we 
can  go  behind  the  indictuieut,  and  entertain  objections  to 
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the  ofgaDizatiou  of  the  graud  juiy  beyond  those  which  are 
preeeribed  by  the  State  r^^ations. 

HUlia  read  the  Bections  of  the  Bevised  Statutes  referred 
to,  (2  B.  S.  734,  §§  37, 28.) 

§  27.  A  person  held  to  answer  to  any  criminal  charge 
may  object  to  the  competency  of  any  one  smmnoned  to  serve 
as  a  grand  juror,  before  he  is  sworn,  on  the  ground  that  he  is 
the  prosecutor  or  complainant  upon  any  charge  against  such 
person,  or  that  he  is  a  witness  on  the  part  of  the  i)roBecution, 
uii*l  has  been  subptpnaed  or  Ikhmi  homul  in  a  recognizance  as 
Buch  ;  and,  if  auch  ohjection  be  established,  the  pei'son  so 
summoned  phall  !)e  Mii  aside. 

**  §  28.  Xo  (•]i:ill»'ii'_'"e  to  tlie  array  of  grand  jiiroi-s,  or  t<  i  any 
person  sunnnoned  to  tserve  a.^  a  grand  juror.  8hall  be  allowed 
in  any  other  caaes  than  Buch  as  are  speciiied  in  the  hu>t  sec- 
tion." 

By  the  law  of  New  York,  certain  preliminary  notices  are 
necessary  in  getting  toprether  a  grand  jury.  Can  thei^e  notices 
be  entirely  dispensed  with,  and  a  mere  voluntar}'  body  come 
together  as  a  gi*and  jury,  arul  yet  no  objection  be  afterwards 
made  by  a  party  indicted  by  such  l>ody  ?  Suppose  tlie  r  ase 
of  a  grand  jury  not  drawn  at  all,  but  admitted  to  have  been 
packe<l.  Can  a  man  indicted  by  it  be  cut  off,  by  tlie  provis- 
ions of  the  Revised  Statutes,  from  raising  the  objection  ? 

In  the  present  esse,  a  man  served  on  the  grand  jury  who 
was  not  summoned,  and  there  was  no  order  made  by  the  Dis- 
trict Judge  for  a  venire,  and  no  venire  issued  to  the  marshal 
to  summon  the  jury.  The  defendant  had  no  notice  of  these 
irregularities  before  he  was  indicted.  lie  was  not  bound 
over  before  indictment,  and  he  now  appears  in  Court  for  the 
first  time,  and  is  arraigned.  Is  it  a  sufficient  answer  to  his 
objections  to  say,  that  he  mi^t  have  objected  to  any  indi- 
vidual grand  juror  on  tin  ground  that  he  was  a  witness  or 
jirosecutor,  and  that,  not  having  been  [>resent  to  challenge 
for  those  prescribed  caupef,  lie  cannot  now  object  for  any 
others?    If  we  are  bound  by  the  statute,  a  jury  might  be 
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packed,  because  that  is  no  groond  of  challenge  under  the 
statute ;  or  half  of  the  jury  might  be  volunteers,  instead  of 
the  joiy  being,  as  Ch.  J.  Hardball,  in  Bun's  case,  said  it 
must  be,  the  jury  summoned ;  or  less  than  the  legal  number 
of  jurors  might  be  impanelled.  [Nelson,  J.  How  far  tiie 
Ke vised  Statutes  go  ii]>on  the  point  of  precluding  objections 
other  than  those  specified  in  tiie  statute  itself,  is  a  question 
we  desire  to  hear  discussed.  Are  we  tied  down  to  the  irregu- 
larities speciiied,  or  can  we  go  into  others  A  grand  jury 
may  have  been  (huwii  bv  a  constable,  ur  it  iiiav  be  confess- 
edly  corrupt.  Are  all  these  objections  cut  off  by  the  statute 
of  New  York  1 

No  case  can  be  found  in  which  a  Court  has  refused  to 
look  into  the  wnduct  of  its  own  oflicei'S  iu  drawing,  sum- 
moning and  impanelling  a  grand  jury.  (The  People  v. 
Jful/H(t  4  Denw,  133,  130  ;  (>  ain\  P.  lt<i ;  The  People 
V.  Jewetty  3  Wend.  314 ;  and  C  Wend.  380  ;  United  States 
V.  Cuolidge,  2  GaUison,  364 ;  The  People  v.  McKay^  18 
Johns,  212.)  The  cases  cited  are  authorities  to  show  that  a 
Court  will  thus  inquire  when  irregularities  are  brought  to  its 
notice. 

The  language  of  the  Kevised  Statutes  does  not  confine  the 
parly  to  the  objections  specified.  It  would  be  absurd  for 
it  to  do  80,  where  gross  inregolarities  are  perpetrated,  and 
when,  as  here,  a  citizen  applies  for  redress  at  the  first  oppor- 
tunity. 

It  was  decided  by  Ch.  J.  Marshall,  in  The  UmUd  SUUea 
Mill,  (1  Brook.  156,)  in  1809,  that  neither  the  29th  sec- 
tion of  the  Judiciary  Act  of  1789,  (1  7Z  S.  Stat,  <U  LargSy 
88,)  nor  the  Act  of  May  13th,  1800,  (2  U,  S.  Stat  at  Large, 
82,)  app  lied  to  grand  jiuies  in  the  Federal  Courts.  These 
Acts  prescribed  the  mode  of  procuring  juries  in  all  cases. 
They  wei*e  amended  by  the  Act  of  July  20th,  1840,  re- 
ferred to,  wliieh  speaks  of  "juixu-s  to  serve,"  etc.  The  hui- 
guuge  iu  all  three  of  the  Acts  is  equally  ^^encral,  ninl,  us  the 
first  two  were  held  not  to  apply  to  gmnd  juries,  the  last  does 
not 
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JatMs  W,  Nyey  on  the  Bame  side.  The  objections  raised 
here  onght  not  to  be  confounded  with  challenges  or  a  right  to 
challciigo.  Such  right  existed  at  common  law.  The  statnte 
has  ouly  x>ointed  oat  what  shall  be  causes  of  challenge  in  par- 
ticular cases.  The  27fh  and  28th  sections  referred  to,  limit 
the  right  of  challeuge  to  a  j^ersoii  who  is  "  held  to  answer,'* 
oTie  recognized  to  ap|)ear  at  a  given  timu  and  place,  to  an!?\ver 
ail}  charge  that  may  be  ]irrl"(»rred  against  him  l)y  a  grand 
jury  then  and  there  to  sit.  If,  in  this  case,  the  defendant 
had  a}>{>eared  at  15iirfal«),  and  ol)jected  to  any  grand  juror  tur 
any  cause  specified  in  the  statnte,  he  would  have  heen  told 
that  he  had  no  right  to  be  heard  because  he  was  not  held  to 
auLSwer  there. 

But,  the  want  of  a  rcnirr  was  not  ever  the  ground  for  a 
challenge.  [Nelson,  J.  It  was  a  gronnd  of  challenge  to  the 
array.]  Then,  no  one  (!ould  take  advantage  of  it,  unless 
"  Iield  to  answer.*'  And  the  statute  leaves  it  still  the  duty  of 
the  Court,  as  it  ever  was,  to  see  that  all  the  steps  taken  in 
impanelling  the  grand  jury  were  regular. 

Our  objection  lies  back  of  the  grounds  of  challenge  speci- 
fied in  the  Revised  Statutes*  The  proceedings  of  the  grand 
jury  were  void  for  the  want  of  a  'venire.  The  body  which 
found  the  indictment  was  no  g^nd  jnry,  but  a  tribunal  un- 
known  to  our  laws. 

Jam69  R,  Lokwrence^  (Diittrict  Attorney^)  and  Jbskua  A, 
Spencer,  for  the  United  States.  The  o])jections  to  the  pro- 
ceedings in  impanelling  the  grand  jury  are  merely  a  chal- 
lenge to  the  array.  If  the  statute  of  New  York  regulates 
the  challenge  to  the  array  in  the  Federal  CJourts,  then  all  the 
objections  fall  to  the  ground.  Because,  if  the  challenge 
could  not  now  be  made  directly,  it  cannot  be  made  in  an 
indirect  way  by  a  motion  to  quash. 

Congrc;^  had  power  to  say  that  these  proceedings  should 
be  regulated  by  the  State  la\\'.  and  the  State  had  power  to 
make  the  regulations  it  luis  made.  The  o]»jeet  of  the  law 
a^  to  challenges  waa,  that  the  proceedings  should  not  be  al- 
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wavH  open  for  a  party  to  object  to  even  little  inti^^vilat iiy. 
And  this  is  no  lKir(l.slii|>,  liecuiise  the  trial  before  the  trav- 
erse jury  will  always  suthcientiy  protect  the  rights  of  a  de- 
feudunt. 

It  is  sjiid  that  tln^  2Tth  section  of  the  llevised  Statutes 
rofc'i  TiM]  to,  only  applies  to  persons  broiifrht  into  Court  on 
recognizance.  But  the  28th  section  a]>j>lics  to  tvcry  per- 
son. "  No  challenge,"  tliat  is,  by  any  person,  "  shall  be 
allowed,"  but  for  the  twu  causes  mentioned  in  the  27tlJi 
Bcctiou. 

This  regulation  is,  under  the  Acts  of  Congress  and  the 
rules  of  Court  made  in  pursuance  thereof,  apj)licable  to  the 
Federal  Courts.  {Huh-  40,  DUtrid  Court,  Vonk,  Tr,,  2d 
ed.,  541 ;  Rule  8,  Qircuit  CouHy  Id.  62  8.) 

The  objectiona  made  here  to  the  mode  of  designating  the 
grand  jurors,  that  one  of  them  was  a  volunteer,  that  there 
was  no  order  for  a  venire,  and  that  there  was  no  venire  or 
precept,  all  come  under  the  head  of  a  challenge  to  the 
array,  and  are  covered  by  tlie  28th  section  of  the  Itevised 
Statutes. 

Chofrlea  B.  Sedgwuk,  in  reply.  1.  The  Act  of  Congress 
of  1840  does  not  include  regulations  made  by  the  State  stat- 
ute in  regard  to  challenges,  nor  does  the  46th  rule  of  the  Dis- 
trict C'Ourt  apply  to  grand  juries.  )2.  Admitting  the  2Ttli 
and  28th  sectif)ns  of  the  llevised  Statutes  to  be  applicable  to 
the  Federal  Court^i,  they  do  not  embrace  the  objections  raised 
in  this  case. 

Challenges  both  to  the  array  and  to  the  polls  are  to  be 
taken  before  the  swearing  of  the  jury.  A  ch;dleiige  to  the 
arrav  is  nmde  uii  account  of  faA^or,  bias  or  relationshii*  on  the 
part  of  the  olHccr  who  siuinnnns  the  jury,  but  never  ou 
account  of  any  irregularity  or  want  of  process. 

There  is  a  distinction  between  a  challenge  and  a  motion 
to  set  aside  an  fndictment  for  irregularity.  A  challeiige  is  to 
be  brought  before  the  Court  at  a  given  point  iu  the  course 
of  the  proceedings,  and  to  be  then  entirely  disposed  of.  A 
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want  of  process  always  appears  hy  the  record.  A  challenge 
does  not  A  want  of  process  may  bo  taken  advantage  of  by 
error  or  certiorari;  what  is  a  ground  of  challenge  cannot 
be.  The  want  of  a  venire  is  not  a  ground  of  challenge  to 
the  array.  (1  ChUhfB  Crim,  Lawy  533 ;  The  People  v. 
MoKay^  18  Johns.  212 ;  Nichoh  v.  The  State,  si  Southard, 
539 ;  Chaee  v.  The  State,  1  Spetu^er,  218 ;  The  State  \, 
Williams,  1  lii^jAarf/^on,  1 S8.) 

The  State  statute  limiis  the  right  of  challeTige  to  narrow 
bounds,  and  if,, in  conacciuenfc,  all  irreii^uhirities  which  occur 
before  the  grand  jury  are  actuully  bvvurn  are  cut  off,  thcrL-  is 
no  way  of  reachiiiL'"  <'»me  of  the  woi*st  oviU.  It  is  no  answer 
to  say  tbfit  tlie  rii;li[.-  of  a  party  will  be  protected  becauisc  he 
will  have  his  trial  hctore  the  i)et!t  jury.  Tlli^  view  strikes  at 
tlie  provision  of  the  Constitution  wiiich  requires  a  due  pre- 
sentment by  a  f^rand  jury  before  trial.  Every  safeguard  of 
the  liberty  of  tiie  citizen  should  be  maintained,  but,  accord' 
ing  to  the  construction  of  the  pix>secuting  attorney,  no  forms 
are  of  any  importance,  if  only  the  defendant  be  fairly  tried 
by  the  petit  jnry. 

If  a  venire  is  required,  it  is  the  foundation  on  which  the 
grand  jury  stands.  If  it  be  wanting,  there  is  no  ground  for 
challenge,  but  the  grand  jurors  have  no  right  to  act,  and  their 
proceedings  are  a  nullity. 

(Jnder  the  27th  section  of  the  Revised  Statutes,  a  person 
previously  held  by  recognizance  is  the  only  One  who  can 
make  the  challenges  specified.  If  it  be  held  that  that  sec- 
tion embraces  other  persons,  then  those  others  would  be  cut  off 
without  an  opportunity  of  making  even  the  objections  sped- 
fled.  It  is  said  that  the  28th  section  enlaiges  the  exclusion. 
But,  the  two  sections  are  to  be  construed  together.  If  a  per- 
son not  held  to  answer  cannot  challenge  or  obtain  relief  by 
motion,  l)ut  is  shut  out  forever,  then  the  provision  ot  tlie  Con- 
stitution that  a  person  charged  with  crluiu  nnist  be  regularly 
presented  by  a  grand  jury,  is  cTitlrely  bruslu  d  away. 

If,  however,  the  Court  shuuld  bo  aguin>t  us  uu  these  objec- 
tions to  matters  occurring  before  the  iinpauelling  of  the 
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gnuid  jttiy,  we  still  have  some  objectiobs  to  discusB  in  regard 
to  matters  which  arose  after  the  impanelling  of  the  grand 

Nelsox,  J.  We  have  looked  into  the  question  which  we 
suggested  to  the  counsel  yesterday,  and  to  which  we  desired 
them  to  tnm  their  attention,  and  are  prepared  to  express  our 
opinion  ujx)n  it.  The  question  is,  perhaps,  somewhat  a  new 
one,  in  the  aspect  in  which  it  has  heen  presented.  But  the 
general  priiu  iplc,  tJiat  is,  the  adoption  of  the  State  regula- 
tions in  designating,  sunnnoning  and  returning  grand  jurors, 
is,  so  far  as  it  is  involved,  not  new,  but  has  alwav^  ]>revailL'd 
in  the  Federal  Courts  since  their  organization.  The  Judiciary 
Act  of  17S1),  (1  U.  S.  Stat,  at  lAirge,  88,  §  20,)  the  Act  of 
May  18th.  1S00,  (2  11  S.  Sfat.  at  Large,  82,)  and  the  Act  of 
July  2uti»,  ls4o,  (5  U.  Stnf.  at  iMrge,  394.)  adopt  the  State 
regidations  in  respect  to  the  procurement  of  grand  and  petit 
jumre  to  serve  in  tlie  Federal  Courts,  and  each  of  those  Acts, 
'  especially  the  Act  of  1840,  applies  to  the  Federal  Courts,  in 
express  terms,  the  State  regnlationa  respecting  the  qualifica- 
tion- and  the  exemptions  of  grand  and  petit  jurors. 

The  question  in  the  present  case  is,  whether  or  not  the  pro- 
visions of  the  State  Act,  (2  R,  S,  724,  §§  27,  28,)  which  regu- 
late  the  rights  of  a  prisoner  in  the  challenging  of  grand 
jurors,  are  applicable  to  the  organization  of  grand  juries  in 
the  Federal  Courts.  Those  provisions  are  as  follows : 

"§27.  A  person  held  to  answer  to  any  criminal  charge, 
may  object  to  the  competency  of  any  one  summoned  to  serve 
as  a  grand  juror,  before  he  is  sworn,  on  the  ground  that  he  is 
the  prosecutor  or  complainant  upon  any  chaise  against  such 
person,  or  that  he  is  a  witness  on  the  part  of  the  prosecution, 
and  has  been  subpcenaed  or  been  bmmd  in  a  reco^^nizance  as 
such ;  and,  if  such  objection  be  established,  the  person  so 
summoned  shall  he  .set  aside. 

**  ^  2S.  >so  cliallenge  to  tlio  array  of  grand  jurors,  or  to 
any  person  summoned  to  serve  as  a  grand  juror,  shall  be  al- 
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lowed  in  auj  other  caaes  than  such  as  are  gpeciiled  iu  the  last 
section." 

.  We  enteitain  no  doubt  tliat  these  two  sections  bear  nix>n 
the  question  of  the  qaaiiiications  of  errand  jurors  and  their 
competency  to  serve  as  sncli.  If  this  hv  ^o,  it  follows  that 
the  regulations  prescrribcd  by  these  sections  come  directly 
within  the  Act  of  1840,  which,  in  express  terms,  adopts  the 
State  Acts  in  regard  to  the  qualifications  and  exemptions  of 
grand  jurors. 

A  challenge  to  an  indiyiduaJ  grand  juror  may  he  made  on 
behalf  of  a  prisoner,  on  the  grounds  that  he  has  not  the  requi- 
site freehold  qualification,  or  that  he  is  not  of  competent  age, 
or  that  he  has 'formed  a  fixed  opinion  of  the  guilt  of  the 
accused,  or  that  he  is  his  enemy,  and  various  others  which  it 
is  not  necessary  to  entunerate.  It  is  too  obvious  to  require 
any  argument  that  the  challenges  to  an  individual  grand 
juror  for  favor,  which  are  prescribed  in  the  two  sections  in 
question,  go  directly  to  the  qualficiitions  of  the  juror  as  a  fit 
and  competent  pei*sou  to  serve  in  llmt  capacity. 

The  challenge  to  the  array,  at  common  luw,  or  according 
to  tlic  I'nglish  understundliig  and  deliniti<iu  of  that  term,  is 
foinided  on  the  allei^ation  that  tlie  sheriH  who  summoned  the 
grand  jury  was  an  imprt>per  and  unfit  ]>orson  to  discharsre 
that  duty.  hy  reason  of  bis  bciii-j:  related  to  one  of  tiie  par- 
ties— his  relationshi])  to  tlie  |ii-i>oner  l)eiriL'"  a  ground  of  chal- 
lenge on  the  part  of  the  Iving — and  it  being  a  gmund  of 
cliallenge  by  tlie  accused  that  the  sheriff  is  his  enemy,  or 
that  the  relations  between  them  are  such  that,  in  view  of  a 
proper  administration  of  justice,  the  sheriff  is  not  a  proper 
person  to  summon  the  grand  jury  who  are  to  be  the  triers  of 
the  accused.  It  being  thus  a  ground  of  a  challenge  to  the 
array,  in  a  given  case,  that  the  jury  have  been  selected,  sum* 
moned  and  returned  by  a  person  unfit  to  summon  an  indif- 
ferent jiuy  to  sit  and  judge  in  the  case,  and  it  being  the  pre- 
sumption that  such  a  person  would  su^nmon  a  jury  not  in- 
different, but  prejudiced,  as  respects  the  case  to  be  heard, 
the  challenge  to  the  array,  so  authorized,  necessarily,  though 
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perhaps  more  remotely,  touches  and  rca('he8  the  proper  quali- 
fications of  the  panel  to  sit  and  act  ill  the  particular  case. 

So  that,  in  point  of  law,  as  well  as  in  truth,  both  the  chal- 
lenge to  the  favor  and  tlie  challenge  to  tlie  array,  directly  or 
indirectly,  in  each  case,  go  to  the  determination  of  the  proper 
qnalificationB  of  grand  jurors,  either  as  indinduals  or  as  a 
panel.  And,  if  we  are  right  in  onr  premises,  it  follows  that 
the  two  sections  in  question  are  directly  within  the  Act  of 
Congress  of  1840,  and  ai'e  applicable  in  regulating  the  selec- 
tion, siunmoning,  returning  and  oi^nizaition  of  grand  juries 
in  the  Federal  Courts  * 

Whether  the  fact  that  a  ifeiiire  or  a  })recept  has  not  been 
i&sued  by  the  proper  authority  in  cases  where  it  is  requircMl 
by  law  for  the  purpose  of  sauniioainfr  and  retuniing  a  a:nind 
jury,  is  a  ground  of  challenge  to  the  array,  may  he,  j)er]iaps, 
an  open  (juostion,  or  one  admitting  of  some  ohbervatioii  and 
doubt    IVe  are  inclined  to  tliiidk,  however,  that  if  an  objec- 


•  The  principles  here  laid  down  are  not  applicable  to  peremptory  challenges 
in  crimtMnI  caocs  in  the  Courts  of  titc  United  Siatc«.  Such  challen;:es  in  lho?e 
Courts  arc  legulalcd  by  the  common  luw.  {UuUmI  SlatfS  v.  Jlarchani,  12 
\y/ie<jU.  480 ;  United  Siaiea  v.  H'lVaon,  1  Baldwin,  78.)  The  Acts  of  Congress  on 
tb«  rabjeet  of  Jurors  do  not  regulnte  peremptory  challenges  to  jurors  in  cHminal 
cuoflL  Tho  nth  aoetion  of  tbe  jQdid«i7  Act  of  1789,  (1  U.  S,  StaL  at  Largt^ 
88,)  enacts  tliat  "juron  in  all  cases  to  serre  in  the  Courts  of  the  T'nitod  States," 
"  i^hall  have  tlie  ^ntno  qvaliJicatiimM  nrc  rcqiiis-itc  for  jurors  l>v  tin-  lawn  of  tbc 
Slate  of  which  thcv  lUf  citizons,  to  serve  in  the  hi<;ltet9l  Courts  of  hiw  oi  tuch 
State ;  "  and  the  Act  of  July  2*Jtii,  1840,  (5  £71  S.  Slal.  at  Large^  S94,)  provides 
th«i  "  jiuot*  to  servo  In  tho  Coarta  of  the  Uniied  Steles,  in  eech  State  rcq>eo- 
Uvdy,  shall  have  tbe  like  fueiifieaiionM  and  be  entitled  to  the  like  exemptiem 
as  jurors  of  the  holiest  Court  of  lav  of  such  State  now  bare  and  arc  entitled 
to.''  A  }» r,  ii>/-loTy  challenge  not  being  rnndc  for  any  assigned  cniife,  and  having 
no  ri'frri m  e  to  tlie  i]Uiiiijication  or  i  xt  iti/'tion  of  the  juror,  the  Aetw  of  Congress 
above  reterred  to  do  not  cover  it.    And  tlie  34th  section  of  the  Judiciary  Act  of 

1789,  {I  I/,  8.  sua,  0t  Larfft^  M,)  which  provides  that  **the  laws  of  the  ssTetnl 
States,  except  where  the  Constitution,  treatice  or  statutes  of  Ifae  Udted  States 
abaU  otherwise  require  or  provldo,  ahiW  ho  regarded  as  rules  of  decision  in  triaU 
at  common  tmr  in  the  Courts  of  the  United  States,  in  cases  where  they  apply," 
docs  not  apply  to  criminal  cnscs.  ( United  Statet  v.  liddf  12  Howard,  361.  See 
The  UniUd  IStaiet  v.  Dougiagn^  {antc^  p.  207.) 
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tion  were  made  on  that  ground,  at  the  proper  time,  it  might 
be  made  as  a  challenge  to  the  array.  Becadee,  in  judgment 
of  law,  if  a  grand  jury  has  been  summoned  and  returned  by 
a  person  who  is  not  authorized  to  designate,  summon  and  re- 
turn the  panel,  the  array  of  the  jury  thus  summoned  and 
returned  would  seem  to  bd  objectionable  as  a  panel,  and 
therefore  objecticmable  imder  a  challenge  to  the  array  or  to 
the  panel.  If,  then,  the  absence  of  a  venire  or  of  a  precept, 
in  a  case  where  the  law  requires  one,  is  a  ground  of  chal- 
lenge to  the  an-av,  which  we  are  inclined,  upon  principle,  to 
think  it  is,  the  challenije  is  al)oli&hc(l  bv  the  28th  section  of 
the  statute  referred  to,  and  it  i^,  consequently,  also  abolished 
in  the  Federal  Courts. 

It  is  very  probable  that  the  Legislature  of  New  York  were 
induced  to  n1»<>lish  tlic  challenjre  to  the  arrav  on  accduntof 
the  chanu:i'  fn»ni  the  Kiinrlish  mode  in  the  ^_v^tc^]  admitted  for 
the  pur|K>se  of  designating  and  sumraoning  grand  jurors. 
In  England,  (and  so  it  was  in  the  Federal  Courts  until  the 
Act  of  Cnnigrcss  was  passed  adopting  tlie  State  regnkitinii^,) 
the  sberlfF,  on  receiving  the  renire,  makes  a  selection  of  the 
jurora  from  the  body  of  the  county,  at  his  discretion.  Hence 
the  importance  that  is  there  given  to  the  proper  qualifications 
of  the  sheriff,  in  res|>ect  to  tlie  paities  concerned,  to  simnmon 
the  juiy;  because,  if  Iio  i«  disposed  to  summon  one  toaccom^ 
plish  a  particular  object,  it  is  entirely  within  his  power  to 
do  80.  But,  according  to  the  system  prevalent  in  the  State 
of  Kew  York,  the  law  provides  for  the  selection  of  the  mem- 
bers of  the  grand  jury  with  great  care  and  particnlarily.  In 
the  Ihrst  place,  they  are  selected  from  the  body  of  the  county 
by  the  Board  of  Supervisors,  and  separate  ballots  containing 
their  names  are  placed  in  a  box  kept  by  the  clerk  of  the 
county,  from  which  the  requisite  number  are  drawn  by  lot  to 
form  the  juiy,  and  the  names  so  drawn  are  the  persons  to  be 
summoned  and  returned.  If,  therefore,  the  law  is  com]>lied 
with  in  the  selection  and  sunnnoning  of  grand  jurui-fc,  none  of 
the  otlicers  employed  in  tlie  discharge  of  that  duty  can  exer- 
cise any  discretion  whatever,  and  hence,  no  doubt,  the  Legis- 
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lature  came  the  more  readily  to  the  conclusion  that  the 
right  of  clialienge  to  tlie  array  was  not  of  tlie  same  impor- 
tance under  oui-  ^ystein  tm  under  the  Bjstem  that  prevails  m 
England. 

We  are  (juitc  free  to  say,  however,  that  altliough  the  clml- 
lenge  to  the  individual  memhers  of  the  grand  jury  for  favor 
is  abolished,  except  in  the  two  cases  specified  in  sections  27 
and  2S  of  the  statute  referred  to,  and  although  the  challen^^e 
to  the  array  is  wholly  aholished,  it  by  no  means  follows  that 
.  the  accused  has  no  remedy  m  a  case  where  there  has  been 
any  impro|>er  conduct  on  the  part  of  the  public  officers  em- 
ployed Id  the  designating,  smnmoning  and  returning  of  the 
grand  jury.  If  there  has  been  any  improper  conduct  on  the 
part  of  those  ofiice»  in  performing  that  service,  op  if  any 
fraud  has  been  committed,  through  their  instrumentality,  in 
the  drawing,  smmnoning  or  oigonization  of  the  grand  jury, 
of  coorae,  the  accused  who  may  be  prejudiced  thereby  has 
his  remedy,  by  motion  to  the  Court  for  relief  in  consequence 
of  such  irregularity  or  fraud.  Because,  the-  selecting,  sum- 
moning and  returning  of  grand  jurors  are  proceedings  which 
are  always  under  the  general  supervision  and  control  of  the 
Court,  and  the  Court  will  guard  them,  and  will  see  to  it  that 
no  one  shall  be  prejudiced  thereby/  The  Court  has  general 
power  to  preserve  the  pure  administration  of  justice,  and  its 
sound  discretion  will  dways  be  exercised  freely  for  the  pur- 
pose of  securing  that  end. 

These  objections,  however,  to  the  proceedings  in  the  selec- 
tion and  summoning  of  ^rand  jurors,  over  and  beyond  the 
right  of  cliallen<re,  are  }»resented*  to  the  Court  for  tlie  exer- 
cise of  its  sounti  dit^cretion.  It  will,  therefore,  l(K>k  into  the 
facts  prei5ent»'<l,  on  which  a  charge  h  iitude  against  the  regu- 
larity of  the  proceedings  in  the  i>electiuu  and  summoning  of 
grand  jurors  in  a  given  cape,  and  will  hear  the  ex])lanation8 
on  the  other  side,  and  its  judgment  will  be  determined  ac- 
cordingly. If  it  sees  that  tliere  has  been  improper  conduct 
in  the  public  officers,  which  has  resulted  prejudicially  to  the 

party  accused,  it  is  .  bound  to  set  aside  all  the  proceedings. 
29 
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On  the  coQtnuy,  although  there  may  be  technical  objectioiia 
to  the  proceedings  in  point  of  strict  regularity,  yet,  unleerthe 
Court  18  satisfied  that  thej  ha^  resulted  or  may  result 
to  the  prejudice  of  the  party  accused,  it  will  not  set  them 
aside,  becattse  its  interposition  in  the  case  will  not  be  re- 
quired on  fhe  ground  of  justice  either  to  the  accused  or  to 
the  public. 

We  are  inclined  to  tliiiik  that  the  questioTi,  whether  or  not 
the  absence  of  a  ve/tire,  where  it  is  re<juin.Hl  by  law,  forms  a 
ground  of  challenge  to  the  array,  id  of  no  practical  conse- 
quence in  this  cage  ;  because,  even  if  it  were  a  ground  of 
challenge  to  the  array,  and  the  party  had  not  made  the  chal- 
lenge, not  having  had  notice  of  die  fact^  on  which  it  could 
be  gmnnded,  yet,  if  it  could  be  gliown  that  cornipti<»n  or 
fraud  had  ent<*n?d  into  the  selection,  Binnnioning  or  retiiniing 
of  the  grand  jury,  the  Court  would  hear  an  application  for 
relief  founded  upon  its  jx>wer  and  duty  to  control  and  regu- 
late tlie  proceedings  so  as  to  prevent  injury  and  oppi-ession. 
Tlic  only  difference  between  the  two  cases  is,  that  where  a 
challenge  to  the  array  is  made,  it  is,  if  maintained,  fatal  to 
the  panel,  and  the  panel  becomes  invalid  by  operation  of 
law ;  bnty  where  the  party  is  obliged  to  make  a  motion  to 
set  aside  the  panel  on  the  ground  of  improper  conduct  on 
the  part  of  public  officers,  there  is  then  no  inflexible  rule  of 
law  applicable  to  the  case,  but  it  rests  in  the  sound  diseretioii 
of  the  Comt  to  see  that  no  injniy  results  from  the  impropri- 
ety. The  Court  will  look,  therefore,  into  the  facts,  to  see 
whether  there  is  anything  to  satisfy  their  minds  that  the  jury 
thus  summoned  is  not  a  fit  ^ody  to  exercise  the  powere  con- 
ferred upon  it 

If  the  absence  of  a  tfmire  ia  not  a  ground  of  challenge  to 
the  array,  the  result  is  still  the  same.  The  conduct  of  public 
officers  in  Btimmoning  the  jury,  if  improper,  is  not  thereby 

protected,  and  the  injured  X)arty  lias  liis  remedy  by  motion. 
In  either  ca-^e,  the  appeal  is  to  the  discretion  of  the  Court. 

The  Act  of  Congress  of  IS-iO,  in  comiectiou  with  the  4:6th 
rule  of  the  District  Court  for  this  District,  provides  for  the 
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designation,  summoning  and  retui  iiing  of  grand  jurors  with- 
out any  venire  or  precept  of  any  kind.  Such  lia<s  Ijeen  the 
practice  in  this  District  ever  Bince  the  adoption  of  the  46th 
mlc,  no  doubt  on  a  sound  construction  of  the  Art  of  1840. 
That  Act  confeiTcd  full  authority  on  the  District  C'uurt  to 
adopt  the  4Ctli  rule,  which  i^iniply  requires  a  notice  by  the 
clerk,  within  a  proper  time,  to  the  marshal,  to  suniuiou  the 
jurors.  The  ninri^hal  then  draws  and  summons  them  ac- 
cord in_<r  to  tlie  8tate  regulations  sis  far  as  practicable,  and 
makes  a  return  on  the  jury  list,  which  is  filed,  and  which 
f  umiahee  all  the  authority  neoesBaiy  for  impaiieUijig  the 
jmy. 

Wero  it  not  for  the  Act  of  August  8th,  1846,  (9  U.  S.  Stat, 
ait  Large^  73,  §  3,)  no  question  would  arise  as  to  a  venire, 
Tlie  Act  of  1846  changed  the  law  as  it  then  existed,  but  the 
obTioiu  extent  of  that  change,  as  designed  by  Cbngress,  add 
as  appeaiB  from  the  face  of  the  law,  was  to  remove  the  necea* 
nty  that  previously  existed  of  summoning  a  grand  jmy  at 
every  term  of  the  Circuit  and  District  Courts^  with  a  view 
to  diminish  expeusea.  Therefore,  the  Act  provides  that  no 
grand  jury  shall  be  summoned  for  any  term  of  aOircuit  or 
District  Court,  unless  the  Judge,  in  the  exercise  of  his  dis- 
oretion,  or  on  the  application  of  the  District  Attorney,  shall 
order  a  vmire  to  be  issued  to  summon  a  grand  jury.  Kow, 
although  the  purpose  of  that  Act  was  to  get  rid  of  the  neces- 
sity for  the  regular  attendance  of  a  grand  yiry  at  every  term, 
and  it,  therefore,  devohes  }K)\ver  on  tlie  Judge  to  order  a 
grand  ]\\ry  when  necessary,  yet  it  does  jirovide  in  terms  that 
a  grand  jury  shall  be  suinmuned  hy  an  order  for  a  venire,  to 
be  made  hy  the  Judge.  And,  undouhtedly,  in  conii)Iiance 
with  tlie  terms  of  that  Act.  a  re/tire  should  he  issued  by  the 
clerk  of  the  Court  in  pursuance  of  the  order  of  the  Judge. 
For,  altliough  tlie  Act  only  says  that  there  shall  be  an  order 
for  a  7vvr//' r\  yet  it  implies  that  a  venire  shall  issue  in  pursu- 
ance of  the  order. 

In  this  case,  a  verbal  order  for  a  venire  was  given  to  the 
olerk.  If  he  had  fulfilled  his  duty  he  would  have  entered 
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it  on  the  records  of  the  Court  What  the  clerk  does  hj  the 
authority  of  the  Judge  is  done  b74he  Judge  hunself.  It  is 

not  necessary  that  the  Judge  should  put  an  order  on  file,  but 
an  order,  if  entered  by  the  clerk,  k  of  the  same  effect  as  if 
it  were  entered  by  the  Judg^  with  his  own  hand.  Here,  an 
order  wat^  made  by  the  Jiulije,  and  the  otiIv  jK>int  of  objec- 
tion ill  t}ie  case  is  the  omission  by  the  clerk  to  isKue  a  venire. 
If  tlie  omission  of  the  venire  were  a  ground  of  ehullenge, 
and  the  party  had  availed  himself  of  it  at  the  pi-oper  time,  it 
would  have  been  fatal.  Jiut,  if  not  a  gn)iiiid  of  challenpfe, 
or  if  the  time  for  making  the  challenge  be  i)assed,  then 
it  Ib  oi^ly  a  ground  for  a  motion  to  the  Court  to  set  aside  the 
panel  for  cause  shown.  But,  the  mere  technical  omission 
on  the  part  of  the  clerk  to  iBsue  a  venire  is^  of  itself,  no 
cause  for  the  action  of  the  Courts  where  the  appeal  is  not 
i&  the  application  of  an  unbending  principle  of  law,  but 
to  the  sound  discretion  of  the  Court  .The  general  princi- 
ple is,  that  the  omission  of  an  officer  to  do  his  duty  will 
not  be  allowed  to  operate  to  the  prejudice  either  of  an 
indiyidual  or  of  the  public,  unless  it  is  shown  to  ha^e 
operated  to  the  prejudice  of  the  party  who  complabs  of  the 
omission. 

It  has  been  urged  by  the  counsel  for  the  prisoner,  that  the 
27th  and  28th  sections  of  the  statute  referred  to  apply  only 
to  persons  who  have  been  anrested  and  held  to  ban  to  appear 
at  the  term  of  the  Court  at  which  the  grand  jury  attends,  to 
answer  such  complaints  as  may  be  presented  against  them. 
That  is  true,  and  they  are  the  only  persons  who  can  t  liailentre 
either  tlio  ai  l  ay  or  the  individual  jurors  for  favor  :  because, 
these  challenges  must  be  made  at  the  time  the  grand  jurons 
are  called  and  impanelled,  and  only  those  ]>ei"sons  who  are 
bound  over  to  appear  have  the  right  or  the  o|  )|>ortunity  to 
make  either  of  these  challenges.  At  common  law,  persons 
not  bound  over  never  had  the  right  or  the  op{x)rt unity  to 
challenge  either  the  individual  grand  jurors  or  the  airay. 
Hence  those  persons  could  never  avail  themselves  of  any 
improper  conduct  in  summoning  or  returning  the  grand  jury, 
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except  by  way  of  motion,  addreaaed  to  the  Bound  discretion 
of  the  Oourt,  to  prevent  ^ly  prejudice  to  tiKe  rights  or  inter^ 
eats  of  the  accused. 

From  these  views  it  resnlts,  that  the  question  at  this  stage 
does  not  stand  npon  the  doctrines  applicable  to  challenges, 
but  upon  the  allegation  on  the  one  side  and  the  denial  on  the 
other,  tliat  the  grand  jury  has  been  dniwii,  summoned  and 
returned  improperly  or  through  friuid,  and  iu  a  way  that  has 
resulted  to  the  prejudice  of  the  accused,  and  that  tlie  ( 'ourt 
is,  therefore,  bound,  in  tlie  exercise  of  it8  sound  discretion,  to 
look  into  the  proceed inn^.  The  question  will  turn  on  the 
aspect  of  the  case  as  ])resented  by  the  affidavits  on  the  part 
of  tlie  accused  and  those  upon  the  other  side  ;  and  we  shall 
be  obliged  to  determine  it  npon  onr  view,  not  of  the  tech- 
nical irregidarities  and  objections,  but  of  the  case  generally, 
as  respects  justice  between  tlie  individual  and  the  public  If 
we  shall  be  satisfied  that  there  was  nothing  in  th^  proceed- 
ings,  although  they  may  have  heen  irregular,  which  could 
work  to  the  prejudice  of  the  accused,  we  cannot,  in  the  exer- 
cise of  a  sound  discn  rini,  set  them  aside.  If ,  however,  we 
shall  be  satisfied  that  they  have  worlced  injustice,  we  shall  be 
hound  to  interpose. 

There  are  two  or  three  questions  presented  bj  the  counsel  - 
for  the  prisoner,  which  are  not  embraced  .in  the  view  we 
have  taken,  that  the  proceedings  in  question  must  be  regu- 
lated by  the  provisions  of  the  Revised  Statutes  of  New  York 
in  respect  to  challenges.  Those  (pieations  are  founded  on 
matters  arising  after  the  impanelling  of  the  juiy^,  and  are 
open  for  observation,  without  regard  to  the  application  of 
any  one  of  those  provisions.  Upon  those  questions  we  are, 
of  course,  disposed  to  hear  any  observations  that  counsel 
mav  desire  to  present,  as  we  arc  also  ready  to  hear  any 
views  they  nuiy  desire  to  present  in  roorard  to  any  prejudice 
or  injustice  that  has  been  suffered  through  the  manner  in 
which  the  jury  has  been  designated,  summoned  and  im- 
panelled. 


Digitized  by  Google 


454 


NORTHEEN  DISTRICT  OF  NEW  YORK, 


71m  United  SMm  BMd. 

SiUU  then  proceeded  to  ai^e  that  the  defendant  migfat 
have  been  and  wa&  prejudiced  byjlie  mode  of  detignatmg 
the  grand  jurore.  [Nslson,  J.  The  ri^t  of  challenge  in 
this  case  being  cut  off,  the  remedy  of  Ihe  perty  is  nanowed 
to  an  appeal  to  the  Bound  discretiim  of  the  Gonrt,  in  case  any 
ImgularitieB  have  oecunred  in  drawing  or  BommoDing  the 
grand  jury^  which  may  have  operated  to  hie  prejudice.  But 
the  good  faith  of  the  officers  concerned  in  diadiargiug  the 
duties  of  drawing  and  sommoning  mnst  be  implicated.] 
We  insist  that,  if  an  officer  puts  himself  in  motion  to  sum- 
mon a  grand  jury  without  a  venire,  the  question  of  liis  rrtxxl 
faith  in  doing  so  is  involved.  [Nelson,  J.  We  luive  held 
that  tile  quciitiun  as  to  the  venire  is  not  open.  The  counsel, 
in  order  to  avail  hinii>clf  of  the  ground  left  open,  must  pre- 
sent a  ease  in  which  ho  implicates  the  g(X>d  faith  of  the 
oHicei^  concerned  in  selecting,  summouing  and  returning  the 
grand  jury.] 

The  box  from  which  the  ballots  in  tliis  ca^e  were  drawn, 
instead  of  having  a  small  hole  in  its  top  for  that  purjxnje,  had 
a  sliding  eovor,  and,  when  that  was  drawn  out,  the  ballots 
were  in  full  view  of  the  penson  drawing.  I^or  were  the  bal> 
lots  folded  so  as  to  render  the  names  inyisiblei  as  required  by 
the  statute.  (2  R.  S.  721,  §  6.)  These  were  irregularities 
which  would  almost  surely  work  to  the  prejudice  of  tlie  de- 
fendant, in  a  case  where  the  officer  drawing  had  any  feeling 
in  the  matter.  [Nslson,  J.  How  can  tbs  officer  be  held 
responsible  for  the  construction  of  the  box  and  the  foimatioii 
of  the  ballots!  He  has  no  contxol  over  them.  Heistotalte 
the  box  furnished  by  the  State  officers.  He  has  no  right  to 
fold  the  ballots,  or  interfere  with  them,  in  any  way,  ezo^t  to 
draw  them.  He  must  take  the  State  ballots.  The  Aot  of 
Congress  havmg  adopted  the  State  box  and  the  State  ballotB^ 
and  made  it  the  duty  of  the  officer  to  draw,  we  do  not  see 
how  it  csA  be  objected  that  the  ballots  were  drawn  from  that 
box  and  from  among  those  ballots.] 

I  pass  now  to  irregularities  in  the  proceedings  after  the 
grand  jury  was  sworn  and  impanelleU. 
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Aaonof  the  District  Attornej,  not  sworn  in  any  manner, 
was  permitted  to  mix  with  the  grand  jury  while  it  was  in 
seflBion,  and  to  participate  in  the  proceedings  before  it  Such 
a  practice  deatrojs  the  secrecy  ci  the  institation  of  the  grand 
jnty,  which  is  its  most  importailt  feature^  No  person  should 
be  pennitted  to  be  present  at  its  sessions  except  the  witnesses 
and  the  sworn  officers  of  die  Court.  [Nelsok,  J.  The  only 
p(»nt  that  can  arise  on  this  branch  of  the  case  is,  whether 
the  person  admitted  to  the  grand  jury  was  guilty  of  any 
improper  condnet  while  there,  which  operated  unduly  on  the 
minds  of  the  jurors.  It  is  the  uniform  practice,  in  tlie  Fed-' 
eral  and  State  Courts,  for  the  clerk  and  assistant  of  the 
District  Attorney  to  attend  the  grand  jury,  and  assist  in 
investigating  the  accusations  prcsjcnted  before  it.  That  has 
been  the  })ractice,  to  my  knowledge,  without  question,  ever 
^inee  I  have  had  any  connection  with  the  adniiniatratit>n  of 
criminal  justice.  In  England,  even  the  prosecutor  un\\  ap- 
pear before  the  grand  jury  and  aid  the  rc]>r{  .-^t utativc  of  the 
Crown  in  respect  to  the  evidence  and  the  nuinagemciit  of  the 
case.  We  cannot,  at  this  late  day,  overturn  a  uniiurm  prac- 
tice that  has  been  settled  for  so  long  a  time.  You  must 
assume  that  tlie  attendance  of  the  derk  of  the  District  Attor- 
ney before  the  grand  jury,  to  aid  in  bringing  out  the  testi- 
mony, is  admissible.  But,  if  any  abuse  has  been  connnitted 
by  him,  or  by  any  other  person,  it  is  a  proper  subject  for 
investigation  by  the  Court]  We  chaige  no  abuse,  except  the 
mere  fact  of  his  being  present 

The  next  point  is,  as  to  the  oath  administered  in  open 
Court  to  the  witnesses  who  testified  before  the  grand  jury. 
They  were  sworn  in  this  manner:  **  You,  and  each  of  you,  do 
severally  solemnly  swear,  that  the  evidence  yon  shall  give  to 
the  grand  inquei^  touching  chatges  against  Moses  Summers 
and  others,  concerning  which  yon  shall  be  interrogated,  shall 
be  the  truth,  the  whole  truth,  and  nothing  but  the  truth.  80 
help  yon  God.^  Upon  the  testimony  given  under, this  oatili 
twenty-four  bills  of  indictment  were  found  against  twenty- 
four  difiereut  persons,  one  against  each.   Ko  indictmcut  was 
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found  jigainst  "Moses  8ummei8  and  others/'  nor  was  any 
indictmeut  found  againet  any  two  penons  jointly.  Could 
any  person  who  swore  falsely  against  the  defendant  be  in- 
dicted for  peijuiy  on  this  oath?  The  witnesses  were  not 
sworn  at  all  60  far  as  the  defendant  was  oonoemed,  and  the 
indictment  against  him  was  found  on  testimony  not  on  oath. 
(Sufith  V.  Clark,  12  Maward,  21 ;  1  OhUh/'s  Orim.  Zone, 
322 ;  United  States  v.  CooHdge,  2  GaUuony  364.)  The  oalih 
here  was  not  a  general  oath^  naming  no  peiBony  and  swearing 
the  witnesses  as  to  any  matters  they  might  be  inquired  of 
before  the  grand  jiiiy.  But  it  was  a  partieular  oath,  confined 
to  a  particular  cause.  And  an  indictment  will  be  quashed 
unless  the  witnesses  are  regularly  sworn.  (6  Oarr.  db  P*90; 
State  T.  Roberta,  2  Ikv.  dh  Bait.  540;  Wharton^s  Orim. 
Laic^  124 ;  State  v.  Cain^  1  ffawks^  252 ;  State  v.  FeUows, 
2  JIm/ioard,  340 ;  The  People  v.  Jfulbut,  4  Denio^  133.) 

Another  objection  we  have  to  urire  is,  that  ex  parte  aftida- 
vitii  w^ero  used  l»efore  the  prrand  jurv  instead  of  oral  testimony. 
Those  affidavits  were  made  on'triiially  for  the  purpose  <ii  issu- 
ing WHiraiit8  apiiiist  tlie  ]>arties  accused.  On  the  examina' 
tion  of  the  partiets  after  arrest,  the  Bame  affidavits  wore  a^in 
used.  And  they  were  used  a  third  time  before  the  giand 
jury,  whore  they  were  read  rthI  the  witnesses  asked  if  the 
statements  in  them  we  re*  correct.  This  was  an  irregularit}% 
In  an  ex  parte  investigation  as  to  a  person  not  present,  the 
witnesses  should  have  been  interrogated  as  to  what  they  re- 
membered concerning  the  transaction.  [Nelson,  J.  Have 
you  any  authorities  that  go  to  permit  an  inquiry  into  the 
mode  of  proceeding  before  the  grand  jury  in  the  taking  of 
testimony,  or  into  the  weight  or  sufficiency  of-  the  testimony, 
for  the  purpose  of  invalidating  an  indictment  I  As  regards 
the  manner  of  swearing  the  witnesses,  when  they  are  sworn 
in  open  Court,  and  the  competency  of  the  evidence,  whether 
oral  or  documentary,  and  tibe  manner  of  the  authentication 
of  the  latter  species  of  evidence,  we  can  inquire.  But,  so  far 
SB  r^ards  the  mode  of  condnctiug  the  examination  of  wit- 
nesses who  are  properly  before  the  grand  jury,  we  are  aware 
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of  no  principle  which  authorizes  m  to  revise  the  proceedings 
of  the  grand  jtuy.  Now,  the  affidavits  in  qaestion  here  were, 
as  we  nndentand  it,  nsed  hefoie'  the  grsnd  jury  in  the  course 
of  the  examination  of  the  witnesses  l^emselves  who  made  the 
affidavits.  The  witnesses  were  called  to  testify  in  regard  to 
facts  about  which  they  had  previously  made  affidavits.  The 
affidavits  were  used  to  refresh  their  recollections  and  to  save 
time.  The  witnesses,  being  present  before  the  p:rand  jury, 
were  to  be  examined  according  to  the  discretion  of  that  body, 
over  which  we  have  no  control.  It  is  no  new  practice  for 
witnesses  to  consult,  for  the  purpose  of  rofrepbinsf  their  recol- 
lect i(»n«»,  statements  which  they  have  previouslv  ujude,  al- 
tlionMi  tliev  cannot  swear  from  the  statements.  There  is  no 
objection,  however,  to  the  witnesses  swearing  that  certain 
facts,  of  which  they  have  previously  made  statements  on 
paper,  are  true.] 

AiraiTi.  An  er  jxirte  affidavit,  purporting  to  have  been 
taken  in  Missouri,  and  to  have  been  made  by  the  alleged 
owner  of  Jerr}%  was  the  only  evidence  before  the  grand 
jury  that  Jerry  was  a  slave,  that  he  owed  his  alleged  owner 
service,  that  he  escaped  fi-om  Missouri  to  New  York,  and  that 
the  penon  rescued  was  the  identical  Jerry  who  escaped. 
[Nelsox,  J.  Evidence  before  a  grand  jury  must  be  compe- 
tent l^al  evidence,  such  as  is  legitimate  and  proper  before  a 
'  petit  jury.  ZmoreneeJ]  The  affidavit  of  the  owner  refened 
to  was  annexed  to  the  warrant,  and  was  the  same  affidavit 
that  was  used  before  the  United  States  Gommiesioner,  and 
on  which  he  issued  his  warrant  in  the  case.  It  was  produced 
before  the  grand  jm  v  \>y  the  Commissioner  himself,  who  was 
sworn  as  to  the  issuing  of  the  warrant  upon  it,  and  the  only 
object  for  which  it  was  used  before  the  grand  jur}'  was  to 
show  what  the  Commissioner  who  iflsued  the  warrant  had  be- 
fore him,  with  a  view  of  showiii:;  tliat  he  had  jurisdiction  to 
issue  it,  and  that  it  was  valid  in  the  liands  of  the  officer,  and 
that  the  rescue  was  in  violation  of  tlie  Act.  [Nelson,  J.  Can 
a  motion  to  qua.-^ii  an  indictment  ho  made  on  the  ground 
that  the  grand  jury  found  it  on  insufficient  evidence,  or  even 
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without  any  evidence  as  to  aiiy  particular  point  ?  Can  jcm 
produce  any  authority  for  setting  aside  an  indictment  on  tliat 
gionnd  Ij  In  Lfn/f^  Case,  (4  (rreenleaf,  489,)  tlio  affidavit  ot 
m  grand  juror  wbb  received  to  show  Uiat  an  indictment  WM 
fonnd  hj  leas  than  twelve  of  the  jniy.  In  United  State*  v. 
CfooUdgey  (2  QaUiaony  864^)  an  inidietmeiit  waa  Bet  aaide  on 
.the  ground  that  it  waa  found  on  the  evidence  of  vntnOBsea 
who  had  not  heen  sworn  at  alL  [Kslbok^  J.  In  thia  laat 
case,  the  inquiry  waa  in  regard  to  a  fact  that  transpired,  not 
before  the  grand  jury,  but  in  open  Court.  TT^tj,  J.  The 
affidavit  of  the  party  here,  aa  to  the  alleged  defect  in  the  evi- 
dence before  the  grand  jury,  is  merelj  on  infonnatfon  and 
belief.  If  objection  be  made  by  the  defondant,  no  affidavit 
of  a  ^rand  juror,  or  of  the  District  Attorney,  or  of  any  per- 
son who  was  present  before  the  graiui  juiy,  can  be  used  to 
rebut  it.  If,  in  such  a  caije,  au  affidavit  on  intuiUKition  and 
belief  be  held  sufficient,  every'  indictment  must  be  ijiuushed. 
I  am  fiware  of  no  case  where  any  Court  has  ever  re-examined 
the  evidence  before  a  ffrniHl  jury,  to  see  whether  it  was  suffi- 
cient. The  result  of  bueh  a  practice  would  be,  that  in  every 
case  tlie  Court  would  be  obliired  to  try  a  party  on  aflidavits, 
on  a  motion  to  quash  the  indictment.]  Affidavit  of  grand 
jurors  are  always  admitted  to  sustain  an  mdictment.  Besides^ 
in  this  ease,  the  affidavits  on  the  other  ^ide  admit  our  allega> 
tion,  as  to  the  defect  of  evidence,  to  be  true,  by  not  denying 
it  [Hall,  J.  Can  you  Bhow,  by  authority,  that  the  affidavit 
of  a  grand  juror  is  competent  for  the  purpose  of  showing 
that  sufficient  evidence  was  given  to  find  the  indictment  f 
The  poeitbn  that  your  allegation  ia  admitted  beeanse  it  ia  net 
denied,  bega  the  question,  which  is,  whether  your  affidavit  ia 
anffioient  to  call  for  eitheii  an  admissioB  or  denial.  Tou  can 
have  no  legal  information  aa  to  the  foot  that  there  vras  no  evi- 
dence befoie  grand  jury.  The  indietment  itself  is  evi^ 
dence  that  it  waa  founded  upon  sufficient  testimony,  while  yon 
aie  speaking,  upon  information  and  belief  and  mere  heanay, 
on  a  subject  aa  to  whioh  you  can  have  legally  no  inf  onnation. 
And  this,  you  maintain,  shall  control  an  indictm^t  presented 
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by  a  gmnd  jury  upon  oath.]  The  doctrine  Buggeated  would 
'  go  BO       if  flamed  oat,  tm  to  allow  no  remedj,  even  if  it 
appeared  that  there  was  no  proof  at  all  befiote  the  grand  jnty 
on  which  to  find  an  indietment 

Spenaer^  for  the  United  States.  All  the  qneatione  nused 
by  the  defendant  have  been  dispoeed  of  except  three.  1.  Aa 
to  the  oafh  administered  to  the  witneaBca.    2.  Ab  to  the 

affidavits  used  before  the  grand  jury.  3.  As  to  the  want  ol 
sufticit  nt  evidence  on  which  to  find  the  indictment. 

1.  Art  to  the  oath,  the  arg-uiiieut  for  the  defendant  has  pro- 
ceeded on  the  a^snniption  that  a  suit  was  pendinjr  between 
the  Governinuut  and  the  defendant,  at  the  time  the  oath  waa 
a<hninistered.  This  16  a  mistake.  The  proceedings  were 
merely  iirtiutory.  It  was  wholly  unknown  who  would  be 
implicated  in  tlie  transaction. 

The  oath  wa.s  equivalent  to  a  general  oath,  which  is  suffi- 
cient. (  Ward  V.  H'/ie  States  2  Mimouri,  120.)  It  rofpiirod 
the  witiieti8  to  speak  the  truth  as  to  any  matter  about  whicii 
he  should  be  mterrogated  before  the  grand  jury.  The  oath 
related  to  the  matter,  and  it  was  not  neceaaary  it  should  be 
limited  to  any  particular  individual. 

It  is  objected  that  separate  bills  were  fonnd.  against  the 
sewal  parties  implicated.  The  transaction  was  a  misde- 
meanor, in  which  idl  were  principals^  and  all  jointly  and  ser- 
erally  liable  lor  eretything  that  waa  done  while  they  were 
acting  in  eoncert  Whether  the  indidmenfts  would  be  joint 
or  sereral  waa  unknown,  and  was  a  matter  within  the  electicii 
of  the  District  Attorney,  and  could  make  no  difference  in  the 
delibeiationa  of  the  gnoid  jury. 

The  investigation  waa  aa  to  one  entini  transaction,  a  simple 
proceeding,  and  the  oath  was,  to  giire  evidence  aa  to  any  mat> 
ter  about  which  the  witness  shoold  be  interrGgated,  in  rehition 
to  that  transaction,  respecting  Moses  Smnmers  and  all  others 
who  inii::ht  liave  been  engaged  in  it. 

It  h  t-aid  that  j)erjurv  could  not  be  predicated  on  this  oath. 
This  is  not  so.    It  would  sustain  a  count  that  false  evidence 
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was  g^ven  against  the  party  who  complains.  The  witnesses 
were  bonnd  to  speak  the  truth  in  regard  to  each  aad  aU  ol 
the  perwDs  oonceniing  whom  they  should  he  interrogated. 

The  oath  administered  was  the  only  one  which  coidd  hxve 
met  the  eidgency  of  the  case.  It  cannot  he  that  the  grand 
jury  are  to  suspend  their  proceedings,  and  that  a  witness  is  to 
stop  in  his  testimony,  every  time  a  new  name  is  introduced,  in 
order  that  the  witnm  may  be  sworn  as  to  that  particular 
individuaL 

9.  As  to  the  use  of  affidavits  before  the  grand  jury.  Each 

affidavit  became  common  law  evidence  the  moment  the  wit- 
ness said  that  the  Ktaternt'nt  to  which  his  name  was  signed 
was  true.  The  affidavit  ^va^  not  read  to  the  srand  jury  as  an 
affidavit.  But  it  was  read  to  the  witness,  and,  \\  hen  ho  said 
it  was  true,  tlic  evidence  was  the  same,  in  legsil  effect,  as  if 
given  orally.  It  was  only  a  brief  way  of  examining  the 
witnesB. 

3.  The  lapt  yvoint  is  not  o})en  for  iii(|uiry.  The  qncption 
whether  there  was  sufficicTit  evidence  l)ef<»re  the  grand  jnrv 
on  which  to  lind  the  bill,  is  a  lield  into  which  the  Court  will 
not  enter.  It  is  a  startling  proposition,  that  a  Court  in  to  be 
allowed  in  every  case  to  inquire  whether,  on  the  whole,  the 
g^rand  jury  were  warranted  in  iinding  a  bill. 

The.question  here  is  not  whether  the  bill  was  found  with- 
out any  evidence,  but  whether  it  was  foimd  on  sufficient  evi- 
denice.  The  indictment,  presented  on  oath,  and  a  matter  of 
record,  is  oonclusive  evidence  that  it  was  found  on  sufficient 
testimony.  It  is  only  before  the  trayezse  juiy  that  the  evi- 
dence can  be  gone  into  again.  When  the  grand  jury  admits 
improper  evidence  and  abuses  its  trust,  the  Court  sometimes 
interferes.  But  the  door  is  not  open  to  inqture  whether  there 
was  sufficient  evidence  on  which  to  find  the  bilL 

In  Zov^a  Ocue,  (4  OresnUaf,  439,)  where  the  bill  was  found 
by  leas  than  twelve  of  the  grand  jur^^,  it  had  no  jurisdiction, 
and  consequently  the  indictment  was  no  indictment 

But,  the  allegation  that  the  evidence  was  not  sufficient  is 
made  only  on  information  and  belief.    Can  the  Couit  inquire 
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into  the  matter  on  the  mere  suggestion  ol  the  parly  ?  What, 
in  each  ease,  becomes  of  the  presumption  that  every  public 
officer  discharges  his  duty  ?  We  are  under  no  obligation  to 
speak  in  answer  to  such  an  allegation.  The  law  does  not  pre- 
sume that  we  have  the  means  of  speaking. 

But  the  indictment  contains  two  sets  of  counts — one  set 
founded  on  the  allegation  that  Jerry  was  a  fuf^tive— the 
other  on  the  allegation  tliat  he  was  an  allejg^d  fugitive,  and 
that  proceeding  were  in  progress  to  detenniiie  the  fact. 
There  is  no  pretence  that  the  evidence  wuii  not  Bufiicieut  to 
support  the  latter  class.  {lioacoe's  Crim.  Ev.  233 ;  Whar- 
toTi's  Crim.  Lav),  133 ;  Re»p.  v.  Cleaver,  4  Yeatetty  69 ; 
btate  V.  Baldwin^  1  J)&i>,  iHs  JSait.  IdS ;  State  v.  MaikU^  3 
Pike,  84) 

Sed^mek^  in  reply.  There  is  a  diRtinction  Itetween  the 
oath  here  and  a  general  oath.  In  an  indictment  for  perjury, 
the  oath  mnst  be  stated  exactly  as  it  w^as  administered ;  and, 
under  the  oath  here,  if  an  attempt  were  made  to  prove  that 
the  witness  swore  falsely  in  a  proceeding  against  the  defend- 
ant, the  yarlance  would  be  fatal 

There  was  here  no  joint  indictment,  and  the  oath  was  taken 
in  a  case  in  which  no  indictment  was  found,  and  no  oath  was 
taken  in  the  case  against  the  defendant  The  oath  was  not 
equivalent  to  a  general  oath. 

Aa  to  the  admission  of  incompetent  evidence.  The  accused 
has  no  access  to  the  grand  jury  room,  to  obtain  proof.  He 
cannot  compel,  nor  will  the  Court  permit,  Ihe  grand  jurors  to 
disclose  what  took  place  before  them.  Nor  can  he  compel 
the  District  Attorney  or  his  clerk  to  give  their  affidavits  as  to 
what  transpii-ed  in  the  grand  jury  room.  The  only  way,  then, 
that  a  party  can  know  of  an  irregularity  is  by  information 
and 'belief,  and  all  that  is  left  to  him  is  to  make  a  Buprgestion 
to  the  Court  If,  then,  incompetent  testimony  viiiules  an 
indictment,  and  if  the  only  mode  of  rcachin«j^  t]ie  (piestion 
is  bv  a  motion  to  quash,  and  if  the  affidavit  of  the  pajty  on 
iiiiormation  and  belief  is  the  only  foundation  that  can  be  had 


Digitized  by  Google 


402  NOBTHEBN  DISTAICT  OP  NEW  YOEK, 

 r^viMB^,.B^  


for  tihe  motioii,  tiien,  inch  an  affidavit  lequlres  an  answer 
from  the  District  Attorney,  who  can  call  on  the  grand  jmorB 
to  give  evidence  in  leply,  and  can  give  it  himaelf. 

No  witness  was  produced  hefore  the  grand  yary  as  to  Ihe 
ownership  or  escape  of  the  sLwe.  The  only  evidence  on  those 
points  was  by  affidavit  The  case  was  not  one  of  insufficient 
evidence,  hut  of  a  want  of  evidence  as  to  vital  points. 

Nelson,  J.  Several  of  the  questions  raised  on  this  motion 
on  l>ehalf  of  the  defendant  to  quash  the  indictment,  having 
been  already  tlispoged  of  in  the  coui-se  of  the  arg:ument,  we 
shall  only  refer  to  those  remaining,  and  which  are  deemed 
worthy  of  notice. 

Tlie  first  in  in  respect  to  the  ojith  administered  to  the  wit- 
nesses mIio  were  sent  before  the  grand  jury.  Tliey  were 
sworn  in  ojxMi  Court,  on  a  <  r!minal  charge  against  several 
persons  for  a  partit  ij  iii  ion  in  tlie  reBcne  <>f  a  person  fixnn  the 
hands  of  a  ])nl)li('  otMcer  wlio  lield  him  in  custody,  and  in  the 
following  manner :  The  clerk  of  tlie  Court  was  furnished 
with  a  general  description  of  the  persons  accused, — "  The 
United  /States  v.  Moses  /Summen  and  others^^ — and  then 
administered  to  the  witnesses,  in  due  form,  an  oath,  as  fol- 
lows :  "  Yon,  and  each  of  you,  do  aeverally  solemnly  swear, 
that  the  evidence  you  shall  give  to  the  grand  inquest,  touch- 
ing chaiges  against  Moees  Summers  and  others,  concerning 
which  you  shall  be  interrogated,  shall  be  the  truth,  the  whole 
truth,  and  nothing  but  the  truth.  Bo  help  you  God."  The 
argument  is,  that  this  oath  was  void,  as  it  respected  all  per* 
sons  accused  before  the  grand  juiy,  or,  at  least,  as  it  respected 
all  except  the  one  particularly  named ;  and  that  the  evidenoe, 
therefore,  given  before  that  boily,  and  upon  which  the  indict- 
ment was  founded,  was  not  delivered  under  the  sanction  of 
an  oath. 

It  was  admitted  on  the  argument,  and  we  suppose  there 
can  be  no  doubt  as  to  the  correctness  of  the  |)osition,  that  a 

general  oath  to  give  evidence  touching  criminal  charges  to 
be  laid  before  the  grand  jur)*,  without  reference  to  any  par- 
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ticaJar  person,  would  be  unobjectionable.  This  aeemfl  to  be 
the  ptBGtioe  adopted  m  some  ci  the  State  Oonrta.  But  it  is 
•apposed  that  the  deBcriptton  attempted  to  be  given  of  the 
persons  accused,  in  the  instanoe  before  ub,  and  to  which  the 
oath  ref  en,  vitiates  it. 

It  is  true^  if  this  description  had  embraced  one  or  more 
persons  by  name,  whose  cases  were  about  to  be  laid  before 
the  grand  jur)%  and  in  respect  to  whicif  the  oath  was  admin- 
istered,  and  nothing  more,  the  objection  would  have  been 
well  founded,  so  far  as  concerned  evidence  givuii  in  support 
of  any  accusation  against  others.  It  iinist  then  li!i\e  been 
confined  to  complaints  agaiiir^t  the  perstniti  bpecilied.  But,  in 
the  case  before  up,  the  oath  was  not  restricted  to  any  ppeci- 
ficd  innnber  of  persons  mentioned,  or  to  the  single  j»er8on 
nauied.  The  witne^es  were  sworn  to  Cfive  evidence  touching 
charges  against  liini  and  any  otlier  })crs<)nf^  <'(»nceniing  whom 
they  should  l)e  interrogated  by  tlio  gran<l  jury.  And,  if  a 
^neral  oath  to  give  evidence  touching  charges  against  any 
and  all  pei*sons  concerning  whom  tliey  might  be  thus  inter- 
rogated, would  be  unexceptionable,  of  which  we  think  there 
can  be  no  doubt,  it  would  seem  difficult  to  maintain  the  objec* 
tion  made  to  the  oath  in  this  instance.  It  is  no  more  general 
and  nnrestricted,  as  it  respects  the  persons  against  whom  com- 
plaint? 711  ay  be  made  before  the  grand  inquest,  in  the  one  case 
than  in  the  other,  but  applies  to  every  complaint  presented 
for  examination. 

There  are  no  authorities  to  be  found  in  the  English  hooka 
upon  this  question ;  as  the  mode  of  proceeding  before  the 
grand  jury  in  England,  in  finding  bills  of  indictment,  differs 
from  the  practice  usually  adopted  in  this  country.  There, 
the  indictment  is  drawn  by  the  proper  officers  before  the 
case  is  presented  for  examination,  and  the  witnesses  are 
sworn  in  the  particular  ca«e.  Here,  the  initiation  of  the  pro- 
cwdings  is  by  swearing  the  witnesses  and  sending  them  be- 
fore the  grand  jury,  and  the  bill  i?^  di.avu  aitt  r  they  have 
agreed  ujion  it.  There  is  no  cause  j)ending  in  Court,  or  even 
before  the  grand  jur>',  iu  the  legal  sense  of  the  term,  at  the 
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time  the  witneeees  are  Bwom,  and,  in  consequence^  no  title  to 
the  piooeedingB  can  properly  be  given^  or  he  neceseary  to  the 
validity  of  the  oath.  If  the  person  to  be  accnsed  b^ore  the 
grand  jury  is  named,  it  ia  simply  for  the  purpose  of  giving 
application  to  the  oath,  or  to  ^e  evidence  under  it ;  and,  as 
we  have  seen,  this  application  has  been  regarded  as  sofl* 
eiently  direct  and  explicit  when  the  oath  is  administered  gen* 
erally,  and  as  relating  to  nil  persons  concerning  whom  charges 
are  to  be  made  before  that  body. 

Indeed,  if  the  description  of  the  cjise  <;iveii  to  the  clerk 
could  be  j)roperly  regarded  as  a  title  to  the  proceedings,  in  a 
technical  sense,  there  might  be  fome  difficulty  in  maintaining 
the  validity  of  tlie  oatli  to  tlicse  witnesses,  as  no  such  pro- 
cecMiing  was  then  jiendiiig,  in  contenijilation  of  law.  An 
afH(hmt  taken  in  a  snit  in  wliich  the  title  is  tjiven,  is  invalid 
if  no  sncli  suit  is  })eudiug.  But,  we  do  not  regard  the  menio- 
randnin  gisen  to  the  clerk,  as  already  referred  to,  in  this  case 
or  in  any  other,  even  where  the  accused  are  all  specially 
named  when  the  oath  is  administered,  as  a  title,  within  the 
technical  meaning  of  that  tenn,  but,  as  used  simply  for  the 
puqK)se  of  giving  application  to  the  oath  and  to  the  evidence 
to  be  given  thereafter  under  it  And,  as  the  oath  may  be 
general  as  it  resi>octs  all  persons  who  may  be  accused,  it 
would  seem  to  follow,  necessarily,  that  the  form  in  which  it 
was  administered  in  this  case  is  not  liable  to  any  well-fonnded 
objection. 

Another  ground  taken  in  support  of  the  motion  to  quash 
ihe  indictment  is,  that  there  was  no  evidence  laid  before  the  * 
grand  jury  tending  to  prove  that  Jerry  was  a  person  held 
to  service  in  the  State  of  Missouri,  or  lhat  he  was  a  fugitive 
from  such  service,  at  the  time  of  his  arrest  and  deten- 
tion by  the  officer,  or  when  the  rescue  took  place,  and  that 
for  this  cause  the  indictment  is  founded  on  insufficient  evi- 
dence, and,  as  it  respects  this  fact,  in  the  absence  of  evi- 
dence. 

The  indietment  contains  two  classes  of  counts,  one  em- 
bracing an  averment  of  these  facts,  and  tlie  other  omitting 
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^18  averment,  and  resting  the  oonnts  npon  a  statement  of 
facts  Bhowing  that  tiie  magistrate  had  jnriadiction  of  the  case, 
the  issning  of  the  warrant,  the  arrest,  &c. 

The  affidavit  upon  which  this  ground  for  sustaining  the 
motion  is  founded,  charges  the  absence  of  this  evidence 
before  the  grand  jury  upon  information  and  belief  only — a 
charge,  as  is  obvious,  that  may  he  readily  made  by  *the  ac- 
cused in  any  case  where  an  indictment  has  been  found,  and 
which,  if  n^intainable  on  such  an  allegation,  might  devolve 
npon  the  public  prosecutor  and  the  Courts,  in  all  cases,  the 
necessity  of  going  into  the  evidence  before  tlie  grand  jnry, 
for  the  purpose  of  re-exiiuuning  and  revising  the  adjudica- 
tion of  tiijii  hvxlv  ;  and  this,  without  any  authentic;  record  of 
the  evideiu-e  produced  ])ef(»re  them,  or  any  means  of  arriving 
at  that  evidence.     They  ai-c  not  bound  to  keep  a  record 
of  the  evidence  taken  before  thcni,  and  arc  prohibited  from 
disclosing  their  proceedings,  and  m,  also,  are  all  other  jier- 
pons  wlio  have  access  to  or  are  permitted  to  participate  in 
those  proceedings.    They  are  allowed  by  statute,  in  some  of 
the  States,  to  testify  whether  the  e\adence  of  a  witness  ex- 
amined before  them  is  consistent  with  or  different  from  the 
evidence  given  by  him  before  the  Court,  and  also  upon  a 
complaint  for  perjury,  or  Upon  a  trial  for  that  offence,  to 
disclose  the  testimony  given  by  any  sudi  witness ;  and,  per- 
haps, evidence  in  these        might  be  given  by  them  at  com- 
mon law  and  without  the  aid  of  the  statute.  It  is  even  doubt- 
ful whether  they  will  be  allowed  to  disclose  the  fact  that  a 
bill  of  indictment  was  found  by  a  less  number  than  twelve 
of  their  body,  the  authorities  being  contradictory.  ( The  Kmg 
V.  Marsh,  G  Ad.  <!b  EU.  236 ;  Jjno^B  Casey  4  GremL  439 ; 
Roeeo^a  Orim,  ^u,  192 ;  The  People  v.  Sit&vi,  4  Denioy 
133 ;  Eegma  v.  Choke,  8  Ctm'.  dh  P,  582 ;  The  People 
Jewett,  3  Wend.  314;  Wiarton'a  Crini.  Law,  129.)  The 
rule  is  founded  \\\Kn\  public  policy,  to  guard  against  abuses 
that  might  arise  from  a  disclosure  of  their  proceedings  to 
the  accused,  and  to'  protect  witnesses  who  may  have  given 
evidence  before  them,  from  being  exposed  to  the  ill-will  and 
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resentinent  of  parties  indicted.  The  permi^ion  to  disclose  in 
tibe  case  of  a  (.'omplaiiit  for  perjury,  or  for  the  })ni'])05::e  of  con- 
tnidlctiiig  a  witueBri,  seems  to  remove  every  well-grounded 
objection  to  the  rule. 

No  case  has  been  cit^d,  nor  hiwe  we  been  able  to  find 
any,  fnrnishing  an  antliority  for  l<K»king  into  and  revising 
tlio  jud'^ment  of  the  grand  jniy  upon  the  rNtdence,  fur 
the  purpose  of  determinifig  whether  or  not  the  finding 
was  founded  upon  Bufiiciont  proof,  or  whether  there  was 
a  deficiency  in  respect  to  any  part  of  the  complaint ;  and 
the  gronnds  and  reasons  which  we  have  briefly  alluded 
to,  account  sufficiently  for  tiie  absence  of  any  such  prece- 
dent. 

The  unfitness  and  inconirenienoe  of  an  inqniiy  into  the 
evidence  before  the  grand  jniy,  in  this  ex  parie  and  informal 
manner,  afford,  also,  strong  grounds  of  objection  to  any  sach 
practice.  The  reexamination  and  revision  of  the  evidence 
before  them,  attempted  to  be  established  by  ej)  jxirte  state- 
ments, and  upon  the  allegation  of  information  and  belief  by 
interested  parties,  would  necessarily  lead  to  abuses  in  the 
administration  of  criminal  justice,  besides  involving  it  in 
endless  and  profitless  litigation.  It  presupposes  improper, 
if  not  dishonest  conduct,  in  the  members  constituting  the 
body,  and  Bceks  to  establish  the  fact  in  this  loma  and  im- 
perfect  mode  of  arriving  at  the  truth,  and  under  circum- 
etances  in  whieli  the  jui*urs  themselves  are  precluded  from 
vindicating  their  proceedings.  For,  it  was  well  remarked  by 
the  learned  Judge  wlio  delivered  the  opinion  of  the  CJourt 
in  the  case  of  The  People  v.  HnVjuty  (4  Denin,  133,)  upon 
this  subject,  that  "  the  evidence  which  the  deiendant  pro- 
posed to  give  could  amount  to  nothing  less  than  an  impeach- 
ment of  the  grand  jurors.  They  had  found  a  bill  charging 
the  defendant  with  five  different  offences,  and  the  substance 
of  the  offer  was  to  show  that  only  one  offence  had  been 
proved  before  them."  "  It  cannot  be  proper,"  he  f luther  ob- 
served, to  allow  the  jurors  to  be  thus 'assailed.  To  permit 
the  question  to  be  tried  over  again  in  another  place,  whether 
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the  indicfing  jiirors  had  sufticient  evidence  or  any  evidence  to 
warrant  their  finding,  would  bo  plainly  eontmry  to  the  policy 
of  the  law,  which,  in  everything  that  may  affect  the  jmora 
themselves,  has  placed  the  seal  of  secret^  npon  their  proceed* 
ings."  These  remarks  were  made  in  a  case  where  the  evi- 
dence to  impeach  the  proceedings  was  c^ered  on  the  trial,  a 
mode  much  less  exceptionable  in  arriving  at  the  lanth,  than 
upon  esf  jparU  affidavits. 

In  the  administration  of  criminal  justice,  confidence  must 
be  reposed  somewhere ;  and  it  must  be  admitted  that  there 
are  few  bodies  concerned  in  it  that  may  be  more  safely 
trusted  than  the  grand  inquest  of  the  county.  They  are 
selected  for  their  intelligence,  probity  and  character,  from 
the  whole  body  of  the  county.  In  tlie  county  of  Erie, 
whence  this  jury  were  drawn,  the  list  out  of  which  it  wiis 
selected  is  limited  to  the  number  of  three  hundred,  in  a 
population  <>f  some  one  hundred  thousand  ;  a  fact  that  more 
Btruiigly  iiluritrates  the  high  character  and  qualifications  of 
the  grand  inquest  of  the  county  for  the  diBchargo  oi  tiie 
iijipoi  taiit  duties  devolved  upon  them,  than  any  remarks  we 
conld  make. 

ijiit,  as'^nniiiig  that  wc  may  be  mistaken  in  these  vie'ws, 
there  is  anotlier,  which  it  is  proper  to  notice,  equally  decisive 
of  this  motion.  We  have  already  stated  that  this  indictment 
contains  two  classes  of  counts,  and  that  one  of  them  rests 
upon  a  statement  of  facts  showing  that  the  magistrate  had 
jurisdiction  of  Ihe  case  to  issue  tlie  warrant,  the  issuing  of 
the  same,  the  arrest,  &c  If  this  class  of  coimts  is  well 
founded,  and  of  which  we  entertain  no  doubt,  then  the  in- 
dictment must  be  sustained,  even  conceding  the  absence  of 
the  evidence  as  alleged  by  the  affidavits  upon  which  the 
motion  is  founded. 

By  section  6  of  the  Act  of  September  18th,  1850,  (9  Ui  S, 
Stat,  at  Large,  463,)  it  is  provided,  that  when  a  person  held 
to  service,  &c.,  shall  escape,  <fec.,  the  peraon  to  whom  such 
service  is  due,  iSbc,  may  pursue  and  reclaim  such  fugitive, 
either  by  procuring  a  warrant  from  some  one  of  the  Courts, 
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Judges  or  ( "oiiniiissionoi'fi,  f<»r  flie  apprehension  of  snch  fugi- 
tive, t^'C,  or  hv  ^eiziiiir  ami  arre^tinij  such  fusjitive  where 
the  same  can  be  done  witliout  procesfl,  and  by  taking  or 
caii>iiiir  him  to  be  taken  forthwith  before  buch  Court,  Jii<li!;e 
or  ( \>nmtI->ioner,  whose  duty  it  shall  be  to  licnr  and  deter- 
mine the  erise  of  such  claimant,  <fcc.  If  the  fart?,  as  pre- 
sented l)ofore  the  Commissioner,  brou^^ht  the  ease  within  his 
jurisdiction,  and  authorized  tlie  issuing  of  the  warmnt  for 
the  arrest,  then  the  miniBterial  ofhcer  had  full  authority  to 
make  the  arrest,  aud  was  bound  to  make  it ;  and  any  j>erson 
who  knowingly  rescued  or  attempted  to  rcFfiic  the  fugitive 
from  the  custody  of  such  officer,  or  aided,  abetted  or  assisted 
in  such  rescue,  was  guilty  of  the  offence  chaiged  in  the 
indictment  The  person  thus  arrested  under  the  warrant  is 
in  the  custody  of  the  law,  and  any  one  engaged  in  the 
attem]>t  to  take  him  forcibly  out  of  snch  custody,  subjects 
himself  to  its  penalties.  When  the  warrant  is  issued  by  the 
authority  of  the  law,  it  is  made  the  duty  of  the  marshal  and 
deputy  nuirahal,  imder  heavy  penalties,  (section  5,)  to  obey 
and  execute  it;  and  it  would  be  absurd  to  hold,  that  such 
officer  could  not  be  protected  in  the  execution  of  the  pro- 
cess;, when  the  proof  before  the  inaL^istrate  was  sufficient, 
under  the  statute,  to  confer  jurisdiction  to  issue  it.  In  this, 
as  in  cverv  other  case  of  leoral  i)i\>cecdinG:s  of  an  analosrous 
description,  it  is  sufficient  to  justify  the  arrest  of  the  jKjrson, 
and  his  detention  in  custody  until  he  is  discharged  by  due 
course  of  law,  that  the  warrant  was  issued  by  com|>etent 
aiitli(»rity.  The  olllcer  must  be  protected  in  its  dnc  execu- 
tion, it"  tl)C  Inw  of  tlio  land  is  to  prevail  :  ami  any  person 
concerned  in  the  endeavor  to  obstruct  it,  or  to  take  the 
person  arrested  forcibly  out  of  his  hands,  becomes  a  public 
offender,  and  liable  to  the  punishment  the  law  annexes  to  the 
offence. 

The  question,  whether  the  person  is  a  fugitive  from  service 
or  not,  or  whether  snch  service  is  due  to  the  claimant  or  not, 
is  a  question  the  authority  to  determine  which,  at  the  final 
hearing,  is  conferred  by  law  upon  the  magistrate  issuing 
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the  warrant — not  upon  the  mai-slial,  the  ministcriul  officer, 
whose  duty  it  is  made  to  execute  it.  Tf  these  facts  arc  sufii- 
ciently  estal dished  before  tlie  magistrate  to  authorize  the  pro- 
cess, the  marshal  is  authorized  to  arrest  and  detain  the  ])ei*son 
until  the  hearing  has  taken  place  accordiiiix  to  the  provisions  » 
of  the  statute,  and  until  the  truth  or  faklty  of  the  facts  is 
established  by  the  evidence.  The  question  is  one  exclusively 
for  the  magistrate  to  detennine,  and,  until  that  determina* 
tioi),  the  persoTi  arrested  is  in  the  custody  of  the  law. 

These  principles  are  too  common  and  familiar  to  require 
lUustration  or  auihorily ;  and,  in  our  judgment,  upon  any 
sound  construction  of  the  provisions  of  the  Act  of  Gongreas 
on  this  subject,  must  govern  the  case.  We  have  examined 
these  provisions  with  some  care,  and  the  above  are  the  delib* 
erate  conclusions  at  which  we  have  arrived. 

There  is  a  remaining  question  in  the  case,  which  it  is  prop- 
er to  notice — ^namely,  the  chaige  impeaching  the  conduct  of 
Mr.  Gates,  the  deputy  marBhal,  whose  duty  it  was  made  to 
draw  the  grand  jury  from  the  box  of  jurors  ior  the  county 
of  Erie,  and  also  to  summon  them  for  the  tenn  of  the  Dis- 
trict Court  held  at  Buffalo,  when  this  indictment  was  found. 
This  charge  is  founded  u\Hm  the  affidavit,  on  iufonuation 
and  belief,  of  one  of  the  parties  indicted.  We  liiive  the  affi- 
davit of  the  deputy  marshal,  of  the  clerk  of  the  county,  and 
of  a  third  person,  who  were  present  at  the  drawinp^  niid  wit- 
nessed it,  and  they  show  tliat  the  charge  is  utterly  unfounded, 
and  mo^t  unjust  as  it  respects  this  officer.  The  (h-awiiig  Uxjk 
place  in  the  usual  way,  and  in  strict  conformity  to  the  law. 
There  is  not  the  slightest  ground  for  the  imputation  against 
the  fairness  and  good  faith  of  tlie  deputy  iii  the  dischai^  of 
his  duty,eit}ier  in  the  drawing  or  the  summoning  of  the  jniy, 
and  it  never  should  have  been  made. 

For  the  reasons  above  ^ven,  the  motion  to  quash  the  in- 
dictment  must  be  denied. 
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Peremptory  diallenges  to  jurors  sre  not  lUbwod  in  thA  Oouite  of  Iho  United 
States  In  any  ottier  than  capital  casssi  evm  Iboqgb  they  are  aUowed  is  ctiwr 

CUSC8  by  the  State  law. 

A  decoy-lnttor,  containing  moncv,  mailed  for  the  purpose  of  entr.ippinp  n  clerk 
in  a  rosuUilicc,  who  opens  it  aud  takes  the  money,  in  Trithin  the  21st  section 
of  the  Act  of  Mardi  ad,  1826,  (4  I/.  8,  Stat,  at  Lanjr,  107.) 

(Before  Nelson,  J.,  Nortbera  DLitiict  of  Kew  York,  October  20th,  lb 

This  was  an  mdictment  against  a  clerk  in  ihe  PoBt^ffioe 
at  Albany,  New  York,  nnder  the  2lBt  section  of  the  Act  of 
March  3d,  1825,  (4  Ui  8,  SkO,  at  Lmrge^  107,)  for  opening  a 
letter  and  stealing  money  therefrom.  The  punishment  fixed 
by  law  for  the  offence  was  imprisonment  for  not  Jess  thisii  ten 
nor  more  than  twenty-one  years. 

On  the  trial,  the  connsel  for  the  prisoner  claimed  the  right 
to  challenge  peremptorily  twenty  of  the  jurors,  under  the 
provi.sioTis  of  the  section  of  the  Statu  btatute,  (2  li.  S.  734, 
§  9,)  wliicli  is  a.s  follows  :  Every  })erson  arraigned  and  put 
on  trial  for  any  oflFeiice  piinishable  witli  death,  or  with  iiiij)ris- 
onment  in  a  State  prison  ten  yeai*s  or  any  longer  time,  sliall 
be  entitled  to  challenge  peremptorily  twenty  of  the  perbons 
drawn  as  jurors  for  such  trial,  and  no  more.'* 

The  letter  containing  money,  which  it  was  proved  tlie  i)ris- 
oncr  had  opened,  nvA  from  whicli  he  had  taken  the  money, 
was  a  decoy-letter,  prepared  and  mailed  by  an  officer  of  the 
Government  for  tlie  purpose  of  entrapping  the  prisoner.  The 
counsel  for  the  prisoner  raised  the  objection  that  snch  a  letter 
was  not  within  the  Act. 

James  I^,  Zcmrenoe,  (District  Attorney^  for  the  United 
States. 

Deodatus  Wright^  for  the  prisoner. 

Thb  Ck>UBT  decided  that  the  prisoner  had  no  right  to 
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any  of  the  peremptory  challenges  churned,  becAnse  such 
challenges  were  not  allowed  at  common  law  in  any  other 
than  capital  curies.* 

It  also  charged  the  jury  tliat  the  purpose  for  which  the 
letter  from  whi(?h  the  money  was  taken  was  mailed,  waa  not 
a  quostion  under  the  Act 


Sakubl  Colt  vs,  Hisah  Youno  a3xd  Edwabd  LBAvnT. 

Whm  an  appOMitioii  for  flie  oxtMiinoii  of  a  poleni  under  |  18  of  tiio  Aet  of 

MjAfh,  1836,  (6  U.  S.  Slat,  at  Larrjr,  121,)  wa5  pending  at  thO  tiSW  Of  fhO 

p«SSft^  of  the  Art  of  May  27th,  1818,  (9  Id.  231,)  which  fviTiftwd  upon  the 
Commissioner  of  Patents  alone  the  f?ame  authority  to  exteiul  patents  wiiich 
had  previuuiily  been  confided  to  the  Board  created  bj  the  Att  of  1836  :  JJeld, 

tiial  ifc  mo  not  noceeiMy  to  renew  the  application,  bat  that  the  OonuBbikmor 

waoanAorined  lo go  oaivitii  the  prooeedinga^  aa  ha^g  been  property  inal^ 

tuted,  and  complete  them  by  granting  the  extension. 
Where  the  Commi^sioTier  of  Pntenta  haa  juriadictton  over  an  application  for  the 

extension  of  a  patent,  hia  decision  ia  oonolumve  aa  to  the  regularity  of  the  pro- 

oe^lings  on  the  extension. 
The  onl J  oxoq^tion  to  tho  oondnaifenoaa  of  Ua  deeidon  is,  perhaps,  the  eaao 

of  Aand. 

The  defendant  was  enjoined,  before  final  hearing,  from  infringing  two  of  tbt 
clitm'!  of  a  patent,  a1thoug;h  it  was  not  held  that  anotbor  olaim  in  theaamo 
patent,  the  novelty  of  which  was  disputed,  was  valid. 

(Before  NsLSoa  and  Bam,  JJ.,  Soalhem  Diairiot  of  New  Tork,  NoTomber  8il^ 

1852.) 

This  was  a  motion  for  a  proviBkmal  mjmiction,  to  refltnua 
the  defendants  from  infringing  the  fint,  second  and  third 

claims  of  lycttcrs  Patent  granted  to  the  plaintiff,  Febmary 
25th,  IS'SC)^  for  aa  improvement  in  fire-arms,'''  as  re-issued  to 
him,  on  an  amended  speciii cation,  October  li-ith,  1S4:8,  and 
extended  by  the  Commissioner  of  Patents  on  the  lOtli  uf 
March,  1849,  for  sevei^  yeai'S  from  the  25th  of  February, 


•  See  note  to      Unittd  3Mi9  y.  Bttd,        p.  44f .) 
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1850.  There  were  five  claims  in  the  amended  specificatiofiu 
The  bill  set  out  a  recovery  by  the  plaintiff  in  a  suit  at  law  on 
the  patent,  in  the  Gircnit  Covat  for  the  HafiBachnsetts  Dis- 
trict, which  was  strongly  defended,  and  in  which  the  jniy 
found  flpeciaUy  the  novelty  of  the  plaintiff's  patented  combi* 
nation,  and  the  infringement  of  the  first  three  claims  of  hia 
patent. 

In  opposition  to  tlie  motion,  the  defendants  set  np  want 
of  novelty  in  the  plaintiff's  j^atciit,  illegality  in  its  exten- 
fiion,  and  in-<u-iiifringemeut.  The  alhilavits  were  jiriiicipally 
directed  to  the  x>oint  of  showing  a  want  of  novelty  in  the  first 
claim. 

Edioa/rd  JV.  Dicker^on  aud  CJuirles  M»  Keller^  for  the 
plaintiff. 

Seth  P.  StajpleSy  Frcmcii  B,  CtUting  and  Hohert  £mjnet, 
for  the  defendants. 

Nblbon,  J.,  (after  holding  that  the  evidence  produced  on 
the  part  of  the  defendants  in  no  manner  affeeted  the  plain- 
tiff's second  and  thh-d  claims,  and  that  the  defendants  had 
infringed  those  claims*)  The  next  question  in  the  case  is  as 
to  the  validity  of  the  extension  made  by  the  Gommiesioner 
on  the  10th  of  March,  1849.  By  the  18th  section  of  the 
Patent  Act  of  July  4ih,  1836,  (5  U.  S,  SUU.  at  large,  124,) 
the  power  to  hear  and  detcnnine  applications  for  the  exten- 
sion of  patents  was  conferred  upon  a  Board  composed  of  the 
Secretary  of  State,  the  ConunissiGner  of  Patents  and  the 
Solicitor  of  the  Treasnry.  That  Act  required  public  notice 
to  be  given  of  the  application  a  certain  number  of  days  pre- 
vious to  the  hearing.  By  the  Act  of  Congress  of  May  27tli, 
1848,  (9  (T.  S.  Stat  at  Large,  231,)  it  is  enacted,  that  "  the 
power  to  extend  patents  now  vested  in  tlie  Board  composed 
of  the  Secretary  of  State,  Commissioner  of  Patents  and 
Solicitor  of  the  Treasury,"  "shall  hereafter  be  vested  solely 
in  the  Commiisbiouer  of  Patents^ "  and  it  is  further  provided. 
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that  the  said  Oonmufieioner  ehall  exerciae  the  powers  "  upoa 
the  same  principles  and  roles  that  have  governed  *  said 
Board;" 

The  application  for  an  extension  of  the  patent  before  ns 
was  pending  when  the  Act  of  1848  was  passed,  and  the  Com- 
missioner,  after  its  passage,  went  on  with  the  proceedings,  as 
having  been  abeady  properly  institnted,  and  completed  them 
by  granting  an  extension.  The  argument  against  its  validity 
is,  that  the  proceedings  fell  with  the  modification  of  the 
r><»ard  by  tlie  Act  of  ISIS  ;  and,  therefore,  that  it  was  neces- 
biuy  to  liegin  them  uac\\%  observing  the  preliniiuaiy  .steps  ue- 
cet-sary  in  sucli  cases.  The  ohvioiis  answer  is,  that  this  was 
not  a  repeal  of  the  section  providing  for  the  cxtenflion  of  pat- 
ent©, aiid  the  enactment  of  a  new  system  for  tlie  ]>iirpose  ;  in 
which  case,  the  principle  of  construction  contended  for  would 
have  been  applicable,  {  Cf/iited  States  v.  Moi^id/yre's  Jfcirs,  8 
ITotr.  11'^,)  but  siTn})ly  a  repeal  of  so  niu(!li  of  it  as  related  to 
the  action  of  the  Secretary  of  State  and  the  Solicitor  of  the 
Treasury  in  the  matter,  leaving  the  Commissioner  alone  to  go 
on  in  the  execution  of  the  duty.  This  is  the  legal  as  well  as 
the  common-sense  understanding  of  the  change  produced  by 
the  Act  of  1848.  The  amendment  seems  guardedly  worded, 
for  the  purpose  of  avoiding  the  great  inconvenience,  if  not 
injustice,  that  might  result  to  applicants,  if  the  construction 
contended  for  hj  the  defendants  should  prevail,  namely,  the 
necessity  of  renewing  the  applications,  with  sixty  days'  pub- 
lic notice.  It,  therefore,  simply  devolves  upon  the  Oommis- 
Bioner,  after  its  passage,  the  whole  of  the  duty  which  wai^ 
previously  divided  with  the  Secretary  and  the  Solicitor,  and 
directs  that  he  shall  be  governed  by  the  same  principles  and 
rules  that  had  governed  the  Board  composed  of  the  three. 
This^  as  we  understand,  was  the  construction  given  to  the  Act 
by  the  Gbmmissioner,  and  is  the  one  upon  which  he  has  acted, 
and  we  think  it  is  right  and  should  be  upheld. 

The  jurisdiction  of  the  Commissioner  over  the  a|)plication 
being  established,  liis  decision  must  be  regarded  ;us  eunclu- 
sivc  us  to  any  informalities  or  irregularities  tliat  may  have 
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happened  in  the  course  of  the  execution  of  the  duty,  and 
cannot  be  the  subject  of  examniation  and  review  on  this 
motion,  the  same  as  if  the  case  was  before  us  on  writ  of  error 
or  appeal.  The  Act  intended  to  make  the  decision  of  the 
Commissioner  ooncluslve,  except^  perhaps,  in  the  case  of 
fraud,  whicli  is  an  exception  to  the  general  mle. 

We  are  satisfied,  therefore,  that  the  plaintiff  is  clearly  enti- 
tled to  an  injimotion  agamst  the  defendanta^  enjoining  them 
from  using,  in  the  manu&ctnre  of  fire-anns,  the  amnge- 
mentB  embraced  in  the  second  and  third  claims  of  his  patent 
Under  the  circumstances  of  the  case^  and  in  ^ew  of  the  affi- 
davits produced  in  opposition  to  the  motion,  we  shaU  refrain 
from  passing  upon  the  question  raised  in  regard  to  the  first 
daim,  until  the  case  shall  come  up  for  hearing  upon  the 
pleadings  and  proofis,  when  we  shall  be  more  folly  in  pOBses- 
sion  of  the  facts  bearing  upon  that  question. 


BeNJAIUN  TATHAil,  JlS.,  AND  GeOBOE  K.  TatHAH 

V8. 

Thomas  O.  Le  Bot  jlkd  David  Smith. 

The  history  of  improvMnents  in  madainery  for  making  load  pipe  by  piome, 

Tho  nilefl  of  law  for  determiDing  tbo  question  of  identity  between  two  machinea, 
•tited. 

HBtet  of  a  mere  change  in  form  or  pioportiaai^  or  of  tiho  move  anbatttntioB  of 

one  mechanical  equivalent  for  another. 

Testi  for  determining  what  13  a  substantial  clianpo  in  n  machine. 

Wlicrc  the  plaiutid  waa  tho  Srst  to  apply  a  hoUuw  ram  sliding  upon  a  core  in  a 
cylinder  to  thu  making  of  lead  pipe  by  pressure,  (a  cylinder  sliding  upon  a  rod 
not  being  new  in  macblnery,)  and,  in  his  patent,  cldmed  as  bia  infcntion  tbe 
oonatmetfaigof  tberambollov,  oo  aa  to  aiide  upon  flio  oore,  and  tbo  ooiBbiiia> 
tion  of  the  same  with  the  core:  Held,  that  the  mere  use  of  a  hollow  tarn  ia 
combination  with  a  core,  in  a  machine  for  making  lead  pipe  by  prep?i!r<»,  would 
not  be  an  infringement  of  the  patent,  Imt  tliat  there  must  be  a  use  of  such  com- 
binaiiuti,  iu  such  a  machine,  iu  substantially  the  smxe  way  in  which  the  pljun- 
lUr  had  applied  it. 
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Where  the  change  from  a  patented  machine  produces  an  effect,  in  the  operation 
of  the  inadiine,  different  In  kind,  such  diflTorenec  in  efTect  is  evidence  of  a 
mbstanlial  change,  althnn^h,  wilhuut  connecting  the  new  effect  with  the  cfaailg0» 
the  change  might  be  only  lurmal  and  unsubstantial. 

Bal  moh  new  effect,  in  order  to  give  materiality  to  an  apparently  formal«« 
dnngc^  nut  not  oondai  in  meni  j  doing  mora  work  in  m  givto  time  or  in 
merely  reqairing  lets  power.    Theae  femlfeii  if  found,  muiC  follow  from  tho 
different  effect  in  kind. 

The  rule  of  damages  for  the  infringement  of  a  patent,  stated. 

btcreiit,  bj  way  of  damages,  may  be  given  by  the  jury,  in  an  action  for  the 
infringement  of  a  patent. 

(Before  Nblboh,  J.,  Southern  District  of  Kew  Toik,  Norember,  1852.) 

This  was  aii  action  on  tiie  case,  tried  befoi  e  Xelson,  J.,  for  ' 
llie  infringement  of  Letters  Patent  granted  to  the  plaintiffs 
October  11th,  1841,  for  an  "  improvement  in  the  machinery 
for  making  pipes  or  tubes  of  lead,  tin  and  other  metallic 
sabetancee.''  *  The  defendants  had  used,  in  the  manufacture 


*  The  epediottkm  of  the  pklntUBi'  petentwMM  follows: 

"*  The  ScheJ'ik  referred  to  in  th(*e  I^Uers  Patettt^  and  making  p'lrl  r,f  (he 
tame.  Be  it  known  that  we,  George  N.  Tatbam  and  Benjamin  Tatbain,  junr^ 
boA  of  the  dty  of  Philadelphia,  and  State  of  Pennsylvania,  have  InTented  oertatD 
new  and  useful  improvementa  in  machinery  or  apparatus  for  makin;;  and  inanu- 
iacturiag  pipes  and  tubes  of  lead,  tin  and  other  nietalUo  substances,  and  their 
tBoyn,  And  we  do  hereby  deolare  that  the  following  is  a  full,  dear  and  esaot 

dedcriptlon  of  the  construction  and  operation  of  the  name,  reference  iMdng  lied 
to  the  accompanying  drawings,  maluog  part  of  tbb  specification : 

**Oiir  Invention  of  these  certain  Improvements  applies  principally  to  tiie  *map 
chinery  or  affparatus  for  making  or  manu'^.n  rtjnnp  pipes  and  tubes  from  lead,  or 
a  mixture  or  compound  of  lead  witb  other  metals,  as  tin,  or  nuc,  or  any  other 
oomponnd  or  alloy  of  eoft  metals  esptble  of  being  sqaeesed  or  forced,  by  means 
of  great  jirossure,  from  out  of  a  cylii:  l(  r  or  receiver,  througl)  or  bctwicn  aper- 
tores,  dies  and  cores,  when  in  a  »oUd  tU^e,'  described  and  set  forth  in  the  sped- 
flestion  of  a  patent  granted  to  Thomas  BoR1^  of  Great  Britain,  and  also  desenbed 
in  the  first  volume  of  the  first  series  of  the  London  Jnurnul  of  Arts  and  Sciences, 
ss  therein  will  appear ;  and  our  said  invention  is  applicable  in  part  also  to  other 
machinery  for  mannfactnring  leaden  and  other  metallic  pipes,  wnldi  will  be  here> 
Inafter  referreil  to. 

*^  In  the  plan  described  by  Tbomaa  Burr,  the  core  (for  ^e  formation  of  the 
Inner  dfaraeter  or  osJIbre  of  the  pipc^  is  sttsobed  to  the  end  of  the  piston,  and, 
advaniiiiir  hefore  it  through  the  cylinocr,  b  r  ime  bent  and  twisted  out  of  centre 
with  the  dies,  thus  prsveoting  or  destroying  the  uniformity  of  thickness  or  the 
oentrality  of  the  bore  of  tiie  pipes.  This  defoet  rseulted  irom  the  difference  of 
expansion  and  contraction,  and  from  the  extreme  pressure  required  to  drive  out 
the  solid  metal,  and  from  several  other  causes,  the  efiect  of  which  was  to  render 
that  plan  ineffl^ve  and  Ineligible.  These  dereots  ft  Is  the  object  of  onr  improve- 
ments to  remedy. 

**  Oar  ssid  improTomeots  may  be  fully  understood  by  referring  to  the  accom* 
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of  lead  pipe  machinery  oonstnicted  in  aocordanee  with  the 
specification  of  Letters  Patent  granted  to  Samuel  G.  Cornell^ 


panying  dmwingi,  and  to  tiie  ezpttnalioDt  tfaereof  M&laioad  in  tUt  qieoMau 

lion. 

'*  Wo  use  a  powerful  hydraulic  pre&s,  which  is  partuUy  represented  at  figure  1. 
In  tids  figure  a  a,  is  the  cap  or  top  of  the  press ;  6  6,  the  base  or  Aaaie  ot  the 

bottom  thereof,  inclosing  the  great  <  y^'iHcr  and  the  ram,  which  are  not  here 
exhibited.  C  C  C  C,  are  the  upright  wruught-iron  piUara  of  the  preaa.  The 
I^pcs,  the  safety-valve  and  other  puts  of  the  hydnmUo  prew  arc  not  here  repre- 
scmod.  Tliig  engine  is  so  well  known,  and  may  be  construe  led  in  such  variety 
of  furuiti,  an  to  render  a  deacrijitioa  of  it  unnecessary,  and  the  figure  in  the 
annexed  drawings  Is  intended  only  to  exhibit  the  relative  ammgementa  of  the 
other  parta  of  the  apparatus.  We  use  a  sfronp  iron  cyliii'lfT,  rnn^fr'n  '.-d  in  a 
manner  substantially  resembling  that  descrit>ed  by  Thoma>  Iv.i  i  ,  utid  muiudui 
for  preci^ly  the  same  purposes.  The  dio  Is  secured  at  tli<  [  i>or  end  of  the 
cylinder  between  a  circular  plate  and  the  top  of  the  cylinder,  in  an  aperture 
or  recess  fitted  to  receive  it.  The  top  of  the  cylinder  is  atuiched  by  means  of 
aerews  or  bolt«,  or  otherwlae,  thereto^  ao  aa  to  be  easily  removed  and  replaced. 
The  cylinder,  with  its  several  appurtenances,  is  to  be  firndy  bolted  or  secured 
to  the  top  of  the  hydraulic  i>vcti&.  it  is  represented  in  perspective  at  A,  in 
figure  1,  and  in  section  at  A  A,  in  figure  2.  k-  k,  iigore  i5  a  section  of  tho 
die,  which  is  a  polished  steel  rin^.  m  m,  is  the  circular  plate  with  h  large 
aperture  through  it  for  the  passage  of  the  luetul  towards  the  die.  n  n,  is  the 
top  of  the  ejUnder.  X  X,  ^nre  8,  la  n  section  of  a  part  of  the  top  of  the 
hydraulic  press,  which  part  has  an  aperture  (t  t)  in  the  form  of  an  inverted  cone, 
to  allow  access  to  the  cylinder,  for  the  purpose  of  charging  it  through  the  dies 
or  other  apertures,  and  for  the  passa;:.}  of  the  pipes  or  tubes.  Ttie  aperture  is 
hidden  at  figure  1.  Tns  Piston,  B  ,  (operating  withiti  the  cylinder,)  is  bored 
accurately  throu^out  Its  length,  so  as  to  receive  and  fit  a  loufj  core-holder, 
upon  which  it  Is  to  move  or  dide  easily  up  and  down,  bcin^  at  tlie  same  tidM 
furnished  with  proper  packing.  The  Hollow  risTON  is  exhibited  iu  it^  place, 
in  perspective,  at  B,.  figure  1 ;  and  in  sectiun,  ut  B  B,  figure  2.  Its  parts  are 
ahown  detached  at  a  and  A,  in  figure  6,  and  a  section  of  ibe  fitoe  at  0.  Ita 
packing  (around  the  long  core-holder)  consists  of  tijjiit  ring?  occupying  the 
phices  indicated  at  figure  2  by  the  letters  x  x ;  but  it  may  be  packed  in  other 
vays  in  common  use,  and  well  known  to  niucljiuigtu.  The  fiM  C  should  bo 
made  of  cast  ftcel.  It  is  secured  to  the  body  of  the  j)i-iion  by  means  of  bolL-i  or 
screws.  The  piston  is  secured  in  its  ftkcc,  upon  the  table  or  pUtform  of  the 
hydnudie  press,  In  any  convenient  manner.  W^e  employ  a  east-iron  fixture, 
open  in  front  to  receive  the  piston-head,  grfs^-ping  the  same,  and,  being  firmly 
bolted  to  tlie  table,  is  strong  enough  to  bear  the  high  degree  of  force  often 
required  to  extract  the  piaton  from  the  cylinder,  after  it  has  been  driven  hom^ 
Tl  i  -  instrument  is  represented  in  its  place  upon  the  table  at  C,  in  figure  1, 
and  m  plan  at  figure  8,  y,  and  in  transvenie  tieutiou  at  s.  We  employ  a  loho 
OORK-HOLDBV,  whlch  Is  o  slTOog  rouud  rod  of  iron  or  steel,  accurately  turned  and 
polished,  so  as  to  move  or  slide  easily  and  truly  through  the  hollow  piston, 
fitting  the  same  exactly.  One  end  of  this  long  cure-holder  is  to  be  securely 
attached  (by  a  pin  or  otherwise)  to  strong  iron  framework,  below  tiie  tabteor 
pint  form  of  the  press.  The  core-holder  is  to  be  sufRcienily  long  to  ptiss  upwards 
(Urouah  tlie  table  or  platform,  throuffh  the  piston,  and  through  the  middle  of  the 
oyllnder,  to  its  discharging  end,  where  it  is  to  huld  (in  the  centre  of  the  die)  a 
core  or  mandrel,  attached,  screwed  or  bolted  into  its  end  ;  or  is  itself  to  be 
tapered,  if  neceasaiy,  to  the  sixe  required  for  the  interior  diameter  or  calibre  of 
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August  2l6t,  1847,  for  an  "  unprovement  in  lead  pipe  mar 
ofaineiy."  The  material  defence  waB  non-infringement  The 


the  pipes  or  tubes.  The  long  cort-lioldtr  is  exliibited  in  its  plncc  at  D,  fi^^ure  1, 
•nd  in  section  at  D,  flf^re  1,  and  detached  at  D,  figure  4,  where  several  diCRnw 
ent  plans  for  its  conptniction  next  the  core  arc  oxIiiliitoJ.  The  iron  frame- 
work  securing  the  end  of  the  lon^  eore-Jiolder  is  to  be  made  with  scrcral 
arms,  each  (0  be  firmly  attached  to  one  of  the  wrought-iron  pillars  <  i  1)  0 
liydiatilip  prcs?».  Thin  frame  is  repre?entcd  in  pcnjpectivo,  in  Its  place,  at  ]  ,  K,  in 
figure  1,  and  iu  plan,  at  ligure  G,  wliorc  the  relative  positions  of  the  pillars  that 
Bopport  the  table  or  platform  of  the  press  are  exhibited  nt  <°,  A,  g.  The  lower 
part  of  the  rranic-work  must  be  placed  at  stich  a  fM>^tnrce  ftbore  the  hydraulic 
iiuu-head  as  nut  tu  interfere  with  the  rising  of  the  same,  when  the  press  is  in 
aetlOO.  This  distance  should  be  of  the  taigtlf  of  the  piston  at  the  least.  '  Tbe 
TABLK  or  platform  of  the  press  is  to  Ik?  piipported  by  stroti^  iron  pillars,  two, 
three  or  four  in  number,  standing  between  the  arms  of  the  f mm l- work  fixture 
last  described.  The  table  if  seen  at  FF,  figure  1.  It  is  to  upon  Oe 
wrought-iron  pillars  of  the  press,  which  thus  Pcrre  as  guides  to  it.  The  PiLLABa 
supporting  thti  tabk  are  represented  at  G  G  (t,  in  figure  1.  They  are  to  stand 
npen  the  ran-hcad,  which  is  n  solid  iron  fixture  upon  the  top  of  tiie  ram  itself 
and  ooen  at  H,  in  figure  1.  The  rani-hoad  is  to  contain  nn  n^u  rtnrc  larjre 
enough  to  permit  the  end  of  the  long  core-holder  to  descend  into  tlie  hollow 
of  the  ram,  when  occasion  wmj  require  the  removal  of  the  platon,  vt  a  ohaDge  in 
any  of  thr  diflVrent  instninient?. 

"  The  operation  of  ihe  nuichir.ery  is,  in  most  respects,  the  same  ns  that  de- 
ecribed  by  Thomas  Burr,  to  whose  speciflcation  we  here  partis  ularly  refer.  The 
several  parts  being  adjusted  in  their  plnres,  as  at  fipure  1,  the  pLston  being  low- 
ered, the  e\  liiider  is  filled  with  melted  uictal,  through  the  aperture  between  the 
^e  an'i  the  core ;  or,  if  preferred,  through  an  apertnre  made  for  the  purpoie  in 
the  cylitidor,  wldcli  is  to  be  stopped  with  a  pcrew-plng  or  otherwise.  The  space 
occupied  by  the  uwul  in  the  cylijider  is  repre.^ented  in  the  sectional  drawings  by 
a  tint  of  red  color.  Upon  the  metal  in  the  cylinder  becoming  or  solid,  <bo 
pre??  i?  to  be  set  in  action,  and,  as  the  ram  of  the  pre«fs  risoi  upwards,  carrying 
with  it  the  pillars,  and  the  table  or  platform  upon  them,  the  piston  (sliding  upon 
tlie  stationary  lorn/  cnc-hahier)  is  driven  into  the  cylinder,  and  the  metal  therein 
is  forced  upwards  between  the  core  and  the  die,  and  i.<«ues  nboTc  tl:e  top  of  tlie 
press  In  the  shape  of  a  pipe  or  tube.  Lead  perfectly  eold,  and  cvt  n  harder 
metal,  m.iy  be  driven  by  this  maohiaerj,  and  formed  into  pipe.-*  or  tid>es. 

•*  We  do  not  intmd  to  limit  or  confine  oiirsi  lvcs  to  the  precise  plan  here  above 
described  of  forcing  the  piston  upwards  into  the  cylinder,  and  of  causing  the 
pipe  to  issue  above  the  press,  since  the  same  result*  will  be  produced  when  the 
action  of  the  machinery  Is  rever^^cd,  hy  securing  the  piston  to  the  luKlcr  part  of 
the  top  of  the  liydraulic  pres^j,  and  bolting  tlie  cylinder  upon  the  taldc  or  plat- 
form ;  thereby  causing  the  cylinder  to  advance  npon  the  stationary  pi'^ton,  and 
forcing  the  [lipe  downwards  through  an  apertnre  in  tlie  taMe  made  to  admit 
its  passage.  In  this  reversed  mode  of  operation,  it  would  be  necc^ary  to  con- 
•tract  upright  shafts  or  pillars,  standing  upon  and  Mcured  to  the  table,  and 
madf?  to  ?Hde  tlirough  boxes  fitted  in  the  top  of  the  press.  These  uprights  are 
to  bo  connected  above  the  top  of  the  pre*a,  by  a  strong  cross-beau),  to  the  cen- 
tre of  which  the  end  of  the  long  core-holdsr  h  to  he  attached.  Tlie  core-holder 
should  -liflf  through  a  box  in  tlic  top  of  the  press,  and  also  tlirough  the  station- 
ary HOLLOW  nsTON,  and,  reachuig  to  the  bottom  of  the  cylinder,  it  must  there 
lu>ki  a  core  or  mandrel  in  the  centre  of  the  die,  as  before  described.  When  the 
preit  is  set  In  motion,  tho  ooreJiolder  wUl  rise  with  tbe  upright  (hunework  and 
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following  extracts  from  the  Bpedficatioti  of  Cornell's  patent 
are  sufficient  to  show  the  oonstmctian  and  operation  of  tbe 
macliineiy  used  by  the  defendants : 

My  madiine  is  applicable  to  the  mnnufaoturo  of  pipes  and  tubes  of  lead,  aud 
audi  other  metals  and  their  alhjys  aa  are  capable  of  being  squeezed  or  forced,  hf 
means  uf  greul  prcsisure,  from  a  cjiinder  or  nxx'iver,  througli  or  belneeii  aper- 

toiw,  dies,  corcB  or  mandrdfli  when  in  «  iolid  or  •cn^^dd  ttate,  and  U  mainly 
refierable,  In  Its  gencnd  conetrtiotioii  and  imtpoaea,  to  Uia  nuMblne  patantad  bj 
Tlioiiia.H  Burr 'm  Great  Britain,  and  daseribad  la  tbe  first  voluoMof  tlie  flntaeriea 

of  the  London  Journal  of  Art^  and  Sciences.    •    •  • 

'*  In  ray  machine,  I  use  th^  hydraulic  prefs,  the  lead  cylinder  or  receiver,  tho 
columns  or  pillarii  conncviiug  the  hydriuilic  pre{«s  witli  the  lead  c^liuder,  tbe 
noTable  rua  for  preying  the  piston  upon  the  lead  in  fhe  blinder  or  recdrcr. 
Ilia  dias  and  oorea  to  give  tlia  pipca  tha  reqoirBd  form  ud  oatibre  and  dimen- 
sions, and  sucb  other  parts  of  the  old  machines  as  may  bO  nooemy,  Buhstantially 
limilar  to  the  machine  of  the  said  Thomas  Burr,  now  in  common  use.    •    •  • 

"  In  the  maclancs  heretofore  used  tbe  die  is  plaoad  in  tba  lead  cjUndcr — at 


the  cylinder,  fixedly  preserving  ita  relative  position  with  tiic  die  at  the  bottom  of 
tha  oylfaider. 

"  Figure  7  i^  a  representation  (partly  h\  sootion)  of  this  reversed  mo<le  of 
OfMTation.  A,  is  the  cylinder  reversed,  having  the  die  now  at  the  bottom.  B,  is  » 
the  holluw  pistoa,  secured ^to  the  top  of  the  press.  CC,  are  the  upright  pillars 
of  the  fmraework.  D  D,  i?f  tlie  crnsj  beam  tlien  of  K,  ■■j  the  InfTL'  cre  linldpr 
depending  from  the  cro&s-l)cam.  ia  Uiis  latter  iunn  or  nmnner  ui  arrangement 
wo  intend  to  apply  the  fore^^uin^  improvements  to  tho  apparatus  for  nianufactur- 
in-;  pipc«»  or  tubes  from  lead  or  otlier  metallic  8ubstano€»,  invented  by  Cliarlcs  « 
and  Juha  llauiou,  ot  Great  liriuiu,  for  which  Letters  i'aient  of  the  United  States 
were  grunted  to  the  present  inventor,  Benjamin  Tatham,  junr.,  and  to  Henry  B. 
Tathatn,  of  the  city  of  Philadelphia,  under  assignment  from  th-*  -:iid  Charle.'?  and 
John  liattson,  before  patent  i^^ued,  aud  recorded  preparatory  thereto,  which 
Letten  Patent  are  dated  the  tweotj^iinth  day  of  Xar^  dc^laen  hundred  md 
forty-one. 

We  do  not  ckim  as  our  invention  any  part  of  the  cylinder,  uur  of  the  di^ 
nor  of  the  arrangement  thereof  in  the  cylinder,  nor  the  manner  of  adapting  theaa 
to  the  hydraulie  press,  nor  the  mode  of  operation  generally,  all  of  "wliti  fi  have 
been  Bub.->iuniially  described  in  the  specifications  of  the  pateuiii  of  Thuma^  Buit, 
and  of  Benjamin  and  Henry  B.  Tatham,  assignees  of  Charles  and  John  Hanson, 
heretofore  referred  to.  But  what  we  do  daLoi  aa  0CMi8(itniing  ovr  invention,  and 
desir«  to  hccure  by  Letters  Patent,  are, 

**  FiKST.  Tho  long  core,  or  otna^ioldar,  fimned  and  held  alationaiy  irith  rda- 
tion  to  the  dies  as  described. 

Skcondlt.  We  claim  the  constructing  of  the  piston  B,  hollow^  in  the  manner 
deeoribed ;  and  tbe  combination  of  tlM  fame  with  the  long  oor^  or  core4H)ider, 
ipqpon  which  the  piston  slides. 

THiRnLT.  We  elaiiu,  as  a  modification  of  our  invention,  the  arrangement  and 
eombination  of  thaievarai  parta  ihoTe  mentioned  as  exiiibited  in  what  hia  been 
terrr '  (I  '  Tbi  Bktse8ui  AfeBAiTaiiciiiT/  sliown  at  figttio  9,  in  tiko  acoompan^ng 

uruwiags." 
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tht  top  Gunot  when  the  potrar  is  applied  at  the  bottom^  and  at  the  bottom 
thereof  when  the  power  ia  applied  at  the  top— and  the  core  wbidi  forme  the 

inner  surf  ic^  of  the  pipe  and  determines  ita  calibre,  is  either  attacbcd  to  the 
piston,  adv;iiui!ig  before  it  through  the  lead,  according  to  the  method  of 
Thomas  Burr,  or  attacbed  to  a  lung  stationary  core-bolder  passing  through  the 
platfiwm  of  the  prcee,  through  the  piston  or  nun,  and  through  the  oeutre  of  the 
lead  cjUnder  to  iia  dMeigtaig  dMS,  and  the  eore  being  attached  to  the  vpptit 
end  theceof,  and  passing  through  the  eentre  of  the  die,  equated  and  eeoored  ao 
as  to  remain  stationary  in  ita  proper  position ;  and  the  pipe  is  formed  by  press- 
ing the  whole  mass  of  the  lead  upwanlsi  by  means  of  the  piston,  forcing  it 
through  the  aperture  between  the  die  and  the  core.  Tliis  long  core-huldcr  is 
•ecmed  to  the  platform  of  the  press  and  lead  receiver,  so  as  to  remain  station* 
•V7  the  one  to  the  other,  and  the  plifeoii  alldee  ofer  it  Tbie  ie  the  method  of 
Oeofge  N.  and  BeiOmia  TMham,  aa  dceeiibed  in  their  peleot  giented  Oetohet 

11th,  1841. 

"  In  these  methods,  the  core  niu!  core-holder,  or  other  apparatus  u?ed  for  like 
purposes,  are  liable  to  be  broken,  or  twbted,  or  bent,  or  otbcrwibo  displaced 
by  the  upward  or  the  lateral  pressure  caused  by  the  piston  pressing  against 
the  metal,  vUeh  maj  be  of  nneqiial  denalty,  or  ftom  any  other  canae,  ao  that 
the  pipes  will  be  impwfteti  and  often  nedeae,  and  the  madilneiy  often  ii^nred  or 
broken. 

"To  obvfatc  these  difficulties,  a  bridge,  croas-ixu*  or  guld'^-pieco  has  been 
placed  in  the  upper  pari  of  the  lead  cylinder,  near  the  die,  cloiiel)'  titling  the 
core-holder  which  passes  through  it,  and  firmly  secured  to  the  interior  of  the  • 
cf\iad»  by  neane  of  erma  extendbig  ftom  the  bxidge  to  the  inner  auxfaoe  of  tfao 
ey Under,  and  there  secured.  Thie  apparatna  la  to  anpport  the  ehort  or  atathmmy 
core,  or  to  guide  the  long  core,  and  prevent  its  being  displaced,  or  the  core  from 
being  broken  or  bent.  Hut  it  will  ho  seon  that  in  this  method  the  mass  of  the 
lead  in  the  cylinder,  on  being  pressed  upwards  through  the  same,  is  divided  by 
the  arms  into  as  many  parts  as  there  are  arms,  and,  afler  passing  the  arms,  is 
vnltod  and  pteaacd  together  ao  ea  to  adhere  in  ita  peaiege  through  the  die.  It  la 
oibvioaa,  however,  that  the  adhesion  of  theae  dlvisiona  wlfl  bo  more  or  Hoe  imper. 
feet,  and  tliat  the  pipe  formed  In  this  way  will  be  liable  to  burst  under  any  con- 
siderable pressure.  In  all  tho«p  methods,  the  great  pressure  required  to  lift  the 
wh  jio  mass  of  the  lead  contained  in  the  cylinder  and  force  it  through  the  die 
will,  besides  displacing  or  breaking  the  cores  or  the  maudreL»,  often  burst  the 
lead  i^linder  and  deatroy  the  madilnft, 

"The  ol^eet  attained  by  my  improvement  ii^  the  fomdng  of  pipe  In  all  cease 
at  the  point  of  contact  of  the  piston  and  the  lead,  where  the  piseesare  is  applied, 
without  moving  forward  the  whole  maaa  of  lead  in  the  evlinder.  This  is  the 
Ip^tling  feature  of  my  invention,  and  the  various  apparatus  and  tho  different 
arrangements  and  cotubiuations  thereof,  hereinafter  described,  are  all  subsidiary 
to  the  aeoomplishment  of  tbia  object,  being  the  dUfbrent  methods  by  which  it  ia 
aooomptUbed. 

"  In  my  machine,  instead  of  fixing  the  die  in  the  upper  or  lower  end  of  the 
lead  oyliader,  and  there  forming  the  pipe,  in  the  manner  above  menUoned,  I 
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vmally'place  and  aeeufft  the  die  in  the  end  of  the  piston  which  \s  to  enter  tiw 
lead  cylinder  and  prcjw  apiinst  tlio  k-ud.  •  •  •  ♦  Around  the  <?i<  p-oper 
packing  placed,  to  make  it  fit  tlie  lower  orifice  of  the  lead  cylinder  into  which 
it  is  to  pass.  The  piaton  iii  buUow,  with  an  oponing  or  opemngs  •  •  •  near 
tlw  bottona,  to  pennti  the  passage  of  the  Aimed  pipe  dmnilMid  through  it,  and 
thence  oot  at  one  of  the  openingp.  In  e  right  line  wiUi  the  centre  of  the  pb* 
ton,  I  place  a  long  movable  core-holder,  extending  from  the  top  of  ttie  piston 
npward  •  •  •  •  thro's^li  the  middle  of  the  lead  cylinder,  and  Ijoyomi  to 
the  top  of  the  frame.  •  »  *  This  core-holder  is  of  siiHIiciont  size  and 
Strength  to  sustaiu  any  pressure  required,  without  bciug  brolcen  or  bent,  or 
otherwise  displaced,  and  it  oonnected  with  the  nun  by  means  of  *  *  * 
ONMBJieade,  •  «  •  •  one  of  whidi  ie  seonred  to  the  pieton,  and  the  other 
to  tlie  movable  core-holder  by  *  *  keys,  •  •  •  •  and  the  cross4)Mda 
are  connected  together  and  kept  in  their  proper  relative  position  t)v  *  •  • 
connecting  rods,  •  •  •  which  are  ppcured  to  the  croi=s-iicad3  by  *  • 
nuts,  •  •  •  •  the  die-holder  or  piston  and  the  core-holder  being  thus 
TClatively  stAtionary  the  one  to  the  other.  The  upper  oroflft'head  moves  in,  and 
li  gnided  by  ■  ftrong  cast-iron  frame  *  *  aeenred  to  the  1ea4  oylinder  by 
bolta,  or  otherwise.  The  frame  extends  above  the  lead  oyUnder  to  wliioh  it  to 
secured.  •  •  •  •  In  the  top  of  the  frame  is  placed  an  iron  collar  or 
bush,  •  •  through  which  the  movaMp  cf>ro-iio1der  passes,  and  is  adjusted 
aud  kept  in  its  phice  by  means  of  *  *  set  screws.  •  •  •  •  The  upper 
cross-head,  in  the  working  of  the  machine,  slides  np  and  down  In  the  frame,  by 
•  means  of  whidi  arrangement  the  movable  oore-holder  is  always  k^t  in  its 
proper  position,  that  la,  in  right  line  with  the  oentre  ol  tihe  piston.  To  die 
lower  end  of  the  movable  (M>re-hoIder  I  attach  and  properly  secure  the  short 
core  which  is  to  form  the  interior  surface  of  the  pipe  and  detennine  it^  calibre, 

•  •»••«  wiiich  is  not  required  to  be  more  than  an  inch  or  an  inch 
and  a  half  long  in  the  working  machine.  The  nuts  *  *  at  Uie  lower  ends 
of  the  connecting  rods  *  *  may  be  turned  olT  to  permit  Uie  cross-heads  to 
be  mofsd  farther  apart,  thns  sqisniling  the  piston  from  the  core-holder,  to  slhnr 
the  die  and  core  to  be  replaced  or  changed  at  pleasure.  This  being  done,  the 
core  at  tlio  end  of  the  core-holder  may  be  inserted  in  the  centre  of  the  die 

•  •  and  properly  adjusted.  The  nuLs  are  then  screwed  on,  bringing  the  oper- 
ating parts  of  the  macldne  into  Uieir  proper  relative  position,  nud  there  firmly 
securing  them. 

"  The  madalne  is  thns  msde  reedy  for  operation.  The  piston,  by  meens  of  the 

hydraulic  ram,  being  moved  up  to  the  lower  orifice  of  the  lead  eyfinder,    •  • 

•  •  the  machine  is  charged  with  the  metal  in  tlie  ordinary  way,  and,  wl.rn 
the  metal  is  sufHciently  net  and  cooled,  the  power  is  applied  to  tiie  ram  iu  tho 
usual  niauucr,  causing  it  to  press  the  piston  upwards  against  the  metal,  which 
immedistely  flows  downwards  from  the  point  where  the  piessnre  is  i4>plied, 
tiironi^  the  die  end  over  the  core,  time  forming  the  pipe.  The  |ripe,  ss  It  is 
ibrmedy  passes  downward  tiiroqgh  the  hollow  piston,  and  out  at  the  aperture, 
and  Is  reeled  in  the  ordlnny  way.  Wlien  the  metal  in  the  cylinder  is  thns 
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pressed  out,  the  mm  tlcsccnd^  to  Ibc  prupcr  poiot,  the  cjlindur  is  re-clmrg^  and 
Uic  process  repeated  in  the  usual  manner. 

**In  mj  metbod,  imuh  Icn  poww  Is  requind  than  in  the  methods  li«i«li^Offt 
tnplojed,  ts  die  pipe  is  formed  at  the  bead  of  the  piston,  bj  the  pressure  upon 

the  lower  portion  of  the  metal,  instead  of  being  formed  at  the  top  of  tho 
cylinder,  by  fomn{^  tlic  whole  mam  of  the  lead  upward  tbrougli  the  die  there 
placed,  liy  rcrmon  of  thia  preally  dinuni.->lied  pressure,  and  tlie  poculiur  con- 
struction and  arruxigcment  ol  tlic  parts  in  my  macltine,  neiUicr  the  core  nor 
flore^bokler  is  liaUo  to  bo  broken  or  bcnt^  or  oUierwise  iqfnred  or  displaced ; 
nor  in  tlie  ojlinder  liable  to  bunt  by  the  lateral  pressure.  Tlicro  being  no  divit. 
loo  of  (lio  metal  in  the  cylinder  into  parts  by  the  brMgoor  guide  before  men- 
tioned, as  osed  in  Hanson's  plan,  the  pipe  is  much  strongor  and  evetj  maj  more 
perfect 

**  Another  great  1 1  v  Hitage  of  my  method  is  the  facility  witli  which  the  dies  and 
nocco  maj  bo  diangcd ;  it  1>eing  only  neecassty  for  that  purpose  to  drop  tho 
piston  a  little  below  tlie  toed  cyUnder,  and  loosen  the  nnts  «t  the  lower  ends  of 
the  coimecting  rods,  thereby  separating  the  die  and  the  oore,  wbkh  are  readily 
renewed,  and  dliTercnt  ones  sabstituted,  and  the  nuta  sgidn  screwed  upend  tho 
parts  adjusti'd  ns  before. 

**  By  placing  tlio  die  in  tlie  moTable  core-holder  or  mandrel,  as  it  mny  in  this 
ease  bo  celled,  and  fixing  the  short  oore  to  the  piston,  and  adjusting  the  parts  as 
before,  the  pipe  will  be  fbrmod  In  tho  mofoble  numdrel,  which  mey  bo  made 
hollow  for  thst  parpoee,  instead  of  being  formed  in  the  piston,  and  wlU  in  that 
case  pass  upwartls  through  the  hollow  mandrel,  and  out  at  the  top.  »  •  • 
But  the  mtohi'iery  employed  and  the  prineiplo*  upon  which  T  form  the  pipe 
will  be  subi^tuntiiilly  the  same  in  both  methods,  and  the  adrantagea  orer  the 
old  meUiod  equidty  important.  ••»••••• 

**  WlUt  I  doim  ss  my  invention,  and  dedre  to  seenrs  by  Letters  Fstent|  li 
pladng  the  die  for  forming  the  exterior  aorface  of  the  pipe  In  the  ]riaton  or 
the  hollow  mandrel,  as  the  case  may  be,  substantially  as  described,  instead  of 
placing  it  in  the  head  of  the  lead  cylinder,  as  has  been  heretofore  done  ;  m  ihnt^ 
as  the  piston  forced  into  the  cylinder,  or  the  cylinder  forced  over  tlio  ]>iHiun, 
the  pipe  will  be  formed  at  the  point  of  pressure,  without  monng  tho  mass  of 
lead  lelatirely  to  the  cylinder;  and,  in  oombiastion  therewith,  I  4^alm  tho 
cores  for  fornung  tho  interior  sarftce  of  tho  ^pe-^the  ^  and  core  being 
a^usted  and  held  in  flielr  proper  lelatlvo  positions  by  any  of  tho  Idiown 
nothoda." 

In  charging  the  jury,  Nelson,  J.,  said: 

The  first  machine  for  making  lead  pipe  by  pressure  was 
tlie  Barr  jnaehiae,  whir  h  was  constructed  in  1820.  In  that 
machine,  the  core  which  fanned  the  bore  of  the  pipe  was 
fitttened  into  the  hu»  of  the  ram,  and  extended  Uixongh  the 
81 


Digitized  by  Google 


4S2  SOUXHEON  DISTEICI  OF  HEW  XOBK, 

Tatham  «.  Lc  Roy. 

cylinder  and  into  the  die.  Borr  was  the  first  person  to  irhom 
it  occurred  that  lead  pipe  could  be  made  out  of  set  or  hard 
lead,  by  means  of  preasure.  This  machine  was  his  contriv- 
ance  to  carry  that  idea  into  practical  effect  It  virtually 
failed)  especially  so  in  respect  to  the  manufacture  of  pipe  of 
the  usual  or  ordinary  size.  It  secmg,  from  the  testimony,  to 
have  been  successful  bo  far  as  respected  the  manufacture  of 
pipe  ui"  two  iiu'lies  or  two  inches  and  a  lialf  in  diaiiietcr,  and 
above  that  size  ;  but,  for  the  urdiuary  bize — under  two  inches 
— it  was  a  failure,  and  it  went  out  of  u?e.  What  constituted 
the  real  diilicidty  in  the  way  of  the  bU(  <  essful  oj>eratinn  of 
the  Burr  mfichinc,  h  a  matter  of  controversy,  as  you  have 
seen  durinuj  tlic  course  of  this  trial. 

In  1837,  an  improvement  was  made  upon  this  machine  uf 
Burr  by  the  Hansons,  which  went  into  successful  operation. 
This  niacliine  was  patented  by  them  in  England  on  the  21st 
of  August,  liy37.  The  improvement  consisted  in  making  a 
bridge  at  the  bottom  or  near  the  bottom  of  tlie  cylinder,  for 
the  purpose  of  holding  a  short  coi>s,  and  was  founded  upon 
the  development  of  a  new  and  beautiful  idea.  They  had 
discovered,  for  the  first  time,  that  lead,  like  steel  or  iron,  was 
susceptible  of  being  welded  together  after  separation  when 
solid ;  and  they  were  thus  enabled  to  construct  «  bridge  at 
the  bottom  or  near  the  bottom  of  the  cylinder,  in  which 
they  could  insert  a  short  core,  where  it  could  be  kept  firm 
and  steady.  The  lead  had  to  be  forced  through  the  apertures 
in  this  bridge,  which  separated  the  mass  when  in  a  solid 
state ;  but  it  became  re-united  and  welded  together  by  means 
of  pressure  in  the  chamber  beneath  the  bridge,  and  in 
the  formation  of  the  pipe  as  it  was  forced  out  of  the  die, 
The  improvement  was  successful,  and  enaltled  the  Ilanwms 
to  make  good  merchantable  pipe,  and  to  make  it  clieaper 
and  better  than  by  any  previous  mode  of  manufactiirini;  it, 
so  that  it  superseded  all  pi  ior  methods  of  making  lead  pipe. 
The  correctness  of  tliis  idea,  tliat  lead  could  be  separated 
when  liard,  and  re-united  by  pressure,  like  the  re-union  of 
welded  iron  or  steel,  has  been  fully  established  on  a  trial  in 
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this  Court,  in  wliii  li  the  Hanson  machine  was  involved.  The 
truth  of  this  idea  was  denied  by  the  most  eminent  chemiste 
in  New  York  npon  tliat  trial,  and,  as  a  consequenee  of  tljeir 
disbelief  of  the  fa<;t  that  this  property  beloiii^cd  to  the  metal, 
they  testified  tliat  the  pipe  was  made,  in  the  llan?ni>  v,,..(.|iiug^ 
while  in  a  fluid  state,  because  the  welding  of  the  lead  in  a  set 
state  was  a  physical  impossibility.  They  stated  that  they  had 
never  known  diis  property  as  belonging  to  lead.  But  the  fact 
was  proved,  by  actual  experiment  on  the  trial,  to  their  entire 
satiefactton,  and  they  afterwards  came  into  Court  and  admit* 
ted  they  were  mistaken. 

Now,  although  this  machine  thus  constructed  mannf  actured 
merchantable  pipe,  and  superseded  all  modes  of  manufac- 
ture known  at  that  time,  yet  it  was  subject  to  an  imperfeo- 
tion  which  erabarrasaed  the  manufacturer.  The  re-union  of 
the  lead,  after  its  separation  in  passing  through  the  bridge, 
was  not  at  all  times  complete  throughout  the  length  of  the 
pipe  made  from  a  given  charge ;  and  hence,  when  the  pipe 
was  subjected  to  a  considerable  pressure  of  watci*,  a  Haw 
would  sometimes  appear.  This,  I  believe,  was  the  only  de- 
fect i'vvr  imputed  to  the  article  jnanufactured  by  the  Hanson 
machine.  • 

The  next  improvement  npon  the  Burr  machine  was  the 
plamtiffs\  in  1841— tlie  one  in  question  iu  this  suit.  Tlioy 
bored  the  solid  ram  of  Burr,  and,  instead  of  fastening  ilic 
core  on  the  face  of  the  ram,  extended  it  through  the  ram, 
and  fixed  it  firmly  to  the  cross-head  of  the  frame — the  core 
extending,  also,  through  the  cylinder  into  the  die.  The  bore 
of  the  ram  is  fitted  to  the  core  or  core-holder,  cither  by 
adapting  the  aperture  to  it,  or  by  packing,  so  that,  when  the 
machine  is  put  in  operation,  the  ram  slides  npon  the  core. 
The  core,  in  the  first  place,  is  fastened  to  the  cross-head, 
which  is  firm  and  inmiovable,  differing  in  this  respect  from 
the  Burr  machine,  in  which  the  core  was  movable  with  the 
ram,  being  fastened  npon  its  face.  The  core  in  the  plaintiffs' 
madune  is  also  steadied  by  the  aperture  in  the  hollow  ram, 
or  by  packing.  The  advantage  in  this  over  the  arrangement 
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of  Bnrr,  is  in  Bteadyiiif:^  the  core  or  c«_*re-liolder5  and  in  pre- 
gervinnr  its  ccntrality  in  reference  to  the  die.  Tim  inacliine 
appears  to  liave  hteii  entirely  successful  iu  tlie  mauufacturo 
of  lead  pipe  of  any  dimension. 

I  will  now  call  your  attention  to  what  is  cliTiTncd  as  new  in 
the  plaintiffs'  patent  After  the  description  of  the  constnic- 
tion  of  the  machine^  which  is  minutely  given,  the  patentees 
wind  up  by  claiming,  firaty  "tlie  long  core  or  corc-liolder, 
formed  and  held  Btationary  with  relation  to  the  dies,  as  de- 
scribed ; "  and,  Beoondly,  "  the  constructing  of  the  piston  B 
hollow,  in  tlie  manner  deacribed,  and  the  combination  of  the 
same  with  the  long  core  or  core-holder  upon  which  the  piston 
slides."  The  third  daim  relates  to  the  rewsed  arrangement 
of  the^machiuery  in  the  working  machine,  whidi  it  is  not 
important  to  describe^ 

TIfe  first  and  third  claims  are  not  in  controversy,  and  may 
be  left  ont  of  the  case.  The  dispnto  between  the  parties  is 
confined  to  the  second  claim.  It  is  insisted  by  the  plaintift 
that  the  peculiar  arrangement  covered  by  that  cl«m  gets  rid 
of  the  defect  in  the  Burr  machine,  of  the  unsteadiness  of  the 
core  in  the  manufacturing  of  pipe  of  the  ordinary  b'v/.c,  and 
also  gets  rid  of  the  defect  in  tlie  Hanson  machine,  because  it 
dispenses  with  the  bridge ;  and  that  this  arrangement  has 
beeii  infringed  by  the  defendants.  TIic  arrangement  enables 
the  plaintiffs  to  use  a  strong  core  or  core-holder,  and  to  fix  it 
finnly  at  the  cross-head,  and,  by  the  apertnre  in  the  ram  and 
the  packing,  to  preserve  its  centrality  in  relation  to  the  die; 
by  reason  of  which  they  have  «ik  (d  ](  d  in  making  perfect 
pipe.  This  is,  in  snbstaner,  the  new  arrangement  of  tlie 
-plaintiffs,  and  these  are  the  advantages  which  they  claim  to 
have  derived  from  the  change,  and  from  the  improvement 
upon  the  previous  machines. 

Let  me  now  caII  your  attention  to  the  constmotion  of  the 
defendants*  machine.  This,  also,  is  claimed  to  be  an  im* 
provement  on  the  Burr  machine.  It  was  constructed  some 
•five  or  six  years  after  the  plaintiffs'  improvement  It  ia 
arranged  by  txnriiig  the  solid  ram  of  Burr,  and  placing  the  die 
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in  the  face  of  it,  at  the  flame  time  doaiug  the  bottom  of 
Burr's  cjlinder,  and  fixing  the  core  firmly  at  the  bottom, 
where  Burr's  die  was  placed.  The  core  extends  through  the 
cylinder  and  into  the  die  thus  fixed  in  the  face  of  the  ram. 
In  tlie  operation  of  the  machine,  the  core  passes  through 
the  (lie  and  into  the  hollow  ram  nearly  the  length  of  it, 
the  pipe,  of  coui'se,  passing  through  the  same  aperture 
above. 

It  will  be  necessary  for  you  to  examine  the  arrangement 
and  construction  of  these  two  machines,  in  the  particulars 
that  I  have  mentioned,  with  irreat  care  and  attention,  be- 
cause the  determination  of  the  case  will  hinge  mainly,  if 
not  ext;lnsively,  upon  the  judgment  you  shall  form  in  respect 
to  them  and  their  operatloD.  In  other  words,  the  case  de- 
pends Qpon  the  opinion  yon  shall  form  of  the  aubstantial 
identity  or  want  of  identity  between  the  two,  as  it  respects 
the  arrangement  of  the  hollow  piston  and  tlio  core  or  core- 
holder  found  in  them,  and  the  operation  and  effect  of  the 
same  in  the  maniifacture  of  pipe.  If,  in  looking  at  the 
arrangement  and  combination  of  the  two,  jou  arrive  at  the 
eonelusion  that  thej  are  substantiallj  the  same^  iben  the  nse 
of  the  defendants'  is  an  infringement  of  the  plaintl£fs'. 
on  the  contraiy,  you  arrive  at  the  eonelusion  that  they  are  not 
Bubstantially  the  same,  then  the  defendants  will  be  entitled 
to  your  yerdict 

These  questions  of  identity  between  two  opposing  ma- 
chines are  frequently  exceedingly  diflicult,  and  oft^  the 
most  difiicult  questions  involved  in  these  patent  cs8es»  The 
question  is  ultimately  one  of  fact,  and  tlie  jury  must  examine 
it  with  a  consciousness  that  they  aie  to  be  responsible  for  its 
detenu  illation. 

There  are  some  principles  of  law  bearing  ujx>n  these  ques- 
tions which  may  shed  some  light  upon  your  cxamitiatiou  oi 
them,  and  which  it  is  proper  should  be  stated.  A  change  in 
fonn  from  th<^  constniction  of  an  existing  machine,  is  not 
a  Bubgtantial  change  in  the  eye  of  the  patent  law ;  noi-  is  a 
chauge  iu  proportions.   Tlicse  changes  require  uo  great  in- 
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genulty ;  at  all  events,  they  do  not  call  for  the  exercise  of 
the  mventire  fa6tilties.  They  are  ainiply  the  work  of  a  me- 
chanic of  ordinary  skill,  and,  therefore,  are  entitled  to  no 
particular  considemtion  when  M  e  are  inquiriiiir  into  the  (|iies- 
tion  of  identity  between  the  eonstnictinn  of  two  machines. 
ISo,  also,  the  BuhHtitution  of  a  iiiecluuiical  efniivalent,  as  it  is 
termed,  in  the  c instruction  of  a  niiu  liiiie,  is  not  a  substan- 
tial change.  There  are  many  devices  in  construction  that 
can  be  made  by  a  skilful  incclianic.  diffenng  very  much 
from  each  otlier  in  appearance,  but  wliich,  in  the  eye  of  the 
patent  law,  are  regarded  as  identical.  For  instance,  an  in- 
ventor, in  the  construction  of  his  machine,  desires  a  given 
X)ower,  in  order  to  give  practical  operation  and  effect  to  his 
discovery.  One  mechanic  may  furnish  the  power  by  means 
of  a  lever,  another  by  means  of  a  screw — two  very  different 
instnmients — yet,  so  far  as  the  use  of  the  instruments  and 
so  fur  as  their  purpose  to  furnish  the  power  is  concerned, 
fhey  are  regarded  simply  as  mechanical  equivalents,  and  the 
^ae  of  one  in  one  nuichine  does  not  distinguish  that  ma- 
chine from  a  machine  in  which  the  other  is  found.  So, 
too,  a  given  power  may  be  obtained  by  a  spring  or  by  a 
weight,  or  by  a  pulley — apparently  very  different  devices^ 
Yet,  as  they  are  used  for  the  same  purpose,  and  to  accom-' 
pliflh  the  same  end  in  machinery,  they  are  regarded  as 
aubstantially  identical.  It  is  also  proper  to  state,  in  this 
connection,  that  a  patentee  is  not  confined  to  the  precise 
arrangement,  in  the  construction  of  his  machine,  which  he 
ha.s  doi^crilied  in  patent.  Thia  is  obvious  fi'om  the  prin- 
ciples already  stated.  Formal  changes  are  nothing — mere 
meebanical  changes  hre  riotliiiig — all  these  may  be  made 
out^ide  of  the  description  to  be  found  in  tlie  patent;  and 
vet  the  maeldne,  after  it  has  been  tliiis  cliano-ed  in  its  eon- 
struction,  is  still  the  maelilne  of  the  patentee,  because  it  con- 
tains his  invention,  the  fniits  of  bis  mind,  mid  embodies  the 
discovery  which  he  has  hronii-ht  into  existence  and  put  into 
practical  operation.  A  familiar  illustration  of  the  principle- 
that  I  am  endeavoring  to  develop,  and  one  bearing  directly 
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upon  the  issue  between  the  parties  here,  will  be  fonnd  in  the 
instance  of  the  large  core-holder  or  core  described  in  the 
plaintifis'  patent.  It  is  siud,  that  the  description  in  tlie  pat- 
ent is  confined  to  a  lai^  core  or  core-holder.  But,  admitting 
this  to  be  80,  the  change  to  a  small  one,  if  a  small  one  can  be 
used  sncoassfnlly,  is  but  a  change  in  proportionfi,  as  tlie  larger 
includes  the  snuiUer  one.  Any  person  that  could  make  a 
large  one  could  inako  a  small  one,  and  could  pack  it  to  fit  the 
aperture  in  tlie  1  uiii  just  as  well  as  the  large  one,  without  any- 
tliing  more  than  the  a]»])lication  of  a  little  common  sense,  and 
ordinary  skill  in  the  working  of  the  machine. 

Tn  nddition  to  those  iiisfance?  which  I  have  iriven  vou,  in 
■which  tlie  patentee  is  not  tied  down  to  tlie  ]»recise  de&cri|>- 
tion  given  in  his  y>nteiit,  tlicre  is  anutiicr  Buggep>lion  I  wish  to 
make,  in  comiectiou  with  this  branch  of  tlie  case,  and  it  is 
one  that  commends  itself  to  the  common  sense  of  the  jury. 
Any  machine  which  has  been  constructed  as  an  improvement 
npon  a  previous  one,  or  as  an  entirely  new  iTKumfacture,  may 
be  very  considerably  changed  in  its  mechanical  arrangement 
and  construction,  the  description  of  ,it  may  be  very  much  de- 
parted from  in  the  construction,  and  yet  it  may  ac^complish 
the  object  and  purpose  for  which  it  was  designed.  It  may 
not  be  as  perfect  in  producing  the  result  intended,  but  still  it 
may,  though  changed  and  varied  very  much,  do  its  work  sat- 
isfactorily. It  is  proper  also  to  remark,  that  any  change  or 
alteration  which  is  suggested  to  the  skilful  operator  from  the 
working  of  the  machine,  and  in  the  course  of  its  operation 
— ^any  useful  change  that  may  be  the  result  of  the  practical 
working  of  the  machine — ^is  clearly  a  change  that  belongs, 
not  to  liie  operator,  but  to  the  original  inventor  of  the  im- 
provement. UjKin  tliis  branch  of  the  case,  and  in  this  line  of 
observation,  I  wish  to  guard  you  from  falling  into  any  error, 
because  I  am  desirous  that  you  sliall  comprehend  accurately 
and  clearly  the  principles  ot  law  that  properly  enter  into  the 
examination  and  decision  of  this  difticult  and  somewhat  meta- 
physical que^ion.  I,  therefore,  wisli  to  j>rcvent  your  being 
misled  into  exteudiug  tiiebe  principles  beyond  the  fail'  limit 
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and  scope  that  belong  to  them.  AVhat  I  mean  to  say,  is  tliia— 
that,  in  order  to  ascertain  and  detennine  iirhether  tho  change 
in  the  arrangement  and  oonstruction  of  an  existing  machine 
IB  to  be  considered  as  a  substantial  change  or  not,  you  must 
ascertain  and  determine  whether  the  change  is  the  reault  of 
mechanical  skill,  worked  out  hj  mechanical  devices — of  a 
knowledge  that  belongs  to  that  department  of  labor — or 
whether  the  change  is  the  result  of  mind,  of  genius,  of  in- 
vention, in  which  yon  discover  something  more  than  mere 
mechanical  skill  and  ingeouify.  A  change  in  the  arrange- 
ment and  constmction  is  not  substantial,  unless  you  find  em- 
bodied in  it,  over  and  beyond  the  skill  of  the  mechanic,  that 
inventive  element  of  the  mind  which  is  to  be  found  in  every 
machine  or  improvement  that  is  the  proper  subject  of  a  pat- 
ent- If  you  liiid  liiiit,  I  hen  tlic  change  is  a  substantial  one, 
that  entitles  tho  party  to  a  patent.  Then  it  m  a  chaiigo  that 
has  added  something  to  the  useful  knowledge  of  mankind 
and  U)  the  business  interests  of  the  country. 

It  will  bo  seen,  from  these  observations,  that  a  difference 
in  the  mechanical  arrangement  and  construction  of  the  two 
macliines  is  not  necessarily  a  test  by  which  to  determine  that 
tlie  two  are  not  identical.  They  may  be,  apparently,  very 
different  externally,  and  still  embrace  the  same  substantial 
identity  in  principle  or  mode  of  operation.  So,  on  the  other 
hand,  the  converse  of  the  proposition  is  equally  true.  The 
two  may,  apparently,  be  very  similar  externally,  and  still,  in 
principle  and  mode  of  operation,  be  very  different.  I  do  not 
know  any  better  mode  of  examining  a  qnesUon  of  this  kind^ 
than  to  inquire  whether  the  mechanical  arrangement  and 
constniction  of  the  two  embrace  the  same  set  of  ideas,  the 
same  leading  features  or  ideas,  which,  in  practical  operation, 
produce  the  useful  result.  In  other  woids,  whether  the  ar- 
rangement and  combination  of  the  parts  of  madiinery  found 
in  each  are  substantially  ^the  same,  and  operate  in  substan- 
tially the  same  way  in  producing  the  result  Hence,  the  real 
question  in  this  case,  as  it  respects  the  identity  of  the  two 
macliiucs,  looks  simply  to  their  mechanical  arrangement  and 
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constnictioiiy  as  to  whether  or  not  tlie  defendaiitB'  inoorpo- 
ntes,  in  its  stmcture  and  operation,  the  Bpirit  and  Bubatance 
cf  the  plaintifis*  improvement — ^that  ib,  naes  the  arrangement 
and  mechanism  of  the  plamti&'  to  perform  the  same  f  imo- 
tiona  or  prodaoe  the  same  efiPect  in  the  same  way,  or  sahetan* 
tiaUj  the  same  waj. 

I  will  read  to  yon  two  passages  npon  this  branijh  of  the 
case,  which  embody  very  fully  and  clearly  the  views  that  I 
desire  to  impress  \\\Km  you,  and  which,  being  in  the  words  of 
another,  (Chief  Justice  Tiiulal,  of  tlio  Common  Plca.s,)  may, 
perhapB,  take  hold  of  your  niinds  more  Rtron^ly,  from  the 
variety  of  the  illnstratiun,  than  anytliing  tliat  I  have  said  or 
could  bay.  In  Walton  v.  Potto',  ( Webster* s  Patent  Case.s^ 
590,  Curtis  on  Patents^  §  255,  note  1,)  Chief  Justice  Tindal 
remarked :  "  Now,  there  vmt\  be  no  doubt  wliatever,  that 
although  one  inaTi  has  obtained  a  patent  for  a  L':iven  object, 
there  are  many  modes  still  open  for  other  men  of  ingenuity 
to  obtain  a  patent  for  the  same  object ;  there  may  be  many 
roads  leading  to  one  plaoe ;  and,  if  a  man  has,  by  dint  of  his 
own  genius  and  discovery,  after  a  patent  has  been  obtained^ 
been  able  to  give  the  public,  without  reference  to  the  former 
one,  or  borrowing  from  the  former  one,  a  new  and  superior 
mode  of  arriving  at  the  same  end,  there  can  be  no  objection 
to  his  taking  oat  a  patent  for  that  pntpoae.  But  he  has  no 
rig^t  whatever  to  take,  if  I  may  so  say,  a  leaf  out  of  his 
neighbor's  book,  for  he  must  be  contented  to  rest  upon  his 
own  skill  and  labor  for  the  disooveiy,  and  he  must  not  avail 
himself  of  that  which  bad  before  been  granted  exclusively 
to  another ;  and,  therefore,  the  question  again  comes  around 
to  tiiiB— whether  you  are  of  opinion  that  the  subject-matter 
of  this  second  patent  is  perfectly  distinct  from  the  former,  or 
whether  it  is  virtually  bottomed  upon  the  former,  varying 
only  in  circumstances  which  are  not  material  to  the  principle 
and  substance  of  the  invention."  1  read  another  passage 
from  the  same  case.  (  Webster's  Patent  Caaes,  58(5,  Curtis 
on  Patents^  §  202,  note  1.)  "  Where  a  party  lias  obtaijicd  a 
patent  for  a  new  iuveutiou,  or  a  discovery  he  has  made  by 
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his  own  ingenuity,  it  Ib  not  in  the  power  of  any  other  person, 
simply  by  varying  in  form  or  in  immaterial  drenmstances, 
the  natnre  or  subjetJt-matter  of  that  discovery,  to  obtain 
either  a  patent  for  it  himself,  or  to  use  it  without  the  leave 
of  tlic  patentee,  l)('cause  that  \\  oiild  be,  in  eifcct  and  in  sub- 
stance, an  in\  ubiou  of  the  right ;  and,  therefore,  what  you 
have  to  look  at  \\i>on  the  present  oecasion,  is  not  simply 
whether,  in  form  or  in  cin  uni-tancop,  that  nmy  l>e  more  or 
less  immaterial,  that  wliicli  lius  been  done  by  tlic  defendants 
varies  from  the  speciiieation  of  the  plaintiff's  ])atent,  but  to 
see  whetlier,  m  reality,  in  t^nbstance  and  in  effect,  tlie  defend- 
ants have  availed  themselves  of  the  plaintiffs  invention  in 
order  to  make  that  fabric,  or  to  make  that  article  wliich  they 
have  Bold  in  the  way  of  their  trade ;  whether,  in  order  to 
make  tliat,  they  have  availed  themselveB  of  the  invention  of 
iho  plaintiff." 

There  is  one  other  observation  that  I  desire  to  make,  and 
that  IB  a  practical  one,  which  bears  more  directly  upon  the 
real  point  in  issue  between  these  parties  than  perhaps  any  of 
the  general  observations  to  which  I  have  called  your  atten- 
tion. Ton  have  seen  that,  after  all,  the  case  comes  down 
to  this  naked  question,  as  it  respects  this  branch  of  it,  and 
that  is,  whether  or  not  the  defendants'  machine  embraces^ 
within  its  arrangement,  the  combination  of  the  hollow  ram 
and  core  or  core-holder,  patented  to  the  plaintifBa.  I  am 
bound  to  say  that  I  do  not  think  the  question  is  simply 
whether  or  not  the  defendants  use  the  hollow  ram  in  combi- 
nation with  the  core ;  because  I  think  that  the  combination 
of  the  hollow  ram  and  the  core  or  corediolder  alone  and  in 
the  abstract,  is  not  the  in\entiun  or  ini[)rovement  of  the 
plaintiffs.  Cylinders,  sliding  upon  rods,  had  pieviously  ex- 
isted in  mechanical  constructions  and  in  ]irac-tieal  use,  which 
is  all  that  is  foimd  in  the  combination  of  the  liollow  ram  and 
the  core  or  core-liolder  upon  which  the  hollow  ram  slides. 
Tliat  alone,  and  in  the  abstract,  is  not  the  invention  of  the 
plaintiffs,  and,  althougli  the  hollow  ram  and  the  core  in  com- 
bination may  be  found  in  the  defendants'  machine,  that  alone 
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will  not  constitute  an  infringement.  The  question,  in  my 
jndr^ment,  is  this.  It  hios  been  conceded  tlironfirhoiit,  that  tlio 
]>hiiiitiffs  were  the  first  persons  who  applied  tliis  peculiar 
conihination  to  the  purpose  of  making  lead  pipe  l>v  [»i  essurc. 
They  were  the  first  to  conceive  of  the  ndaptatioii  of  this 
peculiar  comMiKitioii  (which  of  itself  was  not  new)  to  the 
purpose  of  producing:  this  uselul  and  pimtical  result;  and  it 
is  in  this  i<U'a  that  the  novelty  of  their  iin}»r<)venient  consists. 
The  point  in  the  case  is,  whether  or  not  the  defendants  have 
applied  this  c<:)mbination  substantially  in  the  same  way  for 
the  same  purpose.  If  they  have,  then  they  have  aj)propri- 
ated  the  improvement  which  belongs  exclusively  to  the  plain- 
tiffs, and  the  use  of  their  machine  is  an  infringement  of  the 
plaintifis'  patent.  To  this  point  yon  most  torn  yonr  atten- 
tion, and  upon  this,  in  my  judgment,  the  question  on  this 
branch  of  the  case  mnst  turn.  Have  the  defendants  applied 
this  combination  of  the  hollow  ram  and  the  core  substantially 
in  the  same  way  that  the  plaintiffs  have  applied  it,  for  the 
purpose  of  making  lead  pipe  by  pressure?  If  they  have, 
they  are  guilty  of  infnnging;  if  they  have  not,  then  they 
m  not  gnUty. 

The  remarks  which  I  have  made  to  you  thus  far  apply 
iimply  to  the  question  of  the  identity  of  the  mechanical 
arrangement  and  constmction  of  the  two  opposing  machines. 
There  is  another  question  involved  in  the  case,  W'hich  bears 
upon  this,  and  to  which  it  is  necessary  to  call  your  attention. 
The  defendants  contend  that,  admitting  there  is  an  a]»parent 
substantial  identity  in  the  arrangement  and  coustrnction  of 
the  two  machines,  and  in  their  principle  of  operation,  yet.  in 
jMjint  of  fact,  the  ])raetical  operation  and  effect  of  the  two 
upon  the  mass  of  lea<l,  in  forming  tlie  pipe,  are  e>;''e]ttially 
different,  and  that  such  effect  in  tlie  defendants'  is  highly  bene- 
ficial in  the  operation  of  the  machine.  In  other  words,  that 
because  the  defendants'  forms  tlie  pii>e  at  the  point  of  ju^es- 
snre,  at  the  face  of  the  ram,  the  operation  and  effect  of  the 
power  thus  used  upon  the  mass  of  lead  are  new.  In  this 
view  of  the  case,  and  in  respect  to  this  branch  of  it,  the  law 
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looks  more  to  the  result  of  the  mechanical  arrangement  than 
to  the  arrangement  itsell  The  new  and  different  effect  in 
tlie  operation  of  the  machine  reflects  bock  npon  the  meehan- 
leal  arrangement  and  eonstraction,  and  characterizea  the 

change,  and  may  authorize  an  inference  of  a  snbstantial 
change,  whicli  tlic  a,rrai)<ronicut,  disconnected  from  the  new 
and  different  effect,  would  not.  Without  coimccting  the  new 
ellcct  wiih  the  cliaiige,  the  change  might  be  only  formal  and 
unsubstantial.  The  caie  of  the  improvement  in  tlie  mould- 
board  of  the  <'ast-iron  plough  ix^fcn'cd  to  by  some  of  the 
learned  couii-^cl,  illustrates  this  principle.  It  was  there  held, 
that  a  change  in  the  shape  of  the  mould-hoai'd,  tJiouirh  ap- 
parently formal  and  one  of  proportion,  and  of  iti^elf  amount- 
ing to  nothing,  became  a  substantial  change  by  producing  a 
new  and  different  effect^  in  its  operation,  from  that  which  was 
prodaced  in  the  previous  plough.  It  must  be  borne  in  mind, 
however,  that  the  new  effect^  which  is  to  give  such  material- 
itj  and  inipnrlimce  to  the  apparently  formal  change,  must 
not  be  looked  for  in  the  simple  production  of  a  laiger  quan- 
tify of  pipe  in  a  given  time,  or  in  the  reduced  amount  of 
power  required  to  operate  the  machine.  All  this  may  depend 
upon  other  considerationB,  as  npon  snperior  mechanical  skill 
intheoonrtrw^nidarraiHiiemimtaf  tbem«>hi  But 
the  new  effect  to  which  I  am  now  calling  your  attention 
must  be  different  in  kind.  The  operation  and  effect  upon  the 
lead  in  f^e  defendants'  machine  must  be  new  and  different 
tern  the  operation  and  effect  npon  tlie  lead  in  the  plaintiffs'^. 
And  the  capability  of  the  defendaiitB*  machine  to  make  a 
greater  quantity  of  pipe  in  a  given  time,  or  to  use  a  I'educed 
amount  of  jxjwer,  must  be  the  result  of  the  new  and  differ- 
ent operaticm  and  effect  of  the  arrangement  upon  the  mass 
of  lead.  This  i)rinci})le,  which  has  been  brought  into  the  de- 
fence in  this  cj^se,  ii>,  in  the  af;|)ect  in  which  it  is  i)ie8ented, 
a  very  important  one.  I  am  desirous,  therefoi-e,  that  you 
should  tlioronghly  comprehend  it,  and  also  the  qualifications 
which  belong  to  it^  and  which  should  be  kept  iu  iniud  in 
applying  it. 
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It  IB  well  known  that  new  machines  which  hare  been  dc- 
Tieed  for  the  pui-posc  of  caiTvinij:  into  ])nu'tital  effect  an 
improvement  or  invention,  oftentimes  exliihit,  when  first  con- 
Btructed,  and  until  tested  by  practical  use,  great  iinj)crfec- 
tions  in  their  results.  It  requires  time  and  experience,  and 
the  observation  derived  from  the  ]>ractical  workincf  of  the 
machine,  to  j)erfeet  it.  Ilcncc,  the  mere  fact  tliat  a  machine 
constructed  and  arranged,  a|»|iarently  or  externally,  like  a  pre- 
vious one,  j)roduces  a  result  more  beneficial,  is  not  always  a 
safe  test  to  determine  that  the  two  are  substantially  different. 
The  result  may  be  one  derived  from  experience  in  the  use  of 
the  previous  machine.  The  new  result,  in  the  present  case, 
must  be  a  result  derived  from  a  different  mechanical  operation 
and  effect  upon  tlie  mass  of  lead  in  the  cylinder,  and  not 
from  the  same  operation  and  effect.  This  is  a  qaeetion  of  iacty 
and  you  will  readily,  from  the  time  that  has  been  consumed 
upon  this  branch  of  the  caae,  call  to  mind  the  evidence  bear- 
ing npon  it — ^firBt,  the  examination  of  the  experts  on  both 
aides,  as  regards  the  difference  in  the  operation  and  effect  of 
the  two  machines  npon  the  mass  of  1^,  in  producing  the 
pi[>o — also,  tlie  various  experiments,  many  of  them  exhibited 
in  your  presence,  others  made  elsewhere  and  detailed  by  the 
experts,  tending,  on  the  one  side,  to  make  out  this  new  and 
different  effect  upon  the  mass  of  lead,  in  manufacturing  pipe, 
and,  on  the  other  side,  to  discredit  and  disprove  it  The 
question  is  thus  raised,  upon  this  evidence,  for  your  determi- 
nation. You  must  decide  on  which  side  the  weijirlit  of  the 
evidence  lies.  If  it  is  in  favor  of  the  view  taken  by  the 
defendants,  that  there  is  a  new  and  different  operation  aiid 
effect  upon  tlie  mji.<s  of  lead  in  the  cylinder,  on  account  of 
the  arrani^cincnt  iu  the  delendaiitb'  machine,  then,  1  think, 
as  a  m:if ter  of  law,  that  such  now  operation  and  effect  give 
character  to  the  meclianical  arrangement  and  afford  evidence 
of  a  substantial  change.  If,  on  the  other  hand,  yon  think 
that  the  weight  of  tlie  cvidencic  is  with  the  plaintiffs,  and 
that  there  is  no  material  or  essential  difference  in  the  effect 
and  operation  of  the  two  machines  npon  the  maas^  ^en  yon 
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will  be  obliged  to  go  back  to  the  first  question  presented  to 
yon — whether  or  not  there  is,  in  the  defendants'  machine,  a 
substantial  change  in  the  mechanical  arrangement  and  con- 
stmction,  and  in  the  operation  of  the  same,  from  the  oombi^ 
nation,  arrangement  and  operation  of  the  plaintiffs'  machine. 

One  word  wpon  tlic  question  of  damages.  Ae  there  has 
been  no  serious  (|uc6tion  made  un  tlio  sul)jc(!t,  I  shall  simply 
call  vuur  attention  to  the  principle  that  nnist  goveni.  It 
seems  that  the  defe]i<lants  have  made  71  i..')."*  I  junnidb  of  pipe 
in  their  machine  within  the  thuo,  for  wliicli  the  plaintiffs 
claim  they  have  heen  guilty  of  infringing.  The  juice  of  lead 
pijic,  during  that  time,  was  six  cent?:  per  pound,  except  for  a 
small  (juantity,  which  was  sold  at  live  cents  and  threes ju.ir- 
ters  per  pound.  The  j)rice  of  pig  lead  was  about  four  l  eiits 
and  a  half  per  pound,  during  the  same  period.  That  would 
make  a  difference  of  one  cent  and  a  half  per  pound.  J^ut, 
out  of  this,  the  cost  of  manufacturing  the  pi])e  must  be  taken. 
What  that  is^  is  open  to  a  good  deal  of  observation.  One 
witness  states  that  the  plaintiffs  coidd  haTe  made  it,  in  very 
lai^  quantities,  for  one-eighth  of  a  cent  per  pound.  The 
rule  in  these  cases  is  to  give  the  actual  damage  or  loss  in- 
curred by  reason  of  the  infringement,  and  that  is  the  profits 
which  the  plaintiffs  would  have  made  if  they  had  not  been 
■embarrassed  by  the  interference  of  the  defendants'  machine. 
Because,  the  law  presumes  that  the  plaintiffis  would  have  had 
the  patronage  which  was  diverted  by  the  defendants.  The 
profits  which  the  plaintiffs  have  lost  in  consequence  of  the 
infringement,  affords,  therefore,  a  criterion  by  which  to  de- 
termine the  amount  of  damages  they  have  sustained. 

The  infringement  claimed  on  the  part  of  the  plaintiffs  took 
place  between  Septoruber,  1S47,  and  A])ril,  1848.  It  is 
claimed  tliat  tliey  are  entitled  to  tiic  daniafjci?  whi<;h  they 
have  actually  sustained,  together  with  interest  iip<Jii  the  same 
from  that  time  down  to  the  present.  My  own  view  of  this 
question  is,  that  the  ]nry,  m  estimating  the  damages,  may 
take  into  account  tlie  interest,  if  they  choose,  and  give  it  by 
way  of  damages.   They  may  take  into  account  in  estimating 
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the  damages,  the  fact  that  the  party  has  been  deprived  of 
them  from  the  time  the  inf ri^igcment  took  place  down  to  the 
present  time* 

Charles  Conor,  Krancia  li.  Cutting  and  George  C. 
Goddaidy  for  the  plain  tiffs. 

Daniel  Lord,  William  Curii.^  Noycs,  Charles  M.  Keller 
and  Edwin  W,  iStoitghton,  for  the  defendants. 


HlENBT  L.  P1EB6ON  AMD  SaHUXL  lIoPKIIlS 

O0BRELIU8  W.  Lawsencb. 

Where  duties  paiil  to  a  collector  are  ponglit  to  he  recovered  bucl;,  on  the  prounil 
that  tlie  proccM  dings  in  tlie  Cii.''tom  House,  in  initi.iting  or  cor.diitiiTip  nn, 
appriiisvmcnt  of  the  goods  on  which  the  duties  were  piiid,  were  irregular,  the 
irregularitlM  tvlM  oa  mut  be  set  forth  specificelly  in  the  protest. 

The  law  ts  settled  In  Thomom  t.  MatuitU,  (ml*,  />.  88a,)  In  regard  to  irbat  Is 
leiiaislte  m  a  protest  against  the  payment  ct  datiei>,  again  applied. 

An  accepted  order  for  goods,  although  a  purchase  in  the  usage  of  the  particular 
tradf,  as  between  vf^ndor  and  rendee,  if  not  a  pnnba«e  under  the  1 0th  section 
of  the  Act  of  August  S  uh,  1842,  (5  U,  S.  Siai.  at  Large^  6(^8,)  so  us  to  author- 
ize the  entry  of  the  good^  when  imported,  at  a  datiebte  Talue  fixed  at  the 
cttRent  price  of  like  goods  at  tbe  tine  tbe  order  was  seoepted,  wliero  the  goods 
are  to  be  manuliotared  afker  the  aooq[ilBoc«  of  the  order. 

Hie  date  of  an  Inroice,  in  an  entry  by  the  purchaser  of  goods,  as  against  soch 
purchaser,  prim^-  fade  evidence  of  the  time  of  their  pwrdiase,  and  condudTe, 
until  a  mistake  in  the  date  is  proved. 

(Before  N'BiaoH  and  Bcrm,  JJ.,  Southern  Dittriot  of  New  York,  NoTember, 

This  was  an  actioTi  to-rc(*'f)ver  back  an  allt'*j:cd  excess  of 
duties  paid  to  tlic  defendant,  ;is  collector  of  tlie  jtort  of  New 
York,  uu  certain  importation."^  of  iron.  A  verdict  was  taken 
for  the  plaintifTs,  .^uUjeet  to  the  opinion  of  the  Court.  The 
facta  are  sutticit;ntly  stated  in  the  opinion  of  the  Court, 
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£lia$  IL  Ely,  for  the  plunti&. 

p 

J,  Pretcott  HaUf  (District  Attorney^  for  the  defendant 

Betts,  J.  This  cause  was  decided  by  the  Court  at  the  last 
term,  but,  at  the  instance  of  tlie  counsel  for  the  plaintiffs,  the 
opinion  of  the  Court  was  wiihhcld,  and  leave  was  given  to 
the  plaiiitifTs  to  apply  to  tlic  C'ouil  at  tlic  present  tenn  for  a 
reheariTi*;,  upon  the  Biiiri^cstion  that  innx)rtant  facts  had  been 
overlooked  by  the  Court,  or  liad  not  been  properly  presented 
to  their  attention.  The  Court  consented  to  receive  an  ar??u- 
ment  on  paper  and  tn  i  ccousider  ti  e  f-ise.  The  United  States 
Attorney  declined  ottering  any  further  argument.  The  coun- 
sel for  the  plaintifEs  has  presented  liis  views  in  a  carefully 
prepared  statement  of  facts  and  law,  and  the  Court  lias  re- 
viewed, with  doee  attention,  these  fiuggeBtioiifl..  The  reeoit 
iBy  that  we  have  not  been  able  to  discover  any  error  in  our 
eoneluaions  at  the  last  tenn. 

The  case  upon  the  facta  iB  this :  On  the  7th  of  May,  1849, 
the  plaintifTs  made  an  entry,  at  the  CuBtom  Honse  in  New  York, 
of  S70  bundles  of  hoop-iron,  valued  at  lOs,  9d,  sterling, 
commiBsions,  ^  per  eeni.y  £4  7«.  3d.f  and  cfaazgee,  £1  la, 
total,  £179  19«.  542^  with  an  afiidavit  of  one  of  the  plaintiffB 
that  the  invoice  accompanying  the  entiy  was  true.  That  in- 
voice is  dated  March  14th,  1849,  and  is  foom  The  Coalbrook- 
dale  Company  to  the  plaintiffs.  The  iron  was  imported  from 
Liverpool  to  New  York  in  the  ship  8t  Lawrence,  and  the  date 
/  of  the  invoice,  for  the  purposes  of  this  case,  may  be  taken  to 
be  the  time  of  the  departure  of  the  ship  fn»m  Liverpool, 
and  that  of  the  entry  the  time  of  her  arrival  in  New  York. 
Oil  the  Ulli  of  May,  1S4-9,  one  of  the  principal  appraisers 
wrote  on  the  face  of  the  invoice:  "  Atld  10^.  ycr  ton,  to  make 
market  value,  with  cligs.  and  corns,  as  per  invoice."  Tliis 
raised  the  entry  to  £191  29.  Sd.y  upon  which  sum  duties  were 
exacted.  On  tlio  lOtli  of  May,  1849,  the  plaint  iff  wrote 
n\Hm  the  face  of  the  entry  the  following  protest,  a  l dressed  to 
tlie  defendant :  "  We  hereby  protest  against  the  payment 
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of  30  jH  /'  cent,  duty  on  £11)1  charged  on  870  bundles 

of  hoop-iron  contained  in  this  entry,  claiming  that,  under 
exibtiiig  lawB,  said  goods  are  only  liable  to  a  duty  of  30  jfer 
cent,  on  £179  19*.  M.,  hccaut-o  that  was  the  actual  cost  of 
the  goods,  aud  was  the  full  market  value  at  the  time  of  ])ur- 
chafie,  and,  if  any  delay  occurred  in  the  shipment,  it  was  'con- 
trary to  our  express  wishes  and  directionB  and  owing  to  cir- 
cumstances entirely  beyond  our  control.  Wo  pay  the  amount 
exacted,  in  order  to  get  possession  of  the  goods,  claiming  to 
have  the  difference  refunded.'" 

Another  entry  was  made  by  the  plaintiffs,  the  same  day,  of 
346  bundles  of  hoop-iron  and  175  bundles  of  bar-iron,  in- 
iwiced  by  tlie  Coalbrookdale  C'ompanjy  March  14th,  ls49, 
imported  in  the  ship  Blanche,  from  Liverpool,  invoiced  and 
entered  at  £120  7«.  5£K.,  and,  as  in  the  preceding  case,  mised 
by  appraisement  to  £128  4«.  8dL  On  the  10th  of  May,  1849, 
a  protest,  in  the  same  terms  as  in  that  case,  was  written  by 
the  plaintifEis  on  the  entry.  The  oath  of  the  owner  and  the 
order  of  the  appraiser  were  the  same  in  this  instance  as  in 
the  preceding  one. 

On  the  same  day,  a  third  entry  was  made,  in  like  manner, 
by  the  plaintifis,  of  974  bars  and  40  bundles  of  iron,  import- 
ed in  the  ship  E.  E.  Perkins,  from  Liverpool,  invoiced  by  the 
Coalbrookdale  Company,  Marcli  ItJth.  1849,  at  £198  hs.  2d, 
As  in  tlie  preeediuij;  eases,  the  invoice  valuation  was  raised  by 
appraisement  to  lo6'.  Sd.    The  duties  imposed  thereon 

were  paid  by  the  plaintiffs  under  a  written  protest,  dated  May 
10th,  1849,  in  the  same  tenns  as  the  one  before  set  forth. 

On  the  21st  of  May,  1849,  three  other  entries  were  made 
by  the  plaintiffs.  One  was  of  839  l)nndles  of  bar-ii-on,  im- 
ported in  the  ship  N.  IT.  Wolfe,  invoi'-ed  Marcli  i^Tth,  1  S49, 
by  the  same  Company,  at  £200  7<*.  8.,  and  raised  by  appraise- 
ment to  £233  78.  Qd,  The  second  was  of  3,449  bars  and  20 
bundles  of  iron,  imported  in  the  ship  Liberty,  invoiced  April 
19th,  1849,  at  £277  7«.  8d^  aud  appraised  at  £329  12«.  (kk 
The  third  entry  waa  on  two  invoices  from  the  same  Company, 

one  dated  April  6th,  1S49,  the  other  dated  April  12th,  1849^ 
8d 
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imported  in  the  ship  Garrick.  Tliu  joint  inyoice  value  was 
£786  5«.  4d  The  appi-aised  value  was  £866  6«.  9^.  Duties 
were  imposed  and  paid  on  tlie  appraised  values  in  all  the 
cases,  and  like  written  protests  were  made  by  the  plaintiffs 

On  the  trial,  the  plaintiffs  proved  the  pnrchase-price  or 
actiml  cost  uf  the  iron,  by  f^iving  in  evidence  a  correspond- 
ence between  themselves  and  the  Coall)ro()kdalo  Company,  of 
Liverixx)l,  by  wliich  it  appeared  tliat  the  iron  charf^ed  in  tlie 
invoices  was  ordered  by  the  pluiutitfrt,  ]»y  letters  dated  in  New 
York  in  the  months  of  Noveml)er  and  Dlh  i'IiiIht,  1848,  and 
January,  1849,  witli  specillcation^  <»f  the  deserii'tion  and 
(puility  of  the  iron  required.  \\  iien  th*.»tse  orders  were  re- 
(^eived  in  Liverpool,  the  (^inlbnuikdnle  Conipany  ]KX)ked 
them,  charging  the  various  kinds  of  iron  specified  at  the  then 
current  pricies,  and  advised  the  plaintiffs  that  the  orders  were 
accepted.  It  was  pmved  that  this  constituted  a  purchase,  in 
the  usage  of  the  trade.  The  vendors  then  i>nK'ee<led  to  pre- 
pare the  iron  conformably  to  the  ordera,  and,  when  it  was 
shipped,  the  invoices  were  made  out  at  the  prices  prevailing 
at  the  time  the  orders  were  received,  and  without  regard  to 
the  price  or  market  value  when  the  iron  was  delivered  or 
shipped.  Ordinarily,  on  the  purchase  of  iron  from  manufao> 
tuiers,  some  time  elapses  after  the  iron  ordered  is  booked, 
before  it  can  be  rolled  and  prepared  for  Bhipping.  Manufac- 
turers are  not  accustomed  to  keep  large  stocks  on  hand  await* 
ing  orders,  but  to  manufacture  it  to  conform  to  the  description 
ordered.  The  iron  in  the  present  case  was  ordered  previously 
to  the  period  it  was  expected  to  be  shipped,  to  give  time  to 
have  it  manufactured. 

It  is  to  be  assumed  that  the  appraisement  made  by  the 
appraisei-s  exliibits  the  true  nnirket  vuhie  of  the  ii*on  at  the 
times  it  \va.>  invoiced  aiul  t-hipped,  for  there  is  no  evidence 
ciiutradicting  that  valuation. 

The  jvlaiutiffs  protested  against  the  duties  exacted  on  the 
valuations  of  the  appraisers,  claiming  that  the  iron  was  «uh- 
jec.t  to  duty  only  on  the  invoice  prices,  because  these  re|)re- 
ficiited  the  actual  cost  and  full  market  value  at  the  time  of 
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piircliMse.  Tliey  now  insist  that  the  evidence  produced  by 
thciii  on  tlie  trial  piwes  that  the  market  value  and  purchase- 
prices  of  the  iron  were  acf()r(lin<r  to  the  cliarg^cs  on  tlie  in- 
voices and  ciitricfi ;  and,  further,  that  they  have  now  made  it 
evident,  that  the  action  of  tlie  appfaisers  and  collector,  in 
valiiiDg  the  iron  and  imposing  the  additional  duties,  were 
irregular  and  without  authority  of  law. 

In  s!i]i|x)rt  of  the  latter  branch  of  this  proposition,  tlie 
counsel  for  the  plaintiffs  has  gone  into  a  minute  and  labored 
analysis  of  the  provisions  of  the  revenue  laws  in  relation  to 
the  entry  and  appraisement  of  goods,  and  aasmnfiB^  in  mainte- 
nance of  the  first  branch,  as  a  principle  of  law,  that,  under 
the  correspondence  between  the  phuntifiis  and  the  Ooalbrook- 
dale  Company,  there  was  a  purchase  of  the  iron  by  the  plain- 
tiffs at  the  time  their  orders  were  booked  by  the  Company  at 
Liverpool. 

This  latter  position  was  the  one  most  considered  by  the 
Court  on  the  former  ailment,  and  we  dispofled  of  it  ad- 
versely to  the  claim  of  the  plaintiffs.  We  supposed  that  the 
re-araruTnent  was  intended  chiefly  to  reinforce  the  views  of 
*  the  phtiiitilL  and  remove  the  difficulties  of  the  Court  (»u  that 
point;  but  we  are  no  less  ready  to  review  both  points,  under 
the  advantage  of  the  present  argiiuient,  than  if  the  same 
relative  iTn]K)rtance  had  been  maintained  bet^^'cen  them  as  on 
the  previous  hearing. 

We  do  ijot  tliink  tiiat  the  plaintiffs  have  placed  themselves 
in  a  position  for  questioning,  in  this  action,  the  regularity  t>f 
the  prt>eeedings  in  tlie  Custom  House  in  initiating  or  con- 
ducting the  appraisements  complained  of,  because  they  did 
not  make  objections  of  that  character  a  ground  of  their  pro- 
tests. They  dealt  with  the  appraisement  as  being  one  right 
in  form  and  even  in  substance,  provided  the  time  of  ship- 
ment was  properly  taken  as  the  time  of  ]Hirehase,  and  they 
cmnnot  now  charge  upon  the  collector  any  defective  or  unau- 
thorized exercise  of  power,  not  designated  in  their  protests 
as  grounds  of  objection,  {Mason  v,  Kane,  Circuit  Coturt, 
Maryland  JHetrict^  AprU  Term,  1851.)  The  same  poeition 
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was  taken  by  this  Court,  in  the  cases  of  Tliotn  ^'^if  ^  McLxweU^ 
anfe^  p.  .385.  In  that  ease,  and  iu  utliei-s  (leci(le<i  abont  the 
same  time,  this  point  was  earefnlly  eonsideretl,  and  it  was 
held  tliat  the  importer  could  not  maintain  an  action  against 
the  collector,  to  recover  back  duties  paid,  without  proving 
that  the  monovs  remained  in  his  bands  when  the  aetion  was 
brought,  or  tiiat  a  protest  in  writing  was  made  at  the  time  of 
payment,  setting  forth  distinctly  and  qiecifically  the  gronnds 
of  objection  to  the  payment  thereof." 

We  find  that  our  oonBtniction  of  the  statnte  in  this  particu- 
lar has  been  snatained  by  the  highest  authority,  in  decisioDS 
pnblished  einee  our  opinions  were  delivered.  In  Ifarcnma  t. 
Oredff^  (1  Owrti9y  114,)  a  oonmussioQ  of  @i  peft  cent,  (with 
other  diarges)  was  added  by  the  collector  to  the  invoice  yalne 
of  an  im[x>rtation  of  erockeiy.  The  importers  protested  that 
they  "  pay  no  sncfa  oommissions  ^  as  were  added.  The  Cir- 
cuit Court  in  Masaachnsetta  decided  that  the  plaintifiis  were 
not  entitled  under  the  protest  to  recover  back  the  payment 
The  objections  taken  at  the  bar  were,  that  commissions  were 
not  usually  paid  in  tlie  trade  of  importing  crockery-ware 
from  En<i:land ;  that,  if  j)ai(i,  lliere  was  nu  usual  rate ;  and  * 
that  2^  j}rr  cent,  was  not  an  usual  rate  of  commissions  ;  but 
the  Court  ruled  that  the  plaintiffs  ex)uld  not  avail  themselves 
of  those  objections  in  the  action,  witliont  setting  thc^m  forth 
distiuctly  and  H})ecitlcally  in  the  ])rotest.  Duties  arc  not,  in 
jiidgnu  lit  )f  law,  illegally  exacted,  so  ats  to  afford  a  riglit  to 
the  importer  to  recover  them  back,  when  the  j)rotest  required 
by.  the  Act  of  1845  is  not  made,  {iMirrcncc  v.  Camvell,  13 
How.  488 ;)  and  the  Act  in  terms  fixes  the  requisites  of  the 
protest. 

The  counsel  for  the  plaintiffs  has  gone  through  a  labored 
research  of  the  tariff  Acts  from  their  earliest  enactment,  and 
has  aigned  from  them  that  Congress  has  placed  the  whole 
system  upon  such  a  footing,  that  the  oath  made  under  the 
clrcnmstanoes  presented  in  this  case,  together  with  the  sworn 
mvoice,  determined  the  purchase-price  and  dutiable  value  of 
the  importation^  and  lliat,  even  if  the  Acts  could  bear  the  con- 
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Btraetion  that  goods  imported  by  the  pnrchaeer  and  owner 
could  be  subjected  to  an  appraisement,  yet  an  appraisement 

not  ordered  by  the  collector  on  his  suspicion  of  an  under- 
valuation in  the  invuice,  uud  nut  conducted  in  all  particulars 
by  tlie  appraisers  pursuant  to  the  direction  of  the  Acts  of 
(  <  ingress,  was  utterly  void,  and  afforded  no  authority  to  the 
collector  fur  hicreasiniz;  the  duties. 

We  do  not  concur  entirely  witli  the  counsel  in  tlie  inferences 
lie  hui>  drawn  from  the  statutes  lie  ha^  examined,  but  we  for- 
bear from  all  discufiRion  of  the  hu])ject,  for  the  reasons  l)ef'>ro 
indicated.  These  particulars  of  objection  should  have  heen 
pointed  out  to  the  collector  in  the  protests,  so  that,  if  any 
error  existed,  he  might  have  protected  himaelf  or  the  Govern- 
ment from  the  consequences,  by  having  it  rectified,  or  have 
relieved  the  plaintiffs  without  litigation.  They  cannot,  under 
a  proper  understanding  and  enforcement  of  the  Act  of  1845, 
reserve  eucli  ol)j(;(;tions  until  the  trial  of  their  snit  against  the 
collector,  and  then  make  them  available  to  ohaige  him  and 
the  Government  with  the  repayment  of  the  dnties  oolleeted. 
In  oar  opinion,  diiB  branch  of  the  case  also  falls  within  the 
provisionB  of  the  Act  of  1845 ;  and,  as  the  protests  did  not 
set  forth,  distinctly  and  specifically,  these  objections  to  the 
payment  of  duties,  they  cannot  now  be  regarded. 

The  particolar  point  npon  which  we  understood  that  a 
review  of  our  former  decision  was  sought  was,  whether  the 
plaintiffs  were  entitled  to  enter  the  iron  at  the  prices  it  lK>re 
when  the  contracts  of  purchase  were  closed,  or  whether  it 
was  liable  to  duties  on  value  at  the  times  of  ita  shipment. 
Wo  listened  to  the  ap{)li(;ation  loi  a  rehearing,  under  the 
impression  that  the  jH)iiit  miglit  involve  the  construction  of 
the  tariff  Acts  in  a  })aiticular  which  doo*>  not  seem  to  have 
yet  been  made  the  subject  of  judicial  ex[>08ition ;  and, 
although  satisfied  with  the  construction  we  iirst  gave  to  the 
law  in  this  respect,  we  were  anxious  to  sec  if  any  reasons, 
satisfacU)rv  to  us,  c(juld  be  shown  against  our  conclusions,  in 
order  tliat,  if  erroneous,  they  might  be  corrected  before  tliey 
should  be  promulgated. 
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For  the  pnrpoees  of  this  decision,  it  is  assnmed  that  the 
proofs  show  that  tibe  iron  imported  oouforms  entirely  to  the 

articles  stipniated,  in  the  corre8fx>ndence  between  the  vendors 
and  the  plaintiffs,  to  be  furnished  under  the  orders  n;i\  en,  and 
also  that  the  usiure  of  tliat  trade  regiird.s  the  orders  given  by 
the  phiintiiis,  aiul  their  acceptance  on  beinar  b<x)ked  l>v  the 
niamLfaeturers,  iis  a  completed  contract  of  purchase  and  bale. 
Tinder  the  equity  of  sucli  a  contract,  if  not  by  its  legal  effect, 
the  iron,  when  manufactured,  may  l)e  reni^Hrded  as  tlie  proj>- 
erty  of  tlie  pluintifff*.  We  state  these  propot^itions  in  the 
Btronge<?t  fonn  in  favor  of  tlie  plaintiffs,  in  order  that  tlie 
]>oint  arising  out  of  them,  and  in  contest  in  this  action,  may 
he  fully  met  and  c*overed  by  our  decision. 

Assuming  that  the  invoices  were  made  up  as  of  the  times 
the  iron  was  contracted  for,  and  that  they  set  forth  correctly 
the  prices  agreed  to  be  paid  for  the  iron,  we  do  not  think  that 
the  contract  between  the  parties  constituted  thejpurehaie  con- 
templated and  provided  for  by  the  revenue  acts,  so  as  to  fix 
the  dutiable  yalne  of  the  goods  or  even  justify  their  entry  by 
those  prices.  It  is  to  be  observed  that  the  tarifE  and  revenue 
lawB)  in  all  their  enactments  of  duties  specific  or  ad  vahrem^ 
have  relation  to  the  to  property  itself,  and  not  to  l^al  or 
equitable  rights  of  property.  Iron  in  bars  or  hoops  is  sub- 
jected to  a  duty  of  30  j}er  eerU.  ad  valorem^  and  that  tax  fast> 
ens  upon  the  commodity,  not  from  the  time  it  is  manufactured 
for  a  particular  purchaser,  but  from  the  time  it  is  acquired  by 
him  for  the  purpose  of  impoi'tation.  This  was  the  effect  of 
tlie  hiw  prior  to  the  Act  of  March  3d,  1851,  (9  (L  S,  Stat,  at 
Idirge,  Cr2,\).)    {Greely  \.  ThornpHoiiy  10  Umn.  225.) 

The  16th  scHJtion  of  the  Act  of  August  30th,  1842,  (5  U.  S\ 
Skit,  at  Large,  563,)  declares  that  "  it  shall  he  the  duty  of  the 
collector,"  whena<^  valorem  duties  are  imposed  ''on  any  goods, 
wares  or  merchandise  iiniiorrod  into  the  United  States,"  "to 
cause  the  actual  iruirket  value  or  wholesale  price  thereof,  at 
the  time  wlien  purchased,  in  the  principal  markets  of  the 
country  from  which  the  same  shall  have  been  inij)orted,"  to 
be  ascertained,  i&c.    This  language  points  signiiicantly  to 
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thingB  in  beings  to  commodities  having  a  market  value  and 

price  in  the  principal  markets  of  a  countr}',  and  is  in  no  way 
adapted  to  t'xpi"«68  the  idea  that  a  prospective  contract  of  pur- 
chase with  a  manufacturer  who  is  afterwards  to  make  tlie 
article,  shall  tlx  the  value  or  price  at  an  iiidL  Unite  ]>L'ri<xl  Bub- 
K'quently,  when  the  j)nr('haser  may  obtain  the  inerchandibe. 
The  35th  section  of  the  Act  of  March  2d,  1700,  H  fL  S.  Stat, 
at  Jjurr/r,  054,)  in  descrihini;  the  invoices  required  and  the 
oaths  to  he  taken  by  importeiv,  manifestly  applies  both  to  tlie 
merchandise  in  the  condition  in  which  it  is  imported.  And 
the  Act  of  March  Ist,  1823,  (3  U.  jS.  Stat,  at  Large,  729,)  so 
strongly  relied  upon  l>y  the  plaintiffs'  ooimfiel  on  the  argu- 
ment, has  relation,  in  its  enacting  eections  and  in  the  form  of 
the  oath  preecribed  to  the  owner,  consignee  or  manufacturer, 
to  the  property  imported,  in  the  state  and  condition  in  which 
it  was  exportc»d  from  its  place  of  production,  and  most  plainly 
contemplates  the  ordinary  dealing  between  buyer  and  seller 
in  market  The  4th  section  of  that  Act  {Id.  731)  enacts 
tliatjVhere  goods  imported  shall  be  entered  by  invoice,  the 
owner  shall  make  oath  that  the  entry  contains  a  just  and  true 
account  of  all  the  goods,  and  that  die  invoice  contains  a  just 
and  faithful  account  of  the  actual  cost  of  the  said  goods* 
The  terms  employed  in  the  same  section,  in  the  manufacture 
er's  oath  {Id,  732)  that  ^  the  goods  were  not  actually  bought " 

in  the  ordinary  mod6  of  bargain  and  sale,*'  supplies  an  in- 
terpretation  of  the  sense  in  which  Congress  used  the  phrase 
acttial  cost,  in  the  owner's  oath,  and  plainly  indicates  tlic 
meaning  to  be  that  the  goods,  then  owned  by  othern,  were 
acquired  at  the  prices  stated  in  the  invoice.  So,  in  conuec-  , 
tion  with  the  manufacturer's  oath,  the  rccpiirements  of  tlie 
5th  section  of  the  same  Act  {Id.  732)  tend  to  confirm  this 
constnK'tion  ;  because,  the  word  procured,  there  used,  imports 
an  actual  possession  of  the  property,  and,  aefnal  pnrchaffc 
being  so  placed  in  juxtaposition  with  procurermefit,  the  samo 
l^al  signification  must  be  given  to  either  expression  in  respect 
to  possession  of  the  goods. 

That  this  consideration  is  entitled  to  weight,  in  determining 
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the  intention  of  Oon^ress  in  tbe  whole  proyision,  may  be 
Btrongly  illustrated  by  supposing  that  the  Coalbrookdale  Com- 
pany hady  at  the  time  they  received  the  orden  of  the  plain- 
tifilB,  resolved  to  ship  the  iron  called  for  on  their  own  aoooont, 
and  registered  the  rates  on  their  books  and  directed  the  qnan- 
tities  to  be  fill i }  4  >l  d  by  their  Works.  It  is  obvions  they  oooM 
not  have  invoiced  the  iron  at  those  rates  and  prices,  but  must 
liave  chartjc'd  the  market  price  at  the  time  the  iron  was  pro- 
diLCtd  by  them,  that  is,  when  it  came  to  their  owiur-hip 
manufactured,  in  a  statu  fur  ex|K)rtation.  U})<)n  the  wime 
principle,  we  think  tiiat  the  ]>laintifTs  cannot  be  regarded  as 
havinix  been  actual  jxtrrhd.sers  oi'  the  iron,  within  the  mean- 
ing uf  the  revenue  laws,  until  they  became  ownei-b  of  the 
tiling  itself — the  subject-matter  made  liable  to  duties.  What- 
ever in  law  would  constitute  a  delivery  and  leiral  ownei-ship, 
might  satisfy  the  puqiose  of  the  revenue  Acts  in  respect  to 
possession  ;  but,  manifestly,  tlie  jtroperty  must  be  in  a  state 
and  condition  that  it  may  pass  by  deliver)'  to  the  purchaser. 

Chancellor  Kent  (2  KeiiCs  Comm.^  468,  and  notes)  'states 
accurately  the  constituents  of  a  valid  contract  of  sale.  The 
thing  sold  must  have  an  actual  or  potential  existence,  and  be 
specific  or  identified,  and  capable  of  delivery ;  otherwise,  it  is 
not  strictly  a  contract  of  sale,  but  a  special  or  execntoxy  agree- 
ment Admitting  the  arrangement  between  the  plaintiffs 
and  the  Coalbrookdale  Company  to  have  had  all  the  essen- 
tial properties  of  a  contract  of  sale,  it  by  no  means  foUows 
that,  as  such,  it  became  an  actual  purchase  of  the  goods  and 
merchandise,  witiiin  the  meaning  and  policy  of  the  tariff 
Acts.  Indeed^  witiiout  laying  emphasis  upon  the  obvioas 
design  of  Congress  that  the  property  imported  should  in  kind 
be  the  subject  of  sale  and  delivery,  to  constitute  a  purchase, 
it  may  well  hv.  doubted,  upon  the  authorities,  whetlier  the  cou- 
trari  b(  t  uj)  by  the  plaintiffs  eonld  carry  with  it  any  title  or 
riirht  in  the  plaintiffs  to  the  iron  alter  it  wa.s  niaimfactured, 
{Chitf;/  on  ContrmU,  ed.  1851,  336;  Addison  on  OontraeiM, 
45,  40  ;  ^mil/i'.s  Mm'anfUe  Jmii\  202,  20^^,  294.)  The  sale 
was  not  in,  prmenti,  and  everything,  even  the  creation  of 
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the  goods  by  the  vendor,  was  to  be  done  before  delivexy. 
Upon  these  qualities  of  the  contract,  it  would  be  difficult  for 

the  plaintiffh  to  maintiiiii  an  exi.stin«x  property  in  them  to  the 
iron,  C0L'\  al  witli  the  making  of  tlie  contract.  It  ib  to  that 
date  they  refer  their  ptirchase  or  acquisition  of  it. 

Suppose  the  value  of  iron  liad  (le]>reciated  largely  between 
the  date  of  this  contract  and  tlic  time  of  the  slii])nient — could 
the  collector  have  directed  a  valuation  of  the  iron  as  of  the 
time  of  the  order?  And,  in  a  FtronG:er  point  of  view,  could 
the  plaintiffs  have  heen  ixssessed  or  taxed  on  the  amount  of 
the  purchase-price  of  the  iron,  as  for  so  much  proj)erty  actu- 
ally purchased  by  them  I  In  onr  opinion,  the  term  actual 
purchase^  used  in  the  revenue  laws,  is  stronger,  in  its  ordi- 
nary import  and  legal  Biimification,  than  the  phrase  contract 
of  mky  and  necessarily  implies  the  acquisition  of  the  thing 
as  actual  property.  We  think,  therefore,  that  on  the  fair  con- 
stmction  of  the  statnte,  the  plaintifiis  are  not  permitted  to 
claim  the  date  of  their  contract  as  the  time  of  the  actual 
pniehaseof  the  iron. 

We  have  given  this  part  of  the  case  an  enhuged  conndera^ 
tloD,  more  to  satisfy  the  counsel  that  no  part  of  bis  elaborafa 
and  well-reasoned  argmnent  on  this  point  has  been  disregard- 
ed by  the  Court,  than  to  obviate  any  real  difficulty  presented 
in  supporting  the  judgment  before  rendered  by  the  Court. 
For,  conceding  that  the  plaintifb  were  actual  owners  of  the 
iron  at  the  time  alleged  by  them,  and  that  its  price  then  co- 
incided exactly  with  their  invoices,  wo  think  they  cannot 
support  tliis  action,  either  for  an  overvahiation  of  the  <rood8 
at  tlie  Chistom  TTouse  and  the  imposition  of  duties  ujion  ihat 
valuation,  or  hecanne  of  any  irregularity  or  want  of  authority 
on  the  part  of  the  a]>prniRerB  or  other  oflicers  of  the  Custom 
House,  in  ap])raiisiiig  the  iron  or  raising  its  invoice  and  entry 
valuation.  To  lay  a  foundation  for  the  action,  they  must 
show  that  the  duties  were  iUetj-allv  exacted  hv  the  collector, 
and  that  they  are  entitled  to  appeal  to  the  judicial  tribunals 
for  relief.    (Lavrrmce  v.  Caswell,  13  How.  488.) 

Laying  oat  of  view  the  form  of  the  protests,  and  consider* 
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iDg  the  plaintlfis  as  entitled  to  prove  their  allegation  that  the 
iron  ought  not  to  pay  dntieB  on  the  valuation  put  upon  it  at 
the  Custom  House,  and  that  they  were  entitled  to  enter  it  at  - 

the  puTchase-pricc,  the  invoicee  are,  as  against  the  pUdntiffB, 

primd-faeie  evidence  of  the  times  of  purcliase,  and  become 
conclusive  evidence  on  that  ]K)int,  unless  a  mistake  of  date 
therein  is  pointed  out  and  ])ii>ved  by  them.  {Marriott  v. 
^rufie,  9  Jfoza.  619.)  The^o  invoices  all  hear  dates  concur- 
rently with  tlie  shipments  of  tlie  iron — Marcli  and  April, 
1849 — and  the  plaintiffs  show  tliat  tlie  price  of  iron  at  Liver- 
pool wa^  tlieu  from  6fl?.  to  £1  7 v.  (ul.  uterlins:.  or  more, 
higher  per  ton  tliati  the  jjrices  charged  upon  the  invoices ; 
and  it  was  conceded  on  the  argument,  tliat  the  valuation  upon 
which  duties  were  imposed  corresponded  witli  the  correct 
market  value  of  the  iron  when  shipped.  There  is  no  ]>roof 
in  the  case,  that  any  notice  in  fact  was  given  to  the  collector 
that  the  invoices  were  incorrect  in  dates,  and,  under  that 
state  of  facts,  we  think  that  the  plaintiffe  were  legally  con' 
eluded  by  their  entries  and  oaths  and  by  the  invoices,  from 
claiming  a  valuation  of  the  invdcee  at  periods  anterior  to 
those  dates. 

It  is  thus  manifest  that  this  action  conld  not  be  supported, 
even  if  the  form  of  the  protests  was  not  inteipoeed  as  an 
objection  by  the  defendant.  We  are,  however,  not  at  liberty, 
in  deciding  the  case,  to  disregard  that  objection,  and  are  of 
opinion  that  ihe  protests  made  to  the  collector  do  not  author- 
ise the  plaintifiFs  to  take  any  exceptions  to  the  authority  of 
the  appraisers  to  act  in  the  valuation  of  l^e  iron,  nor  to  prove 
it  was  purchased  at  the  times  their  orders  for  it  were  received 
and  accepted  by  the  Coalbrookdale  Company,  or  at  any  time 
antecedent  to  the  dates  of  their  invoices.  Judgment  must 
accordingly  be  entered  for  tlie  defendant. 
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Henby  L.  Poskbon  and  Samuel  Hofkikb 
Hugh  Maxwell. 

The  intnffioiency  of  the  protest  against  the  |>ajincnt  of  duties  iu  this  case, 
pointed  «ttt 

Tho  doetrine  of  the  oMe  of  Fitrwi  j,  Lawrmm,  («Mlt,  p,  4M,)  Applied. 
(BefON  NiLMH  and  Ban,  JJ.,  Sonthem  Diatriol  of  Netr  Totk,  NoTember, 
1862.) 

This  was  an  action  RubsUiitially  like  tlie  case  of  Piernon 
V.  Lau^rcncc,  (ante,  p.  495.)  The  facts  are  ttuflicieutly  stated 
ia  the  opiniou  of  the  Court. 

£liait  IL        for  the  plaiutifiiB. 

/.  Pr^ioott  BiaU^  {Dit^riet  Attorney,)  for  the  defendant. 

Bettb,  J.  This  case  restB  eBBentially  upon  the  same  class 
of  facts  as  that  of  Pierson  y.  Zawrmoef  (ante,  p.  495.)  It 
IB  a  suit  to  recoTer  back  an  excess  of  duties  exacted  by  tlie 
present  collector  on  the  importation  of  several  invoices  of 
iron  &om  Liverpool.  The  invoices  were  from  the  Coalbrook- 
dale  Company  and  Bailey,  Brothen  &  Co.,  to  the  plaintifis» 
dated  in  April,  May  and  Jnne,  1849,  and  the  iron  was  shipped 
ooncorrently  with  the  dates  of  the  invoices.  The  protests, 
'  written  on  the  re8}>ective  entries,  are  "  against  the  payment 
of  duty  on  (the  increased  valuation  specified)  added  to 
the  entry  value  by  the  appraisere,  because  the  original  eiitr}' 
wuii  the  actual  cost  and  full  value  at  the  time  of  purchase." 
The  protCRts  designate  no  time  of  purchase  tlilferent  from 
that  indicated  by  the  invoices,  at  wliich  the  value  is  to  ho 
^timatcd,  and  there  is  no  evidence  iiupeachinir  the  coi-rect- 
ncBS  of  tiic  \  nation  made  by  the  ai)pi*aiserfc>  in  relercnce  to 
the  invoice  <l;itc8.  The  plaintiffs  cannot,  under  the  ])roteFts, 
set  up  a  diiierent  and  long  antecedent  period  oi  purchase, 


Digitized  by  Google 


508 


SOUTHEBN  DIBXaiOT  OF  NEW  YOBS, 


nor  can  they  impugn  the  appraisement  by  giving  proof  of 
any  irregular  acts  of  the  appraisere  or  other  officers  in 
making  it  Those  particnlars  should  have  been  distUQctly 
and  specifically  pointed  out  to  the  oollector  by  the  protests, 
in  order  to  enable  him  to  rectify  anything  erroneons  in  the 
manner  of  determining  the  value  of  the  goods,  or  in  the 
selection  of  the  period  at  which  that  value  was  to  be  deter- 
mined. 

Judgment  mu&t  be  rendered  for  the  defendant. 


Julius  Fookb  and  Faangis  Boult 

vs. 

CoBNSuus  W.  Lawkkmcb. 

A  protest  against  the  payment  of  duties  must  point  out  specificallj  the  particu- 

kr  oudMkm  or  ineipilari^  complained      or  U  «iU  noi  be  eveilalile  in  in 

■odon  to  leoover  book  Um  dmieB. 
The  doctrine  of  the  can^cs  of  Pienon  v.  Lawrence^  (an<«,  p.  49K,)  end  Phnm  T 

MartecU,  {ante,  v.  -'^»7,)  applied  to  the  protests  in  this  case. 
A  colk'ctor  is  not  bound  to  take  the  invoice  valuation  of  gCKMis,  supported  bj 

the  owner*a  oath  on  the  entry,  as  their  dutiable  value. 
▲  ooUedor  ie  jutiied,  in  the  ebeence  of  written  notioe  of  n  diilterent  etate  of 

Ikeli^  fai  eiiiinnifaig  ibe  place  of  Bblpmenk  of  goodii  ae  atated  in  tbe  entiy 

inTciee,  to  be  the  place  of  their  pnnshaae,  and  the  date  of  tlie  invoice  aa  tbe 

time  of  their  purchase. 

(Before  KaiBon  and  Btna,  JJ.,  Soalhem  Diatrict  of  New  Twk,  November 

1852.) 

Tins  was  an  action  to  recover  hnck  an  alleuj^ed  excess  of 
dntios  and  a  penalty,  ])aid  to  tiie  eoiieetor  of  tlie  })<)rt  of  New 
York.  A  verdict  was  taken  for  the  j)laintifFs,  Bubject  to  the 
opinion  of  tlie  Court.  The  facts  Bafiicientlj  appear  in  the 
opinion  of  the  Court 

^li<M     Ely^  for  the  plaintiffs. 

J,  Frencott  Jlall,  {Dutrkt  Attorney^  for  the  defendant. 
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BuTTe,  J.  The  plaintiffs,  merchants  of  Livei*pool,  shipped 
at  that  port  tliree  invoices  of  iron,  in  March,  Ajiril  and  May, 
1849.  They  took  tlie  owner's  outh  npon  tlie  invoices  hefore 
the  Aniericaii  coiit^iil  at  LiTorpool,  and  swore  that  the  iron 
was  charged  at  the  prices  paid  on  actual  ]>iirchai3e.  On  entry 
at  New  York,  in  May  and  June  following,  the  invoice  value 
wan  raised  by  the  a})praisers  to  the  market  prices  of  tl:e  iron 
at  the  dates  of  tlie  respective  invoices,  and  duties  were  exact- 
ed hy  tlie  collector  on  that  valuation,  with  the  addition  of  a 
penalty.  The  importers  subjoined  tp  each  entry  a  written 
protest  against  the  additional  duty.  Tlie  language  of  two  of 
the  entries  was,  "  claiming  to  enter  the  iron  at  actual  and 
mroioe  cost"  That  of  the  third  was, claiming  to  enter  it 
Bcoording  to  the  sworn  inyoice." 

The  case  differs  from  that  of  Pienon  v.  Lawrence^  {anU^ 
j>.  495,)  in  this,  that  the  plaintiffs  were  residents  of  liyerpool, 
and  shipped  the  iron  there  on  their  own  acooimt  Their  con- 
tracts purchase  were  made  with  the  manofactQrers  in  Glas- 
gow, October  SOth,  and  Noyemher  Ist,  1848,  for  future  de- 
Hyeiy,  and  the  iron  was  all  delivered  at  liveipool  in  March 
and  April,  1849.  The  pldntifis  offered  no  evidence  against 
the  correctnees  of  the  appndsers'  yaluation,  taking  the  time 
of  shipment  as  the  time  of  purchase. 

The  plaintiffs  urge,  as  in  the  case  of  Piertan  y.  Zc^wreneef 
in  ayoidance  of  the  appraisement,  Jirst,  that  the  inyoioe,  yeri- 
tied  hy  tlie  owners'  oath,  is  conclusive  proof  of  the  purchase- 
price  of  tlie  px)d8 ;  secondly,  that  the  coui-se  pointed  out  by 
the  Acts  of  Congress,  to  be  pui-sued  on  the  appraisement  of 
imports  at  the  Custom  House,  was  not  conformed  to  in  tliis 
inst^ince  ;  thirdly^  that  no  leiral  f>rdcr  to  appraise  was  made. 
They  also  claifti  that  the  ( outracts  of  purchase  were  entered 
into  in  October  and  mlior,  1848  ;  that  the  increased  val- 
uation and  the  imposition  ot  the  additional  duty  an<l  ]H>imlty 
were  all  carried  out  at  the  Custom  House  in  obedience  to  a 
Circular  from  the  Secretary  of  the  Treasury,  and  not  by  regu- 
lar appraisement  and  the  observance  of  the  requirements  of 
the  reyenue  Acts ;  that  a  part  of  the  purchase  was  «n  prm- 
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mniif  the  plaintifiiB  having  the  right  to  an  immediate  deliveiy 
of  the  iron ;  and  that,  in  that  respect^  this  case  is  distinguish' 
able  from  that  of  Pterson  v.  Ijmrenee^  and  from  that 

Pierxon  v.  Jfaxtcell,  {ante,  p.  507,)  where  the  purchases  were 

prospect  ivt'. 

The  plaintiffs  proved,  in  this  <  thai  an  advaure  in  tlie 
price  of  iron  at  (flast^nw  t(K>k  plat-e  Ijetwecn  tlie  datcft  of  the 
contnictfe  of  })urclia.<e  and  tlie  shipnit'iits  of  tlie  iron,  but  there 
does  not  appear  to  have  been  any  distinct  [»nx>f  of  the  time 
or  amount  of  that  advance,  nor  of  tlie  umrket  value  of  the 
iron  in  Cilas'jffm''  at  the  jieriod  of  the  contracts,  otherwii»e  tJiau 
by  the  testimony  of  a  bi-oker  resident  at  Liverpool.  Tlicse 
facts  are  stated  in  this  opiiuon,  not  q&  the  basis  of  the  judg- 
ment of  the  Court,  but  that  the  case  may  appear  substantially 
as  presented  to  the  Court. 

Our  decision  is  placed  essentially  npon  the  terms  of  the 
protests.  The  plaintifis  cannot  go  beyond  or  out  of  those, 
with  their  objections  to  the  exaction  of  duties.  If  they  sup- 
posed that  the  officers  of  the  Customs  had  committed  any 
irragukrity  in  asoertahung  the  dutiable  value  of  Uie  iron,  or 
if  tboy  desired  more  formal  action  on  the  part  of  the  ooHee- 
tor,  the  protests  should  have  called  his  attention  to  the  partio- 
ular  omission  or  irregularity  complained  of.  In  the  case  of 
Barker  v.  LtmreMsey  dted  by  the  plaintifEs'  counsel,  in  which 
the  duties  paid  were  recovered  because  of  an  irregular  ap- 
praisement, no  question  was  raised  by  the  defendant  as  to  the 
sufficiency  of  the  protest 

The  presumption  is,  that  the  duties  were  levied  according 
to  law,  and  the  colle<;tor  is  not  personally  subject  to  an  action 
unless  he  exacts  them  against  the  protest  of  the  imjiorter,  "  set- 
ting forth  distinctly  and  sj)ecific4illy  the  gronndt^  of  objection 
to  the  ])ayinent  thereof."  {Lmrrenm  v.  (hmcell^  I'i  How. 
458.)  Tliis  ifi  demanded  by  the  titatute,  and  it  is  a  wise  !>afe- 
gnard  to  a  public  finu  i  ji»nary  who  exercises  a  very  delicate 
and  (iifhcult  trust,  while  it  at  llie  imwa  time  affords  every 
rciisnii  il  le  jM'otection  to  the  rights  of  the  importer.  Tins 
Court  has  repeatedly  expressed  its  purpose  to  adhere  to  the 
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langnage  and  spirit  of  this  requirement  of  the  law;  and, 
applying  that  provisioa  to  this  case^  it  is  clear  to  our  minds, 
that  the  plaintiffs  have  not  sho^m  that  the  collector  violated 
any  right  set  ii])  by  their  protests,  and  which  was  secured  to 
them  by  law.  The  jirotests  imjKnt  that  the  plaintiffs  claiiiKnl 
the  invoice  char/sres  to  be  conclusive  evidence  of  tlic  pur- 
chape-]>ri('e  and  nifirket  \n.\ue  of  the  ercxxis,  but  the}'  give  no 
intimation  to  the  collector  that  the  ])nrclmfieB  were  at  a  time 
different  from  tbe  dates  of  the  invoices,  or  that  the  market 
prices  at  the  pei'iods  of  purchase  were  different  from  wliat 
tliey  were  at  tlie  times  of  the  shipments  or  at  the  dates  of  the 
invoices. 

It  is  a  great  misapprehensioji  to  suppose  that  the  collector 
is  bound  to  take  the  entry  of  goods  at  the  valuation  of  the 
inToioe,  supported  by  the  owner's  oath.  His  duty  is  directly 
the  contrary.  The  16th  section  of  the  Act  of  AiiLTUSt  30th, 
1842,  (5  S\  Stat,  at  JUtrffe,  503,)  directs  the  collector  to 
cause  goods  subject  to  ad  vahrcDi  duties  to  be  appraised,  and 
specifically  enacts  that  it  shall  be  the  duty  of  the  appraisers, 
or  of  the  collector,  by  all  reasonable  ways  and  means  in  their 
power,  to  ascertain,  estimate  and  appraise  the  true  and  actual 
market  value  and  wholesale  price  of  the  goods,  at  the  time 
purchased,  and  in  the  principal  markets  of  the  country 
whence  the  same  shall  have  been  imported  into  the  United 
States,  ^  any  invoice  or  e^fidavit  thereto  to  the  contrary  not- 
vfithstanding^  To  enable  the  importer  to  avoid  the  penalty 
of  twenty  per  cent,,  when  the  appraisement  exceeds  the  in- 
voice value  by  ten  per  cent.^  the  eighth  section  of  the  Act  of 
July  30th,  1S46,  (9  U.  S.  Stat  at  Jjirge,  43,)  pennits  tlie 
im}X)rter  to  make  an  additinii  to  the  entry  price.  Tliat  |>ro- 
\  isiou  goes  npin  the  as^umptiou  tliat  the  invoice  price  in  no 
way  detennines  tiie  value  of  the  gwds. 

If  the  plaintiffs  were  entitled  to  enter  the  goods  at  their 
market  value  at  the  i>lace  where  pun-hased,  {MaxtceU  v. 
Grimtyoid,  K)  ]L>in.  242;  Or*yhjx.  Thoinpmn,  Id.  225,)  still, 
the  collector  was  not  bound  to  know  that  the  place  of  the 
purchases  was  difEerent  from  that  of  the  shipments,  nor,  more 
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espeeiallj;  that  the  timas  of  the  purchafleB  W6F0  diffifiFBiit  from 
tlie  dates  of  the  iniK>ioea)  unlees  he  was  expressly  notified  of 
sach  facts  by  the  protests.   It  does  not  appear  that  he  or  the 

appraisers  had  any  notice  whatever  of  such  facts.  A  verbal 
iiuticc  would  be  of  no  avail,  even  if  the  (xMirt  might  be 
authorized  to  imply  one,  for  tlie  plaintiffs  would  excluded 
froui  all  advantage  under  it  by  the  express  provisioiLs  of  the 
Act  of  February  26th,  1845,  (5  [I.  ^,  Stat,  at  Large^  727,) 
which  require  it  to  be  in  ^\Titing. 

We  adhere  to  the  judgment  rendered  in  this  case  at  the 
last  term,  finding  that  tlie  plaintiffs,  by  their  ])rotestR,  [>ouit 
to  no  faet  which  in  law  can  invalidate  the  appraisement,  and 
also  that,  by  the  entries  and  tjie  invoices,  the  collector  was 
justified  in  taking  the  place  and  times  of  shipment  as  those 
of  the  purchases  of  the  goods  in  question. 

Judgment  for  the  defendant 


UeN&Y  T.  Ck>SN£Tr  AND  HoSATIO  B.  KiailTINGAX£ 

CoBNKIilUS  W,  LawBENOE. 

Win  re,  in  a  protest  against  the  parmcnt  of  duties,  on  an  addition  made  bv  the 
appraitters  to  the  iDToice  value^  the  ouly  ground  of  protest  stated  was,  that 
liU  witUt*  aaeAifrifarf  Db  tim  marktt  wtihm  «f  A*  gootb  ut  lk$  jdaet  from 
feUdl  Uujf  wen  importii:  MM,  in  aelkm  to  teoover  back  the  duties,  tbafc 
the  only  point  raised  by  the  protest  was  the  correspondence  of  the  invoice 
value  with  the  vahic  nt  the  place  of  pxport  at  the  date  of  the  invoice,  and 
that  the  plaintiS*  could  not,  under  the  protest,  show  that  the  Invoice  value 
was  the  actual  purchaae-price. 

A  protest  against  the  paymeftl  of  4ttttoe  aiiiit  Mt  forth  tho  iptdle  ot^eetiiMS  of 
the  party,  and  refer  the  colleetor  distinctly  to  the  faeti^  othenrise  the  party 
cannot  avdl  Umsdf  of  them  in  an  adaon  against  the  oollector  to  reoover  bat^ 
the  duties^  . 

(Before  NsiMit  and  Bins,  JJ.,  Sootiram  IXstriefc  of  Now  Yoik,  Noteniber» 
.  1S69.) 


Digitized  by  Google 


9 


NOVBHBBR,  tBBSL  513 
Comett  0.  Iiawz«noe.  ' 

Thib  was  an  action  against  the  collector  of  the  port  of  Nfew 
York,  to  recover  back  an  alleged  excess  of  duties  paid  him. 
A  verdict  was  taken  for  the  ])laintiff8,  subject  to  the  opinion 
of  the  Court.  The  facte  of  the  case  appear  from  the  opinion 
of  the  Court 

■ 

£lias  H.  Ely,  ioi  the  plaiutiifs. 

J.  jPrescoU  SaU,  {District  Attorney^  for  the  defendant 

TJicTTs,  J.  In  Uiis  case,  and  in  the  three  preceding  ones  of 
Pierson  v.  Lavrrence^  (ante,  jp.  495^  Pierson  v.  Maarttjell^ 
(arUSy  jp.  507,)  and  Pocke  v.  Zawrence,  {anU^  p.  608,)  the 
decisions  of  the  Court,  made  at  the  last  term,  were  withheld, 
at  the  instance  of  the  counsel  for  the  plaintiffs,  until  re-ai^- 
mentB  conid  be  heard  in  the  cases.  All  of  them  relate  to 
importatiosiB  of  lion,  and  involTe  BabstantiaUy  the  same  ques- 
tions. 

In  this  case^  two  entries  of  bar-iron  were  made  by  the 
plaiotifEs,  at  the  Onstom  Hoaae  in  New  York,  in  May,  1849, 
on  invoices  ^Ated  at  liverpool  in  March  and  April  preceding, 
and  the  Ysduations  were  raised  by  the  appraisers  to  corre- 
spond with  the  market  prices  of  the  iron  at  liyerpool  at  the 
timee  of  shipment  The  proof  is,  that  tlie  v^nes  were 
stated  on  the  invoices  at  the  pnrchaae-prices  at  the  time  con- 
tracts were  made  for  the  iron  with  the  Goalbrookdale  Com- 
pany some  months  previously.  The  payment  of  the  duties 
exacted  by  the  collector  on  the  increase  in  valuation  was  pro- 
tested against,  in  writing,  by  the  attorney  of  the  plaintiffs,  in 
this  language,  on  each  entry :  "  that,  under  existing  laws,  said 
amount  is  unjustly  added,  and  is  not  liable  to  duty,  because 
the  said  invoice  and  said  entrj'  exhibited  the  true  market 
value  of  said  iron  at  Liverpool,  from  whence  said  iron  was 
imported." 

rtere  is  no  eviden(;e  to  support  the  assertion  of  the  pro- 
tests, if  they  import  that  the  invoices  exhibit  the  Li\er|x>ol 

prices  at  the  dates  of  the  invoices.    On  the  contrary,  the 
88 
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plaintiffs  proved  on  the  trial,  that  the  prices  of  iron  advanced 
cousideiul>lv  ut  Liverjxxjl  between  the  alleged  times  of  the 
purchase  of  these  parcels  and  the  times  of  their  shipuu  iit; 
and  the  plaintiffs  now  insist  that  the  contract  prices  ahouid 
govern,  and  not  the  prices  at  the  dates  of  the  invoices. 

The  orders  for  the  purcha.^fs  in  December  and  February 
preceding,  and  their  acceptance  by  the  manufactnrerfi  in 
Liverpml,  were  exhibited  to  the  appraisens  after  the  valua- 
tions had  been  raised.  In  our  opinion,  had  tliesc  j^ajx^rs 
been  submitted  to  the  collector  at  the  same  time,  that  would 
not  have  satisfied  the  requirements  of  the  Act  of  Febmuy 
26th,  1845,  (5  S.  Stat,  at  Zarge,  727,)  and  would  not  have 
amounted  to  such  notice  to  him  as  would  enable  the  plaintiffift 
to  maintain  a  personal  action  against  him  for  the  reooveiy 
of  the  duties  exacted.  They  must,  in  their  written  protest, 
set  forth  their  specific  objections,  and  refer  him  distinctly  to 
the  facts  on  which  the  objections  rest,  in  order  to  be  enabled 
afterwards  to  avail  theioaselvefl  of  theon,  in  an  action  against 
hiuL 

On  examining  the  protests  in  this  case,  it  is  palpable  that 
no  other  point  is  raised  by  them  than  that  of  the  correspond- 
ence of  the  invoice  charges  with  Liyerpool  prices  at  their 
dates;  and,  as  already  observed,  lhat  fact  is  indiqfmtably 
against  the  plaintifh. 

Judgment  for  the  defendant 


Daniel  M.  Wilson  aud  otheks 

GoBN£ucs  W.  Lawsence. 

The  doetrim  of  the  etaet  of  I^mmm    Lamnnee^  (ante,  p.  49S,)  PStmn  v.  JToc 

<an<i,  p,  5ia,)a|iiM  to  tbo  llMti  of  tUsoMO. 
(B«fbie  Kiuoir  Md  BBn,  JJ.,  BooOm  Slitriot  of  Now  ToiIe,  Nofioibv 
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This  was  an  action  asrainc^t  tlie  collector  of  the  port  of  New 
York,  to  recover  back  an  fillecrfMl  (»xcoks  of  duties  ])ai(l  him. 
A  verdict  waa  taken  for  the  plaiutiiTs,  biibjcct  to  the  djfinion 
of  the  Cjgurt  The  facts  are  stated  in  the  opiuiun  of  the 
Court, 

£lia8M.£l^,  for  the  phaatiSa. 

J.  J^reaooU  HaU^  {District  A^emejf^  for  the  defendant 

Betfs,  J.  This  is  another  of  the  cases  of  iron  importations. 
The  iron  in  this  case  waa  imported  by  the  plaintifb  in  April, 
May  and  Jnne,  1849.  It  was  porchased  by  them  from  the 
Goolbrookdale  Company,  and  Stitt,  BrothwB|  of  livefpool, 
through  an  agent  of  the  vendors  in  New  York,  by  written 
ordeiB  addressed  to  the  Tendors  in  December,  1848,  and  Jan- 
vaiy,  184&.  On  the  trial,  the  agdnt  testified  that  the  course 
of  business  was  to  supply  the  uon  at  the  prices  which  ruled, 
when  the  order  was  booked  %nd  accepted  That  date  is  not 
given  in  the  proo&,  but  it  is  to  be  assumed  that  the  arrange- 
ment was  completed  in  due  conrse  of  the  mails.  Letters  from 
the  vendors  to  the  plaintiffs,  of  contemporaneous  dates  with 
the  invoices,  were  put  in  evidence,  advisin^^  the  plaintifife 
that  the  iron  ordered  had  then  been  shipped  at  LiverpooL 
It  was  further  proved  that  the  price  of  iron  materially  ad- 
vanced in  Liverpoi^»l,  between  the  times  the  onlers  were  re- 
ceive<l  and  the  dates  of  the  invoices  and  shipnicnt.s,  and  that 
the  invoices  represented  the  prices  {it  which  it  was  acrreed 
tlio  iron  should  be  furnished  to  the  plaintiffs  at  Liyerjxx)!. 
The  plaintiffs,  when  the  invoice  price  was  objected  to  at  the 
Custom  House  as  being  below  the  market  value  in  Liverpool 
at  the  dates  of  the  invoices,  offered  to  show  to  the  appraisers 
the  correspondence  above  referred  to,  aod  claimed  the  right 
to  enter  the  goods  at  the  invoioe  valuations^  based  upon  that 
conespondenoe  and  the  actual  purchase-prices  on  such  con- 
tracts. Eight  several  entries  were  made.  The  appraisers 
raised  the  invoioe  prices  to  the  market  value  at  Iiverpool| 
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and  duties  were  exacted  on  that  valuation.  The  duties  on 
the  increase  iii  valuation  utik  untcd  in  the  whole  to  $i5^>>  80, 
agaiubt  tlio  payment  of  wliicii  tiie  ]>l!iintifTs  made,  on  the  first 
entry,  the  following  protest  in  writing  :  "  We  do  lu  i  t'i»v  pro- 
test a<:tai^i^t  the  payment  of  duties  on  the  extra  1  per  ton, 
added  to  tlie  invoice  per  Wisconsin,  from  LiverjxK)!,  by  tlie 
U.  S.  appraiserB,  as  said  invoice  was  made  out  and  charged  at 
fair  market  value  at  the  time  of  purcbMe.  We  pay  the  addi- 
tional duty  to  get  poflseeeion  of  our  iron,  rawnng  our  rights 
to  future  deciaions  on  the  subject"  The  other  seven  protests, 
written  on  the  rcspectiye  entries,  varied  somewhat  from  the 
terms  of  the  first  one,  and  were  substantialij  as  follows : 

We  protest  against  the  payment  of  dn^  on  any  valuation 
ezoeedmg  our  inToioe,  and  only  pay  the  dutj  on  the  value  as 
tiftpnaaodf  to  gain  possession  of  our  goods."  The  action  is 
bronght  to  reooyer  back  the  extra  payment  of  $588  80. 

statement  of  Ihe  case  brings  all  the  points  raised  npon 
it  by  the  oooDBel  for  the  plaintifb  within  the  principles 
adopted  in  the  several  other  cases  reviewed  and  decided  at 
the  present  tenn,  relative  to  the  rights  of  importers  nnder 
pnrehases  of  this  character  and  protests  of  like  import 
{Pierson  v.  Zatorence,  ante,  p.  495 ;  Pierson  v.  Maawdl^ 
<mte^  p.  507  ;  Focke  v.  Lamre)k>ce^  aiite^  p.  508  ;  Comett  V. 
Lawrence^  ante,  p.  512.) 

lu  our  opinion,  the  iron  wa^  not  purchased  by  the  plaintiffs, 
within  the  meaning  of  the  duty  Acts  of  Congress,  until  it 
was  iicfjiiii'ed  by  them  in  a  condition  for  shipment ;  and  we 
think,  especially,  that  imder  their  protests  they  cannot  letrany 
raise  any  cpiestion  as  to  any  proceeding  at  the  Custom  House, 
except  as  to  whether  the  appraisement  was  according  to  the 
fair  market  value  of  the  iron  at  Liverpool  at  the  dates  of  the 
respective  invoices.  No  proof  was  offered  impugning  the 
justness  of  the  Custom  House  valuation  in  this  respect,  and, 
upon  the  reasons  assigned  in  the  cases  before  referred  to,  we 
hold  that  the  plainti&  cannot,  under  their  protests,  avail 
themselves  of  any  other  objection  to  the  payment  of  the 
duties  which  were  exacted. 

Judgment  for  the  detodant 
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BOBSBT  A.  TUOKEB  AKD  AlPHXUS  LiOBTBOUBNB 

Hugh  Maxwell. 

Older  a  protest  against  the  payment  of  daties  and  ot  a  pemiltj,  which  only  sets 
oat  that  the  entry  invoioe  it  t»  «ff  re^paete  eorrtet  atid  jtut^  and  that  no  Ugtd 
fnfmlurt  or  penaliy  has  6em  tneurred^  the  invoioe  Taloe  of  the  goods  hsfrfaig 
been  increased  on  an  appraisement,  no  qnestioQ  can  be  raised,  in  an  acdoo  to 

recover  back  the  dutieu  uud  penalty,  except  as  to  the  diCTerence  between  the 
appraised  and  the  market  value  of  thr  floods  at  the  place  of  shipment  at  the 
date  of  the  inToice ;  nor  can  it  be  6howu  that  the  ioroice  Talue  was  the  actual 
purchaBe*price. 
What  ihonld  be  staled  in  eudi  •  pvoteet)  defined. 

(Before  Nblsom  and  Bim,  JJ.,  Sonlliem  District  of  New  York,  November, 
1851.) 

Tdib  was  an  action  against  the  collector  of  the  port  of  New 
York,  to  recover  back  an  alleged  excess  of  duties  and  a  pen> 
ally.  A  verdict  was  taken  for  the  plaintiffs,  subject  to  the 
opinion  of  the  Court  The  facts  are  stated  in  the  opinion  of 
the  Goort 

Thomas  W,  Tucker,  for  the  plaintifiis. 

J,  Prescoit  IlaUy  {Dktrict  Attorney)  for  the  defendant 

Bbtts,  J.  The  plaintiffs  moved  for  and  obtained  a  re^ 
hearing  of  this  case,  and  have  snhmitted,  in  writing,  the 
points  upon  which  they  ask  a  review  of  our  previous  decision. 
We  have  attentively  considered  the  points  and  the  reasons 
prcaeiitcd. 

The  plaintiffs,  on  the  29tli  of  October,  IS-ID,  entered,  at  the 
('ut^tcjin  House  in  New  York,  640  hn^^  of  pimento  irapoi-ted 
from  St.  Ann's  Biiv,  in  tin*  island  of  Jaiiiiiica.  The  invoice  was 
(Ijitcd  St.  Anil's  7^!\y,  ( )(  tnl  nT  5th,  1H49,  and  the  pimento  was 
vahied  on  tliat  and  on  ihe  eutrv,  at  2^(1.  Hterling  per  ^>onnd. 
The  pimento  wa,s  appraised  by  mere] unit  a})j)raieers  on  the  3d 
of  November,  1849,  at  2id,  sterling  per  pound.  Duties  were 
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chaiged  oonformably  to  that  yalnation^  and  a  penally  or  addi- 
tional dnty  of  $1,020  was  impoaed  beoaufie  of  the  nndervalo- 
ation  upon  the  invoioe.  Against  the  exaction  of  the  dniy 
on  the  Increase  in  valoation  and  of  the  penalty,  the  plaintift 
protested,  in  writing,  in  this  language:  ''that  the  said  in- 
voice, as  originidlj  presented  by  ns,  is  in  all  respects  correct 
and  juBt/'  and  that  no  legal  forfeiture  or  penalty  has  been 
incurred." 

On  the  trial,  the  plaiutifTs  ])roved  that  they  purchastKi  the 
pimento  in  the  BUiiinier  of  1S49,  aud  that  the  invuice  ])rico 
was  tlie  fair  market  vahie  of  the  article  at  that  time.  It 
further  proved  that  the  j trice  advanced  in  Octoljer  following;. 
No  e\adence  was  given,  on  tlie  trial,  that  tlie  apprai^e<l  vahia- 
tion  exceeded  the  market  price  at  St.  Ann's  Bay  at  the  date 
of  the  invoice,  other  than  what  is  to  he  implied  from  the 
proof  that  in  Octoher  tlie  i)rice  liad  ad\anced  to  3<f.  sterHng 
per  pound  at  that  place,  and  that  the  article  was  then  worth 
id.  sterling  more  at  Kingston. 

We  held,  at  tlie  last  term,  that  the  protest  would  not  au- 
thorize the  plaintiffs  to  recover  back  anything  beyond  the 
difference  between  the  appraised  and  the  market  value  of  the 
pimento  at  the  time  it  was  invoiced.  And,  even  as  to  that 
fraction  of  icL  sterlbg  per  pound,  tliere  was  no  clear  and 
satisfiiGtoiy  evidence  to  outweigh  the  judgment  of  the  public 
appraisers,  supported  by  the  valuation  of  merchant  apprsis- 
eis.  Indeed,  the  only  direct  evidence  to  the  point  is  a  difier- 
ent  valuation  of  the  article  by  the  Baltimore  appraisers,  on 
an  importation  into  that  port  of  pimento  purchased  and 
shipped  at  St  Ann's  Bay  about  contemporaneously  with  the 
shipment  of  the  parcel  in  question. 

We  adhere  to  our  former  opinion,  and  hold  further,  that, 
the  plaintiffs  cannot  recover  the  duties  paid  on  the  id,  ster- 
ling i)er  pound  extra,  supposing  the  appraisement  to  liave 
been  to  that  amount  above  the  market  vaUie  at  the  date  of 
the  invoice,  because  tlu;y  did  not  specify  in  t\m  ]»n)te>t  that 
cause  of  objection.  Had  that  particular  been  brought  to  the 
notice  of  the  collector,  he  might  have  ordered  a  reconsidera- 
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tion  of  the  subject,  and  the  importer  might  have  been  re- 
lieyed  from  the  improper  chai^;  or,  if  justice  had  been 
denied  him  at  the  Custom  Honae,  he  would  then  have  had  a 
legal  fomidation  for  an  action  to  recover  back  the  excess  of 
dnty. 

The  plaintifEs  offered  in  evidence,  on  the  trial,  a  letter  writ- 
ten to  tiie  collector  by  the  merchant  appraisers,  on  the  27th 
of  November,  ld49,  in  which  Ihey  asked  him  to  re-appraise 
the  pimento,  on  the  gronnd  that  a  like  ^de  had  been  en- 
tered and  appraised  in  Baltimore  at  2^.  sterling  per  pound, 
and  that  the  information  on  which  thev  acted  in  tlieir  * 

•  *  * 

praisement  might  not  have  been  s^o  reliable  a.^  the  evidence 
adduced  at  Baltimore,  and  that  injutitiee  might  ]ia\e  been 
done  to  the  plaintiffs  in  their  valuation.  That  evidenoe  was 
excluded  by  the  Court,  and  we  think  it  was  properly  rejected, 
as  there  was  no  color  for  holding  it  to  be  Iv^^al  testimony  iu 
the  cAiuso.  Tt  was  not  bronj^ht  to  the  attention  of  the  collec- 
tor when  iJic  duties  were  licjuidated  on  tlie  2[)tli  of  Decem- 
ber, 1849,  nor  when  they  were  paid  on  the  12th  of  January, 
1850,  and  can,  therefore,  iu  no  way  be  considered  as  forming 
part  of  the  protest  or  notice  in  writing  to  him.  So,  also,  it  ia 
manifestly  out  of  our  power,  on  this  realignment  of  the  case, 
to  notice  the  letter,  if  it  might  be  regarded  as  legal  evidence, 
no  exception  having  been  taken  at  the  trial  to  the  exclnsion 
of  the  letter.  We  can  only  pass  npon  the  evidence  present- 
ed by  the  case  agreed  between  the  parties,  and  we  discover 
nothing  in  that  to  support  the  allegation  of  the  plaintiib  that 
the  appraisers  overvalned  the  pimento.  We  think,  therefore, 
that  in  so  fur  as  respects  the  appraisement  and  the  proceed- 
ings of  the  collector  thereon,  the  plaintifBs  make  ont  no  legal 
gromid  lor  reclaiming  the  moneys  paid  by  thenL 

The  plaintiffs  fnrtber  protested  against  the  imposition  and 
exaction  of  dnties  npon  Uie  invoice  weight  of  the  merchan- 
dise, and  insisted  that  the  same  shonld  be  imposed  upon  the 
actual  real  weight  thereof  which  was  ascertained  by  the  Cns- 
toni-1  louse  weigher  or  other  officer  of  the  Government,  Wc  ' 
find  no  evidence  in  the  case  showing  that  any  difference 
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in  weight  between  the  invoice  statement  and  that  of  tlic  Cii&- 
tom  House  existed  in  respeet  to  the  pimento.  The  Gonit 
eaimot  assmne  that  there  was  snch  difference^  and  they  offer 
no  opinion  as  to  what  would  have  been  the  effect  of  such 
difference,  if  one  had  been  proved. 

A  farther  protest  waa  added  against  the  imposition  and 
exaction  of  any  doties  or  penalty  upon  said  merchandise 
whatever!  &e  same  being  actnally  exported  in  bond."  We 
find  no  evidence  o|  that  fact  in  tiie  case.  It  is  set  forth  in 
the  petition  for  a  reheariiipj,  but  is  in  no  way  admitted  by  the 
United  States  Attorney.  lie  declined  to  appear  on  the  re- 
ari^nment,  stating  to  the  Court  that  he  relied  upon  his  })rc- 
vions  argument  and  the  decision  of  the  Court  at  the  last 
term.  We  are  not,  therefore,  at  liberty  to  act  upon  the  alle- 
gation of  the  protest,  or  the  re-stateuient  of  the  fact  in  the 
petition  for  a  re-arguinent.  The  plaintiffs  shoidd  have  shown 
on  the  trial  the  facts  whicli  would  hring  their  iTnj>ortation 
within  the  Art  excepting  it,  on  re-e\[>ortatioTi,  from  payment 
of  duties  at  all,  and  then  the  protest  would  have  brought  up 
the  objection  now  raised.  The  documents  put  in  evidence 
only  prove  that  the  goods  were  entered  for  warebousinc^  on 
the  29th  of  Octoljei-,  1S40,  and  that  the  duties  were  liquida- 
ted on  the  29th  of  I)eeem])er,  1849,  and  paid  on  the  12th  of 
January,  1850,  under  the  above  protest,  but  tlicy  nowhere 
prove  the  fact  of  re-exportation,  or  that  the  satis&ctory  Becur- 
ity  required  by  the  Act  of  Congress,  that  the  goods  should 
be  landed  ont  of  the  jnrisdiction  of  the  United  States,  was 
given  to  the  collector. 

a 

Judgment  for  the  defendant 
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EzKA.  R  Eddt.  Lt  EQimr. 

Where  a  patent  was  granted  tat  an  improvement  in  making  ftiction  matches, 
the  inTcntion  being  only  a  new  onmbination  of  old  material  before  used  in 
makirfT  such  matrhf",  and  consisuiig  in  a  composition  formed  of  phosphoftt- 
aad  eartliy  iu<tt<^rial  and  a  glutinous  subsUuiue  only,  jritltout  chloimte  of  pots 
Mh,  or  any  highly  oomboidble  matMial,  in  iddillon  to  tiie  fdioeplionui ;  HiU, 
that  It  waa  no  infringomrat  to  nae  any  one  or  all  of  tha  mate.rials  forming  tho 
composition,  in  making  matches,  provided  they  were  not  used  in  the  combina- 
tion patented,  or  to  use  ihcm  for  such  purpoao  in  oombinatlon  with  ohloiato  of 
potash,  as  they  were  formerly  used. 

But  a  mere  colorable  difference,  or  slight  variation  in  the  combination,  will  not 
exempt  a  penon  fram  tho  diarge  of  infHngenMnt. 

When  a  defendant,  four  noottia  hefbra  tfw  aervlce  of  an  i^Janetlon  on  Um, 
had  executed  a  bond  to  the  pUdnttH^  acknowledging  the  validity  of  his 
patent,  and  his  right  to  all  tliat  waa  granted  by  it:  Held,  that  the  bond 
was  no  evidence  of  a  breach  of  the  injuiiction,  further  than  the  recital  in  it, 
that  the  defendant  had  infringed  the  patent,  might  have  a  tendency  to 
ftrtahUnh  audi  braich;  and  thai  the  Inftrenee  or  pteeumption  arbing  from 
II  might  be  ovoiooma  by  oradi1)la  and  poritivo  teatimooy,  proving  do  infiingt- 

BMDtb 

(Belbro  Nauoir  and  Panmai,  JJ.,  Teimont,  Jannavy  19tfa,  IBM.) 

This  was  a  suit  in  Equity,  founded  on  the  infringement  of 
Letters  Patent.  A  provisional  injunction  havinir  been  rant- 
ed against  the  defcndjint,  i)ursnant  to  the  prayer  of  the  bill, 
the  plaintiffs  afterwards  moved  for  an  attachment  against 
him  for  a  breach  of  the  injunction.  An  order  to  show  cause 
against  the  motion  was  thereupon  isBued  and  served  upon 
the  defendant;  and,  his  affidavit  in  answer  thereto  being 
filed,  the  matter  came  on  to  be  heard  upon  affidavits  and 
exhibits.  The  facts  vill  appear  from  the  opinion  of  the 
Court. 

D.  A,  SmaUey  and  Joseph  A,  FrmtisB^  for  the  plaintiffs. 

Levi  Underwood  and  Bradford  Mixfo^rd^  for  the  defend- 
ant 
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Pbxntisb,  J.  This  ib  a  motion  far  an  atftaehment  agaixut 
tbe  defendant^  for  oontempt  m  violating  the  injunction  grant- 
ed against  liim  on  the  S2d  q£  last  September,  and  served 
upon  him  on  the  next  day.  The  injunction,  which,  it  is 
proper  to  observe,  was  granted  yirtaaQy  witbont  my  hearing 
on  the  part  of  the  defendant,  though  upon  notice  and  appear- 
ance, rpfei*s  to  tlie  bill,  and,  by  the  terms  of  reference,  was 
intended  to  be  co-extensive  with  the  bill,  and  must  be  60  un- 
derstood. We  must,  therefore,  louk  to  the  bill  to  see  the 
extent  of  the  injunction,  what  it  forbids,  and  consci^uentlj 
what  would  be  a  disubedience  of  it 

The  bill  sets  forth  a  patent  to  one  Phillips,  with  the  sjxjei- 
fication  ifi  full.  The  patent  is  stated  to  li;ivtj  been  issued 
October  24th,  1836,  for  fourteen  years  ;  renewed  and  extend- 
ed September  11th,  1850,  for  seven  years  from  and  after  the 
expiration  of  the  original  terra  ;  and  assigned  to  the  plaintiffs 
September  17th,  1850.  The  patent  purports  to  be  for  ^a 
new  and  useful  improvement  in  the  mannfactore  of  friction 
matches,"  and  grants  the  exclusive  right  of  making,  using 
and  Tending  to  be  used, "  the  said  improvement" 

The  spedfication,  after  stating  the  invention  to  be  ^  a  new 
and  iisefnl  improvement  in  the  mode  of  manufacturing  fric- 
tion matches,  for  the  instantaneous  production  of  light,"  and 
to  consist  in  ''anew  composition  of  matter  for  producmg 
ignition,^'  proceeds  to  say:  ''The  composition  used  in  pre> 
paring  the  matches  usually  called  loco-foco,  and  which  light 
by  a*  sliglit  friction,  is  a  compound  of  phoBphoms,  chlorate 
of  }Kjta.sh,  sulphuret  of  antimony,  and  gum-arabic  or  sjlue. 
That  wliicli  1  use  consists  simply  of  phosphorus,  chalk  and 
glue."  The  s})e(;ification  then  states  the  jjroportions  of  the 
,  ingredients,  and  the  mode  of  ]>re})aring  the  comj^osition, 
and,  after  sayintj  that  the  proixjrtions  may  be  varied,  and 
that  the  ingredient-  may  al?n  ]>c  varied  by  substituting  gum- 
aiubic  or  other  gum  for  glue,  and  Spanish  white  or  other 
absorbent  earth  or^material  for  chalk,  concludes  in  these 
words:  What  I  ulaim  as  my  invention,  is  the  using  of  a 
paste  or  composition  to  ignite  by  friction,  oonsistiug  of  phos- 
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jjikoanm  and  etrthy  material  and  a  glntinons  substance  only, 
wHIiont  chlorate  of  potash,  or  any  highly  eombufltible  mate- 
rial)  such  as  sulphuret  of  antimony,  in  addition  to  the  phos- 
phorus," 

From  the  specification,  it  is  obviqus  that  the  right  8ecured 
by  the  patent  consists^  Ha  expressed  in  the  granting  part  of 
the  instrument,  merely  in  an  improvement  in  the  then  (exist- 
ing mode  of  inaldng  friction  matches  ;  not  in  a  coml  (iiiiition 
of  new  ingredients  not  before  known  and  nsed  for  that  pur- 
pose ;  nor  in  a  combination  of  any  new  with  old  ingredients, 
unless  the  use  of  chalk,  Spanish  white  or  other  absorbent 
earths  may  be  considered  new,  which  would  be  contrary  to 
the  fa/dy  as  appem  from  the  testimony  of  William  AVeller, 
an  old  mann&ctnrer  of  friction  matobes  in  Fort  Ann,  Nev 
York.  This  witness,  after  stating  that  all  the  materials^  ex- 
cept the  absorbent  earihy  were  contained  in  the  old  lucifer 
matches,  says  that  that  substance,  as  well  as  the  other  mate- 
rials, was  contained  in  the  kco-foco  matches ;  and  that,  in 
1886,  he  made  matches  formed  of  glue  or  gimi-arabic,  or 
ohalk  or  Spanish  white,  combined  with  phosphorus  and  Mo- 
mte  of  potash,  and,  during  the  spring  and  summer  of  1830, 
publicly  made,  used  and  sold  matches  composed  of  these 
materials,  and  has  continued  to  use  that  composition  fruui 
that  time  to  the  present. 

Tlie  invention  claimed  in  the  specification,  then,  ia  not  a 
compound  of  new  ingredients  before  uBed  in  making  match- 
es, but  simply  and  only  a  new  combination  of  old  mate- 
rials before  in  use  for  that  purpose.  Tt  ])nr]>orts  to  con- 
sist in  a  composition  producing  ignition  and  combustion  by 
friction,  formed  of  phosphorus  >rith  the  eartliy  materials 
and  the  glutinous  substance  only,  without  the  presence  of 
chlorate  of  potash,  or  of  any  other  like  objectionable  ingre> 
dient,  thus  avoiding  the  dai^r  supposed  to  exist  in  the  com- 
bination of  substances  of  such  a  nature  witli  phosphorus. 
This,  as  I  understand  the  specification  J  ^  the  '*new  compo^ 
sition  of  matter,''  or  new  oombinationip  materials,  for  pn>- 
dncing  ignition,  claimed  and  patented^  an  improvement; 
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and  it  aeenifl  qtiite  clear,  tliat  any  person  may  nse  any  one 
or  all  of  the  materials  fonnSng  llie  composition,  in  makiiig 
matches,  provided  he  does  not  use  them  in  the  combination 
patented.  Certainly,  any  one  may  lawfully  nee  diem  for  that 

purpose  in  combination  Tivith  chlorate  of  potash,  as  they  were 

formerly  used,  for  thut  is  a  combination  row)gnized  as  essen- 
tially different,  and  as  being  known  and  in  use  anterior  to  the 
patent. 

The  question,  therefore,  is,  whether  the  defendant,  in  nian- 
tifaetnrin^j;  and  dealing  in  friction  matches  since  the  service 
of  the  injunction,  as  it  is  admitted  he  ha^s  done,  lias  used  the 
plaintiffs'  improvement  or  combination  of  materials,  or,  in 
otlier  words,  made  matches  substantialiy  according  to  their 
patent.  I  say,  sttbstantiaUj/  according  to  their  patent,  for,  a 
mere  colorable  difference  or  slight  variation  would  not  ex- 
empt the  defendant  from  the  chai^  of  infringement  Snch 
is  ibid  question  in  the  case ;  for,  as  the  injimction  does  not 
extend  beyond  what  appears  from  the  bill  to  be  the  right  of 
the  plaintifGB,  unless  there  has  been  a  violation  of  the  ri^t 
held  by  them  under  the  patent  set  np  in  the  bill,  there  can 
have  been  no  disobedience  of  the  injunction. 

The  phuntilb'  composition  for  matches,  as  described  in 
their  patent  and  cbaiged  to  have  been  used  by  the  defendant, 
is  a  compound,  admitting  of  yariation  in  the  proportions  of 
the  ingredients,  of  one  ounce  of  phosphonis,  one  ounce  of 
glue  or  gum-arabic,  and  four  ounces  of  chalk,  Spanish  white 
or  other  alisorbent  eai-tli. 

Tlie  com})osition  asserted  by  the  defendant  to  ha\re  been 
used  Ity  liim,  and  whicli  aj)j)oai's  to  have  been  publicly  known 
and  in  use  before  the  date  of  the  plaintiffs'  patent,  is  formed 
of  four  pounds  of  glne.  two  pounds  of  phosphorus,  four 
pounds  of  whiting,  and  tliree-fourths  of  a  pound  of  chlorate 
of  potash  ;  or,  somewhat  varying  the  ingredients  and  propor- 
tions, of  four  pounds  of  gum-arabie,  two  and  one-half  pounds 
of  phosphorus,  foni^)ounds  of  whitmg  and  one-half  of  a 
pound  of  chlorate  €S>ota.sli. 

The  only  differenci,  aside  from  the  reUitive  pt>portio!ns  of 
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the  ingredients,  between  the  composition  patented  and  that 
claimed  to  liave  been  used  by  the  defendant  consisting,  as 
appears  from  the  fonnula  thus  given  of  each,  in  one  being 
made  without  and  the  other  with  chlorate  of  potash,  the  ques- 
tion in  the  case  is  reduced  to  the  simple  inquiry,  whether  the 
matclu  s  manufactured  by  the  defendant  contained  that  sub- 
Btance  as  a  principal  ingredient  or  material  part,  iii  confonn- 
ity  with  the  prescribed  formula,  or  were  made  withont  the 
nae  of  it,  or  with  but  bo  inconsiderable  a  ]x)rtion  of  it  as  to 
be  substantially  according  to  the  plaintiffs*  patent. 

The  de£endiiiit|  in  Km  answer  to  the  matters  charged  against 
bim  on  tiiis  motion,  after  decUring  that  he  has  never  violated 
or  iiifrijiged  the  plaintifiiB'  patent,  and  that  the  bond  executed 
by  him  to  fbem  was  given  tfarongh  misappiehenaion  on  his 
part  of  the  extent  of  ^eir  patent  and  of  his  own  rights,  occa- 
sioned bj  misrepresentation,  says,  that  he  has  never  at  any 
tune  since  he  commenced  business,  which  was  hist  spring, 
made  a  match  without  the  use  of  chlorate  of  potash,  nor  out 
of  any  composition  of  which  that  substance  was  not  a  con- 
stituent part,  nor  otherwise  than  acoordiiig  to  what  he  states 
to  be  the  ingredients  and  their  proportions  in  the  composition 
used  by  hini. 

Now,  is  the  statement  made  by  the  defcnd.ant  in  his  answer, 
true  or  imtnie  ?  What  is  the  proof  relative  to  the  main  essen- 
tial fact  asserted  in  it  i  Is  the  fact  proved  or  disproved  ?  In 
decidiiifr  this,  if  the  proofs  applieable  to  it  are  in  any  do^rreo 
mnflicting,  they  must  be  weiglied,  and  the  fact  detcrniiiKMl 
according  as  the  weight  or .  preponderance  of  proof  may 
i^pear  to  be. 

It  appears  that  specimens  of  both  kinds  of  matches  manu- 
&ctnied  by  the  defeudant,  there  being  two  kinds,  as  inferable 
from  the  marks  and  labels,  have  been  analyzed  by  Dr.  Hayes, 
a  professional  chemist,  and,  for  an^liiing  that  is  shown,  a 
man  of  science  and  sldll  in  his  profession.  In  stating  faia 
analysis  of  one  of  the  kinds  of  matches,  Dr.  Hayes  says  that 
he  ^und  the  composition  to  contain,  widitbe  other  materials 
he  specifies,  a  very  small  portion  of  cfalorate  of  potash  or  ni- 
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trate  of  potaaiL  In  stadng  anofther  or  second  analyBk  of 
matches,  marked  as  of  the  same  kind,  he  mentkms  dikiate 
of  potash  as  one  of  the  materials  of  the  composition,  ivUhont 

sajiiig  anything  as  to  ite  quantity  or  relative  proporHoo.  In 
giving  his  analysis  of  the  other  kind  of  inatcheB,  he  names 
the  substances  into  which  the  composition  was  resolved,  with- 
out any  mention  of  chlorate  of  potash  as  one  of  them.  But, 
in  reference  to  botli  kinds  of  matches,  he  ^avB  that  ])]ios})ho- 
rus,  glim  or  glue,  and  whiting  or  chalk,  formed  the  essential 
parts  of  the  (;<jniposition,  and  that  tlie  conijxjBition  was  essen- 
tially the  same  as  that  of  the  mat^Ahes  made  under  the  Phil- 
lips patent. 

The  results  of  these  anfdyses,  at  least  as  to  one  of  the  kinds 
of  matches,  do  not  appear  to  disagree  with  what  the  defend- 
ant declares  to  be  the  constitaent  parts  or  materials  of  the 
compontion  used  by  him,  except  as  to  the  quantity  or  pfo- 
portion  of  chlorate  of  potash  contained  in  it  And,  as  to  the 
other  kind,  the  disagreement  is  a  matter  of  implication  or 
inference^  rather  lliaa  of  poaitiye  aaaertbn  or  statement.  Dr. 
Hayes  says,  to  he  snre,  aa  to  both,  that  the  other  ingredienlB, 
phosphorus,  gam  or  glue,  and  whiting  &r  chall^  fonned  the 
eumtial  parts  of  the  composition — a  acmewhat  indefinite 
expreadony  implying,  at  least,  that  they  did  not  foim  the 
whole  of  the  composition.  He  admits  that  chlorate  of  potaah, 
to  some  extent,  was  found  in  one  of  the  kinds  of  matches, 
and  he  does  not  say  tlmt  none  of  it  was  found  or  contained  in 
the  other.  What  projX)rtion  tliis  suljstancc  bore  to  the  others, 
in  the  two  analyses  in  which  it  is  admitted  to  have  been 
found,  is  not  F(:u*'d,  and,  a(*(iording  to  the  opinion  of  one  of 
the  witnofSRos  in  the  case,  coidd  not  have  l>een  ascertained  by 
chemical  ]>roce6s.  The  point  is  a  very  material  one,  requiring 
some  exactness  of  proof,  at  least  as  much  as  the  nature  of 
the  subject  will  admit  of,  whether  the  proportion  of  chlorate 
of  potash  in  the  compositicm  used  in  making  the  defendant's 
matches  was  really  very  small,  so  small  as  to  he  merely  color- 
able, or  to  jnstify  its  being  considered  aa  need  for  the  pnr- 
pose  of  evasion,  or  whether  the  prop<»rtion  was  snch  as  has 
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always  been  used  ra  that  kind  of  composition,  or  as  makes  it 

a  snbetantial  part  of  the  composition. 

Tho  bond  executed  by  the  defendaiit  to  the  ])biiiitiff.s  is  an 
acknowledgment  of  the  validity  of  the  patent  and  of  the 
plaintiffs'  ri^ht  to  all  that  ia  granted  by  it.  It  is  no  evidence 
of  a  breacli  of  the  injunction,  certainly  any  further  than  the 
recital  in  it,  that  the  defendant  had  infringed  the  patent, 
may  have  a  tendenc^y  to  establish  puch  breach.  But  the 
recital,  in  terms,  only  proves  an  infrino;ement  j)rior  to  the 
execntion  of  the  bond.  The  bond  was  executed  in  May. 
The  pending  proceeding  relates  to  acts  which  have  occurred 
since  the  service  of  the  injunction,  and  embraces  nothing  fur- 
ther back  than  the  23d  of  September.  Still,  the  admission 
qI  a  prior  infringement,  unless  procured  by  frand  or  made 
thiongh  Tniift^dr**!  is  entitled  to  its  proper  influence,  with  the 
other  evidence  in  the  caae,  in  deciding  upon  the  character  of 
the  acts  directly  in  qneetion.  But  no  inferanoe  or  presnmp- 
tion  arising  from  it  can  overcome  the  weight  of  credible, 
positive  tOBtmumy,  such  testimony  being  uncontradicted  by 
any  proof  of  the  same  nature  or  of  eqnal  certainty.  This  is 
especially  true  in  a  case  partaking  of  the  nature  of  a  erimi- 
nal  proceeding,  involving  not  only  the  imprisonment  of  the 
pai-ty,  by  way  of  punifilmient,  but  aliso  the  breaking  up  of  his 
business. 

Now,  Cieorge  E.  Arnold  says,  tliat  he  ha^  worked  for  the 
defendant  in  his  shop,  at  Burlington,  in  the  manufacture  of 
friction  matches,  since  the  15th  of  April  last,  and  has  made 
up  the  composition  for  most  of  tlio  matches,  and  assisted  in 
making  all  that  lias  been  made  in  the  shop.  He  states  the 
materials,  with  their  proportions,  used  in  the  coin|)osition, 
which  are  the  same  specified  in  the  formula  we  have  already 
given*  He  says,  that  all  the  matches  have  been  made  ac- 
cording to  the  speciiications  in  the  formula ;  that  no  matches 
have  been  made,  to  his  knowledge,  of  other  or  different 
materiahi ;  and'  that,  if  any  had  been  oUierwise  made,  he 
thinks  he  must  have  known  it,  as  he  has  been  constanilj  in 
the  shop. 
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Such,  then,  is  the  Bubetance  of  the  proofii  peladv©  to  the 
actual  oompoeition  of  the  matchefl  mami&etiured  by  the  de- 
fendant'—a  fact  upon  which,  as  we  have  seen,  the  case  wholly 

rests,  Ou  the  one  side,  the  results  of  chemical  analysis,  such 
iic,  have  hcen  already  stated  ;  on  the  other,  the  positive  testi- 
mony ut  a  witness,  standing  uumipeached,  ha\nTi{T  full  means 
of  information,  and  swearing  from  actual  kiiuw ledge.  On 
which  side  the  weight  of  i)rcH)f  is,  would  seem  not  to  admit 
of  a  doubt,  especially  when  it  is  remembered  that  one  of  the 
witnesses,  wlio  professes  to  have  acquired  much  knowledge 
and  skill  in  such  matters,  from  long  practice  and  experience, 
Bays,  that  he  ooDfiidera  it  impracticable  to  ascertain  by  anal- 
jBm  the  proportions  of  the  ingredients  of  a  match.  How  this 
may  be,  I  am  nnable  to  ^y,  bnt  such  is  the  testimony.  Upon 
the  testimony  I  am  to  judge  and  detennine ;  and  my  jiudg- 
ment  is,  what  appears  to  be  alone  warranted  by  the  proofs  aa 
they  stand,  that  the  attachment  be  refused,  and  the  rule,  of 
oonise,  discharged. 


The  Ukited  States      Charles  W.  Farnham. 

Oa  axx  indiciment  for  manslaughter,  nnder  the  12th  section  of  the  Act  of  July 
mi,  188S,  (6  er.  &  SkO.  ol  Lmf$,  SOS,)  againrt  theoafrtain  of  a  itaamboat,  It 
is  not  neoaaaaiy  for  fha  paoaaenlioo  to  diow  wOftil  miaeQiKhiot,  a^gUgenoa  or 
inattention  ia  the  oaptain. 

The  capuin  of  a  Bteamboat  is  responsible  for  the  proper  performance  by  the 
ertpncer,  the  pilot,  and  nil  the  other  officers,  of  their  dutiaa  on  board,  unlesa 
their  authority  is  expre^slj  made  iudepeudent  of  him. 

The  duties  and  responsibilities  of  the  captain  of  a  steamboat  are  the  same  aa 
tiMNe  of  the  oapiain  of  anj  other  Teeiel ;  and,  ae  to  flie  relatiTe  dntfee  and 
tMponaibtttllee  of  the  different  offleeie  of  eteem  Teaada,  tiMie  Is  no  diitine^ 
Hon  iNTtween  thoae  whldi  navipte  inland  wateia,  exdwiTely  and  aea>gdBg 

The  7th  Reciion  of  the  Act  alinvo  nameil  inaki  s  it  the  duty  of  the  rnaster  tO  seC 
that  ihc  safetj'TalTe  of  the  boiler  is  raised  when  the  steamboat  stops.  , 

Under  that  aeetion,  it  ie  not  enffleient  to  tatae  Iho  eafety^vo  oi4j  when  tte 
premifB  of  steam  is  b%her  after  than  before  the  stoppage  of  the  boat 
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Nor  is  the  safirtiy'TalTe  to  be  raised  onlj  when  the  prewixe  of  eteun  becomeii 
during;  the  atopfiage,  hi^'hcr  than  that  named  In  Uie  oertiilcate  of  the  iupec* 

tore  as  the  pressure  the  boiler  will  bear. 

Korean  otlicr  nu'thodd  of  luwerinp  the  i)rijiwuix»  of  steam — such  03  opening  the 
furnace-doord — bo  substituted  for  the  ruising  of  tbe  bafcty-valve.^ 

It  in  a  culpable  oiiu«iIo|i  in  tbe  captain  to  lea^e  it  to  tbe  discretion  of  tbe  engi- 
neer whether  to  raiae  tbe  aafetj-valw  during  a  stoppage  or  not. 

The  omission  of  the  captain  to  give  orden  tm  tbe  raising  of  tbe  aafety-Talve 
whcti  tlio  boat  Stops,  is  legal  evidence  to  support  an  indictment  against  him 
uuder  the  12th  section  of  the  Act,  pronded  the  omission  to  raise  the  safety- 
valve  was  the  proximate  cause  of  the  destruction  of  life. 

(Before  Bstts,  J.,  Southern  District  of  2{cw  York,  January  21^  1863.)^ 

This  was  an  indictment  agaiiiht  the  defendant,  under  tlie 
12th  Feetioii  of  the  Act  of  July  7th,  1838,  entitled  '*  An  Act 
to  provide  for  the  better  security  of  the  lives  of  passengers 
on  board  of  v(  --^cls  propelled  in  whole  or  in  part  by  eteam," 
(5  U.  S.  Stai,  at  Larye^  304,)  for  manslaughter,  in  causing 
tlie  death  of  several  pei*sons,  who  lost  their  lives  by  the  explo- 
sion of  the  boiler  of  the  steuudjoat  Reindeer,  while  she  was 
landing  passengers  at  Bristol  dock,  on  the  Hudson  Bayer. 
The  defendant  was  the  captain  of  the  Bteamboat.  The  sub- 
stance of  the  indictment,  and  the  &ct8  put  in  evidence  to 
sustain  it,  on  the  trial,  which  took  place  before  Bettb,  J., 
sufficiently  appear  from  the  charge  of  the  Court. 

Jl  Prescott  HaUy  {Disiriet  Attorney,)  for  the  United 
States. 

William  Cu/'tis  Noye%  and  Dennis  McMahon^  for  the 
defendant 

Betts,  J.,  in  ( liari^iui^  the  jury,  rcTnarked  a^  follows  : 

Tlie  iiidietineiit  in  this  case  is  founded  on  the  12th  section 

of  tlie  Aft  of  .luly  7th,  1^3^,  Avliich  ig  in  these  words:  "And 

be  it  further  euacted,  That  every  captain,  engineer,  pilot  or 

Other  person  employed  on  board  of  any  steamboat  or  vessel, 

propelled  in  whole  or  in  part  by  steam,  bj  whose  misconduct, 

negligence  or  inattention  to  his  or  their  respective  dutiesi  the 
84 
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life  or  lives  of  any  person  or  persons  on  board  said  vessel 

may  be  destroyed,  shall  be  deemed  guilty  of  manslangliter, 
and,  upon  con^dction  thereof,  before  any  Circuit  Court  in  the 
United  States,  shall  be  sentenced  to  confinement  at  hard 
labor,  for  a  |>ei  i«_Hl  of  not  more  than  ten  years."  The  7th 
sectiiMiof  tlie  Act  is  to  be  taken  in  connection  with  the  12th, 
ao  iiulicutin^  the  particular  act  of  np<;lii:eiice  on  which  the 
iudictiiient  is  l)a.sed.  '^Diat  section  is  as  tollows  :  "  And  be  it 
further  enacted.  That  whenever  the  master  of  aiiv  boat  or 
vessel,  or  the  person  or  pers<jns  charged  with  navigating  said 
}x»at  or  vessel,  wliich  is  proj>elled  in  whole  or  in  part  by  steam, 
shall  stop  the  motion  or  headway  of  said  boat  or  vessel,  or 
when  said  boat  or  vessel  shall  be  stopped  for  the  purpose  of 
discharging  or  taking  in  cargo,  fuel  or  passengers,  he  or  thej 
shall  open  the  safety-valve,  so  as  to  keep  the  steam  down  in 
said  boiler  as  near  as  practicable  to  what  it  is  when  the  said 
boat  or  vessel  is  under  headway,  under  the  penalty  of  two 
hundred  dollars  for  each  and  every  offence.^ 

The  indictment  chaiges  on  the  master  of  the  Heindeer  the 
crime  of  manslaughter,  because,  by  his  misconduct,  negli- 
gence or  inattention  at  the  time  and  place-  alleged,  the  lives 
of  many  persons  on  board  were  destroyed.  Tlie  question  at 
issue  on  the  indictment  is,  whether  the  Goveriinient  ha5,  by 
le|^  il  sufficient  proof,  convicted  tlie  defendant  of  the 
crime  ot  manslaughter. 

The  law  does  not  ro<|uii-e  the  piil)li(;  prosecutor  to  prove 
wilful  mismanagement  or  nialeonduct  by  the  af-cused.  The 
inquiry  is  not,  whether  he  was  guilty  of  intentional  negli- 
gence or  inattention,  but  only  whether  he  did  what  is  forbid- 
den by  the  law,  and  whetlicr  the  explosion  and  destruction 
of  life  chaiged  in  the  indictment  arose  from  either  of  those 
causes.  To  resolve  that  question,  you  must  have  a  dear  and 
accurate  miderstanding  of  the  meaning  of  the  terms  used  by 
Congress  in  the  law. 

By  misconduct,  n^ligence  or  inattention  in  the  manage- 
ment of  steamboats,  mentioned  in  the  statute,  is  undoubtedly 
meant  the  omission  or  commission  of  any  act  which  may 
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naturally  lead  to  the  consequences  made  criminal ;  and  it  is 
no  matter  what  may  be  the  dcijrec  ^^i  misconduct,  whether 
it  be  slight  or  gross,  if  the  proof  satisfies  you  tliat  the  explo- 
sion of  the  boiler  was  the  necessary  or  most  probable  result 
of  it 

In  order  to  possess  a  satisfactory  apprehension  of  the  lan- 
guage of  the  Act,  it  is  important  to  understand  what  are  the 
duties  of  the  captain  of  a  steamboat— what  responsibility  he 
incurs  personally — ^when  his  duty  is  merged  in  the  duties  of 
the  other  officers — ^and  when  the  responsibilities  of  the  other 
officers  are  independent  of  his.  Was  it  the  duty  of  the  mas- 
ter to  see  to  the  state  of  the  boiler,  or  that  |>ruper  precautions 
were  taken  to  relieve  it  from  the  pressure  of  steam  when  the 
boat  was  rimning  or  had  stopped,  or  did  that  duty  belong 
exclusively  to  the  engineer  \  The  pnictice  and  opinions  of 
experienced  ofticei-s  :iiid  engineore  on  the  subject  ha\e  !>een 
testitit'd  to.  It  appears  that  a  practice  ha?  o;ro\vii  up  and 
bei'onic  verv  comiuon,  to  allot  to  the  difleieiil  officei's  t^cpa- 
rate  and  iiidepciident  trusts  and  command?  ;  and  it  is  u  gen- 
eral notion  that  it  belongs  to  tlie  })i]ot  to  navigate  the  vessel, 
indejHjndently  of  the  captain,  and  that  the  engineer  is,  in  his 
special  department,  not  sul>ordinate  to  the  captain  in  the  per- 
formance of  his  duties.  If  that  were  the  true  construction 
of  the  law,  the  captain  would  stand  discharged  of  responsi- 
bility for  ail  acts  of  the  engineer  appertaining  to  his  particu- 
lar department.  There  is  no  foundation  in  law  for  such  dis- 
tinction and  restriction  in  the  duties  of  officers  of  steam- 
boats. They  are  the  same  in  law  as  those  of  the  officers  of 
other  TCflsels.  The  master  is  oommander-uk-chief.  The  law 
entrusts  him  with  the  control  of  the  vessel  and  of  every  de- 
partment of  service  on  board ;  and  the  engineer  has  no  more 
rii^ht  to  refuse  obedience  to  his  orders  than  has  the  mate. 
The  captain  is  charged  with  responsibility  for  the  right  per- 
fonnance  of  all  duties  which  appertain  to  the  command  and 
inaiiagement  of  the  propelling  power  of  the  vessel.  If 
there  be  misconduct  or  neglect  in  the  engineer's  depart- 
ment, the  captain  is,  by  the  maritime  law,  i*espousible  civilly, 
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and,  by  this  statute,  criiniualij,  for  the  oooseqaenceeb  But,  if 
he  procures  compotcnt  persoriB,  and  gives  them  Injunctions  to 
j)erf<)nii  the  duties,  the  law  will  not  impute  guilt  to  him,  if 
they,  without  hifl  Imowledge^  neglect  the  duttee  assigned  to 
them. 

AUiiough  the  captain  may  not  select  or  engage  tlie  engi- 
neer, and  the  owners,  as  they  have  a  right  to  do,  employ  him 
and  &c  the  amount  of  his  compensation,  yet  that  circumstance 
in  no  way  withdraws  from  the  captain  the  rightful  control 
over  him,  in  every  particular  of  his  service  on  board,  unless 
his  auHiorit}^  is  expressly  made  independent  of  the  captain. 
This  must  manifestly  be  so,  or  there  could  be  no  unity  of 
command  or  action  in  workinir  the  vessel  The  notion  ex- 
pressed  by  some  of  the  witnesses,  that  an  engineer  holds  his 
j)la(!e  iiiiU'pi  iukntly  of  the  authority  of  the  master,  and  that 
the  latter  liiis  no  }h)\vct  to  restrain  him,  even  if  he  is  crowd- 
ing the  iiKichincrv  with  a  head  of  steam  beyond  what  the 
mai'ter  deems  to  be  safe  or  pnulent,  has  no  foundation  in  law. 
Tliu  luiwter  has  supreme  command  in  all  resj^ectf*,  in  liireet- 
ing  the  navigatitpn  of  tlie  bout,  including  control  over  the 
head  of  steam  to  he  used,  lie  is  i^esponsible  for  every  mis- 
use or  neglect  of  that  authority,  and  is,  by  the  law  in  quee^ 
tion,  made  a  wrong-<loer,  answerable  criminally  on  indict- 
ment, if  he  omits  to  interpose  and  suppress  the  danger.  He 
is  bound  to  see  tlmt  all  persons  under  his  command  do  their 
duly  properly  ;  and  this  statute  especially  rx)mpelB  him,  at  his 
personal  peril,  to  be  actively  awake  to  the  safety  of  his  pass- 
engers. It  nuikeB  no  difference  in  bis  &vor,  if  the  engineer 
be  tihe  more  skilled  and  competent  man  in  respect  to  the  man- 
agement of  steam.  The  supremacy  of  authority  is  with  the 
master,  on  general  principles;  and,  in  respect  to  specific 
duties  imposed  on  him  by  law,  he  is  responsible  that  proper 
measures  be  taken  for  their  performance. 

There  is  no  distinction,  in  law  or  maritime  usage,  between 
the  relative  duties  and  resix)nsibilitie8  of  (bflerent  officers 
who  s(Tve  on  vessels  propelled  by  steam,  wlictlier  such  ves- 
sels navigate  inland  waters  exclusively  or  are  sea-going  ves- 


JAinTABY,  186S. 


533 


The  tTnitod  States  v.  Famliam. 

sf'ls.  The  pilut  canTiot,  at  liis  discretion,  take  ii  cour^ie  differ- 
iug  from  that  directed  hy  the  iriastcr.  Nor  can  the  engineer 
raise  the  steam  to  or  keep  it  at  a  gauge  beyond  what  is  pre- 
scribed by  the  master,  whatever  may  be  the  desire  or  judg- 
ment of  the  pilot  or  engineer  in  tliopc  n^^pects.  It  belonging  , 
to  the  master,  of  riglit,  to  dictate  to  his  subordinate  oihcen, 
it  will  be  presumed  that  wliat  is  done  by  them,  mider  his 
observation,  is  bo  done  by  his  direction  or  asfient,  unless  be 
piOTes  his  ignorance  or  tbat  bis  directions  have  been  disre- 
garded. 

The  great  question  in''tbis  case  is,  whether  the  omission  to 
raise  the  safety-valve  when  the  vessel  stopped  at  the  dock  at 
Bristol,  was  an  act  of  misconduct,  inattention  or  negligence 
in  the  captidn,  within  the  meaning  of  the  12th  section  of  the 
statute  9  This  question  arises  on  the  7th  section  of  the*  same 
statute,  which  I  have  already  read  to  you.  The  statute  does 
not  charge  the  engineer  with  the  duly  of  raising  the  safety- 
valve,  but  it  is  imperative  in  respect  to  tlio  master,  and  im- 
poses the  duty  on  him  Ui  see  that  the  safety-valve  is  raised 
wlieii  the  liont  Htops.  The  omissioii  t«»  il<»  thus  heeunies, 
in  respect  to  hiiii,  a  direct  violatieii  of  the  law,  and  has  an 
important  bearing  upon  the  meaning  and  application  ot  the 
12th  section. 

It  is  not  a  correct  interpretAtiou  of  tlie  law,  to  undcretand 
it  as  rocpiiring  the  safety-valve  to  be  raised  only  in  the  con- 
tingency that  the  lK)iler  has  acquired,  while  stopped,  a  higher 
pressure  of  steam  than  was  upon  it  when  the  boat  was  under 
headway ;  for  that  would  }>ermit  the  captain,  without  regard 
to  danger,  to  keep  the  head  of  steam,  during  stoppage,  the 
same  as  it  was  before  coming  to  the  dock.  This  would  be, 
manifestly,  in  violation  of  the  whole  policy  of  the  enact- 
ments, because  a  boat  might  thus  be  running  under  any  head 
of  steam,  no  matter  how  extreme  and  perilous,  and  yet  the 
steam  might  be  maintained  at  the  same  height  while  at  the 
dock.  The  law  was  framed  to  promote  the  safety  of  the  vee- 
pel  and  of  the  property  and  passcngere  on  board.  The  whole 
purpose  aimed  at  would  be  frustrated,  if  the  boat  could  be  al- 
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lowed  to  retain,  when  Bt()i)i>ed,  any  pressure  of  steam  she 
wnild  generate  whilst  in  motion.  The  ohject  of  the  law  wa.^ 
to  secure  a  low  state  of  steam,  at  all  events,  wlien  the  bnut 
stopped  ;  and,  to  effect  this,  fli^  ^alrty- valve  is  r<M pared  to  be 
opened,  so  as  to  keep  the  steam  down,  at  all  events,  to  what 
it  was  when  the  vessel  Wiis  under  headway.  Tliis  presu])- 
ptt^s  that  she  is  running  with  no  more  steam  than  is  safe  and 
prudent  in  the  condition  of  her  boiler.  It  would  be,  in  itself, 
an  act  of  mieconduct  to  keep,  at  any  time,  a  gauge  of  steam 
on  the  boiler  beyond  its  fair  capacity  to  bear ;  and,  in  addi- 
tion to  that  plain  obligation  implied  in  the  provisions  of  the 
12th  section,  Congresa  finperadded,  in  the  7th  section,  the 
expreflB  duty  of  raising  tlie  safety-valTe  on  stopping  the  boat. 

The  course  of  the  defence  would  seem  to  imply  that  the 
accused  was  justified  in  carrying  any  amount  of  steam  within 
the  range  of  fifty  pounds  to  the  square  inch,  which  the  cer- 
tificate of  the  inspectors  suggests  the  boiler  would  bear.  Buty 
the  inspectors  have  no  authority,  under  the  Act,  to  dictate 
what  amount  of  steam,  whether  forty  or  fifty  ponnds,  more 
or  less,  may  be  used,  or  to  com])el  steamboat  owners  or  mas- 
ters to  follow  their  advice  in  that  respect.  It  was  wise  and 
prudent  in  them  to  counsel  parties  on  that  subject.  But  this 
was  only  advisory  and  cautionary.  They  liad  no  power  to 
compel  ol>edience.  Xor  was  their  o]>inion  backed  by  facts 
which  conld  give  to  it  any  special  importance  with  the  engi- 
neer or  master.  Thev  had  ti<>  anthoritv  to  test  the  suniciencv 
of  the  boiler  by  steam  or  hydranlic  pressure,  to  ascertain 
whether  it  could  bear  lifty  pounds  or  ten  pounds  pressure  to 
the  inch.  Moreover,  these  inspections  are  r>nly  jjcriodical, 
and  are  required  to  be  made  at  six  months  iutervak.  In  this 
instance,  the  period  for  re-inspection  had  nearly  come  around, 
and  that  should  have  been  a  further  caution  to  the  officers  of 
the  Beindeer  to  be  vigilant  and  pnident,  and  not  to  rely  npon 
the  opinions  of  inspectors,  given  months  previously,  as  to  the 
present  safety  and  snfliciency  of  the  1)oiler. 

The  testimony  also  affords  reason  to  believe  that,  during 
the  time  since  the  last  inspection,  the  boat  had  been  running 
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ill  active  compof lti<ni  with  others,  which  would  liave  tended 
to  overstrain  and  weaken  tlie  boilpr,  and  to  rendcT  le.-s  tiiid 
less  reliable  and  trustworthy  the  opinion  of  the  in.s])ectors 
\i\x)n  its  former  condition  and  strength.  This  condition  of 
things  is  necessarily  incident,  in  a  greater  or  lees  degree,  to 
all  boats  in  use ;  and,  therefore,  it  is  not  to  be  implied  that 
Congress  intended  to  take  the  height  of  steam  put  upon  a 
boiler  whikt  a  boat  is  running,  as  the  measure  of  what  may 
be  retained  when  she  is  stopped.  It  would  be  to  abrogate  the 
beneficial  object  of  this  feature  of  the,  law,  so  to  constrae  it. 
The  whole  scope  of  the  enactment  shows  that  Congress  in- 
tended that  steam  vessels  should  be,  at  all  times,  restrained  to 
the  use  of  no  more  steam  than  is  compatible  with  entire 
safety ;  and  the  particular  proyision  in  question  aims  to  fulfil 
that  general  intention,  by  guarding  against  an  accumulation 
of  steam  when  the  vessel  is  at  rest.  Masters  and  engineers 
would  l)e  res|x>nsil)le,  under  the  cx:>mmon  and  local  law,  for 
putting  on  an  unsafe  amount  of  steam  in  runiiing  boats. 
And  OjHirress,  without  giving  further  sanction  to  that  law, 
by  inflicting  a  line  or  punishment,  under  tlie  Ignited  States 
authority,  for  its  violation,  has  applied  its  positive  enactments, 
in  this  particular,  ])y  an  absolute  injunction  tliat  the  safety- 
valve  shall  be  raised  whenever  the  vessel  stopped.  It  is 
lioped  that  the  pro\nsions  of  the  new  law,  which  goes  into 
effect  in  a  few  days,  (Act  of  August  1862,  10  U,  S, 

Stat,  at  rjirfjey  (U,)  will  prove  more  efficacious,  both  in  ascer- 
taining the  actual  strength  of  boilers,  and  in  (fompelling  a 
prudent  use  of  them  when  the  lx>at  is  in  motion,  tlian  has 
been  sccnred  under  the  existing  law ;  but  its  regulations  have 
no  application  to  this  case. 

The  special  questbn  for  the  juiy  to  consider  and  determine 
is,  whether  the  vessel  was  under  a  prudent  and  safe  head  of 
steam  at  the  time  she  was  stopped  at  the  landing,  and  whether 
the  boiler  had  a  sufiicient  supply  of  water ;  and  next,  whether 
the  omission  to  open  the  safety-valve  at  that  time  was  the 
cause  of  the  explosion. 

A  ground  of  defence  taken  on  this  branch  of  the  case  is, 
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tliat  tlie  safetj-valve  is  required  to  be  raised  only  as  a  means 
for  lowcihiir  the  steam  in  the  holler,  and  that  the  mctlKxl 
pointed  out  in  the  Act  neotl  ii«it  ho  adopted,  if  other  and 
hetter  means  are  emph)yed  for  effectiiiu'  the  same  end.  In 
this  view,  it  is  contended  that  the  aecosed  has  clearly  proved, 
from  nniversal  practice  and  the  judgment  of  akilfnl  and  ex- 
perienced men,  that,  when  coal  is  used  for  fnel,  the  steam  in 
the  boiler  is  more  speedily  and  certainly  reduced  and  made 
safe,  hy  opening  the  furnace  and  fine-doors^  than  by  raising 
the  safety-valve.  I  do  not,  however,  interpret  the  statute  as 
leaving  it  optional  with  the  master  to  adopt  the  course  x>i'o 
scribed  by  the  statute,  or  to  substitute  another.  I  think  the 
statute  is  peremptory',  and  that  tlie  mjL^ter  has  no  right  to 
deviate  from  its  parti(Milar  requirement.  The  plain  lan- 
giiai^L'  uf  the  Act  uiu^t  gf>veni,  and  tlic  nia>tor  is  bonnd  to 
obey  it  Coiii^ros  has  the  like  powtn*  to  dictate  in  llils  par- 
ticular as  in  that  of  tlio  LMii-ohiiciit  ur  iu.<{H'ction  uf  hteani 
vesFi'ls  licforc  tlicy  aro  allowed  to  run,  and,  in  either  cnsc,  to 
subject  owners  and  masters  to  penalties  for  disobeying  the 
prohibition. 

The  propriety  of  this  enactment,  or  its  iitnc^^^  to  secure  the 
end  proposed,  or  it^  inutility  or  inferiority  to  other  methods, 
could  not  be  determined  with  ceilainty  by  the  opinions  or 
theories  of  experts,  4  f  it  were  left  an  open  questioTi.  This 
has  been  clearly  evinced  by  tlie  evidence  on  this  trial.  The 
statute  b  designed  to  obviate  all  obscurity  or  speculations  on 
this  point,  and  to  supply  a  plain  and  determinate  rule  of 
action  for  the  avoidance  of  a  special  hazard  and  peril,  and, 
what  is  equally  important,  to  insure  implicit  obedience  to 
its  regulations.  Engineers,  like  other  professional  men, 
naturally  incline  to  give  slight  heed  to  legislative  directions 
which  stand  in  conflict  with  their  own  opimons  and  prac« 
tices.  But  it  cannot  he  necessary  to  say  more  on  this  head, 
than  that  theories  and  speculations  can  have  no  place  here. 
Congress  has  the  power  to  give  the  rule,  and  we  \nn>t  accept 
the  national  will,  as  exprc-^scd  in  the  law,  as  tixiiii;-  the 
method  which  must  be  observed  and  adhered  to,  without 
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rep;urd  to  its  abstract  reasonableness  or  usefuhiess.  Besides, 
it  is  far  from  being  made  clear,  upon  the  evidence,  that  the 
usage  of  opening  the  doors  of  the  furnaces  relieves  the  boiler 
Bufficiently,  or  that  tlie  idea  is  au  erroneous  one  which  induced 
Congress  to  require  the  safety-valve  to  be  always  opened  for 
the  dischat^  of  steam  when  the  boat  is  stopped.  After  an 
experience  of  twelve  or  thirteen  years,  Congress  appears  to 
adhere  to  the  same  opinion ;  and,  in  a  few  days,  a  law  will 
go  into  operation  compelling  steamboats  to  have,  not  only  one 
bat  three  safety-valves  ready  for  nse,  one  of  which  most  be 
self-acting  and  ont  of  the  control  of  the  i-aptain  or  engineer, 
so  that  it  shall  open  at  a  particular  point  of  steam,  no  matter 
what  other  means  are  in  nse  to  keep  the  steam  below  that 
point.  Nor  do  I  think  that  the  engineers  express  thoiiifielves 
'  de(iidedly  of  opinion  that  opening  the  d(H)rs  of  the  i  uriiacoa 
and  flues  (^an  always  be  relied  u|)oii  as  sufficient,  nor  but  that, 
nnder  many  circumstances,  it  will  be  neeoftsnry  to  oju  n  the 
safety-valve  aibo,  especially  if  there  be  a  deticiency  of  water 
in  the  boik  r. 

Tt  j?cf»m-  to  tliu  Court  jdaiu,  tliat  tlu;  ohjeet  Oongrcs.«!  had 
in  view,  in  the  provision,  wjis  to  compel  tlie  master  to  have 
the  safety-valve  opened  when  the  boat  stops,  without  regard 
to  other  measures  which  may  be  employed  to  prevent  an 
explosion.  If  experience  has  demonstrated  the  law  to  be  use- 
less or  improvident,  and  that  additional  dani;'or  is  incurred  by 
raising  the  safety-valve,  the  Legislatnre  should  have  been 
appealed  to  for  a  repeal  or  modification  of  the  law,  so  that 
masters  need  not  be  compelled  to  use  means  calculated  to 
increase  danger  instead  of  warding  it  off.  The  legislative 
will  must  govern ;  and  that  declared  by  this  law  must  be 
obeyed  until  a  different  one  is  substituted  by  Congress.  But, 
if  we  may  judge  by  the  late  enactment  on  the  subject,  there 
has  been  no  change  of  legislative  opinion.  It  is  no  matter 
what  may  be  the  inconvenience  or  expense  to  the  owners,  or 
what  delay  it  may  cause  in  the  progress  of  the  boat.  It  is 
your  duty,  equally  with  that  of  the  Court,  to  hold  captains 
of  steamboats  to  a  strict  obedience  to  the  direction  ol  the 
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Legislatui'c,  and  to  regard  an  iiiteiitiuiiiil  (ie\  iution  fruui  it  iis 
II  fault.  Whether  such  neglect  or  mipconduct  be  of  a  cnmi- 
nal  character,  will  be  more  particularly  considered  here- 
after. 

The  excn>e  sot  n\)  for  the  master,  in  this  instance,  that  he 
was  occupied  with  other  duties  of  his  command,  cannot  avail 
as  a  defence,  because  it  was  in  no  waj  necessary  that  he 
should  be  personally  at  the  CT\irine  and  raise  the  valve  with 
his  own  liand.  He  would  stand  acquitted  of  blame  if  he 
had  laid  express  commandfi  on  the  engineer  and  his  assistants 
to  see  that  it  was  done  at  every  stoppage.  He  is  not  permit- 
ted to  leave  this  duty  to  the  judgment  and  discretion  of  the 
engineer,  even  if  satisfied  the  latter  has  more  skill  and  ezpe- 
rienoe  than  himself. 

The  crime  created  hy  the  statute  does  not  rest  upon  iay 
wrong  intention  of  the  officer  who  is  subjected  to  indictment 
As  regards  the  defendant  in  this  case,  he  is  not  accused  of 
any  wilful  misconduct,  or  of  any  design  to  injure  the  vessel 
or  any  person  on  board,  or  to  put  either  in  danger.  The  in- 
dictment is  not  placed  upon  that  ground.  You  will  examine 
the  evidence,  and  sec  whether  you  can  fairly  imply  from  it 
that  the  captain  had  given  proper  orden^  for  the  stifety- valve 
to  1>L'  raised  when  the  boat  was  stopped  ;  and,  if  not,  you 
must  iviz;anl  his  uniif^sion  to  take  that  i-mtion  as  legal 
evidence  of  miseonduet,  negligence  and  inatrentl' m,  tending 
to  support  the  indictment.  In  order  to  convict  him,  the  Dis- 
trict Attoniey  must  prove  some  act  of  negHrronee  or  omis- 
sion. It  must  be  shown  that  the  accused  omitted  to  do  some- 
thing which  it  was  incumbent  upon  him  to  do  in  fulfilment 
of  his  duty,  or  that  he  did  something  in  violation  of  his  duty. 
The  mere  circumstance  of  the  vidveV  not  liavin::^  been  raised, 
is  not  to  be  taken  by  itself  as  full  proof  of  the  crime 
chai^d  against  the  captain.  The  essential  question  is,  not 
whedier  the  evidence  shows  that  the  captain  was  negligent 
of  his  duty,  but  whether  the  explosion  was  caused  by  the 
particular  negligence  proved;  that  is,  whether  the  proof 
satisfies  your  judgment  that  the  omission  to  raise  the  valve 
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"wass  the  proximate  cause  oi  the  explosion  and  uf  the  death  of 
the  |>ersont>  destroyed.  And,  in  exiuninin<y  this  point,  it  is 
iiaj)i>rtnnt  to  ascertain  what  waB  the  actual  Btate  of  the  hoiler. 
If  it  was  insufficient,  from  Home  inherent  defect,  at  the  time 
it  wjis  inspected,  or  had  afterwards  becx)nie  so  from  ordinary 
use,  and  there  was  nothin<^  dibcernihle,  liy  reii^onalile  atten- 
^  tion  and  diligence,  to  indicate  any  defect,  and  if,  further- 
more, it  api)ear8  that  such  occult  defect  was  the  cause  of  the 
exploeion,  then  the  defeadaut  cannot  be  made  responsible 
criminally  for  consequences  arising  out  of  that  condition  of 
things.  It  is  necessary  that  this  branch  of  the  case  be  care- 
fully considered,  and,  if  it  appears  npon  the  evidence  that 
this  boiler  must,  most  probably,  have  exploded  nnder  a  cau- 
tions use  of  steam,  and  that  it  was  intrinsically  unsafe  under 
sudi  circumstances,  the  omission  to  raise  the  valve  on  stop- 
ping the  boat  should  not  be  regarded  as  adequate  evidence 
th^t  such  omission  caused  the  explosion,  and  the  accused 
ought  to  be  acquitted  of  the  crime  charged  upon  him  by  the 
indictment 

It  is  incumbent  upon  the  jury  to  weigh  considerately  the 
proofs  bearing  upon  this  jx)int,  and  to  be  satisfied  there  was 
no  more  than  a  reasonable  head  of  steam  u]>oii  tlie  hoiler  at 
the  time  of  the  explosion  ;  because,  latent  defects  in  that  will 
afford  the  master  no  protection,  if  he  allowed  an  improvident 
and  unsafe  ]>re?^siire  of  steam  to  he  then  i^^encratcd.  The 
accused  is  called  ou  to  answer  for  his  neijliLrc nee  or  miscon- 
duct in  allowing  the  boiler  to  be  under  a  dangerous  gauge 
and  pressure  of  steam,  1)iit  not  for  an  explosion  arising 
from  other  causes.  The  only  direct  proof  of  any  act  of  mis- 
conduct, negligence  or  inattention  by  the  defendant,  is  his 
omission  to  have  the  safety-valve  raised  at  the  time  it  was, 
by  statute,  made  hiit  duty  to  raise  it ;  but,  you  must  connect 
with  that  and  consider  all  other  circumstances  in  evidence 
attendant  upon  the  catastrophe  or  directly  preceding  it,  and 
judge  from  the  whole  evidence  whether  that  omission  was 
the  productive  cause  of  the  explosion  and  homicide  charged 
upon  him.  If,  on  consideration  of  all  the  facts  and  circum- 


Digitized  by  Google 


540 


BOUTHERN  DI6TBICT  OF  MEW  TOBE, 


The  United  States  «.  Famham. 

stances  laid  Ix^  fure  you  by  the  testinionv,  von  are  uiuiVde  to 
detennine,  to  tlie  clear  satisfaction  of  your  judgiiiuiit,  what 
was  the  iiiuuediate  cause  of  this  disaster,  and  of  the  appall- 
ing destruction  of  life  which  atteiidt  d  it,  or  if,  on  such  re- 
view, it  remains  doubtful  in  your  minds  whether  the  ex]>hv 
sion  was  occasioned  by  any  culpable  inattention,  or  neirli- 
gencG  or  misconduct  of  the  defendant,  then  he  is  entitled  to 
jour  aoqnittal. 

The  jury,  after  retiring,  came  into  Court,  and  requested 
a  further  explanation  of  the  7th  and  12th  Bections  of  the 

Act 

Judge  Betts  read  the  two  Bections  to  die  jury,  and  re- 
marked that,  the  command  of  the  7th  section  being  positive, 
that  the  master  shall  open  Uie  safety-valve  on  the  stoppage  of 
the  boat,  it  is  a  culpable  omission  in  him  to  leave  it  to  the 
option  of  the  engineer  to  open  the  valve  or  not,  at  his  dis- 
cretion. It  is  the  duty  of  tlie  master  to  give  explicit  orders 
that  the  statutory  dii*ection  in  this  respect  be  strictly  obeyed. 
The  true  construction  of  the  law  does  not  authorize  the  mas- 
ter to  keep  the  safety-valve  down  while  tlie  boat  is  fctupi»ed, 
although  the  steaiii  is  no  hiirlier  during  the  stoppage  than 
when  the  boat  was  under  lieadway,  provided  the  pressure 
before  she  stopped  was  mi  Tin??nfe  one.  Tlie  law  does  not 
authorize  the  master  to  keep  on  a  head  of  steuni  when  the 
boat  is  stopped,  which  was  dangerous  when  she  was  under 
hcadwav. 

The  12th  section  docs  not  declare  tliat  tlie  particular  act  of 
misconduct  or  neglect,  in  keeping  down  the  safety-valve  when 
ibe  boat  is  stopped,  is  a  criminal  offence ;  but  it  becomes  so, 
under  that  section,  if  the  onil.-sion  to  open  the  valve  at  that 
time  causes  the  explosion  of  the  boiler.  If  the  jury  are 
satisfied,  upon  all  the  evidence,  tliat  an  improper  and  unsafe 
pressure  of  steam  was  kept  on  the  boiler,  and  that  it  ex* 
ploded  from  that  cause,  and  of  the  further  fact,  that,  if  tbe 
safety-valve  had  been  opened  when  the  boat  was  stopped,  the 
danger  would  have  been  avoided,  then,  as  before  remark- 
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ed,  the  master's  disobedience  of  the  Tth  jioctiou  in  that  re- 
spect would  be  legal  evidence  uj^ainst  lilm  under  the  12th 
section.  That  disobedience  is  not  declared  to  be  of  itself  a 
crime ;  but  yet,  if  it  causes  the  death  of  a  person  on  the 
boat,  it  is  competent  evidence  in  })r(M»f  of  the  misconduct  or 
negligence  which  is  made  criminal  by  the  12th  section. 


DumH  &  OousnnEBT  tw.  Hugh  Maxwell. 

UnJor  the  proviso  to  the  Gist  section  of  the  Act  of  March  2d,  1799,  (1  U.  S. 
JSitif.  at  Large,  678,)  im  importer  of  f,'o<Mls  from  Austria  is  entitled  to  enter 
then)  on  the  payment  of  duties  on  tlieir  specie  value,  aUbough  the  invoice  ia 
made  out  ia  a  depreciated  paper  currency,  legitimated  by  the  Austrian  Govern* 
rncnt;  bat^  In  oider  to  mH  himwlf  of  th«  beneftt of  die  pioiriBo^  fhA deterio- 
nSUm  of  the  invoice  cnrrenqr  mnst  tM  proved  b  the  mumer  leqidred  bj  the 
proviso. 

Accordingly,  as  the  proviso  authorizes  the  Preadent  to  make  regulations  for 
c*?timating  tlie  duties  on  poods  invoiced  in  a  depreciated  currency  i^^sucd 
under  the  authority  ol'  a  fureigu  Guvcmmeut:  JleUi  lliut,  under  a  Treasury  * 

Clroukr  requiring  luvoicee  of  goodii,  when  nude  out  In  eoeh  depradtled  eur- 
lencj,  to  be  ioeompeided  bj  a  conaolar  certificate  ehowlng  the  epede  valae 

of  such  currency,  the  presentation  of  such  certificate  is  a  prerequisite  to  any 
correction  of  the  toTOioe,  Of  to  uoj  relief  founded  on  such  depreciation  in 

currency. 

Where  no  such  certificute  accompanies  the  invoice,  and  no  bond  for  its  produc- 
tion ia  given,  its  place  cannot  be  aupplied  bj  parol  evidence  of  the  dopreda^ 
tiott  In  the  curreney. 

(Before  Betts,  J.,  Southern  District  of  New  Tork,  February,  1853.) 

• 

This  was  an  action  against  Hie  collector  of  the  port  of  New 
York,  to  recover  back  an  alleged  excesB  of  duties  paid  him. 

A  verdict  was  taken  for  the  plaintiffs,  subject  to  the  opin- 
ion of  the  Court  The  facts  are  stated  in  the  opinion  of  the 
Court 

« 

John  S.  McCuUohf  for  the  plaintife. 

J,  PresooU  MaU,  (District  AUomey^  for  the  defendant 
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Betts,  J.  The  importations  in  question  in  this  ease  were 
of  merchandise  purchased  in  Austria  and  invoiced  and 
sliipped  at  Tj  iestc  in  June  and  Sc])temher,  1849,  and  entei-ed 
at  the  Custom  House  in  New  Turk  ia  August,  September 
and  October,  1840.  The  pun  liasc-prices  of  the  j^'chmI-.  were 
ptated,  in  tlie  iiiv<»ices  and  entries,  in  tlie  ])a})er  eurreuey  of 
Austria,  from  which  a  deduction  on  some  of  2>^^  yy^v  ctint.^ 
and  on  some  of  27i  jper  cent.y  was  claimed  by  tiie  j)laintiff8  at 
the  Custom  House,  to  bring  the  invoice  prices  in  florins  to 
the  specie  standard.  The  vahies  of  the  goods  were,  however, 
rated  by  the  collector  according  to  the  Dommal  paper  prices, 
and  duties  were  exacted  on  those  vahies.  A  protest  in  writ- 
ing was  made  at  the  time  by  the  plaintiffiB,  to  the  sufficiency 
of  which  in  law  do  objection  is  taken  on  the*  part  of  the  de- 
fendant No  oonsnlar  certificate  of  the  United  States  oonsnl 
at  Trieste,  showing  the  depreciation  of  the  invoice  currency 
below  the  specie  standard,  was  offered  by  the  plaintifb  or 
demanded  at  the  Custom  House  by  the  collector  or  any  of 
his  officers,  nor  is  there  evidence  that  the  collector  exacted  a 
bond  for  its  after  production.  The  plaintifEs  brought  their 
action  to  recover  back  the  duties  paid  on  the  differences 
between  the  specie  vahie  of  the  im|>ortations  and  that  ex- 
pressed in  the  invoiees  in  the  depreciated  cnrreucy. 

This  Court  has  deeided,  in  two  cases  heretofore  before  it, 
that  the  Government  was  entitled,  by  tlie  revenue  laws,  to 
exact  duties  oidy  on  the  specie  value  of  ir<HHU  in  tlie  country 
of  production  or  exportntion.  and  that,  when  the  purehase-})rice 
was  exhibited  in  a  depreciated  currency,  the  im}>orter  uii^dit 
prove,  as  a  fact  in  jxtfs^  wLat  was  the  actual  value  of  the 
nominal  currency  in  the  foreign  market.  {Grant  v.  MaanceU, 
ante,  p,  220;  Zoewensiein  v.  Maxwt  V.  rrnte,  j?.  401.)  In  the 
last  case,  oral  evidence  of  the  fact  of  depreciation  was  ^ren 
and  received  without  question  by  the  (Government  as  to  its 
admissibility  or  sufficiency,  and  the  jury  found  the  value  of 
the  currency  upon  that  testimony.  In  the  first  case,  the  de- 
preciation was  proved  both  by  the  production  of  a  consular 
certificate  and  by  evidence  m  pai».  No  evidence  other  than 
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oral  was  given  in  the  present  case,  and  it  was  taken  subject 
to  the  objection  of  the  defendant  as  to  its  competency  and 
effect. 

The  principle  adjudged  in  the  two  cases  above  refen*cd  to 
is,  that  the  Act  of  May  22d,  1846,  (9  IP.  S.  Stat,  at  Large, 
14,)  does  not  rescind  the  proviso  to  the  Gist  section  of  the 
Act  ol  ^liticli  1799,  (1  U.  S.  Stat,  at  Large,,  (173,)  a«i 
to  permanently  fix  the  value  of  the  Austriuii  iloriu  in  res}>ect 
to  purchases  and  invoices  made  in  that  iiKmcy  on  imjK>rta- 
tions  from  Austria  to  the  United  States,  but  that  Fuhsequent 
adulterntiniis  or  dfjireciations  of  the  cnrrency  may  he  jtroved 
accordinir  to  the  provisions  of  the  Act  of  1799.  In  case  the 
Government  of  that  Emput)  legitimates  a  hase  currency  in 
florins  at  a  value  equal  to  that  of  specie  florins,  the  importer 
will  be  protected,  by  force  of  the  Act  of  1799,  from  iosses  so 
arising,  and  will  be  entitled  to  enter  his  goods  on  payment  of 
dnties  npon  tlie  specie  n  ahie  of  the  importation.  That  oon- 
stmction  of  the  law  is  in  effect  adopted  at  the  Treasury,  and, 
by  a  Circular  iesaed  Sepember  19th,  1851,  will  gOTom  future 
importations. 

That  doctrine  is  not  called  in  question  in  this  case,  but  the 
point  is  now  raised  for  the  first  time,  that  the  merchant  can- 
not have  the  advantage  of  the  principle  without  proving  the 
deterioration  of  the  inToioe  currency  in  the  manner  required 

by  the  Treasury  instructions  founded  upon  the  authority  con- 
ferred ])y  the  i)ro\  is-o  to  the  Gist  section  of  the  Act  of  1799. 

There  can  be  no  doubt  of  the  legal  prineijile  that,  if  a 
mode  of  proof  is  prescrihcd  hy  the  terms  of  the  law,  or  by 
its  fair  interpretation,  no  other  than  the  statutory  evidence 
can  be  admitted. 

It  ni  l  (  ars  to  me,  that  the  cases  adverted  to,  and  this  suit 
itself,  rcbt  upon  a  priTK-i[>Ie  which,  in  effect,  disposes  of  tlie 
question  now  presented.  The  right  to  maintain  this  action 
springs  out  of  the  provisions  of  the  proviso  referred  to,  as 
interpreted  by  this  Court,  in  connection  with,the  Act  of  1846. 
If  the  latter  Act  works  a  repeal  of  the  proviso,  in  respect  to 
the  currency  of  Austria,  the  phuntifb  have  no  footing  npon 
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which  to  base  their  action.  In  bringing  forward  that  pioviflo 
as  the  authority  for  their  demand,  they  must  neoeesarily  take 
it  Bubject  to  all  its  legal  qualificationfi  and  conditions.  A 
cardinal  one  is  a  xx)wer  in  the  President  to  establish  regalar 
tions  to  meet  the  case  of  invoices  exhibited  in  a  depilated 
corrency,  for  the  purpose  of  equalizing  ad  valorem  duties. 
Its,  terms  are,  "'that  it  shall  be  lawful  for  the  President  of 
the  United  States  to  cause  to  be  established  lit  and  proper 
regulations  for  estimating  tlie  duties  on  goods,  wares  and 
mercliiiudise  iiiii»orted  into  the  United  States,  in  res[)ect  to 
which  the  original  cost  sliall  be  exhibited  in  a  depreciated 
(•nrrcncv  issued  and  circulated  under  the  authority  of  any 
foreign  Governnicut."  Tlie  acts  of  the  Treaanr}'  Depart- 
ment, to  which  matters  affecting  the  revenue  ap|ti"opriately 
belong,  are,  in  law,  the  acts  of  the  President,  ( Wilcox  v. 
Jackson,,  13  Petern^  "^^^j)  *i'i^l>  accordingly,  the  instmctions 
giM'n  by  the  Secretary  of  the  Treasury,  either  by  general 
Circulars  to  collectors,  or  by  s^>eciiic  directions  in  a  particular 
case,  are  to  be  regarded  by  the  Court  as  regulations  in  that 
behalf  established  by  the  President.  A  part  of  the  Circular 
of  August  20th,  1845,  is  directly  applicable  to  this  subject, 
and  is  as  follows :  ^  Invoices  of  ad  valorem^  specific  or  free 
goods,  when  made  out  in  a  foreign  depreciated  currency,  or  a 
currency  the  value  of  which  is  not  ^ed  l:^^  the  laws  of  the 
United  States,  must,  in  each  case,  be  accompanied  by  a  con- 
sular certificate,  showing  the  value  of  such  currency  in  Span- 
ish or  United  States  silver  dollars." 

The  decisions  before  cited  regard  a  foreign  currency  de- 
based by  legislative  authority  since  the  Act  of  1846,  as  being 
"  a  enrrency  the  value  uf  which  is  nut  iixod  by  the  law>  of 
tlie  L'uited  States,"  and  hold  that,  accordingly,  the  importer 
can  liavc  relief  against  its  effect  upon  his  invoices,  under  the 
Treasury  instructions  founded  upun  the  (list  fiection  of  the 
Act  of  1799.  It  follows,  as  a  neeespar}^  consequence  of  that 
doctrine,  that,  in  order  to  obtain  the  rc  lief,  he  mnpt  ])resent 
his  claun  under  the  sanction  prescribed  by  tlie  instructions, 
and  must  accompany  each  case  by  a  consular  certificate.  A 
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collector  has  no  j^xjwer  to  diBpense  with  this  requirement,  or, 
by  a  coui-ee  of  practice  or  construct iuii,  to  enable  importers  to 
draw  fi\>m  the  Treasnr}%  upon  other  and  inferior  evidence, 
duties  paid  in  upon  a  wrong  valuation  of  importation's,  the 
same  as  if  a  consular  certiticate  had  accorn]mnied  tlie  in\(>ice 
and  been  presented  to  prove  the  debjisenient  of  the  invoice 
currency.  That  document  is  the  statutory  evidence  and 
authority  upon  which  the  invoice  may  be  rectified ;  and  it 
cannot  legally  be  corrected  without  eitlier  exacting  the  pre- 
(aentatioii  of  the  certificate  witli  the  invoice,  or  taking  a  bond 
to  produce  it  Tliis  bond,  of  neoeesily,  1  )ecomes  estreated  to 
the  Government  if  the  certificate  is  not  forthcoming  accord- 
ing to  its  condition ;  and  the  direction  of  the  Frandent  that' 
•  a  hond  must  be  given  to  produce  the  certificate^  iB  full  notice 
that  the  certificate  is  a  prerequisite  to  any  relief  in  this 
respect 

The  entry,  in  this  case,  was  made  without  the  offer  of  a 
consular  certificate,  or  any  demand  of  one  by  the  collector,  or 
of  a  bond  for  its  production,  and  the  protest  against  the  exac- 
tion of  duties  on  the  invoice  value  makes  no  mention  of  the 

eidstcuce  of  such  a  certiticate. 

Upon  these  facta,  1  am  of  opimon  that  the  })laiu tiffs  have 
not,  by  legal  and  sufficient  evidence,  substantiated  a  right  of 
action  agiiinst  the  defendant,  and  that  judgment  mmt  be 
entered  for  him. 


William  OaAia  and  Ohablbs  M.  Dutilh 

vs. 

Hugh  Maxwxll. 

Where  a  protest  a^nat  the  payment  of  duties  claimeii  a  tliBcount  on  the  value 
in  paper  currency  stated  in  the  invoice,  as  per  consul's  certificate,''  and  the 
iBToiM  itiled  the  Air  naAtIt  T»Iiie  of  the  goods,  at  lis  date,  at  the  foreign 
port,  in  paper  onRenerf,  and  alao  flie  eorreet  rate  of  dlaooimt^r  epeoto  iraliie: 
AU^tfiat  ChealatenMiiftintliepiotMtaiiioviiAedtoanftTenMnftlhain 
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consul's  cprtificHtp  won  y»re«<'nrp<l  to  the  collector  witb  tin'  fnvoice^  or,  at  iMt^ 

that  the  im{M)ru'r  had  one,  or  was  able  and  offered  to  produce  it. 
It  ii  Dot  ueceaoarj  that  such  a  certificate  should  be  absolutely  presented  with  the 

invoioe  n^Mk  the  eaUj  h  madi ;  but,  if  it  !•  not  to  pfwcsted,  m  bond  BMMt 

be  i^ven  to  prodiwo  it 
Wlnre  mob  a  oertlAnte  b  offend  and  njjooted,  or  when  an  offer  ii  mde  to  pro* 

duce  one,  and  the  collector  does  not  exact  such  bond,  it  will  be  prewimed  tbat 

the  collector  refuted  to  b«?  governed  hv  the  rprtifi^-nte  if  exhibit4id. 
Under  «uch  circumatancea,  the  importer  stands  on  the  aaoie  footing  as  if  such  a 

certificate  had  accompanied  his  invoice. 

(Before  Bkttb,  J.,  Southern  District  of  New  York,  February,  18U.) 

Tbib  was  an  action  to  reoo^er  back  an  alleged  exoeea  of 
dtttiea  paid  to  the  defendant,  as  collector  of  the  port  of  New 
York.   A  verdict  was  taken  for  the  plaintiffis,  subject  to  the 

opinion  of  the  Court.  The  facts  are  stated  in  the  opinion  of 
the  Court. 

John  S,  McCullohy  for  the  plaintiffs. 

J,  J^reecoU  HaU^  {fiUtrict  Attorney^  for  the  defendant. 

BKTTe,  J.  In  September,  1849,  the  plaintiffs  made  entiy, 
at  the  Custom  House  at  New  York,  of  three  parcels  of  goods 
imported  from  Trieste.  The  invoices  were  all  dated  at  Tri- 
este, July  10th,  1849,  and  the  prices  of  the  goods  were  stated 
therein  in  paper  florins,  with  a  discount  of  l$i  jper  centy  to 
briii^j:  them  to  specie  value.  The  same  abatement  was  claimed 
by  the  plaindfis  on  the  entiy,  but  it  was  refused  them  at  the 
Custom  House,  and  the  collector,  on  the  24th  of  September, 
1849,  exacted  and  received  payment  of  duties  upon  the  paper 
valuation  of  the  invoices.  The  plaintiSs,  at  the  time  of  pay- 
ment, made  on  the  entiy  the  following  protest,  in  writing : 
''We  do  hereby  protest  against  the  payment  of  duty  on 
2,939.52  flozins,  as  per  entiy,  claiming  a  disoouit  of  18^  jper 
cent  on  the  paper  currency,  as  per  consul's  certificate.  We 
pay  the  amount  exacted,  to  gain  possession  of  the  goods, 
claiming  tu  have  the  difference  refimded.'* 

No  consular  certificates  aie  proved  to  have  accompuuied 
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the  in\'oices,  nor  is  it  Bhowii  tiiat  the  collector  demanded  a 
bond  of  tho  plaiiitiffs  for  their  after  production.  It  was 
proved  on  the  trial  that  the  invoices  stated  the  fair  market 
prices  and  vahie  of  the  goods  .at  Trieste  at  their  date,  in 
paper  florins  red  need  to  their  specie  value,  and  that  the  de- 
preciation of  tile  paper  currency  was  then  at  the  rate  claimed 
up<jn  the  invoices  and  entry.  It  was  also  proved  to  be  a  fre- 
quent usage  at  the  Custom  House  at  New  York,  when  an 
invoice  was  presented  of  Anstriaa  goods,  charged  in  paper 
currency,  accompanied  by  a  oonsular  certificate  certifying  the 
depreciation  of  that  currency,  for  die  collector  to  eeparate  the 
oertiiicate  from  the  invoice,  aa  not  admissible  nor  entitled  to 
any  consideration,  becatue  the  value  of  the  Anatrian  florin 
fixed  by  law.  ^ 
I  think  that  the  statement  in  the  protest  must  be  under- 
stood to  be  an  averment  that  a  proper  consular  certificate  was 
presented  to  the  collector  with  the  invoices  in  this  ease,  and 
that  the  receipt  of  the  money  of  the  defendants  by  the  col> 
lector  on  such  protest,  is  an  implied  admission  by  him  that 
he  was  cognizant  of  the  certificate.  The  language  of,  the 
protest,  if  not  deemed  a  direct  assertion  that  a  consular  cer- 
tificate acconipanied  tlie  invoices,  at  least  imports  that  the 
plaintiffs  iiad  one  in  their  posvseession,  or  were  able  and  offered 
to  j)roduce  it.  The  instmctions  from  the  Treaanry  Depart- 
ment do  not  require  a  consular  certificate  to  be  absolutely 
presented  with  the  invoice  when  an  entry  is  made.  The  in- 
Btnictions  of  May  14th,  1831,  require  a  certificate  by  a  United 
fcstates  consul  of  the  value  of  the  foreign  currency,  but  do 
not  fix  the  time  of  its  production.  The  Circular  of  October 
16th,  1832,  makes  it  necessary,  in  all  cases  when  the  invoice 
is  not  accompanied  by  the  certificate,  to  give  bond  to  produce 
it  within  eight  months,  if  the  goods  were  import  tvl  from  any 
place  on  this  side  of  the  CSape  of  Good  Hope.  The  injune- 
tion  to  Inmish  consular  certificates  in  cases  wherein  they  are 
necessary,  is  renewed  with  greater  emphasis  in  the  Caen.- 
lar  of  April  4th,  1840.  It  says,  that  each  invoice  in  depre> 
elated  currency  is  required  to  be  accompanied  by  a  consular 
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certiticate,  stutiii^  the'tnie  value  of  mch  ttirrency  in  silver, 
&c,,  and  tliat,  in  default  thereof,  iDond  ib  to  bo  given  for  its  pro- 
duction, according  to  the  iiiptmctifms  of  October,  1  >^o2.  This  is 
in  substance  repeated  in  the -Circular  of  October  12th,  1849. 

When  the  importer  offers  a  consular  certificate,  and  it  is 
rejected  as  Imperfect  and  not  f uldlling  the  requirements  of 
the  President,  or  asserts  that  he  will  produce  one,  it  is  the 
duty  of  the  collector  to  take  a  bond  from  him  to  produce  one 
conformable  to  the  demand  of  the  law ;  and,  if  snch  bcmd  is 
not  exacted,  it  must  he  presumed  that  the  collector  refused 
to  be  governed  by  the  eonsnlar  certificate  if  ^exhibited.  In 
such  case,  the  importer  onght  to  he  exempted  from  the 
expense  and  dehiy  of  obtaining  one,  it  being  officially  made 
known  to  him  that  the  oollectoi;  will  not  regard  it  when  pro- 
duced. 

I  consider  the  evidence  in  this  case  as  amonnting  to  satis- 
factory proof  tlmt  tlie  collector  refused  to  make  the  deduc- 
tion claimed  upon  a  certificate  of  the  consul  showing  it  to  ])e 
the  true  rate  of  depreciation,  and  tliat  the  plaintiffs  stand  on 
the  same  footing  as  if  a  consular  certificate  to  tlie  fact  had 
accompanied  their  invoieosa.  They  are,  therefore,  entitled  to 
judgment  for  the  dilterenee  of  dntv  paid  between  the  silver 
value  of  the  importations  and  tbe  ju-ices  in  }»a|>er.  The 
amomit  is  to  be  adjusted  at  the  (Justom  Jtiouae,  if  not  agreed 
between  the  parties. 


DunLB  &  Go.  V8,  Hugh  Maxwell. 

The  doctrine  of  the  c«8e  of  Jhailh  v.  MaxwU,  S41,)  ^IfiSM, 

Where  duties  on  an  importation  are  fully  paid,  a  consular  certificate  of  deprecia- 
tion in  the  foreign  paper  currency  in  's^liich  the  invoice  was  m.nck, op,  cannot 
I  be  afterwards  presented  to  the  collector,  so  a-s  to  entitle  the  importer  to  recover 
.  iMck  (he  duties  paid  on  the  difference  between  the  specie  value  of  the  goods 
tad  thdr  imroiee  ^vie^ 

^Before  Bsm,  J.,  Soutiieru  District  of  New  York,  February,  1868.) 
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This  Wi'us  an  action  a<;iiiiist  tlie  cvillector  of  the  ]><>rt  uf 
New  York,  to  recover  buck  tin  alleged  excess  of  duties  paid 
him.  A  verdict  was  taken  for  the  plaint ifis,  subject  to  tlie 
opinion  of  the  Court.  The  fBtit»  axe  stated  in  the  opiniou  ot 
the  Court 

John  S.  McOtUlohf  for  the  phiintifis. 

J,  Freicatt  MaUf  {District  AM&mey^  for  the  detodant 

Beitb,  J.  The  plaintifb,  on  the  15th  of  Febraary,  1851, 
made  entty  of  an  importation  of  merchandlfie  from  Trieste, 
and^  at  lihe  same  time,  pruduoed  at  the*  Cuatom  Honse  two 
inToioea  thereof,  dated  at  Trieste,  August  27th  and  28th, 
1850,  in  whidi  Uie  Talne  of  the  goods  was  stated  in  the  cor- 
rencj  of  Austria,  and  claimed  the  right  to  enter  the  goods  at 
their  specie  value  and  ])ay  duties  on  that  only.  The  discount 
claimed  for  the  difference  wa^  sixteen  2)er  cent.  The  cuUec- 
tor  exacted  duties  on  the  nominal  or  j^aper  value  stated  on 
the  invoices.  This  jiaid  under  protest,  on  the  Slst  of 
February,  1851,  and,  to  recover  that  animiMt,  witli  interest 
from  that  date,  the  plaintiffs  have  brought  their  action  ni^ninst 
the  defendant.  Tn  these  respects,  the  case  prefients  the  same 
features  as  that  of  Dutilh  v.  Manowdly  {wnte^  541,)  decided 
in  favor  of  the  defendant 

There  is  a  difference  in  the  particularity  of  the  protest 
made  in  this  case  at  the  time  of  payment,  which  merits  no- 
tice. It  is  in  \iTitLng,  upon  the  entry,  addressed  to  the  de- 
fendant^ and  is  in  these  teims :  "  The  exaction  of  ezceflsive 
duties  on  the  depreciated  currency  in  which  our  annexed 
invoice  is  made  out,  as  the  law  requires,  and  the  rate  of  which 
depreciation  is  stated  by  our  invoice  and  entry,  is  hereby 
protested  against,  and  the  object,  to  recover  back  this  and 
all  future  similar  exactions  bom  yourself  and  the  United 
States,  by  suit  or  otherwise,  ie,  at  the  time  thereof,  hereby 
expressly  reserved,  the  said  payments  bdng  made  only  to 
obtain  poBsesfiiou  of  our  goods;  and  we  maintain  tliat  the 
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fair  wholesale  cash  value  or  prices  of  our  iiiercLsnidise,  in  tho 
principal  markets  of  the  country  of  j»r(Kluetion,  at  the  times 
specified  by  §  16,  Tariff,  must  be  ascertained,  and  the 
allowance  for  the  deprecifitioTi  of  currency,  as  set  out  by  our 
invoices  and  entries,  be  made  in  estimating  the  dutiable  value 
of  the  merchandise,  and  in  exacting  the  duties  thereon." 
This  is  a  very  lull  and  perq^ienons  statement  of  the  gronnds 
of  objection  to  the  duties  demanded,  but  it  was  not  support- 
ed by  the  production  of  a  consular  certificate  at  the  time,  nor 
is  there  any  evidence  that  one  had  been  presented  at  the  Cus- 
tom House,  accompanying  any  previous  Importation  of  the 
plaintiff  or  that,  on  the  occasion  of  this  protest,  one  was 
offiered  or  refeired  to  by  the  plaintifh.  The  orsl  testimony 
on  the  trial  satisfMHiorily  proves  a  large  depreciation  of  the 
Austrian  paper  currency  from  the  year  1848  to  the  time  of  • 
these  importations.  Had  such  certificate  been  previously 
offered  to  the  collector  with  a  like  protest,  I  think  that, 
witliin  the  spirit  of  the  case  of  Marriott  v.  Brunei  (9  How. 
619,)  and  within  tlie  reanm  of  the  Act  of  March  2d,  1799, 
the  plaintiffri  w<>u]d  liave  been  entitled  to  the  benefit  of  that 
evidence  upon  the  protest  in  the  ca^e,  more  egpocially  if,  on 
making  this  entry,  they  had  offered  to  furnish  the  certiffcate 
thereafter. 

The  duties  were  paid  under  this  protest,  on  the  21st  of  Feb- 
ruary. On  the  28th  of  February,  seven  days  afterwards,  an- 
other importation  from  the  same  place  was  entered  by  the 
plaintiffs,  of  similar  merchandise,  the  invoices  being  dated 
at  Trieste,  November  dth  and  7th,  1850,  accompanied  by  a 
consular  certificate  showing  the  depreciation  of  tiie  Austrian 
paper  florin  at  Trieste,  on  the  6th  of  Kovember,  1850,  to 
have  been  20}  per  emL  The  equity  of  the  plaintifib  to  the 
restoration  of  the  excess  of  duties  paid  on  the  importation  in 
question,  was  thus,  by  evidence  supplied  immediately  after- 
wards, made  most  manifest,  and  would  seem  to  claim  con- 
sideration from  the  fact  that  the  importations  and  entries 
were  so  nearly  simultaneous,  while  it  is  to  be  fairly  inferred 
that  the  time  of  exportation  wa^  also  the  same.    The  point 
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for  oonsideration  on  this  state  of  facts  is,  wlietlier  tlic  })liiiu- 
tiffs  can,  by  meane  of  tluit  after  evidence,  now  have  a  reiii- 
edy  at  law  for  such  payment,  as  one  illegally  exacted  by  the 
defendant. 

It  is  well  settled,  that  a  payment  exacted  and  made  with- 
out a  written  protest  is  not  illegal,  and  affordn  no  foundation 
for  an  action  by  the  importer  against  the  collector  to  recover 
it  back.  (Zatorence  v.  Omoelly  13  How.  488.)  The  Su- 
preme Court,  howew,  in  Marriott  v.  B^*une^  (9  How,  619,) 
allowed  an  after  protest^  put  in  whilst  the  m<niejs  remained 
in  *tlie  hands  of  the  oollector,  and  before  the  duties  were 
ekieed  np^  to  retroact  and  ayail  the  importer,  the  same  as  if 
it  had  becm  presented  at  the  tune  the  duties  were  paid.  This 
was  for  the  reason  that,  ^ till  the  final  adjustment,  the  money 
remains  in  the  hands  of  the  ooUeotor,  and  is  not  accounted 
for  with  the  Government,  and  more  may  be  necessary  to  be 
paid  by  the  importer."  That  is,  the  advance  of  money  by 
the  importer,  obtain  liis  permit  or  make  his  entrv,  is  not 
regarded  as  a  final  j>a\  iuent,  as  it  does  not  at  the  time  go 
into  the  public  treiisnry.  I>ut,  after  tlie  duties  are  fully 
ascertained  at  the  Cust(^ni  House,  and  the  adjusted  amount 
18  demanded  by  the  collector  and  paid  by  the  inipoi-ter,  the 
payment  is  reganlcd  as  "  closed  up,"  and  the  Court  does 
not  feel  justified  in  embracing  the  case  "  under  any  exist- 
ing equities."  (Id.  636.)  Tliat  is  the  predicarneut  in 
which  the  present  case  stands.  Tlie  duties  were  fully  made 
up  and  paid  on  the  21st  of  February,  and  tlie  money,  on 
ite  payment  to  the  collector,  passed  into  the  Treasury  of 
the  United  States,  and  became  public  fimds ;  (Act  of 
March  3d,  1839,  5  IZ  S.  Stat,  at  Laaye^  346,  §  2 ;  Vary  v. 
CwrtU^  8  How.  286;)  and  the  protest  cannot  be  made  to 
invoice  an  after  consular  certificate  to  prove  the  payment 
iUegal.  Such  certificate  must  have  been  presented  at  the 
time,  or  a  bond  have  been  tendered  to  produce  it  The  im- 
porter, to  support  an  action  afterwards  for  the  recovery  of 
the  money  so  circumstanced,  must  bring  himself  within  the 
requirements  of  the  Act  of  Februaiy  26th,  1845,  (5  U,  S, 


Digitized  by  Google 


I 


552  80UTSEBN  JDISTOIGT  OF  NEW  YO&K, 

Fiedler  v.  Maxw^ 

Stat,  at  Loffe,  727 ;)  and  the  instraotioDB  of  the  IVeridonty 
under  the  praviao  to  the  6l8t  BeetbiL  of  the  Aet  of  March 
2d,  1790,  (1  I{L  673,)  bemg  aleo  a  Btatutcnj  appointmexit)  pre- 
requisite  to  a  right  of  reGOveij,  must  have  been  equally 
observed  and  fulfilled.  The  plaintiffs  in  the  present  case, 
not  haviiii^  ac«5wnpanied  their  invoice  with  a  consular  certifi- 
cate, nor  |>re8ented  one  to  the  collectur  until  after  tiie  tlutie* 
were  closed  and  jiaid,  failed  to  make  the  pnx)fs  exacted  by 
the  statute,  and  cannot  recover  back  the  duties  paid  on  that 
entry. 

Judgment  for  the  defendant. 


EsNBBT  FnsDLEs  w.  Hfoh  ICaxwkll. 

Where  an  inroice  seto  forth  the  prices  of  goods  in  a  foreign  paper  carrency,  and 
also  carries  them  out  redttccd  to  a  b-prcic  stanilunl,  and  tlie  Importor  makes 
the  entry  in  tbe  specie  yahio,  and,  on  appmiscmont,  the  ralae  ia  returned  at 
the  invoice  paper  currency  priceSj  which  b  greater  by  10  per  eetU.  than  the 
speoie  ndne— A  Ok  !■  nolMoh  ■&  tanm  o(  apprdiMd  falm  «v«  At 
valoe  dMlared  in  the  mtrjM  lo muneant the  linptNiliin  of  aptnaliyof  SO  ptr 
t«i^.  for  undervaluation. 

Trover  will  lit;  against  a  rollortor  who  nnlawfully  detains  the  goods  of  an  im- 
port4?r,  and  it  is  no  defence  that  the  collector  acta  under  the  instructioDS  of  tbe 
Bt'CTctarv  of  the  Treasury. 

(Before  Bsirit,  J.,  Sonthem  District  of  New  Toik,  ITebruaiy,  18M.) 

Tins  WHS  ail  action  of  trover  against  the  collector  of  the 
port  of  New  York,  for  tlie  conversion  of  certHin  oicrchandise 
innK>rr('<l  liy  the  plaintiff.  The  merchandise  in  qiicf^tiou  was 
invoiced  at  Trieste  and  imported  thence.  The  invoice.*,  two 
in  number,  set  forth  the  prices  of  tlie  g(x»d8  in  Am^trian  paper 
florins,  and  can-ied  them  out  reduced  to  the  specie  standard. 
Tlie  entry  on  both  invoices  was  made  in  specie  value  only. 
Xlie  invoice  charges  were  raised  by  the  appraiserB^  or  rather, 
confined  to  the  nominal  value  stated  in  paper  eunen<7^  and 
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the  Onstom  Hoiue  appraisers,  and  also  merchant  appraiserB 

on  a  re-appraisement,  returned  the  goods  to  haye  been 
charf^ed  at  proper  prices  in  tluit  c\irrency.  The  plaintiff 
liiude  his  entry  at  the  specie  value  of  the  importations,  and, 
this  being  more  than  10  per  cent,  below  the  paper  denomi- 
nation, a  duty  was  charged  on  tlie  difference,  and  also  a 
penal  duty  of  20  jier  cent.  The  invoices  on  entry  were 
accompanied  by  the  certificate  u£  the  American  consul  at 
Trieste,  that  the  paper  ciu'i-encv  at  the  time  M  as  depreciated 
17i  j[)er  cent.  Oral  proof  of  the  same  fact  was  given  before 
the  jury  on  the  trial,  and  it  was  not  controvei-ted  by  the  de- 
fendant. The  plaintiff  made  due  protest  in  writing  against 
the  exaction  of  the  additional  and  penaL  dutieB^  tendered  to 
the  collector  in  specie  the  legal  duties,  and  demanded  the 
deliveiy  of  big  goods.'  Xhia  being  lefused,  he  brought  an 
action  of  trover  against  the  collector  in  the  Snpreme  Conrt 
of  the  State,  and  the  cause  was  removed  by  the  defendant^ 
by  oertiorarif  into  this  Conrt  On  the  trial,  a  verdict  was 
taken  by  consent  for  $901,  subject  to  adjustment  at  the  Gua- 
tom  House  and  to  the  opinion  of  the  Oourt  on  a  case  to  be 
made. 

John  S,  McCuUohy  for  the  plaintiff. 

J,  Prescott  HaUy  {District  Attorney^  for  the  defendant. 

Ei-nTS,  J.  Tin's  case  embraces  several  (piestiong  which 
have  been  passed  \\\m\  by  this  Court.  The  law  tiiu-  settled 
must  be  considered  as  the  law  goveming  the  subject,  until  it 
is  changed  by  the  Supreme  Court  or  by  Congress.  The  plain- 
tiff was  entitled  to  enter  his  goods  at  the  specie  value  of  the 
Austrian  florin,  on  payment  of  the  legal  duties  chargeable 
upon  that  amount.  {Grant  v.  MaaweU^  ante^  p.  220.)  The 
defendant,  therefore,  had  no  authority  in  law  to  impose  duties 
on  any  odier  valuation. 

It  is  exceedingly  doubtful  whether,  if  these  goods  had 
been  subject  to  duty  on  a  paper  valuation,  the  collector 
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could  liave  also  imposed  a  peual  duty  because  of  a  differeuce 
of  more  than  10  per  cent,  between  silver  and  paper  currency. 
This  could  hardly,  in  any  reasonable  accej)tatioii,  be  consid- 
ered an  excess  of  appraised  value  over  the  value  declared  in 
the  entry;  because,  the  invoice  act  .mpanies  the  entry,  and 
the  trayBcri|)tion  of  the  summation  of  its  char^^es  into  the 
entry  does  not,  without  the  presentation  of  the  invoice,  con- 
Btitate  the  prooeeding  known  to  the  law  or  in  pnictioe  as  an 
entry  made.  Under  such  circuiDBtances,  when  the  valuation 
insuHfced  upon  by  the  Govenunent  and  that  claimed  by  the 
importer  are  both  of  them  on  the  face  of  the  invoioe,  placing 
the  latter  alone  upon  the  scrip  called  the  entry,  conld  not, 
except  under  the  seyereat  interpretation  of  the  language  of 
the  Act,  sabject  the  goods  to  a  penal  duty. 

Be  that  aa  it  may,  it  is  dear,  upon  the  main  point,  that  the 
plaintiff  was  entitled  to  enter  bis  importations  at  their  specie 
Talne  in  the  Anstrian  marketi 

The  only  point  not  cohered  by  previous  decisions  of  this 
Conrt  relates  to  the  form  of  the  action.  There  are  two  cases 
decided  by  the  Supreme  Court,  {Canard  v.  The  Pacific  Ins. 
Co.,  C  Peters^  202,  and  Tracy  v.  Simrtwout,  V)  Peters,  80,) 
which  recognize  it  as  a  clear  principle  of  law,  that  an  im- 
porter can  mtiiiitain  trespass  or  trover  against  a  United  States 
officer  for  the  det^'ntion  of  his  gcxxls  on  the  ground  tliat  tliey 
are  subject  to  a  lieu  on  behalf  of  the  GuN  rrnment,  if  no  such 
lien  is  given  by  law.  A  collect  (^r  <»f  the  customs  cannot  de- 
fend himself  against  such  an  action  hy  showing  that  he  acted 
under  the  instructions  of  the  Secretary  of  the  Treasury  in 
enforcing  the  payment  of  dudes  or  obtaining  due  security 
therefor.  If  his  acts  are  not  warranted  by  law,  the  owner  of 
the  goods  can  assert  his  right  by  an  action  of  trover,  and  will 
be  entitled  to  full  remuneration  for  the  injury  done  him. 

Judgment  must  be  rendered  for  the  plaintiff  upon  the  Yer> 
diet,  according  to  the  stipulation  in  the  case,  with  costs. 
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Where  two  entries  on  importationa  frorn  the  same  Angtrian  port  were  made, 
not  much  over  one  month  apart,  and  the  goods  were  valued  in  the  iavoioee, 
in  both  casety  In  a  depreciated  paper  currencj,  and  a  deduction  was  claimed 
in  both  «MM  on  that  aoootmt,  a  proper  conadar  eettifieate  having  been  pi6> 
tentftd  to  tiM  eollMtor  i&  th«  flnt  ohm,  and  njleclad  on  the  ground  ihet  no 
allowance  for  depreciation  coald  be  made,  and  there  being  a  proper  written 
protest  in  the  ^ond  case:  Held  that,  ahhouf^b  the  importer  presented  no 
consular  ci  rtilicate  witli  lii^  entry  in  the  second  case,  he  was  entitled,  in  that 
case,  to  a  deduction  of  the  rate  of  depreciation  stateil  in  the  certificate  in  the 
llnteaae. 

(Before  Bens,  J.,  Southern  Diiitrict  of  New  York,  February,  1898.) 

Tuis  was  an  action  against  the  cuilcctor  of  the  port  of  New 
York,  tu  recover  back  an  alleged  excess  of  duties  paid  him. 
The  facts  are  stated  in  the  opinioo  of  the  Court 

John  8,  McOuUohf  for  the  plaintiffB. 

Ji  Fre^ooU  HaU^  (Dwtrict  Attorney^  for  the  defendant 

Bettb,  J.  In  this  case,  a  verdict  was  rendered  for  the 
plaintiffs,  by  oonaent  of  parties,  subject  to  the  opinion  of 
the  Court  and  to  oorreetion  and  adjustment  at  the  Gnstom 
House. 

The  plaintifia  made  two  importations  of  wool  into  New 
York,  from  Trieste,  one  by  the  ship  Antoinette  Maria,  the 
entry  of  which  was  made  on  the  5tb  of  March,  1851.  The 
invoice  was  dated  at  Trieste,  Kovember  14th,  1850,  and  a  de* 
dnction  of  28  per  cent  was  churned  fram  the  Ysluation  stated 
in  paper  ennencj.  A  certificate  of  the  United  States  consnl 
at  Trieste  was  attached  to  the  invoice,  certifying  that  the 
agio  on  silver  at  Trieste,  on  the  14th  of  November,  1860,  was 
23  2^er  C€tU.    Duties  were  exacted  by  tliu  dofeudaut  on  the 
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invoice  amount,  and,  on  the  Oth  of  March,  1851,  they  were 
paid  by  tlie  plaintiffs  under  a  written  protest  cluhuing  the 
deduction  of  23  per  cent,  to  liriug  the  goods  to  actual  cost. 
On  the  15th  of  April,  1851,  the  other  entry  was  made,  of  an 
import?$tit)n  from  the  same  port  by  tlie  brig  Sniynin  The 
invoice  was  dated  at  Trieste,  Jamiary  23d,  1851,  and  the  jtrice 
of  the  wool  \va,s  charged  in  pa}>er  tlorinp.  The  ])laintifTs 
claimed  to  enter  the  goods  at  the  t?ilver  value  of  the  florin, 
but  presented  no  consular  certificate  with  their  invoice.  The 
defendant  exacted  duties  upon  the  paper  valuation,  and  that 
amount  was  paid,  April  ITth,  1861,  under  the  followin*r  pro- 
test :  "  We  hereby  protest  against  the  payment  of  duties  on 
the  foregomg  entiy,  calculated  at  paper  florins,  claiming  the 
true  value  is  ezprefised  in  the  inToice  in  Bilver  florins,  and  we 
pay  lihe  ezcen  of  duties  to  get  posBesfiion  of  Hie  goods.'^  It 
was  prpTed  on  the  trial,  by  a  witness  acquainted  with  tlie 
Austrian  currency,  that  the  paper  currency  in  Austria,  on  the 
23d  of  January,  1851,  exceeded  the  specie  value  24  jper  cmt. 

The  entry  by  the  Ajitoinetta  Maria  was  directly  within  the 
principle  recognized* by  this  Court  in  recent  eases,  and  the 
plaintiffs  are  entitled  to  recover  the  excess  of  duties  paid  on 
that  importation,  with  intere8t  from  tJie  time  of  payment. 
To  bring  the  im}M>rtation  l>y  the  Smyrna  within  the  same 
rules,  it  must  appear  that  the  entry  or  payment  was  made 
under  circumstances  giving  the  j)laintif[is  the  advantage  of 
the  consular  certiiicate  which  accompanied  the  previous  in- 
voice and  entry.  It  is  to  be  o]>serv'ed  that,  altliough  the  two 
entries  were  not  exactly  coincident  in  time,  jet  the  interval 
between  them  was  not  much  over  one  month,  and,  the  \>rch 
tests  ha\'ing  relation  to  importations  from  the  same  port,  and 
'the  consular  certificate  from  that  port  having  been  presented 
without  avail  in  the  first  case,  it  may  fairly  be  presumed  that 
the  collector  acted,  as  to  the  second  entry,  witli  full  knowl- 
edge of  ^t  certificate,  and  refused  to  allow  the  plaintifb 
the  benefit  of  it  Moreover,  it  was  proved  before  the  juiy 
diat  it  is  a  commoii  oecunence,  in  wialHTig  entries  at  the  Cus- 
tom House,  when  a  consular  certificate  accompanies  an  in- 
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voice  of  Austrian  oryodf,  for  tlie  col  lector  to  icur  it  off  and 
give  it  back  to  the  importer  as  useless,  as,  under  tlic  iiiatruc- 
tionB  of  the  Treasury  Department,  he  regards  the  vahie  of 
the  Aastrian  florin  as  being  fixed  by  statute  at  cents,  and 
takes  no  notice  of  evidence  proving  a  depreciation  below 
that.  I  think  that,  npon  this  evidence,  the  jury  would  have 
been  well  warranted  in  finding  that  the  duties  were,  in  the 
case  of  the  Smyrna,  exacted  by  the  collector  upon  the  paper 
value  of  the  goods,  with  knowledge  of  the  ooosnlar  certifi- 
cate which  accompanied  the  importation  immediately  preced- 
ing, and  wilih  a  foil  understanding  between  him  and  the 
plaintiffB  that  they  would  not  be  allowed  a  deduction  from 
the  paper  valuation  stated  in  the  entry,  upon  that  or  any  other 
description  of  proof. 

The  veodict  being  taken  for  the  plaintiffs  by  consent  of 
parties,  subject  to  the  opinion  of  the  Court  upon  the  law  of 
the  case,  I  shail  hold,  upon  the  evidence,  that  the  collector 
wa^i  buniul  to  have  taken  cognizanct*  under  the  protest  in  this 
case,  of  the  eoubular  certiticate  on  file  with  the  previous 
importation,  and  to  have  demanded  a  bond  for  the  produc- 
tion of  a  later  one,  if  that  was  not  satisfacturv  a8  to  the  true 
rate  of  depreciation  at  t)ie  time  of  the  pnrcliase. 

The  plaintiffs  proved  the  depreciation  of  the  paper  florin  to 
have  been  24  jper  cent,  at  Trieste  at  the  date  of  the  invoice, 
but,  in  my  opinion,  the  collector  is  only  chargeable  with  the 
rate  certified  by  the  consul.  The  plaintiff?  are,  therefore, 
entitled  to  recover,  with  interest,  the  duties  paid  on  the  differ- 
ence between  the  paper  and  silver  value  of  the  invoice  and 
entry  rated  at  2S  p€t  oeni,^  and  also  costs  of  suit 


JOSKFB  W.  AlSOP,  Jr.,  and  HsNBT  CuAVNaET 

Hugh  Maxwell. 

The  doetEint  of  die  ouM  (^XhtflA  v.  KaameU^  (anie^  p>  641>)  applied  to  importa- 
tkMM  fimn  Chili,  Fera  end  BoUfio. 

(BflUm  Bim,  J.,  Soalbern  Distriot  9t  Now  Toik,  Fobravy,  1868.) 
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Tins  an  action  against  the  collector  of  the  port  of  New 
York,  t<i  recover  back  an  alleged  excess  of  duties  paid  binu 
A  verdict  was  taken  for  the  plaintiffs,  subject  to  the  opinion 
of  the  GonrL  The  facts  are  stated  in  the  opinion  of  the 
Court 

John  S,  McVuUohy  for  the  plaintifiiB. 

J,  PrescoU  Ilally  {IJutru'i  AiUyniey^  for  the  defendant 

Betts,  J.  The  plaintafis,  in  May,  September  and  Novem- 
ber, 1851,  made  four  several  entries,  at  the  Custom  House  in 
New  York,  of  mercliaiKliBe  inijwrted  from  Valparaiso  and 
Cuqnimbo,  in  Chili,  and  invoiced  at  tho^M?  porta  in  the  moiitli.s 
of  January,  Feliniary,  May  and  June,  1851,  made  up  in  the 
paper  currency  the  count rw  Each  invtjice  was  accompa- 
nied by  a  consular  certificate  stating  the  specie  value  of  the 
cnrrency  in  which  the  invoice  ])rlces  were  exhibited.  The 
collector  exacted  duties  upon  the  nuuiinal  value  of  liie  mer- 
chandise, which  was  paid  by  the  plaintiffs  under  written  pro- 
tests against  the  legality  of  the  demand.  The  plaintiffs  also 
proved,  on  the  trial  before  the  jury,  that  the  currency  was 
debased  or  depreciated  to  the  amount  of  the  reduction  demand- 
ed on  the  entries. 

It  ia  unnecessary  to  detail  the  reasoning  in  support  of  the 
justness  of  this  claim.  It  is  sufficiently  set  fordi  in  eevenl 
cases  recently  decided  by  this  Court.  I  find,  also,  that  the 
Circuit  Court  in  Massadinsetts  coincides  with  these  princi- 
ples. I  have  been  furnished  with  an  opinion  given  by  Mr. 
Justice  CurtiSy  in  that  Court,  in  October  last,  m  which  he 
holds  the  collector  responsible  to  an  importer  for  an  excess  of 
duties  exacted  on  goodb  imported  from  Chili,  on  facts  veiy 
analogous  to  those  proved  in  the  present  case. 

Judgment  is,  therefore,  rendered  for  the  plaintiffs,  with 
costs.* 

*  In  tiM  CMO  of  Thniiam  IT.  JUIcy  AyA  Jfgjrwrfi;  deddad  at  tlie  mom 
time,  the  nine  dodiine  was  appliad  to  fanportalioiia  from  Peni  and  BoUfiai  and 
to  Infoioes  nada  up  in  tba  dapcadatad  pqwr  onrtanar  of  thaae  aoontrlaa. 
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[Tb«  following  chargo  tth*  doUrered  to  the  Grand  Jnry,  at  the  Octohrr  Term,  1861,  of  the  Plr- 
ooit  Court  of  the  UqUmI  States  for  the  Northern  District  of  New  York,  by  Mr.  Juatioe  NBL80H.] 

Thi  Firoinn  BLkft  Law. 

80  far  a«  !t  rpcpocts  an  ohwtnieUon  to  the  rxpcatlon  of  loRal  prcxvw,  trr  a  fnmtlAe  rrwic  of  a 
fUKitive  from  msnhoe,  under  the  Act  of  September  ISth,  1860,  (tt  U.  H.  SkU.  at  Larpe,  46^) 
ootnmonly  a»n>d  "The  Positive  SUtc  Iaw,"  Um  prorUona  of  that  JUA  jWlMiMartupw^to 
thofloof  the  Act  of  April  30th,  1790,  (1  IT.  S.  Stnt.  at  Lany.         'vlth  one  erccptioD 

The  proTlaion  in  the  Sbid  aection  of  the  Act  of  ITM),  for  the  outi  of  aasuultlng,  beating  or  woond- 
lag  any  Faderal  cAloer,  or  other  penoD  duly  Mrtborindt  wUIe  eomivd  tn  Hrf1iwor«iaotit- 
ir.tr  nnjr  procosR,  may  apply  n<  ivt-ll  to  the  rx(>cntloa  of  prooem  unrlfT  the  Act  nf  IKV)  a><  undfT 
any  other  Act,  tiH)  oaee  not  being  tHiecifloaUy  provided  for  in  Mm  Act  of  IhOO,  aul  thmi  being 

Thrrr  i«  some  doul>t  whothfr  a  CIrcuJt  Court  has  jurlarlir-ttr.n  of  the  ofTnrrrj  nnTned  in  thoTlSl 
eeoion  of  the  Act  of  ISfiO,  aa  Utat  Act  in  teona  Umiht  ootfuixanoe  of  thotse  ofleooea  to  tk* 

It  may  be  a  qoeatloQ  whethor  tho  provision  of  the  11th  section  of  the  Jodiciary  Act  of  P<nf<  1:1.- 
bw  Sitli,  17S6^  (1  U.  S,  SKU.  at  Large,  78,)  ooofetring  on  the  Oiroott  Cknart  ooncmrent  joria- 
dietioa  wfthtbeDlrttlotOoaitof  AIlarfaMiMid  ofbiuMaoosnlMbia  thento,  iVpUaa  to  jotl*- 
diction  w>»aHtaent»yMBllM»d  aattolM^tlcfcOboit  ili>»ipKMet>^  bgr 
tiMActof  18G0. 

Tlwvio«tdonof  tiMtliMtlMoe  thsAetoC  At«vrtMul^        A  BUU,at  Liwt/e,n,)bf 

which  the  District  Court  ts  authoriaed  to  remit  to  the  Circuit  Court  any  inditinicnt  iieoribg 
In  the  Diatiia  Court,  no  doobtemhraoea  thecaeea  speoifled  In  the  7th  aeotion  of  the  Aotof 

Tbe  oonaequenoea  of  CavoOito  wiiHiiw  and  oMnotlen  to  tb*  wwitlon  «f  tteintot  18B0, 


At  tbe  commencement  of  the  term,  Mr.  JiuUce  Nklson,  in  charging  tbe  Grand 
Jorj,  after  instructing  them  upon  the  kw  apptioable  to  the  acTeral  c«ms  tbftt 
WW9  to  cooM  iMAyra  tbcoBi  pvooMd6d  Iblloni* 

The  INitflet  Mbonuj  has  called  mj  afttentlon  to  a  eiAm»  recently  oommitted 
III  one  at  the  WMfc  popoloos  towna  In  the  Western  part  of  this  Sute — the  case 
of  the  Minm  end  reaene  of  e  fbgitiTe  aUre  oat  of  (lie  handa  of  o  Federal 
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offictir,  bj  m  unlawful  awemblage  of  people,  more  or  lew  armed,  pending  an 
tift*"'«M>^m*  bt/tan  •  ma^itnte  in  inmaMiM  of  u  Act  of  CktngreiB  pMMd  Sip> 
tanlMr  18tb,         (•  IT.  8.  Bai.  «f  Ltarge,         The  crimo^  m  alleged,  ma 

oommitted  in  the  edge  of  the  evening,  in  tbe  midst  of  the  locil  polioe  tsd 
municipal  autliorities  of  a  citj  of  intelligence  and  cbamctcr;  and  thi?,  after 
threats  and  other  nnmistakabic  evidoTice."  of  an  intended  n  scu*  nnd  trinie  bad 
been  given  out.  Tbc  marshal,  and  ail  the  authorities  ai»»ocuitfd  wiih  him,  and 
other  persons  comiug  to  his  aid  and  assistance,  were  overborne  by  the  inolenM  of 
the  mob^  Mid  Iftw tud legal aiillioitty were trunplcd imder foot  Ihecaae ta one 
oailing  for  grave  and  eeriona  Inquiry  on  tbe  part  of  the  pnbUo  anthoriMea.  Hel* 
ther  time  nor  expense  should  be  regarded  in  Uifl^faiTaatigBtlon  of  the  crime,  and 
in  bringing  the  griilty  offenders  to  justico.  In  a  cn9e  so  seriouH,  strikiug  at  the 
very  foundation  of  a  Government  of  laws,  uad  substituting  in  its  pl*c«  brute  force 
and  auaxcUj,  the  whole  power  of  the  Government  should  be  put  into  requisition 
to  suppreM  the  apirit  of  diaorder  and  punish  the  guilty.  Mo  Qovanmcnt  It 
worth  preaanrfng  that  doea  not  or  cannot  enforoe  obedience  to  ita  Uwa. 

The  7tb  section  of  the  Act  of  18(H>  makes  it  a  misdemeanor,  sut>jeot  to  fine 
and  imprisonment — the  fine  not  to  exceed  ^1,000,  ami  tlie  imprisonment  not  to 
exceed  six  monilis — for  any  jjcrson  knowingly  to  obstruct  the  arrest  of  a  fugitive 
from  service,  or  for  any  person  to  rettcue  ur  attempt  to  rescue  the  f\igitive  after 
the  arrest  is  made,  or  to  idd  or  abet  or  assist,  du^eotly  or  indirectly,  in  an  eaciqw 
or  reaoue.  The  punishment,  according  to  this  Act,  ia  by  indletmant  and  eonvie- 
tioii  before  the  District  Coort  of  tho  United  SCaioa  for  the  Diitriot  within  which 
tbc  ofTcnce  is  committed. 

The  22d  section  of  the  Act  of  CongTe!<s  passed  April  ?,(nh,  1790,  (1  r  S.  .<ifat. 
at  J.arfff,  11 T,)  also  provides  for  the  case  of  the  obstruction  of  legal  t>n  <  <  >=  in 
the  handd  uf  an  uflicer  of  the  i  vUcrul  Guverumeui.  The  offence  is  puumiuible 
by  a  fine  not  exoaadlng  $800,  and  imprieonmeDt  not  oioaadbig  twalvo  noathi. 
80  for  aa  It  reepecta  an  obatntctlon  to  tfie  axeeatfon  of  legal  proeeoi,  or  a  fordbia 
rescue  of  the  priaoner,  under  the  Fugitive  f^lave  Act,  tho  ptOviMons  of  that 
Act  probably  supersede  those  of  the  Act  of  1790,  with  one  exception.  The  Act 
of  1790  provides  for  the  case  of  assaulting,  beating  or  wounding  any  Federal 
officer  or  other  person  duly  authorized,  while  engaged  in  serving  or  executing 
any  pfooaia.  Tbia  eaao  ia  not  apocifically;provlded  for  in  tho  Act  of  16B0,  and 
may  apply  aa  wdl  to  an  axacntioB  of  proeeaa  vndar  that  Aot  aa  nnder  any 
other  Adi  thaio  being  no  neeeaeaiy  mpagnaney  batween  the  Aala  hi  thio 
respect 

Thero  h  some  doubt  fts  to  whether  the  Circuit  Court  of  the  United  States 
has  juri^Uiction  uf  an  offence  committed  under  this  Act  of  18dO,  as  the  Act  in 
terms  limits  the  cogi^aance  of  the  offence  to  the  District  Court.  I  have,  there* 
foc«,  admd  the  Diatriet  Attotney  to  prcaent  the  caaea  before  tfnt  Cood  The 
11th  aeetlon  of  tho  Jadidary  Act  of  1789,  (1  U,  A  Sbtt.  al  Xoiya,  It,)  coofon 
on  the  Circoit  Court  concurrent  jurisdiction  with  the  District  Court  of  all  crime* 
and  offenees  coffnixable  therein.  But  it  may  be  a  question  whether  this  pro- 
vision applies  to  jurisdiction  subsequently  conferred  on  the  District  Cuuit  Li-? 
specifically  as  that  conferred  by  the  Act  of  1850.  There  is  a  pruvimou  in  a 
veeent  Act  of  Oongreaa,  by  wUch  the  Diatriet  Ooortia  anthotiaad  to  adjourn  or 
continue  criminal  caaea  pending  therein  to  the  Obeoit  Couxt^  wbidi,  no  doubt, 
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«mbvMes  the  cases  in  qasstion.  (Ad  of  Avg^       IMA,  9U.  &  dM.  of 

Lnrfr",  72,  §  2.) 

The  forcible  resi.'tanoe  to  and  obstruction  of  the  law  to  which  I  have  rofoireil, 
Inrolve  somethiug  more  than  the  simple  det'^at  of  the  execution  of  an  Act  of 
Congress.  The  Act  of  1850  was  passed  to  carry  into  effect  an  important  provis- 
fon  of  the  OmiBtitotion  of  the  United  8tst«S|  whieh  deobies  thsi  **no  penon 
ImM  to  serrioe  or  hbor  In  one  State,  nnder  the  laws  fbeieof,  eiea|ring  Into  am 
other,  shall,  in  consequence  of  anr  Inw  or  regulation  tbsrebl,  he  discharged  from 
such  serrice  or  labor,  but  shall  be  delivered  vp  on  daim  of  the  party  to  whom 

such  service  or  labor  may  be  due."  ' 

The  State  of  New  Yoric,  in  full  Conrcntion  assembled,  ratified  and  adopted  the 
Oonstitution  of  wliieh  this  prOTiiion  is  a  part,  on  the  Sftiii  of  July,  17^8,  wlien 
she  enteied  into  the  Uidoo,  and  thereby  piedged  the  ihlth  and  honor  of  the 
people  of  the  f^tate  to  the  ohservance  and  fulfllraenk  of  all  its  provisions  and 
iniiinctions,  and  of  all  laws  enacted  by  Congre=^>  in  piirsnance  thereof.  The  faith 
and  honor  of  the  State  are  involved,  therefore,  in  the  disdiarfie  of  those  duties 
and  obligations,  and,  while  these  Ttrtues  are  acknowledguU  by  the  people  of  the 
Stale,  tite  Oonstitation  will  be  revered  and  obeyed,  and,  so  far  as  she  is  con- 
oenMd,  the  Union  wiU  be  elMrisbed  and  preserved.  It  is  not  to  Iw  believed  (hat) 
fai  the  comparatively  short  period,  in  the  being  of  a  nation,  of  dxty-three  yeafs, 
her  sons  tuve  so  far  degenerated  aa  to  become  recreant  to  the  obligations  of  the 
Govcmtnent  formed  by  their  fathers  ;ind  cemented  by  their  blood,  and  under 
which  they  have  enjoyed  a  detrreo  of  fi  t  r  l.  ai  and  proiperity,  and  a  share  of  all 
the  social  blessings  flowing  therefrom,  that  never  before  fell  to  the  lot  of  the 
hnman  taoe.  Nor  ia  it  to  be  donlited  tbat»  when  it  is  seen  that  there  is  a  senti- 
ment of  treasonable  oppoddon.  In  aome  parts  of  the  State,  against  the  Govern- 
ment,  or^nizcd  and  breaking  out  into  open  acts  of  rerfstamoe  to  the  Constitution 
and  Inwei,  they  will  awake  to  the  danf^er,  and  {)Ut  down,  with  a  3tronp;  liand,  this 
spirit  of  disunion,  and  vindicate  the  faith  and  honor  of  their  fathers  and  the 
character  of  their  State. 

The  qnestlon,  whether  ttds  provlrioa  ct  the  Cknwtitittlott  is  to  be  carried  into 
exeontion  fn  tlie  qiirii  In  which  It  was  adopted,  hi  not  one  that  eoncenis  New 
York  alone.  If  tluil  were  all,  the  question  conld  be  settled  among  curaelves. 
But  other  States  have  an  interest — fifteen  of  them,  a  deep  and  abiding  interesU- 
in  its  observance.  The  compact  has  been  made  with  them  and  with  their  people, 
and,  until  they  conwnt  to  release  us  from  it,  wc  are  bound  by  it,  by  every  faith 
and  tie  that  eau  give  sanction  to  an  obligation.  It  in  true,  New  York  may  pos- 
ssss  the  physical  power  to  disregard  her  obligation,  and  set  the  Oonsdtation  mi 
•  Bsnght,  and  abide  the  oonseqnenees.  There  are,  I  am  sony  to  say,  Acts  npon 
her  statute-books  which,  if  carried  ont  Into  practical  effect,  wonid  have  already 
accomplished  it.  But  they  hare  not  been  carried  into  effect,  and  T  tnm  never 
will  be.  They  are,  fortunately,  a  dead  letter.  Before  tlie  people  of  New  York, 
or  of  any  other  Northern  State,  make  up  their  minds  to  disregard  and  disobey 
this  provision  of  the  Constitation,  they  will,  I  donht  not,  look  well  to  the  oonse- 
qnenees. OommoD  sense,  as  well  as  common  pmdence  snd  wisdom,  wotdd  dic- 
tate tins. 

As  I  have  already  said,  the  provision  in  question  is  a  material  part  of  the 
Oonstitation— the  fondsmental  Iaw  of  the  Union,  framed  by  onr  fiithers,  and 
86 
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uudi-r  which  wc  live — >o  luiitcriiil  and  iinportitDt,  Uiat  any  one  cuUTersant  with 
the  historj  of  tliat  ioBtrumeat  kuows  that  wiUiout  it  the  Union  would  Dever  hftre 
been  Ibrmed.  Lei  toy  one  or  more  of  tbe  Nortbem  States,  therefore,  aimiil  or 
utterly  disrqgerd  il,  siting  the  fliadanemel  bw,  in  tUe  reepeet,  et  defiaoee,  end 

bo  suet c^fiil  in  miinlaining  such  disregard  and  abandotiiiu-iit  of  dutj,  against 
the  whole  force  «ud  power  of  the  fronoml  Government,  and  a  disruption  of  the 
Union  is  alrori<i\  acoomiili-*h(*(l.  Oiit»  or  more  meniher?  of  the  Confederacy  can- 
not annul  n  material  part  of  tiic  compact  which  they  have  entered  into  with  the 
other  States,  becanse  they  liave  no  interest  in  it,  or  even  if  it  be  againM  their 
interest,  and,  at  the  same  time,  claim  an  ofaservanoe  of  the  compact  bj  othera. 
There  can  be  no  tuoh  obUgation  on  thoae  others,  legal  or  moral.  It  requires  bnt 
common  sense,  and  common  honesty,  to  settle  this.  Th;it  otlu  r  State  or  those 
other  States,  interested  in  the  rejected  and  repudiated  part,  iilttr  an  uiiav;iir;ri^ 
effort  by  the  coiu^tituted  authorities  of  the  Union  to  enforce  obedience,  would 
have  a  right  to  regard  the  compact  as  at  an  end,  and  to  withdraw  from  a  C<mStd' 
eraoy  of  Auihless  aasociatea.  There  are  two  ddes  to  the  oomiMict,  and  both  most 
be  obaerred,  or  neither. 

These  piinc^Ies  are  fundamental.  They  lie  at  tho  fbiwdatlon  of  all  contracts 
and  compacts  entered  into  by  parties,  whetlier  for  government  or  any  other  pur. 
poae ;  and  tLiev  oxnot  nothing  more  than  coiiiiuou  hoDCSly  aud  good  faith,  in  the 
observance  of  the  duties  and  obligaUous  of  Ciich. 

Seeing,  therefore,  and  properly  appreciating  these  oonscqucnces,  as  the 
inevitable  tendency  and  result  of  brealting  and  setting  at  naught  a  material  part 
of  the  C(mBtituti(;ti,  with  what  concern  should  every  good  oitixen  contemplate 
tVi<'  net,  nnd  with  what  alacritv  and  spirit  should  he  come  up  to  its  support 
and  luaintenanee !  What  va«  aiul  luouuMitous  interests  may  dt'jiL-nd  upon  his 
active  and  patriotic  devotion  in  defence  of  tiie  Ck)DStitution  and  laws  of  his 
oountiy  I 

No  one  need  Ibr  a  moment  harlMW  the  soppodtion  or  b^ef  that  the  Nortbem 
Slates  will  not  be  held  to  a  strict  ftlllUment  of  their  constitutional  obligations 
arising  out  of  this  clause  of  the  compact.  The  people  of  fifteen  States  of  the 
Union  nre  deeply  interested  in  its  execution,  nnd  demand  its  observance.  They 
have  already  determined  tltat  it  must  no  longer  b^  disregarded,  and  have 
appealed  to  their  Northern  brethren  to  come  up  to  their  conatitutioual  duties  and 
obl]gati<ms  and  save  the  Union.  Many  of  them  have  confidence  thai  tbey  will, 
and  are  at  this  moment,  upon  the  strength  of  that  confidence  maintaining  a 
Verona  and  manful  struggle  with  their  leas  confident  brethren,  in  behalf  of  the 
Uni<in.  It  recpiirca  but  an  honest  and  faithful  discharge  of  these  duties  and 
obligations  by  the  North,  to  cheer  them  r>n  and  crown  their  patriotic  efforts  with 
succci^  Let  tho  great  State  of  New  York,  therefore,  not  falter  in  her  duty, 
nor  prove  recreant  to  her  obligatbos,  at  this  time  and  in  this  struggle.  No 
Sute  has  a  greater  stske  in  the  preservation  cf  tbe  Union ;  nor  is  there  any  one 
who.sc  voice,  for  good  or  for  evil,  will  be  more  powerAilly  felt  thrao^iont  its 
iunits. 

Disorderly  and  turbulent  men — the  common  disturbers  of  society — are  found 
in  every  Government ;  and  occasional  outbreaks  against  law  and  legal  authority 
mttst  be  expected.  They  scarcely  compromit  the  character  of  a  people,  when 
the  violence  is  ^leedity  suppressed  and  the  guilty  offenders  are  sternly  pun^ 
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ished.  New  York  may  thns  roflecm  lu  rself  from  ibc  odium  of  suffering  the 
Oonstitiitinn  nnd  laws  of  the  Union  to  bt  tiaiii]ilt  (l  uniier  foot,  and  from  n  just 
respouisibility  to  the  other  members  of  the  Couletitiiicy.  She  will  thus  viniiiiate 
herself  from  the  bad  example  of  hariog  broken  the  compact ;  auU  uiiior  .States 
will  not,  M  far  EB  her  ■ctioii  ia  conoemed,  be  releaeed  from  their  obligations. 
Bat|  diould  du»  lUtor  in  tliia  daty,  and  in  redeeming  her  own  plighted  faith  to 
the  Constitotion,  how  <»in  ?hc  expect  to  preserve  the  Union,  or,  that  other  States, 
deeply  concerned  in  the  cili-trvance  of  her  ofilifration*?,  will  rr^main  with  her  in 
the  Confederacy  ?  It  would  be  vain  lo  t  xpert  it  ;  aiul  her  conduct,  in  the  case 
supposed,  will  have  rendered  her  powericsji  in  any  attempt  to  coerce  the  associa- 
tion. Haling  broken  the  compact  herself,  and  cast  off  her  constitutional  obli^. 
tiona,  she  wlU  haTO  rendered  herself  morally  Impotent  to  escact  fidelity  tnm 
othenk 

Any  one  conversant  with  the  history  of  the  times,  and  with  the  great  issue  now 
agitating  the  country,  and  in  which  the  pcrp«»tuify  of  this  Union  is  involved,  can- 
not fail  to  have  seen  that  the  reuuU  is  in  the  hands  of  the  people  of  the  Northern 
States.  They  must  determine  it,  and  the  responMbility  rests  upon  iliciu.  If 
they  Abide  by  tiie  Conslltntlcm— the  whole  and  every  part  of  it-^t  will  be  well. 
If  they  expect  the  Union  to  be  saved,  and  to  ei^py  the  blessings  flowing  from  it, 
short  of  this,  they  will  find  themselves  mistaken  when  it  is  too  late. 


IL 

[The  following  prooeediogs  took  plaoo  in  the  Circuit  Oonrt  of  the  Uaitea  St»ke«  for  the  Southern 
DlRtcfot«<  Mew  Todc^  attlie0il7«l  New  York,  on  tb»  S6Ui  oC  October,  1803.] 

Thb  Diath  oa  DAjiua.  Wsbsveb. 

At  the  opening  of  tbo  Court,  Mr.  J.  PreAcolt  Uali,  United  States  District 
Attorney,  addressed  the  Court  (held  by  Judge  Btcrrs)  as  foUows : 
Hay  it  please  your  Honor :  Snee  tfie  last  ac(|oumment  of  this  Court,  the  Intel* 

Ugence,  sad  but  not  unexpected,  has  r*.uched  ua,  that  Daniel  Wkhstib  Is  DO 
more.  He  died  yesterday  morning,  in  the  full  possession  of  all  his  mental 
power?,  exhibiting  in  his  death,  as  he  had  always  exhibited  in  life,  the  entire 
superiority  of  his  mind  over  all  corporeal  attributes.  When  we  consider  his 
greatness  as  a  man,  his  public  services,  his  glowing  patriotism,  his  political  dis- 
tinetioD,  his  official  station,  bis  matchless  eloquence,  and,  as  lawyers,  his  profe»> 
sional  eminence,  which  placed  him,  beyond  dlspnte  and  without  doolit,  at  the 
very  head  of  the  American  bar,  it  seems  fit  that  the  oocadon  of  his  death  should 
not  he  snfTorcd  1)y  this  tnl)un:il  to  pass  by  withotit  some  «pccml  noticf  of  the 
event,  and  some  evidence  to  endure,  upon  its  records,  of  the  liigh  considcratioa 
with  which  lie  was  here  regarded. 
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I  rise  not,  sir,  to  pronounce  an  eulo^am  upon  this  grMt  BuH.  The  woild 
knowd  that  by  heart ;  and  a  nation's  tcara  are  at  this  moment  poured  out  upon 
the  bier  where  lie  lios  in  t!ie  solemnity,  the  repose  and  the  miyeaty  of  his 
deatti.  lie  died,  sir,  m  we  all  could  have  wished  him  to  die,  when  the  inevi- 
table hour  should  como — bis  profound  intellect  clear,  serene  and  unclouded^ 
triumphing  over  all  the  iiifiradti«t  of  phjndod  dMay,  and  leljing  upon  tboM 
wUglous  eoMoUtiona  wbieh  «ra  the  onlj  aolaoe  in  th«  dreed  bottr  of  mortal 
dissolution. 

I  knew  Mr.  Wbbster  well.  I  liad  the  honor  of  his  acquaintance,  and  hope 
it  is  not  ton  much  to  say,  o(  his  friendship,  for  more  ihau  a  quarter  of  a  ceu> 
tMTj.  It  was  bis  counsel  and  advice  which  led  me  to  this  great  city,  where 
I  met  with  profcasional  «iioouragcraeDt  Jkr  beyond  mj  deiwta.  I  Imto  aeen 
bim  tinder  every  vaiie^  of  dreamstancee*^  the  eednded  booxa  of  oooaalte- 
tion,  where  his  4^ent*s  interests  seemed  to  absorb  all  his  remarkable  power  of 
atteotion.  I  have  seen  him  in  the  midst  of  his  family  circle,  dispensing  and 
enjoying  a  genial  hospitality.  I  have  partaken  of  his  innocent  and  manly 
ainiHcmcnts.    I  have  walked  wiilt  hlut  uloue,  at  twilight,  upon  the  >hure  of  the 

fur- redounding  sea."  I  have  seen  him  in  the  forum  and  in  the  iaeoate-chamber 
— 4us  gigantie  intellect  towering  aboTO  ail  hie  eompeenL  And,  nnder  no  dnsom* 
atances  nor  on  any  oocanon  ifid  I  ever  know  him  to  fcnget  hie  own  dignity,  or 
cease  to  impress,  if  not  overwhelm,  with  the  sense  of  hls  anrpeMlqg  greatneaa. 
From  his  lips  I  have  never  heard  an  irreverent,  a  profane  or  an  unseemly 
expretksiou  ;  wliile  his  playful  wit,  his  deep  philosophy,  his  varied  acquirenunta 
and  unrivalled  powers  of  conversation  are  among  the  richest  treasures  of  my 
reoolleetion. 

He  baa  gone  down  to  the  grave  full  of  years  and  fldl  of  bonoia.  Hie  voloe 
will  no  longer  be  heard  in  the  Court-room  or  in  the  halls  of  legislative  debate ; 

but  hi?  example  s^till  remain?,  and  his  fame,  undying  and  wide-Spread  as  the 
world,  will  be  ohcrislied  among  the  chief  treasures  of  his  country.  Uis  8un  is 
set,  but  it  leaves  behind  that  long  and  luminous  track  which  shows  whtit  glo- 
rious orb  it  is  that  has  descended  beyond  the  horizon.  The  philosopher,  the 
patriot,  the  greet  man  eloquent,**  has  gone  to  **hlB  reoompense  of  reward,** 
and  there  remains  not  npoo  the  whole  eardi  another  biteUeet  to  supply  his 
.place. 

I  move  you,  sir,  in  consideration  of  our  professional  loss  and  the  national 
bereavement,  that  this  Court  do  now  adjourn,  and  that  the  cause  of  its  ad- 
journment be  entered  upon  its  records,  in  perpetual  remembrance  of  the  sad 
ofent 

Judge  Betts  replied,  in  sobstmu  L' :  It  has  not  been  the  usage  with  this  ConrC, 
or  the  Presiding  OfRoer,  on  occasions  like  the  present,  to  accompany  the  accept- 
ance of  motions  of  this  character  with  extended  observations  on  his  part.  I 
trust,  however,  that  a  long  and  intimate  acquuntance,  in  prufec^ionai,  legis- 
lative and  private  life,  with  the  eminent  sutyect  of  the  eulogy  pronounced  so 
feelingly  and  eloquently  by  the  United  States  Attorney,  will  render  It  not 
inappropriate  for  me  to  add  the  expression  of  my  deep  qnapatihy  In  thia  grsat 
bereavement,  and  join  my  individual  testimonial  with  that  of  thia  assemblage 
of  the  Mends  and  assoeiates  of  the  deoeased,  to  hia  snipassing  gifts  as  n  jurist, 
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atukwnwn,  orttor,  adiolar,  oompiafon  ud  friend.    Tb«w  pvooeediags  at  this 

place,  although  not  within  the  special  sphere  of  Mr.  Wkbstcr^s  proA^ional  and 
public  life,  seem  to  be  oiulncntly  nppropriate,  not  only  because  this  tribunal  was 
fre<juently  the  field  on  which  were  dL-^played  hi.s  commanding  eloquence  and 
juridical  powers,  but  especially  because  his  highcut  disiiuctions  at  the  bar  were 
tlMMM  of  ft  miioiMl  Uwjvt  ind  an  eiponnder  of  the  Oonstitotioii  of  the  connti^. 
I  aeocpfc  th«  motion  of  tiie  ITiilMd  Statoft  Attomoy,  aad  diraot  that  the  teatimonial 
of  this  meeting  to  the  talents  and  character  of  Mr.  Wedsteb  be  reoonled  upon 
the  minutc!'  of  the  Court ;  and,  in  further  respect  to  hi-*  nipmnrv,  it  is  ordered 
that  jadicial  buaineia  be  suspended  Cor  the  daj,  and  that  the  Court  now  adjourn. 


in. 

[The  foUowiug  pTMcedlneataokplmofllatbeCiroaiiOourtQf  tho  UoitMl  StatM  fbrtbe  Northern 
IMdflt  «l  l$«w        at  AlliMV*  «B  yw  aSOi  oC  OelolOT,  180S.] 

Tarn  DcLTH  or  DaniL  Wnnm. 

At  the  opening  of  the  Court,  Samuel  Stevens,  Esq.,  addressed  the  Court  (held 
by  Kr.  Jaaliee  NnaoM  and  Judge  Hill)  as  ibUowa : 
Iby  it  pleaae  the  Oonxt  t  Snoe  fhe  adjournment  of  this  C^nrt  on  Satnrdaj 

erening,  a  member  of  our  [irofession,  who,  as  a  jurist,  had  no  superior  in  pro- 
found wisdom,  deep  and  varied  loarnlnp,  uiid  clear,  furcilih'  and  convincing 
eloquence,  in  this  or  any  other  country,  arid  who,  u  stJitosniaii,  justly  occupied 
the  highest  position  in  the  councils  ol  this  ualiuu,  and  the  largest  space  in  tho 
coutidence  and  affections  of  the  people  of  the  United  States,  has  departed  thia 
lUb.  Davibl  WnavBt  died  at  Maiddt^  a  few  ndnotea  before  8  o'clodt,  yes- 
terday  morolng. 

The  present  year  has  been  singularly  fraught  with  melancholy  events  both  in 
this  country  and  In  Enprland.  Scarcely  thrc«  month«i  had  elapsed  since  the  nation 
was  called  upon  to  deplore  and  lament  the  death  of  Uenry  Clay.  It  it  no  injus- 
tice to  others  to  say,  that  those  two  great  men,  for  the  la.«it  forty  yeur(<,  Imvc  acttd 
the  moat  Important  parts  In  the  oonndh  of  this  nation;  and  that,  to  their 
palri  ..tlsm  and  their  irisdom  thia  eonntiy  ia  deeply  Indebted  for  the  stability  of 
Its  Cklivdninient  and  institutions,  and  for  tho  unexampled  proiiperi^  and  happlneSB 
of  its  people.  England,  too,  dorin?  this  year,  has  been  called  upon  to  mourn 
the  lo^  of  two  of  her  most  distinguished  sons— Sfar  Robert  JPeel  and  the  Duke  of 
Wellington. 

It  ia  some  OQiiiolallon  to  na,  while  we  moot  deeply  deplore  the  loie  of  our  two 
great  etaleemen  and  jnrlilii  tliat  they  were  ealled  to  their  last  teat  full  of  yean, 
possessing  the  entire  confidence  and  deep  affection  of  the  people  of  the  United 
States,  and  whli  well  and  lkdtbAdly<eanied  honors  thioUy  dostering  aronnd 

thBPT. 
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As  au  evidence  of  our  iK-ttrllclt  appreciation  of  the  great  lorn  which  our  pro- 

feasion  and  our  oouBir j  liave  sustidtied  In  Uie  detth  ^  Ifr.  Wibsxbb,  and  «•  a 
mark  of  our  Mfw-dyiog  respect  for  Mi  worth  and  memory,  I  move  that  thb 
Court  do  now  a^oum. 

Mr.  Justice  Nelson  responded  as  follows :  The  Court  readily  acquiesce  in  the 
propriety  of  tiiia  motion.  The  lonjr  and  eminent  life  of  Mr.  WKnsTrn  in  the  prr*- 
fcssion,  and  in  the  public  councils  of  the  nntion,  well  entitles  his  numory  to  ih'm 
mark  of  re.'^pcct  from  his  professional  brethren  and  the  Court.  It  is  not  too 
much  to  aaj  that,  iu  our  profeanoo,  which  be  lored,  he  had  no  nipeilor  in  this  or 
any  other  eoaotiy. 

We  aliall  direct  the  a4Jottroment  of  the  Court,  agreeably  to  the  reqneet  of  the 
bar,  and  that  the  proceedings  be  entered  upon  the  minutea. 

Judgt^  IT.u.r.  said  :  I  am  well  awnre  that,  on  ordinary  occasions  of  thi?  elianic- 
tcr,  if  wduM  lit'  most  up(>ru|»n<ite  for  lue  to  remain  silent  ami  Itave  to  the  Presid- 
ing Judge  the  expression  of  the  scntimcats  and  sympathies  of  the  Court.  But, 
having  been  eo  reoendy  the  personal  associate  and  olBdal  edieagoe  of  lb, 
Wsasns,  I  cannot  refrun  fh»m  deelaiing  my  eoncmrence  In  the  eentimeata 
alrcitdy  expressed,  as  well  as  my  deep  sympathy  with  tbOM  who  feel  ma'<t  keenly 
the  aftiiitnii^  di^ivpnsation  which  has  taken  from  uh  one  whose  pienins  and  intellect 
and  e1oque:iee  and  learning  eminently  entitled  him  to  rank,  by  eouauon  consent, 
as  the  profoundest  American  lawyer  and  the  ablest  American  statesman. 


IV. 

[Th>-  folloM-ini;  RuIck  hin<  u  a  ndoptsd  siooe  JaDU^fOtli,  18B1,  in tlie Cimilt Cout foc the 

Bootberu  Diatrict  c»f  New  Vurk.] 

Jmimt  Vnk,  1858. 

OanXRKo,  that  all  and  each  of  the  Commts^oners  appointed  by  this  Court, 
by  order  or  rule  entered  January  SOth,  1861,  to  take  aiBdavlta  In  dvil  causes 
depending  in  the  Courts  of  the  United  States,  Ac,  be  and  the  said  Commia^ 

noners  arc  hereby  appointed  and  authorized  to  act  as  Comnnpsioncrs,  and  each 

of  them  is  h^rfby  appointed  and  aiifliorized  to  act  as  a  Coiiimi??ioncr,  unilcr 
the  provihiuiis  uf  the  Ael  of  Coiiirie^d  entitled  "  An  Act  for  pivinj;  effeot  to 
certain  treaty  slipuluiiouH  between  tliis  and  foreign  Govemmeutii  for  the 
apprdiension  and  delivering  up  of  oertain  olfaiders,'*  approred  August  12tb, 
1848. 
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May  nOi,  1863. 

Ordered,  as  a  standing  rule  of  this  Court,  that  the  Clerk  issue  a  vmire  to  ibe 
Marrihal,  for  a  Grand  Jury  to  be  in  attendance  aft  the  oommenoement  of  each 
regular  term  of  this  Court.  « 


prbe  foOowlnfr  RnlM  bm  teen  adopMl  dme  October  ttd,  IttO^itt      Olreatt  OovrtlwtlM 
HOKtlwni  I>isMo«i  of  New 

Avovn  IWA,  \m. 

OaoiBiD,  that  the  Clerii  of  this  Court  be,  and  he  Is  hereby  veited  with  general 
power  to  name  Gommiaaioneraf  In  commisriona  to  be  iaaaed  to  take  teatimony,  in 
like  manner  that  the  Cottrt  or  a  Judge  thereof  can  now  do  bj  tlw  07th  Equi^ 
nde  preaoribed  by  the  Supreme  Court  of  the  United  Statea. 


Jvur  Ur,  1668. 

• 

It  is  mnxBT  oRDERxn,  th.it  the  rule  formerly  adopted  by  the  District  Oourt 
of  this  District,  while  having  Circuit  Court  powers,  and  which  afterwards 
became  and  wii^  made  a  nilo  of  this  Court,  under  which  the  First  Judge  of  the 
County  Courts  and  the  Clerks  of  the  i^everal  Counties  in  this  District  were  made 
or  appointed  Commissioners,  and  authorized  to  discharge  certain  duties  conferred 
by  Aeta  of  Oongreaa  npon  Gommiadonaa  appointed  by  tiie  Gbcdt  Gouita  of  the 
United  Stalea,  ihall  be  and  the  aame  ia  lUNiby  repealed,  anmilled  and  vacated, 
and  that  such  officers  and  persons  shall  no  longer  be  ex-offieio  Con)iiii$:.sioncra 
voder  the  said  Acts  of  Congress,  br  appointment  of  this  Court,  or  of  the  said 
IHatrict  Court  whilst  exerciaing  the  powers  and  authority  of  a  Circuit  Court. 


[The  loUtowtog  Bnto  ha*  been  adtgytad  in  the  Circnit  Ooort  foe  tba  Dlatiict  of  QotwuioMcut.] 

April  Ttaa^  1651 

Tee  parUee  shall  be  allowed  to  enn^  ftdrwitaaMWa  and  eddbit  tiieir  proofii 
in  open  Oourt^  at  the  hearing  of  the  oanae,  In  the  aame  manner  as  on  the  trial  of 
acUona  al  common  law.  ProTiaion  ehaU  be  made  by  the  party  or  partlea  to 
esan^nittg  the  witnesses  in  Court,  for  taking  down  the  testimony  of  audi  wit> 
and  placiug  a  tranaciipt  thereof  on  file,  in  all  i^>pealable  cauaea. 
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.  A. 

ABANDONMENT. 
8u  Patents,  li  to  26,  S^^  UO. 

AC(X)UNT. 

Set  MOXKT  BAD  AND  RICKITSO,  Ij  1. 

ACTION. 

L  The  extension  of  Admiralty  jurisdic- 
tion to  the  lalces,  by  the  Act  of  Feb- 
ruary 26th,  1846,  (6  (I.  8.  Stat,  at 
Large,  726,)  did  not  talte  away  the 
concurrent  remedy  which  existed  at 
common  law,  and  which  is  to  be 
sought  in  the  jurisprudence  of  the 
States,  and  u?uaHT  in  the  State 
Courts.    The  Oiobi,  i21 

St(  AnMIRAtTT,  1,  2, 
CaUUIKK,  5,  tL 

Copyright,  5^ 

ConrORATIO!*. 

Col  UTS  of  U.  States. 

Duties,  11^  13,  14^  16,  19,  20»  M. 

Injunction,  1  to  S, 

JUUUMSNT,  fi  to  & 
Lixn,  2^  4  to  fi. 

MONKY  HAP  AND  RKCFIVKn,  L 

Patlms,  SB  to  41. 1^  to  la. 
Peactice,  2fi  to  28,  32, 

ADMIRALTY. 

L  Where  an  action  in  pertonam  is 
brought  In  the  District  Court,  in 


Admiralty,  on  a  money  demand 

amounting  to  less  than  $60,  but  the 
libcUaniU  claim,  witE  interest, 
amounts  to  more  than  {60  at  the 
time  the  decree  is  made  by  the  Dis- 
trict Court,  and  be  has  a  decree  in 
that  Court  for  more  than  f60.  an 
appeal  lies  to  this  Court  from  such 
decree.    Godfrey  V.  Gilmartin^  iiO 

2.  On  such  appeal,  the  action  becomes 
a  plenary  suit  in  thid  Court,  and,  if 
the  decree  is  affirmed  by  this  Court 
with  costs,  full  costs  of  this  Court 
may  be  taxed.  id, 

a.  A  surety  in  a  stipulation  giren  on 
the  release  from  uttaelimcnt  of  the 
property  of  a  respondent  in  a  suit 
in  Admiralty  in  permnam,  in  the 
District  Court,  cannot,  where  the 
stipulation  is  in  a  sum  certain,  be 
compelled,  as  surety,  to  pay  more 
than  that  sum,  although  the  stipula- 
tion is  (x>nditioned  to  pay  such  sum 
as  shall  be  awarded  to  the  libellant  by 
the  final  decree  in  the  suit.  JStqwh 
V.  JBtomwf,  aiQ 

8ei  Action. 

Bill  of  Lading. 

Carrier. 

Collision. 

Lien. 

Saltaoe. 


ADULTERY. 
See  Harrlaoe,  2,  S. 
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ADVANCES. 

See  Bill  ok  Lading,  8j 
Factor,  2  to  A. 

AGENT. 

See  Factor. 

Money  had  and  rbcbited,  L 

AGREEMENT. 

See  Copyright,  16^  12. 
EguiTY,  1^  2. 
Factor. 

Patksts!,  fi3  to  6Bj  61  to  fi2. 
Kefohts,  S. 

» 

ALIEN. 

See  JcRiSDicTios. 
Patents,  aa  to  82. 


AMENDMENT. 
See  Practice,  8. 

APPEAL. 
&e  Admiralty,  1^  2. 

APPRAISEMENT. 

See  Duties,  8,  12i  14,  16^  17,  18,  20^ 
22  to  26,  26,  28,  40,  ILL 

ASSIGNMENT  AND  ASSIGNEE. 

See  CopYRionT,  16^  12. 

Patknt-s,  45  to  85,  111,  112, 114. 
PlUCTicK,  2il  to  1:8. 


ATTACHMENT. 

L  A  plaintiff*,  in  moving  for  an  attach- 
ment against  a  defendant  for  con- 
tempt of  Court  in  not  obeying  an 

injunction,  must  state,  in  the  proofs 
on  which  the  application  i.-*  tuuuded, 
the  specific  acts  of  omission  or  com- 
mission which  constitute  the  alleged 
COUteiupt.    J'arkhurU  t.  Kinsman^ 

2fi 


2.  Wiieo,  in  such  a  proceeding,  the 
defendant  is  ordered  to  answer  in- 
terrogatories to  be  filed,  such  inter- 
rogatories must  be  limited  to  the 
particular  offences  m  alleged,  and 
must  not  inquire  in  regard  to  mat- 
ters not  charged  spccificallj  in  Buch 
proofs.  id. 

a.  Nor  can  the  plaintiff'  require  the 
defendant  to  answer  interrogatories 
as  to  particulars  which  are  charged 
on^  information  and  belief,  and  arc, 
not  cstablbhcd  by  direct  evidence. 

id. 

4.  Interrogatories  which  were  unau- 
thorized having  been 'demurred  to 
by  the  defendant,  and  he  having  an- 
swered, taking  is^ue  upon  others : 
//c/(/,  that  he  was  entitled  to  recover 
his  co>!ts  on  the  demurrer,  but  the 
enfoiccmcnt  of  the  costs  was  stayed 
until  the  issues  on  the  interrogato- 
ries answered  sliould  be  disposed  of. 

idL 

fL  Held,  also,  that  the  proper  mode  of 
proof  on  such  issues  was  by  testi- 
mony taken  orally  before  a  Master. 

id, 

fi.  The  80th  section  of  the  Judiciary 
Act  of  September  24th,  1789,  (1  U. 
S.  Stat,  at  Large,  88,)  gives  aumor- 
ity  to  this  Court  to  compel  witnesses 
to  attend  before  a  Commissioner  for 
examination  dc  bene  esxe,  in  the  same 
manner  as  to  compel  them  to  appear 
and  testify  in  Court  And,  upon  duo 
proof  of  ser^'ice  of  a  subpa-na  upon 
a  witness,  requiring  his  attendance 
before  a  Commissioner,  and  the  cer- 
tificate of  the  Commissioner  that  the 
witness  did  not  attend  before  him,  it 
is  proper  that  an  attJiehment  should 
issue  against  the  witness.  Ex  parte 
Hutitphreyy  g2S 

.  2.  But  that  statute  does  not  apply  to 
a  witness  who  is  casually  ab.sent  from 
home,  although  he  is  found  at  a  place 
more  than  one  hundred  miles  from 
the  place  of  trial  of  the  cau^o,  unless 
he  is  about  going  to  sea,  or  is  aged, 
infirm,  &c.  id. 

a.  Where  an  attachment  is  issued 
against  such  a  witness,  the  question 
of  the  authority  of  the  Commissioner 
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and  of  the  rcj^ularity  of  the  proceed- 
ings before  liim,  is  properly  brought 
before  the  Court  by  affidavit.  id. 

8m  JunoMENT,  Q  to  8. 
LiKN,  8^  a. 

PATEWTtS,  75. 

Practick,  5,  fi. 

AUSTRIA. 
See  Duties,  3,  23,  42,  63. 

AUTHOR. 
See  CopyRioiiT,  1  to  3, 18, 11, 

B. 

BAD  DEBTa 
Sec  Patents,  05,  IQIL 

BAGGAGE. 
See  Carrier,  1  to  4. 

BAILEE. 
Sec  CiJiRiER,  3, 

BANKS. 
See  Injunction,  8,  i. 

iNTfRPLEADER. 

BILL  IN  EQUITY. 
<Sm  Pleading. 

BILL  OF  DISCOVERY. 
See  DiscoTERT,  I  to  10.  Ifi  to  11. 

BILL  OF  LADING. 

L  Where  a  bill  of  lading  of  bales  of 
cotton  describes  them  oa  "  in  good 
order  and  well-conditioned,"  those 
words  have  reference  to  the  external 
condition  of  the  cotton,  and  import 
that  it  was  in  good  shipping  condi- 
tion at  the  time  it  was  received  on 


board  of  the  veseel,  but  do  not  war- 
rant the  internal  condition  of  the 
cotton  in  the  bales.    Bradstrect  v. 

2.  Where  cotton  in  bales  w.x3  shipped 
at  New  Orleans  for  New  York,  aiid 
the  master  of  the  vessel  gave  a  bill 
of  lading  for  the  cotton  as  "  in  good 
order  and  well-conditioned"  when 
received  on  board  the  vessel,  and  it 
was  in  bad  shipping  condition  when 
it  arrived  at  New  York,  a  large  part 
of  the  bales  being  old  and  rotten, 
and  badly  torn  and  damaged,  and 
the  cotton  being  consequently  soiled 
and  damatred  by  exposure,  and  it  ap- 
peared that  the  effects  of  this  dam- 
age upon  the  external  state  of  the  cot- 
ton were  developed  at  New  Orleans 
before  it  was  shipped  :  Held^  on  a 
hbel  in  pmonam^  in  Admiralty,  by 
the  master  against  the  consignees  of 
the  cotton,  to  recover  the  freight, 
that,  OS  the  damage  to  the  cotton  ex- 
ceeded the  freight,  the  libel  must  be 
dismissed.  id, 

a.  Held^  also,  that  as  the  con«»ignePS 
had  made  large  advances  upuu  the 
cotton  on  the  faith  of  the  representa- 
tion in  the  bill  of  lading,  that  it  was 
slapped  *'  in  good  order,"  their  secur- 
ity, as  bond-Jide  purchasers,  ought 
not  to  be  lessened  or  impaired  by 
permitting  the  master  to  contradict 
that  representation.  id, 

i.  Held,  also,  that  although  the  cotton 
might  have  been  sold  for  an  excess 
beyond  the  advances,  sufiieient  to 
cover  the  freight,  the  consignees 
were  entitled  to  it  in  the  condition 
described  in  the  bill  of  lading,  as 
security  for  their  advances,  without 
regard  to  the  fluctuations  of  the  mar- 
kct,  or  to  sales  to  be  made  at  any 
particular  state  of  it.  id. 

See  Carrier,  3,  4,  6- 

BILL  OF  SALE. 
See  Lien,  2, 3, 

BILLS  OF  EXCHANGR 

L  J.,  for  the  accommodalioTJ  nf  M.,  ac- 
cepted a  draft  drawn  by  M,,  puya- 
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blc  to  bis  own  order.  In  a  suit 
against  J.  on  the  draft,  brought  by 
P.,  to  whom  M.  transforred  it  lirfon' 
due,  J.  set  up  that  his  acceptauce 
was  obtained  bj  fVaud  :  Held,  that  a 
receipt  signed  by  M.,  expre-vsing  a 
consideration  for  the  transfer  of  the 
acceptance  to  P.,  was  not  competent 
eridence  against  J.  to  prove  the  pay- 
ment of  value  by  P.  for  the  accept- 
aDcc.    riatt  V.  Jeromf^  IM 

i  Before  the  draf^  wa^  pnR«ied  to  P.,  it 
wad  put  by  M.  into  tlie  hands  of  one 
B.,  to  negotiate.  B.  inquired  of  J. 
as  to  the  draft,  who  said  it  was  a 
business  draft  and  would  be  paid  at 
maturity.  Afterwards,  and  before 
takin{»  the  draft,  P.  applied  to  B.  to 
kuow  what  J.  bad  suid  about  the 
draft,  and  was  told,  and  then  took 
the  draft :  /ArW,  that  P.  could  not  be 
in  any  more  favorable  position,  as 
regarded  the  ioqubics  he  made  of 
B.,  than  if  he  had  made  them  of  J. 
himself,  in  which  cas€  be  would  Ivave 
been  bound  to  disclose  to  J.  any 
knowledge  he  had  that  J.  had  been 
defrauded  iu  giving  the  acceptance. 

id. 

8^  ffeld  fiirther,  that  if  P.,  when  he  ap- 
plied to  B.,  knew  that  J.  bad  been 

defrauded  in  pivinj:  the  neccptanee, 
such  liuowledge  would  affect  bi^  title 
to  the  draft.  id. 


BOLIVIA. 
Se«  DoTiKB,  6L. 


BONA-FIDE  PURCHASER. 

Set  Bill  op  Lapixg,  8^  4. 
Bills  of  Excu^gs. 
Eqcitt,  2. 
Patents,  50  to  &£. 


BOND. 
8e«  DtrriBS,  44^     to  IB. 


BURDEN  OF  PROOF. 
8e«  Patents,  26. 


c. 

CAPTAIN. 
See  Steamboats. 

CARRIER. 

L  Where  a  passenger  accompanies  his 

baggage,  the  fare  charged  for  hia 
passage  includes  compcns;ilioD  for  its 
transportation,  and  the  carrier  be- 
comes responsible  for  its  safe  deliv- 
ery.   The  A'lvira  Barbeck^  MS 

2.  If  a  passenger  does  not  accompany 
his  baggage,  the  carrier  may  claim 
compensation  in  advance  for  its 
transportation,  or  may  postpone  hia 
claim  till  the  delivery,  and  rely  on 
his  lien  or  on  the  personal  responsi- 
bility of  the  owner;  in  either  of 
which  caaes,  tlie  carrier  is  responsi- 
ble for  the  safe-keeping  and  deliverr 
of  the  baggage.  id, 

2.  Where  a  person  took  passage  in  a 

vessel,  but  his  personal  baggage  did 
not  reach  bim  lu  seodou  to  be  put  on 
board  of  that  vessel,  and  he  sailed 
without  it,  and  it  was  put  on  board 
of  auotlier  ves^l,  a  receipt  or  bill  of 
lading  being  given  for  it  by  the  mate 
of  the  latter  vessel,  but  it  was  never 
delivered  at  its  port  of  destination  : 
Heldy  in  an  action  in  rem  brought 
against  the  latter  vessel  for  the  vdoe 
of  the  bagga^,  that  the  case  was 
one  of  the  ordinary  shipment  of 
goods  on  freight,  for  whose  safe  de- 
livery the  vessel  was  liable,  and  that 
her  owner  was  not  to  be  reganled 
merely  as  a  gratuitous  bailee,  re- 
sponaiblo  only  for  gross  negligence. 

id. 

1.  Held,  also,  that  the  words  "  personal 
goods  "  on  the  margin  of  the  receipt 
or  bill  of  lading,  were  at  most  but  a 

description  of  the  character  of  the 
goods,  and  did  not  exempt  the  owner 
of  the  poods  from  freight,  or  the  ves- 
sel from  responsibility.  id. 

IL  Where  goods  in  cases  are  shipped 
by  sea,  and,  on  being  opened,  after 
delivery,  are  found  to  be  injured,  it 
will,  in  an  action  by  the  owner  of 
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the  goods  ajminst  the  carrier,  to  re- 
cover liiiinii^fs  lor  the  injury,  be  pre- 
sumed tlnit  I  hey  were  properly  packed, 
in  a  fit  state  for  transportation,  by 
the  manufacturer  or  shipper,  unletis 
there  is  something  in  their  appear- 
ance or  condition  to  anbrd  ground 
for  a  contrary  inference,  or  unless 
some  evidence  to  that  effect  is  given. 
Englinh  V.  'llu  Oceten  SUam  Naviga- 
tion Co.,  42fi 

iL  And  this  will  bo  the  presumption, 
although  the  bill  of  lading  contains 
the  clause,  "  weight,  coiilcuis  and 
Talue  unknown.**  id. 


CASE. 
See  CoPTKionr,  IL 

CASES  CITED  AND  EXAMINED. 

L  The  City  Bank  of  New  York  v.  Skel- 
ton,  (ante,  p.  14^  The  City  Bank 
of  New  York  vTlSkelton,  2fi 

2a  Parkhurst  v.  Kinsman,  (1  Blatch.  C. 
C.  R.,  488.)    WUbur  v.  Bctcher,  m 

i^'ilson  V.  Rousseau,  [4  IIow.  646.) 
Woo  lworth  V.  Cook,  Ml 

4.  Powell  V.  Harper,  (5  Carr.  &  P.  690.) 
The  UttUed  States  v.  Douglaas,  2i)l 

fi.  Doe  V.  Hadden,  (8  Doug.  110.)  id. 

^  United  States  v.  Marchant,  (12 
Wheat.  480.)  id. 

IL  Neilson  r.  Harford,  (Web«t.  P.  C. 
290.)    Foote  V.  SUsbt/,  2fiQ 

8.  Smith  V.  Kemochen,  (7  How.  198.) 
Tyler  v.  Hyde,  a£lB 

fi.  Grinnell  v.  Lawrence,  (1  Blatch.  C. 
C.        346.)     Wilbur  V.  Lawrence, 
^Wilton  v.  Maxwell,  aili 


314,  and  WiUon  v.  Maxwell, 


liL  The  Barque  Chusan,  (2  Storv,  455.) 
The  Globe,  121 

11.  Thomson  v.  Maxwell,  (ante,  p.  385.) 
Pierton  v.  Lawrence,  4'.<5 

12.  Pierson  v.  Lawrence,  (ante,  p.  495.) 


Pif^non  V.  Maxwell,  507.  and  Focke  v. 
Lawrence,  508,  and  Wiiton  r.  Law- 
rence, 514 

IS.  Pierson  v.  Maxwell,  (ante,  p.  507.) 
Focke  T.  Lawrence,  608,  and  Wilaon 
V.  Lawrence,  514 

14a  Focke  V.  Lawrence,  (ante,  p.  508.^ 
WUton  V.  Lawrence,  5li 

15.  Comett  V.  Lawrence,  (ante,  p.  512.) 
WUaon  V.  Lawrence,  514 

Ifi.  Dutilh  r.  Mfawell,  (ante,  p.  541.) 
Ihdilh  V.  Maxteell,  548,  and  Aliop 
V.  Maxwell,  557 


CERTIORARI. 
Hee  Practice,  22. 

CHALLENGE. 

See  Grand  Jdry,  2  to  UL 
Jury. 

CHILL 

See  Dl'tiks,  54. 

CIRCUIT  COURTS. 

See  Courts  or  U.  States. 

FuoiTivE  Slave  Law,  4.  to  fi. 

CITIZE.V. 

See  JUBISIUCTIO.V. 

CLERK. 
Sec  PosT-OiFicK,  11^  12. 

COAL. 
See  Duties,  26,  22. 

COLLECTOR. 
L  In  an  acUon  against  a  collector  of 


» 
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the  cuHtonis,  to  rceox'cr  the  value  of 
j^oods  while  on  dcpoaii  in  n  Cus- 
tom-Housc  Wiireliou.-<e,uniJt.'r  the  pro- 
vLsioiw  of  the  Aci  ol'  August  6th, 
1840.  (y  ir.  «S'.  Sitii.  at  lAtrffr,  no 
recovery  can  he  had  uulesf*  it  appears 
that  the  defendant  was  {luillv  of  actual 
personal  negiij^ence  in  regard  to  the 
safe-keeping  of  the  goods,  and  that, 
in  conse(iuence  of  «uch  personal  neg« 
ligeuce,  thej  were  lost.  Bri*.ac  v. 
Laurence,  121 

2.  Such  negligence  in  the  collector 
cannot  be  interred  from  the  mere  loss 
of  the  goods.  Whether  such  infer- 
ence would  be  proper  in  an  action 
against  the  store-keeper  wl»o  had 
charge  of  the  goods,  quat'e.  id. 

• 

2»  The  collector  is  not  personally  re- 
Bponsible  for  the  negligence  of  his 
subordinates  in  the  Custom-Uouse 
Department,  id. 

^  The  rule  stated,  us  to  the  responsi- 
bility of  a  collector  for  losses  occur- 
ring tlirougli  defects  in  the  regula- 
tions estiibllAhed  bv  the  Treasurv  De- 
partinent  for  the  trausaction  of  the 
business  of  the  customs.  id. 

£L  The  fact  that  the  book  keeper  in  the 
warehouse  was  intoxicated  daily,  Is 
not  enough  to  render  the  collector 
liable  for  a  loss  of  goods  stored  in 
the  warehouse,  but  it  must  be  shown 
that  the  goods  were  lost  from  that 
particular  cause.  id, 

8:e  Costs,  2- 

DlTIKS. 

KonoERY. 

Rkvenl'e  Laws. 
Sei/ukk. 


COLLISIO.V. 

L  Whether  a  libellant,  in  Adjniralty,  is 
entitled  to  damages,  in  a  case  of  col- 
lision, for  the  delay  and  loss  of  trips 
while  his  vessel  is  undergoing  the 
necessary  repairs,  qtttre.    Tlie  Jifiode 


Island, 


2s  There  is  no  settled  rule  as  to  whether 
anything  should  be  allowed,  or  as  to 


the  measure  by  which  the  allow- 
nnce,  if  anv,  should  be  determined. 

•U 

a.  In  a  case  where  no  vessel  was  hireil 
to  supply  the  place  of  the  libelLmt^s 
vessel,  and  the  District  Court  allowed 
to  the  libellant  interest,  at  the  rate 
of  six  per  ceut.  per  annum,  upon  the 
value  of  hLs  vessel  before  the  collis- 
ion, for  the  inten-al  after  the  collis- 
ion until  she  was  repaired  and  fitted 
to  resume  her  trips,  the  allowance 
was  iipheld  against  an  appeal  by  both 
parties,  not  as  l)eing  founded  on  any 
established  principle,  but  as  being 
just  in  the  particular  case  and  m 
high  a  measure  of  damages  as  was 
warranted.  id. 


COMBINATION. 

See  Patento,  13,  03^  73,  74,  m  to  133, 
141.  142. 


COMMISSIONER  OF  PATENTS. 
See  Patkxts,  A2  to  44^  79. 

COMMON  CARRIER. 
See  Carrier. 

CONFLICT  OF  LAWS. 

S*'e  .TrnoNENT,  7,  S- 
Post-Okfick,  2,  6,  (L 

RjEl»ORTS,  L 

CO.NSIGNEE. 
See  Bill  of  Lading,  2  to  4. 

CONSTITUTIONAL  LAW. 

See  CopTRiOHT,  li 

Courts  of  U.  States,  L 
Jurisdiction. 
Reports,  1^  2. 

CONSULAR  CERTIFICATE. 
See  Duties,  43  to  48,  60,  63. 
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CONTRACT. 

tSee  CoPTRiOHT,  Ifi^  li 
EQiriTY,  1^  2. 
Factok. 

Patents,  &3  to  55,  jSl  to  fi2. 
Reposts,  fi, 

CONVEYANCE. 
See  Deep. 

COPYUIGUT. 

L  To  constitute  ft  person  an  author 
under  the  copyright  Act  of  February 
8d,  18;il,  {a'U.  S.  Stat,  at  lMr<je, 
430,)  lie  must,  by  his  own  intellect- 
ual  labor  upplied  to  the  materials  of 
his  composition,  produce  an  armngc- 
inent  or  compilation  new  in  itself. 
Attcill  V.  Ftrnft,  2fl 

2x  He  may  arrange  or  compile  a  new 
production  from  materials  l>cfore 
known,  or  obtained  for  him  by  the 
labors  of  others,  but  he  cannot  ob- 
tain a  copyright  for  those  materials 
in  the  sanie  state  in  which  they  are 
furnished  to  him.  tJ. 

a.  A  person  cannot  appropriate  as  hi.'? 
own,  by  copyright,  alterations  and 
improvements  made  in  a  musical 
composition  by  others  at  his  procure- 
ment and  for  him.  id. 

4i  "Where  a  bill  in  Equity  contains 
allegations  which  constitute  an  asser- 
tion of  authorship  under  the  copy- 
right Act,  in  terms  .lufliciently  ex- 
plicit to  constitute  a  perfect  title  at 
law  in  the  phuntifT,  the  bill  will  be 
held  good  on  ifeueral  demurrer,  not- 
withstanding the  derectiveneiid  and 
inconsistency  of  other  allegations  in 
the  bill  as  to  the  authorship.  uL 

JL  An  action  on  the  case  is  the  proper 
form  of  remedy  to  recover  damages 

.  for  the  violation  of  a  copyright,  and 
tieapass  will  not  lie  for  such  viola- 
te t  id. 

fi.  Under  the  copyright  Act  of  Febru- 
ary 3d,  1831,  {4  U.  S.  Stat,  ut  Larpe^ 
48fi.)  the  deposit  of  the  title-page  in 
the  proper  clerk's  office,  the  publica- 
tion of  notice  according  to  the  Act, 


and  the  delivery  of  a  copy  of  the 
book,  are  indispensable  conditions 
precc«lent  to  a  title  to  a  copvright. 
Mer  V.  Taylor,  '  S2 

L  Where  the  title-page  of  a  book  was 
deposited  in  184»),  and  the  notice  of 
the  entry,  as  printed  in  the  copies  of 
the  book,  stated  the  entry  to  have 
been  made  in  1S47  :  /Mi  that,  under 
g  &  of  the  Act,  the  error  was  fatal  to 
the  title.  id. 

8.  WTiether  the  error  arose  from  mis- 
take or  not,  makes  no  dift'crcnce.  id. 

2^  A  sale  of  a  book  naturally  imports 
publication,  and  the  presumption  is 
that  the  purcliaser  exercised  his 
right  to  know  the  contents  of  the 
book  and  to  make  thsm  known  to 
others,  and  that  an  actual  publication 
followed  the  sale.  t</. 

10.  ITcnce,  where  copies  of  a  book 
were  sold  prior  to  the  dale -of  the 
deposit  of  a  copy  of  the  title-page : 
Held,  that  such  sale  w.ns  evidence  of 
a  publication  of  the  book  at  the  time 
of  the  sale.  id. 

11.  And,  where  a  printe<l  copy  of  the 
book,  then  comidete,  was  deposited 
in  the  clerk's  office  at  the  snmc  time 
the  title-page  was  deposited  there : 
JJrld,  that  these  facts,  in  connection 
with  the  fact  of  such  prior  sale,  war- 
ranted the  inference  of  an  actual 
publication  of  the  book  prior  to  the 
date  of  such  deposit.  id. 

12.  Under  §  1  of  the  Act,  a  person  is 
not  entitled  to  the  benefit  of  a  copy- 
right unless  lie  deposits  the  tiile- 
pnge  bfforc  the  publication  of  the 
book.  H. 

13.  The  State  Reporter,  Mr.  Comstock, 
by  whom  the  third  volume  of  Corn- 
stock's  Reports  of  cnses  ftrgnc<l  and 
determined  in  the  Court  of  Appeals 
of  the  State  of  New  York  was  pre- 
pared, was  the  author  of  that  vol- 
ume, within  the  copvright  Act  of 
Februar>-  3d,  1831,  {£U.  S.  Slai.  at 
Lorffe,  436.)    Little  v.  Gould., 

14.  Under  the  Acta  of  the  Legislature 
,  of  New  York  of  April  llth,  1848, 

and  April  9th,  1850,  in  relation  to 
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the  Reports  of  the  ded«ions  of  the 
Court  ut"  Appeals,  the  intcrtwt  of  the 
Reporter  in  said  third  volume,  as  an 
author,  pfiRxed  to  the  Secretary  of 
State,  in  ivusl  fur  the  beiu'lit  of  the 
State,  and  it  was  competent  for  that 
officer  to  take  out  a  ooptTipht  for 
the  Tolume  under  mxid  Act  of  1-ebru- 
HTj  Sd,  18S1.  id. 

15.  The  words,  "any  notea  or  refer- 
ences," in  the  Act  of  April  9th, 
1860,  embrace  the  head-notes  and 
margiuul  notes  of  the  Reporter,  to- 
gether witli  ti»e  arguments  of  coun- 
sel and  the  caBes  cited  therein.  uL 

16.  Where,  under  said  Acta  of  the 
Legislature  of  N'ew  Yorlj,  a  contract 

^  was  entered  into  by  the  State  offi- 
cers with  A.,  to  publish  the  volumes 
which  should  be  prepared  by  the 
Reporter,  and  the  contract  declared 
that  it  was  intended  to  operate  an 
assignment  of  the  copyright :  //(-/</, 
that  A.  was,  as  assignee  of  the  copy- 
right, entitled  to  a  remedy  by  in- 
junction for  its  infringement.  id. 

11.  ffdd,  also,  that  A/s  right  was  not 
affected  by  the  provision  in  tlie  22d 
section  of  the  0th  article  of  the  Con- 
stitution of  New  York,  that  all  "judi- 
cial decisions  shall  be  free  for  publi- 
cation by  any  person."  id. 

See  DemTjRRER,  a. 

Discovery,  2  to  6,  8^  2,  1 
^  ,  Plkadixo,  L 
Reports. 


:  CORPORATION-. 

L  Where  corporate  rights  and  inter- 
ests are  affected  in  any  way  wrong- 
fully and  injuriously,  those  rights 
and  interests,  generally  speaking, 
and  unless  some  special  ground  be 
shown,  must  be  asserted  and  defend- 
ed, both  at  law  and  in  Equity,  in  the 
corporate  name.  BradUy  v.  liich- 
ardtou,  SM 

See  Monet  had  and  received. 
COSTS. 

L  In  suits  at  common  law,  in  the  Cir- 


cuit Courts  of  the  United  States, 
neither  party  can  recover  cost3  upon 
any  equity  in  the  case,  nor  do  those 
Courts  possess  authority  to  award 
them  as  an  iuci  Jt-ut  of  their  power 
over  the  parties  or  the  subject-mat- 
ter in  liti<i!ition.  They  are  purely  a 
subject  of  legifelatire  appointment. 
Coggill  V.  Lawrenee^"^  S04 

2^  Where  an*  action  [was  commenced 
in  a  State  Court  against  a  collector, 
to  recover  back  an  excess  of  duties 
paid  on  the  importation  of  foreign 
merchandise,  and  the  action  was  re- 
moved into  this  Court  by  the  defend- 
ant, under  §  3  of  the  Act  of  March 
2d,  1833,  (4  (7.  S.  St^.  at  Ijaiye,  683, 
and  the  plaintiff*  obtained  a  verdict 
for  f9  fiO_;  ffrfd,  that  the  plaintiff 
was  not  entitled  to  any  costs.  id. 

8.  It  was  the  intention  of  Congress 
that  the  de«H;ription  of  revenue  cases 
mentioned  in  g  2  of  said  Act,  should, 
when  removed  into  this  Court,  after 
being  commenced  in  a  State  Court, 
bo  proceeded  in,  in  all  particulars,  as 
cases  originally  commenced  in  this 
Court.  id. 

4j  Such  removal  does  not  bring  with  it 
the  State  law  as  to  costs,  and,  there- 
fore,  in  cases  of  that  kind,  the  costs 
in  this  ('ourt  are  regulated  by  g  2Q 
of  the  Judiciary  Act  of  September 
24lh,  1789,  {1  [/.  S.  Stat,  at  I^rge, 
^K)  which  allows  no  costs  to  a  plain- 
tiff  when  he  recovers  leas  than  #600. 
and  pn>vidc6  that  he  may,  in  such 
case,  be  adjudged  to  pay  costs,  at 
the  discretion  of  the  Court  id. 

iL  Where,  in  a  cause  removed  into  this 
Court  under  §  3  of  said  Act  of  1833, 
the  plaintiff"  obtained  a  verdict  for 
{9  fib :  Held^  that  the  case  wag  not 
a  proper  one  for  the  allowance  of 
costs  to  the  defendant.  id, 

ft.  Scnxble^  that  cases  removed  into  this 
Court  from  a  State  Court,  under  §  12 
of  the  Judiciarv  Act  of  September 
2ith,  1789,  (1  U.  iL  Stat,  at  Large, 
79,)  do  not  bring  with  them  the 
State  law  of  costs,  but  are  subject 
to  the  provisions,  as  to  costs,  of  §  2jj 
of  the  same  Act.  id. 

Se9  Admiralty,  2. 
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AiTACniiEjrr,  L 
Patknts,  M. 
Pkactick,  iL 
Skizurb,  is 

COTTON. 
See  Bill  of  IiADIno,  1  to 


COURTS  OF  U.  STATES. 

L  A  party  entitled  to  sue  in  this  Court 
by  reason  of  a  constitutional  qualifi- 
cation, acquires  no  right  to  any 
standing  here  different  frum  what  he 
would  have  in  any  other  tribunal 
competent  to  take  cognizance  of  his 
case.  The  City  Batik  of  New  York 
V.  SkelUm^  2fi 

Whenever,  therefore,  jurisdiction 
over  his  case  has  atUicbed,  this 
Court  will  proceed  with  it  conform- 
ably  to  the  general  principles  of  law, 
and  to  tltu  u:};ige  uud  practice  of  tlie 
Court.  id. 

See  Action. 

Attacuuctt,  fi  to  8. 
Costs. 

Discovert,  11  to  12^ 
Fugitive  Slave  Law,  4  to  6* 
Grand  Jury. 
Injonction,  1  to  8i  6,  2. 
Jcdomknt,  1  to  i. 
Jurisdiction. 
Jury. 

Fracticb,  li  to  80j  82,  aa. 
CROSS-BILL. 

Su  DiSCOVEBT,  Ifi  to  n. 

CUSTOM  HOUSE. 
See  Collector. 


DAMAGES. 

'Set  Coi.i.istoK. 

Fatbits,  2Q  to  m  ' 

87 


DECLARATION. 

See  Demurrer,  L 
Insurance,  6^  Z. 
Patents,  IS  to  20^  lii  to  SI. 
Practice,  7,  a. 

DECREE. 
See  JnoGMENT,  1  to 


DEDICATION. 
'See  Patents,  U  to  21,  BJL 

DEED. 

8te  Power,  i  to  fi. 


DEFENCE. 

See  Equity,  1,  2. 
Patents,  fifi  to  &!L 


DEMURRER. 

L  Variances  between  the  declaration 

and  the  writ  cnnnot  be  tnkon  advan- 
tage of  on  general  demurrer.  Wilder 
V.  MeCormicky  fil 

2-  A  special  demurrer,  to  a  bill  in 
Equity  is  insuflScient  unless  it  points 
out  specifically  by  paragrapli.  page 
or  foUo,  or  other  metljod  of  ruler- 
ence,  the  parts  of  the  bill  to  which 
it  is  intended  to  apply.  AtwiU  v. 
Ferrett,  ^ 

a.  Where  an  action  at  law  for  the 
infringement  of  a  copyright  was 
brought  against  G.,  and  tlicn  the 
plaintiff  filed  a  bill  in  equity  against 
G.,  F.  and  A.,  charging  them,  as  co- 
partners,  with  having  committed  the 
acts  for  which  G.  was  Bued  nt  law, 
and  seeking  a  discovery  from  all  of 
them  in  aid  of  the  suit  at  law :  Held^ 
that  G.  could  not,  by  donmrrer,  ob- 
ject to  the  bill  as  multifarious  in  re- 
spect to  his  co-dcfondanta,  especially 
as  it  appeared  by  the  bill  that  they 
resided  out  of  the  jurisdioUon  of  the 
Court.  *<^- 
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4.  Jt  $eenu,  too,  that  tlic  charge  in  the 
bill  that  the  defeudonts  euinmitted 
the  acta  complained  of  as  copart' 
Ders,  would  be  an  nn.swer  to  the  ob> 
jcction  of  rouUifuriousness,  provided 
the  bill  contained  other  proper  alle- 
gations connecting  them  with  the 
object  and  purpose  of  the  diacoverv 
prayed.  ici 

See  ArrAatXEirr,  2  to  ^ 

COPTRIOHT,  i. 

DigcovEHT,  2,  6j  8. 

FoKOtUY. 

Uarriaoe,  2i  8. 
Pawxts,  M  to 
Pleading. 
Practick,  B. 


DEPOSITIONS. 

Sh  AlTACnMBNT,  6  to  8 
Practice,  2^  'IL 


DEVISE. 
See  PowiR. 

DISCLAIMER. 
See  Patxhts,  28  to  iL 

DISCOVERY. 

L  A  dcfpndant  cannot  be  conipolled  to 
roake  dlscovcrit^  iu  answer  to  a  bill 
which  seeks  to  enforce  penalties  and 
forfeitures  against  him  by  mcana  of 
such  discoTeries.  AtwtU  v.  Ferrett^  2S 

2.' Where  a  bill  in  Equity  claimed  a 
forfeiture  of  pieces  of  music  under 
§  2  of  the  copyright  Act  of  Febru- 
ary 8d,  1831,  (i  5.  Stat,  at  Large, 
438,)  and  also  sought  a  discovery 
from  the  defendants  of  the  number 
of  pieces  printed  by  or  for  them,  and 
of  the  number  on  hand  :  Held,  that 
the  bill  was  bad,  on  special  demurrer. 

id. 

S.  If  the  forfeiture  had  been  waived  in 

tbo  bill,  the  discovery  might  be  com- 
pelled in  aid  of  the  recovery  of  dam- 
ages in  a  suit  at  law.  ^  id. 


4^  And  it  itetms  that,  on  such  discor- 
ery,  Equity  might  compel  the  defend- 
ants to  deliver  up  to  the  plain tlif  the 
forfeited  copies.  id, 

}L  But  the  defendants  cannot  be  direct- 
-  ly  required  to  convict  themselves  of 
the  act  which  carries  with  it  the  for- 
feiture, id. 

6.  The  objections  which  may  be  tnken 
by  general  demurrer  to  a  bill  found- 
ed on  a  copyriglit,  and  seeking  a  dis- 
covery in  repnrd  to  its  infringement, 
',  in  aid  of  a  suit  at  law,  arc :  ( 1  )  That 
the  plaintiff  sets  forth  no  titleu^  him- 
self to  the  Bubjeot-mntter  of  the  copy, 
right ;  and  {£}  That  the  bill  lays  lio 
legal  foundation  for  the  discoverv 
sought.^  id. 

jL  To  obtain  a  discorery  in  Equity  in 
aid  of  a  suit  at  law,  the  bill  must 
show  it  to  be  iieces.«ary  for  the 
plaintiff,  and  that,  when  made,  it  can 
'be  used  to  his  advantage.  id. 

fi.  Such  a  discovery  will  not  be  granted 
where  it  is  sought  in  nxd  of  «n  action 
of  Ircjtpau  for  the  viuklion  of  a 
copyright.  id. 

And  a  bill  seeking  such  discovery 
will  be  held  bad,  on  general  demur- 
rer, id, 

ISL  Jt  ieeme,  too,  that  such  a  bill  ta  de- 
fective in  substance,  where  it  seeks  a 
discovery  from  three  defendantst,  and 
the  action  at  law  is  against  only  one 
of  them.  id, 

IL  Tnder  §  16  of  the  Act  of  Scptcm- 
ber  24th,  1789,  (1  [/.  8.  Siat.  at 
Large^  82,)  the  Courts  of  the  United 
States  have  power,  on  the  applica- 
tion of  a  party  to  an  action,  to  re- 
quire the  production  of  books  or 
writings  in  the  possession  or  power 
of  the  adverse  party,  which  contain 
evidence  pertinent  to  the  issue,  only 
in  cases  and  under  circumstances  in 
which  a  Court  of  Chancery,  by  the 
ordinary  rules  of  proceeiiing  in  that 
Court,  would  compel  the  production 
of  the  same.   Finch  r.  Rikeman^ 

801 

12.  The  authority  conferred  by  the 
Act  can  be  exercised,  therefore,  only 
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In  easos  where  the  relief  might  have 
been  had  hy  a  bill  of  discovery,  and 
u  a  BubsLitute  for  that  proceeding. 

iJ. 

12.  Where,  in  an  action  at  law  for  the 
infringement  of  a  patent,  the  plain* 
tiff  applied  to  tlii»  Court  for  an  order 
requiring  the  dcicndant  to  produce 
his  bo<il(8,  for  the  purpose  of  ena- 
bling the  plaintiff  to  establish  there« 
from  the  quantity  and  value  of  cer- 
tain macliinery  made  by  the  defend- 
ant, wliich  tlie  dcclamfion  charptMl  to 
have  been  mttde  in  vioation  of  the 
patent:  Held,  that  the  application 
could  not  be  frmnted,  because  the 
direct  coustquenee  of  the  cviduncc, 
if  obtained,  would  be  to 'subject  the 
defendant  to  a  penaltv  tinder  §  li.  of 
the  Aft  of  July  4th,'ltia6,  (6  IT.  S. 
Stat,  at  Larrt€,  128,)  and  the  plaintiff 
had  not  relinquished  his  claim  to  the 
penalty.  id, 

lA.  A  bill  of  discoTcry  will  not  be 
allowed  in  any  cma  whure  the  dis- 
covery will  subject  the  defendant  to 
a  penalty,  unless  the  bill  relinquishes 
all  claim  to  tlio  penalty.  id. 

UL  A  defendant  In  a  suit  in  Equity 
founded  on  the  infringement  of  a 
patent,  cannot,  by  a  cross-bill  which 
sets  up  no  color  of  title  in  himself, 
demand  a  discovery  from  the  plain- 
tiff in  the  original  suit  as  to  the 
source  or  validity  of  his  title.  Tounp 
T.  Co//,  S23 

liL  It  ifl  essential  to  a  bill  of  discovery 
that  it  should  set  forth  a  title  suf!!- 
cicnt  to  support  or  defend  a  suit,  and 
pray  a  discovery  pertinent  to  that 
title  and  nothing  beyond.  id. 

1*1.  And,  where  it  cannot  be  sustninod 
as  a  bill  for  discovery,  it  canuul  be 
retained  for  the  purpose  of  relief, 
unless  it  makes  a  case  for  relief  in- 
dependently of  the  discovery  sought. 

id. 

See  DEvrnnER,  8,  4. 
Plkadixo,  L 
Pbactick,  3,  4, 12. 
♦  ^ 

DISTRICT  COURTS. 

Set  FroiTiTE  Slatb  Law,  i  to  & 


DIVORCE. 
See  Markiaok,  2j  S. 

DRAFT. 
See  Bills  of  Excuakoe. 

DRAWINGS, 
See  PATK.SW,  aa  to  37i  88i  89i  122. 

DUTIES. 

L  The  proviso  to  the  filst  !?ection  of 
the  Act  of  March  2d,  nU'J,  IJ.  U.  & 
Stat,  at  Larfff^  673,)  which  declares 
"  that  it  shall  bf  lawful  for  the  Presi- 
dent of  the  Unitid  States  to  cause 
to  be  estoblishcd  fit  and  proper 
regulations  for  CHiiniathifr  the  duties 
on  goods,  wares  and  luerchaudise 
imported  into  the  United  States,  in 
respect  to  which  the  orfrinnl  cost 
shall  be  exhibited  in  a  depreciated 
currency  issued  and  circulated  under 
authority  of  any  foreign  Govern- 
ment," is  not  repealed  by  the  Act 
of  May  22d,  1846,  (9  U.  S.  Stat,  at 
Large^  14,)  wliicli  prescribes  the 
rates  at  which  certain  foreign  coins 
shall  be  estimated  in  computations 
at  the  Custom  House.  Urant  v. 
Maxwell,  '  22a 

2.  NotwithstAndinj*  the  Act  of  May 
22d,  1846,  an  importer  of  foreign 
goods  is  entitled,  under  the  proviso 
to  the  61«it  section  of  the  Act  of  1791) 
and  the  Treasury  Inntrui  tious  issued 
for  carrying  the  same  into  effect,  to 
enter  his  p;oods  on  paying  duties  only 
upon  tlieir  cash  value  in  the  country 
of  their  purchase ;  and  is  entitled,  in 
order  to  fix  that  value,  to  have  the 
paper  or  nominal  value  ut  which  they 
were  purchased  and  invoiced,  re- 
duced to  its  specie  value  in  such 
country  at  the  time  of  the  purchase, 
and  to  enter  the  goods  on  that  valu- 
ation, id. 

8.  Where  goods  were  purchased  in 

Austria,  in  1850,  nnd  itnported  into 
New  York,  and  the  invoice  and  entry 
set  forth  the  purchase-price  in  paper 
florin?,  and  they  were  paid  for  in 
paper  currency,  and  it  appeared  that 
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the  pnpcr  florin  was  deprocinted  in 
Ausirin,  at  the  date  of  the  purchane 
of  the  poods,  below  the  value  of  the 
silver  florin,  althou^li  it  was  the 
legal  currency  in  Au!>tria,  and  waj«  a 
legal  tender  at  itd  nominal  value : 
Jletd  that,  although  the  Act  of  May 
22d,  184«,  directed  the  florin  of  the 
Aujiiriiin  Empire  to  be  estimated  at 
forty-eight  and  one-half  cent«,  yet, 
under  the  proviso  to  the  Olst  section 
of  the  Act  of  17yi>,  and  \:\e  Treasury 
Instructiona  in  regard  to  invoices 
made  out  iu  a  foreign  depreciated 
currency,  the  goods  were  chargeable 
with  duty  only  on  their  value  iu  sih'er 
florins,  alter  allowing  for  the  depre- 
ciation, id. 

4^  Whore  wool,  the  growth  and  pro- 
duction of  Buenos  Ayres,  was  pur- 
chased there  for  exportation  to  New 
York,  but,  on  account  of  the  block- 
r.de  of  I^ucnod  Ayres,  was  transport-  ' 
ed  in  lighlerd  to  Montevideo,  and 
nhipped  ihence  to  New  York  :  Ihld 
that,  under  §  lli  of  the  Act  of  Au- 
gust 30th,  1S42,  (6  U.  -y.  Stat,  at 
Lat  ffe,  503,)  tlie  costs  and  charges  of 
such  transportation  from  Buenos 
Ayre^  to  Montevideo  could  not  be 
added  as  a  part  of  the  dutiable  value 
of  the  wool.   Wilbur  v.  Lawrence^  SH 

JL  The  Tariff  Act  of  Julv  80th,  1846, 
(9  U..S.  Stat,  at  iMrtfr,  42.)  did  not 
vary  the  law  previously  in  force  regii- 
lating  the  method  of  a^ertiiining  the 
quantity  of  merchandise  imported. 
Such  quantity  is  still  to  be  ascer- 
tained by  the  rules  prescribed  in  §§ 
^  and  ia.  of  the  Act  of  March  '2d, 
1799,  (1  U.  S.  Stat,  at  Large,  671, 
C72.)    WiUoH  V.  Maxwell,  aill 

fi.  Accordingly,  where  so-np  in  boxes 
was  unporied  in  1851) :  Held,  that 
the  dutiable  weight  was  the  gross 
weight  of  the  soap  and  boxes,  de- 
ducting only  in  per  cent,  as  tare,  as 
prescribed  by  §  fiS  of  the  Act  of 
March  2d,  1799,  and  that  the  im- 
porter was  not  entitled  to  an  allow- 
ance of  the  actual  weight  of  the 
boxes  as  tai-c.  id. 

2.  But,  the  soap  having  been  entered 
at  tlie  Custom  ilouse  at  a  valuation 
based  upon  its  net  wcltrht,  alter 
deducting  the  actual  weight  of  the 


boxes,  and  the  Custom-House  valua- 
tion, upon  an  allowance  cf  only  10 
per  cent,  on  the  gross  weight  as  tare, 
having  exceeded  tlie  invoice  valua. 
tion  by  more  than  IQ  per  cent.,  and 
the  collector  having  then  imposed 
an  additional  duty  or  pcn.ilty  of  2Q 
per  cent,  upon  the  Cuatom-Uouse 
valuation,  claiming  that  such  penalty 
was  authorized,  in  ci>nsequence  of 
such  excessive  valuation,  by  §  8  of 
the  Act  of  July  »Oth,  184fi,  W.  & 
Staf.  at  Larpe]  48) :  Hdd,  that  the 
penally  was  illegally  imposed.  id, 

B.  The  weight  of  the  boxes,  cases  or 
puckapes  in  which  goods  are  import- 
ed is  not  the  subject  of  ajtpraise' 
ment,  within  the  meaning  of  §  &  of 
the  Act  of  July  80Ui,  1846.  id. 

ft.  Where  property  is  parchascd  abroad 
by  the  United  States,  and  is  shipped 
to  this  country,  to  be  delivered  to 
the  United  States  on  payment  of  the 
purclia.sc-nioncy,  nnd  is  landed  under 
the  general  penult  of  a  collector  and 
placed  in  a  pubUc  store,  the  legal 
right  of  property  therein  is  vested  in 
the  United  Slates,  subject  only  to 
the  vendor's  lien  for  the  purchase- 
money.    77ie  Unittd  States  r.  Zu/r, 

10.  Such  property,  being  imported  for 
the  United  States,  is  not  subject  to 
any  import  duty,  and,  therefore,  the 
sale  of  it  by  a  collector,  fer  the  non- 
payment of  such  duty,  is  void.  id, 

LL  And,  if  such  property  be  in  the 
actual  pof>^ssion  of  the  United  States 
at  the  time  of  such  sale,  and  it  l)o 
taken  from  that  possession  by  the 
purchaser  of  it  on  such  sale,  the 
United  States  are  entitled  to  recover 
its  possession  by  an  action  of  re- 
plevin against  such  purchaser.  id. 

12.  Under  the  16th  section  of  the  tariff 
Act  of  August  30th,  1842,  (3  U.  S. 
Stat,  at  Lartfe,  6C3,)  and  the  8th  sec- 
tion  of  the'larnTAct  of  July  80th, 
1846,  (9  U.  S.  Stat,  at  Larpc,  43J  it 
is  the  duty  of  a  collector  to  assess 
duties  upon  the  appraised  vahie  of 
goods  imported  by  their  manufac- 
turer, notwithstanding  there  is  an 
invoice  sworn  to  by  their  owner. 
Tho^  scctiona  arc  not  coiiUncd  to 
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goodfl  imported  by  a 


purcliaaer.* 
885 


13.  Under  the  Act  of  February  26th, 
1845,  (ft  ET.  A  Stat  01  Large,  727,) 
it  is  a  condition  precedent  to  a  ri;;ht 
of  actiua  against  a  collector  for  the 
return  of  duties  paid  tinder  proteat, 
that  the  clainmiu  .shall,  in  his  pro 
tesu  p4Mnt  out  to  the  collector,  by 
pomCiftt  and  direet  notice,  every 
paiiioii!:ir  of  fact  and  of  law  which 
he  relies  upon  as  protecting  his 
goods  from  the  duties  demanded. 

14.  Where  a  protest  was  in  these 
wonls :  "  Wo  protest  against  pwy- 
ing  additional  duty  and  penalty  on  " 
(describing  the  goods)  "  they  being 
appraised  too  high.  We  claim  to 
have "  (nnminf^  the  nmoiint)  *'  re- 
fuudeil,  being  aaiouut  paid  fur  addi- 
tional duty  and  penalty:"  Beldy 
that  the  pormn  njrtkinji;  such  protest 
could  not,  iu  au  uctiua  agamic  ttio 
COUeoior  for  the  return  of  the  amount 
so  paid,  raise  any  objection  to  the 
regularity  of  the  appraisal  proceed- 
ingi.  id, 

16.  Where  a  protest  is  written  on  an 
entry,  they  compoee,  in  effeek,  one 
paper,  and  it  is  unnecessary  to  repeat 
in  the  prot^t  the  description  given 
of  the  goods  hi  the  eniry.  id, 

16.  Where  goods  were  describetl  in 
the  invoice  as  "  plain  Indiana 
aquares,"  **cmbd.  Indiana  lulkfs.," 
**emb.  Indiana  shawls,"  "  embd. 
hditb."  end  "plahi  do.,»  with  no 
allusion  to  tlie  matcritil  of  which 
they  were  composed,  and  were  de- 
eeribed  in  the  entry  as  "wonted 
and  cotton  shawls,"  and  were  re- 
ported by  tlie  appraisers  as  wool 
and  cotton,  and  worsted  and  cotton 
shawls,  suitable  for  wear,"  and  as 
worsted  shawls,  suitable  for  wear," 
and  the  proteat  under  whioh  duties 
were  paid  on  thera  described  them 
aimply  as  "cotton  and  worsted 
ehawk,**  and  they  were  aubjeeled  by 
the  collector  to  a  duty  of  thirty  per 
cent, :  Held,  in  an  action  to  recover 
haok  the  eiceM  of  datlea  paid  be- 


yond twenty-fivo  per  unt,,  there 
being  no  evidence  explaining  the 
dia racier  of  the  !ir(l<  hs,  tl  it  (1  i  v 
were  properly  chargeable  with  thirty 
per  cent.,  as  being  "  article  WOWI  by 
men,  women  or  children,"  and  fall- 
ing within  Schedule  C  of  the  Tariif 
Act  of  July  SOth,  1840,  (9  H,  &  Stat, 
at  Largtt  ii.)  id, 

17,  Where  the  time  of  exportation  la 

taken  by  the  appraisers  as  the  time 
of  valuation,  and  the  importer  claims 
that  the  time  of  manufiioture  or  pro* 
duction  should  have  been  taken,  he 
must  make  that  a  ground  of  protest, 
and  must  give  evidence  t«i  show  the 
incorrectness  of  the  appraisaL  Ordi- 
narily, the  two  periods  may  properly 
be  treated  as  the  luuue.  id. 

18.  Where  goods  are,  on  appraisal, 
valued  at  more  thim  ten  fjer  cent. 
above  the  invoice  piiee,  Uiey  arc, 
nevertheless,  not  liable  to  an  addi- 
tional duty  of  twenty  cent,  under 
the  8th  section  of  the  Tariff  Act  of 
July  noth,  1846,  (9  U.  S.  Slat,  at 
Larijr,  4;i,)  if  they  were  nianufac* 
tared  by  the  importer,  or  were  pro- 
cured by  hiiu  iu  the  country  of  their 
production  otherwise  than  by  pur- 

sdL 


id.  In  an  action  to  recover  Uick  duties 
as  having  been  iUegaliy  exacted,  no 
grotui  !  of  oJijectiou  to  the  payment 
of  the  Uuties  can  l>e  taken,  which 
was  not  apeciflcally  and  distinctly 

stated  in  a  protest  miide  at  the  lime 
of  paying  the  duties.  Durand  v. 
Zowmtcs,  898 

20.  Where  the  protest  merely  protest- 
ed against  the  payment  of 'the  duty, 
but  stated  no  ground  of  oVijoction*! 
IJeld  that,  on  the  trial  of  an  action 
to  recover  back  the  duty  paid,  the 
plainiifT  could  not  question  the  va- 
lidity or  accuracy  of  the  appraise- 
[  ment  on  whieh  the  duties  were  psld. 

id, 

81.  Where  the  inToice  valuation  of 

goods  imported  l)y  their  manufactu- 
rer is  increased  on  appraisement  by 
more  than  ten  per  cent,  the  collector 


*  See  BddUr  t.  XoMraieiii  (21  Eon)  eonlmi. 
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has  no  authority  (o  impose  the  pen- 
alty prescribed  by  the  8th  section  of 

•  the  Act  of  July  30th,  1846,  ^  U. 

•  Stai.  at  lAirge^  48J  id, 

22-  Under  the  ICth  section  of  the  Act 
of  August  80ih,  1842,  {^U.  8.  Stat, 
at  Larffff  6C3,)  appraisers  must,  in 
vahiin^  importations,  adopt  tlie  real 
maricet  value  of  the  goods  abroad  in 
cash,  and  not  their  value  in  a  depre> 
ciated  pnper  currency.  Loevtiutein 

'   V.  Maruell^  iiil 

23.  Goods  purchased  in  Austria  were 
invoiced  and  entered  here  in  florins 
nt  their  specie  value.  The  appraisers 

■  here  valued  the  goods  according  to 
the  nominal  value  of  the  florin  in 
pnper  currency,  which  was  eleven 
pfr  een'.  less  tlian  its  specie  value : 

\  Held^  that  the  appraisement  was 
erroneous  and  should  have  been 
made  in  florins  at  their  specie  value. 

id. 

24.  In  such  a  case,  a  protest  against 
the  additional  valuation  found  on 
such  ajiprai^ment,  and  a  claim  to 
enter  the  goods  according  to  the  in- 
voice and  actual  cost,  \*  a  sufficient 
protest,  wittiout  a  specification  as  to 
bow  the  appraisement  was  made  to 
exceed  the  true  value  of  the  goods. 

id, 

25.  Such  an  erroneous  appraisement 
is  not  conclusive  on  the  itu(>orter  as 
to  the  dutiable  value  of  tlie  goods. 

id. 

26.  A  quantity  of  coal  was  invoiced 
and  entered  at  a  certjdn  weight  and 
price  per  ton.    On  appraiscnient,  the 

•  price  per  ton  was  rt;i>ortcd  to  be 
correct,  but  the  quantity  was  report- 
ed as  so  mi^ch  greater  as  to  make 
the  entire  valuatiun  greater  by  ID 
po'  ctni.  than  the  entry  valuation. 
The  collector  exacted  a  penalty  of 
211  per  cent.,  under  g  iJ  of  the  Act  of 
July  SoUi,  1846,  (9  I/.  8.  Stat,  at 
Jjgrge,  43) :  i/<W,  that  this  was  ille- 
gal. The.  Manliattan  Gm-Ltyht  Co. 
y.  Afazwell,  iQ& 

27.  Held,  also,  that  the  importer  was 
not  liable,  in  such  case,  under  §  4  of 
the  Act  of  July  80lh,  1846,  (9  U.  8. 


Stat,  at  Large^  48^}  to  pay  the  fecB  of 
the  weigher  and  measurer.  id. 

2&  Where  duties  paid  to  a  collector 
are  sought  to  be  recovered  back,  on 
the  pround  tliat  the  proceeding's  in 
the  Cuiitom  House,  in  initiating  or 
conducting  an  appraisement  of  the 
goods  on  which  tlie  duties  were  paid, 
were  irregular,  the  irregularities  re- 
lied on  must  be  set  forth  specifically 
in  the  protest  Pierton  v.  Lawrtnce, 

4^ 

29.  The  law  as  settled  in  Thorraon  v. 
MastwtU,  (o«/#,  p.  885.)  in  regard  to 
wliat  is  requisite  in  a  protest  against 
the  payment  of  duties,  again  applied. 

id. 

80.  An  accepted  order  for  goods,  al- 
though a  fnirch«.«e  in  the  usage  of  the 
particular  trade,  a.s  between  Tendor 
and  vendee,  is  not  a  purchase  andcr 
the  16th  section  of  the  Act  of  Au- 
gust 80th,  1842,  (6  U.  8.  Stat,  at 
Larffr,  563,)  so  as  to  authorize  the 
entry  of  the  goods,  when  imported, 
at  a  dutiable  value  fixed  at  tlie  cur- 
rent price  of  nice  goods  at  the  time 
the  order  was  accepted,  where  the 
goods  are  to  be  manufactured  after 
the  acceptanoe  of  the  order.  id, 

2L  The  date  of  an  invoice,  in  an  entry 
by  the  purchaser  of  goods,  is,  as 

against  such  purchaser,  pritnd-faeie 
evidence  of  the  time  of  their  pur- 
chase, and  conclusive,  until  a  mistake 
in  the  date  is  proved.  id. 

22.  The  insufficiency  of  the  protest 

against  the  payment  of  duties  in  this 
case,  poiuted  out.  i'»Vr«o«  v,  J/iix- 
w//,  602 

82.  The  doctrine  of  the  case  of  Pifr. 
ton  V.  iMim'tncCy  (aNfe,  p.  495),  ap- 
plied, id. 

84.  A  protest  against  the  payment  of 

duties  must  puint  out  specifically  the 
particular  ctuiiision  or  irregularity 
complained  of,  or  it  will  not  be 
available  in  an  action  to  recover 
back  the  duties.   Foeke  v.  Lawrence^ 

608 

2£.  The  doctrine  of  the  cases  of  Pier- 
son  ?.  Lawrence,  {ante,  p.  4'J5,)  and 


I 
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FUrson  V.  Jtfaxmllf  {anU^  p.  607,) 

applkd  to  the  piotflM  in  tate  case. 

id, 

9^  A  ooUootor  ts  not  bound  to  take 

the  invoice  valuation  of  goods,  sup- 
ported by  the  owner's  oath  on  the 
mtejf  a*  Iheir  dutiable  value.  id. 

it,  Jl  ooUeotor  is  justified,  in  the  ab- 
anee  of  written  notice  of  a  dilSefent 

state  of  f.icts  in  ajwuming  the  place 
of  alupment  of  goods,  as  stated  in 
the  entry  inToioe,  to  be  the  place  of 
tlieir  purcliju^,  and  the  date  of  th^ 
inToice  as  (be  tune  of  (heir  purchase. 

38.  Where,  in  a  protest  against  the 
payment  of  dutiea,  on  an  addition 
made  by  the  appnusers  to  the  iii- 
voico  value,  the  only  ground  of  pro- 
test stated  was,  that  the  «mmm«  «j- 
tukUed  the  true  market  valw  of  the 
good*  at  the  place  from  wAtcA  thejf 
were  inipo  rted:  HtU^  in  an  aetlon  to 
recover  back  the  duties,  that  the  oiil y 
point  raised  by  the  protest  was  the 
correspondence  of  the  invoice  value 
with  the  value  at  the  place  of  export 
at  the  date  of  the  invoice,  and  that 
the  pbuntiff  could  not,  under  the 
protest,  show  that  the  invoioe  value 
Wi«  the  ictunl  jturdiaae'prioe.  Cor- 
nett  V.  Lam  ence^  612 

89.  A  protest  aj^ainst  the  payment  of 
duties  must  set  forth  the  specific  ob- 
jeMiona  of  the  party,  and  refer  the 
collector  distinctly  to  the  facts, 
otherwise  the  party  cannot  avail 
himself  of  them  In  an  action  against 
\ho  collector  to  reoover  back  the 

duties. 

40.  Under  a  protest  agidnst  the  pay- 
ment of  duties  and  of  a  penalty, 
which  only  sets  out  that  the  et)try  in- 
voice all  reepeete  correct  and 
jttd^  and  thnt  no  Ugai  forf^re  w 
penally  htu  been  incnrredy  the  invoice 
value  of  the  poods  having  been  in- 
creased on  an  a[)prai8oment,  no  ques- 
tion can  be  ra\^A.  in  an  action  to  re- 
cover back  the  dutica  and  penalty, 
except  as  to  the  difference  t)etween 
tlie  appraised  and  the  market  value 
of  the  floods  nt  the  place  of  shipment 
tX  the  date  of  the  invoice ;  nor  can  it 
be  ahown  that  the  Invoioe  ^ne  woe 


the  actual  purchasc-prloe.   2WI»r  r. 

41.  What  should  be  Stated  in  such  a 
protest,  deflncd. 

42.  Under  the  proviso  to  the  6l8t  sec- 
tion of  the  Act  of  March  2d,  1799, 
(1  U.  8.  Stat,  at  lAtrgc^  673,)  an  im- 
porter of  goods  from  Austria  is  enti- 
tled to  enter  them  on  the  payment  of 
duties  on  tlielr  specie  Taluc,  although 
the  invoice  is  made  out  in  a  depre- 
ciated paper  currency,  legitimated  by 
the  Austrian  (rovcmmcnt ;  but,  in 
order  to  aviul  himself  of  the  benefit 
of  the  proviso,  the  deterioration  of 
the  invoioe  onnency  must  bo  proved 
in  the  manner  required  by  the  pro- 
viso.  DutUh  V.  MaxweU,  641 

43.  Accordingly,  as  the  proviso  author- 
izes the  Fr^dcnt  to  make  regular 
tions  for  estimating  the  duties  on 
KPOda  invoiced  in  a  depreciated  cur- 
rency issued  under  the  authority  of 
a  foreign  Government;  that, 
under  a  Treasury  Circular  requiring 
invoices  of  goods,  when  made  out  in 
such  depreciated  currency,  to  1)e  ae- 
compauied  by  a  consular  certificate 
showing  the  specie  value  of  such  cur- 
rency, the  presentation  of  such  cer- 
tificate Is  a  prerequisite.to  ony  correc- 
tion of  the  invoice,  or  to  any  relief 
founded  on  such  depreciation  in  the 
currency. 

44.  Where  no  such  ccitificate  accom- 
panies the  invoice,  and  no  bond  for 
its  production  is  given,  its  place  can- 
not be  suppli^  by  parol  evidence 
of  the  depiedadon  in  the  cnrrency. 

id. 

Where  a  protest  against  the  pay- 
ment of  dnties  claimed  a  discount  on 
the  value  in  paper  currency  stated 
in  the  invoice,  "  as  per  consul's  cer- 
tificate," and  the  invriee  ^trUi^d  tlie 
fair  market  value  of  liic  goods,  at  its 
date,  at  the  foreign  port,  in  paper 
currency,  and  also  the  correct  rate 
of  discount  for  specie  value :  Jield^ 
that  the  statement  in  the  protest 
anionnt  'd  to  an  averment  that  a  prop- 
er cousui*s  certificate  was  presented 
to  the  collector  with  the  Invoice,  or, 
it  leut,  that  the  importer  had  one. 
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or  wns  Able  and  ofTcred  to  produce 
it.    Craig  v.  J/axtre//,  5i£ 

It  is  not  necessary  tliat  such  a  cer- 
tificate should  be  ab^olutelj  present- 
ed with  tlie  inToice  when  the  entry 
is  made  ;  but,  if  it  is  not  bo  present- 
ed, a  bond  must  be  given  to  produce 
it.  id. 

12.  Where  such  a  certificate  is  offered 
and  rejected,  or  when  an  offer  is  made 
to  produce  one,  and  the  collector 
does  not  exact  such  bond,  it  will  be 
presumed  that  the  collector  refused 
to  be  governed  by  ilio  ccrtificute  if 
exhibited.  id. 

48.  Under  such  circumstances,  the  im- 
porter stands  on  the  some  footing  as 
if  siK-h  a  certificate  had  accompanied 
hla  invoice.  id. 

49.  The  doctrine  of  the  case  of  Dutilh 
V.  Maxwell^  {atUe,  p.  541),  applied. 
IhttUh  T.  Maxwell,  iilfi 

filL  Where  duties  on  an  importation 
are  fully  paid,  a  consular  certificate 
of  depreciation  in  the  fon>if^n  paper 
currency  in  which  the  invoice  was 
made  up,  cannot  be  afterwards  pre- 
sented to  tlie  collector,  so  as  to  enti- 
tle the  importer  to  recover  back  the 
duties  paid  on  the  difference  be- 
tween the  ppecie  value  of  the  goods 
and  their  invoice  value.  id. 

ftL  Where  an  invoice  sets  forth  the 
prices  of  goods  in  a  foreign  paper 
currency,  and  also  carries  them  out 
reduced  to  a  specie  stnndnrd,  and 
the  importer  makes  the  entry  in  the 
specie  value^  and,  on  appraisement, 
the  vahie  is  returned  nt  the  invoice 
paper  currency  prices,  which  1$  great- 
er by  IQ  per  cent,  than  the  specie 
raluc — //  teems,  this  is  not  such  an 
excess  of  appraised  value  over  the 
ralue  declared  in  the  entry  as  to  war- 
rant the  Imposition  of  a  pennlty  of 
2ii  per   cent,   for  undervaluation. 


Fiedler  v.  Jfarvell. 


a2t  Trover  will  lie  against  a  collector 
who  unlawfully  detains  the  goods  of 
an  importer,  and  it  is  no  defence  that 
the  collector  acts  under  the  instruc- 
tions of  the  Secretary  of  the  Treas- 
ury, id. 


63.  Where  two  entries  on  importations 
from  the  same  Austrian  port  were 
made,  not  much  over  one  month 
apart,  and  the  goods  were  valued  in 
the  invoices,  in  both  cases,  in  a  de- 
preciated paper  currency,  and  a  de- 
duction was  claimed  in  both  cases 
on  tliut  account,  a  proper  consular 
certificate  having  been  presented  to 
the  collector  in  the  first  case,  and  re- 
jected on  the  ground  that  no  allow- 
ance for  depreciation  could  be  made, 
and  there  being  a  proper  written 
protest  in  the  second  case :  ffeld  that, 
although  the  importer  presented  no 
consular  certificate  with  hi.s  entry  in 
the  second  case,  he  was  entitled  in 
that  case  to  a  deduction  of  the  rate 
uf  depreciation  stated  in  the  certifi- 
cate in  the  first  case.  Bej^noldt  v. 
Jfaxtcell,  hhh 

54.  Tlie  doctrine  of  the  case  of  Dutilh 

V.  ^faTw^'^,  (ante,  p.  541,)  npplicd  to 
iuiportation.s  from  Chili,  Peru  and 
Bolivia.    AUop     MaxvaeU^  WL 


E 

EJECTMENT. 

8e4  POWKB,  5j  fi. 

EMINENT  DOMAIN. 
• 

L  The  right  of  eminent  domun  em- 
powers the  Legislature  to  devote 
private  property  to  public  use.  De 
Varaigne  v.  Fox,  fifi 

2.  An  Act  of  the  Legislature  of  New 
Yorlc,  reciting  that  certain  lands 
were  needed  by  the  Corporation  of 
the  city  of  New  York  for  the  pur- 
pose  of  extending  the  AlmS'IIouse 
Establishment  of  i^e  city,  and  pro- 
vidinp  that,  on  the  nseertninnjcnt  and 
payment  to  the  owner  of  the  lands, 
of  the  loss  and  damage  for  taking 
them,  the  Corjtoration  ehould  be 
seized  of  the  laudn  in  fee-simple  ab- 
tolute,  does  not  exceed  the  rightiiil 
authority  of  the  Legislature.  id. 

3.  In  the  exercise  of  its  power  to  de- 
vote private  property  to  public  use. 


t 
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the   Legislature   is  the  exclusive 

i'udge  of  the  degree  and  qunlity  of 
Dtereet  wluoh  are  proper  to  be  taken, 
KB  well  M  of  the  neooffitj  of  taking 
It  id. 

4.  Where  the  Legislature  hn  < nrorreJ 
an  estate  in  fee-simple  abfolutr  in  the 
premises  taken,  it  must  be  assumed 
thftt  it  jndgid  U  necessary  to  do  so, 
to  ansirer  tho  fmbUo  UM  eontem- 
pbtcd.  id. 

B.  ?uch  a  p;ra»t  t^f  a  fcc-slmple  ah»olufe 
wiU  uut  be  cuustriied  as  a  conditional 
fee  or  osafract,  leaving  the  possibil- 
ity of  a  reverter  to  the  original  owner 
OB  the  lapse  of  the  particular  use, 
but  will  be  held  to  have  vested  the 
entire  proper^  forever  ia  the  grantee. 

id. 

6.  If  a  chaiipc  in  tlip  destination  of  the 
propertv  grauied,  after  a  cuntinuance 
for  twenty-six  years  of  the  use  of  it 
flnt  contpniplatcd,  raises  any  interest 
or  right  on  the  part  of  the  original 
owner,  it  is  of  an  equitable  diarao- 
tcr,  cn^nizable  only  in  duncery,  and 
not  at  law.  tdl 


£NGDi££B. 

Se§  BiZMMBOAlBf  %  $,  8. 


&•  DCTiES,  15,  16,  23,  26, 80,  81,  86, 
87,  40. 
BiTBUDK  Laws. 


EQUITY, 
e 

1.  It  seems  to  be  an  established  rule  in 
Equity,  that  matter  entitling  a  party 
to  en  amendment  of  k  eontraot  may 
be  set  up  by  way  of  dcrenoe  to  a  pro- 
ceeding to  enforce  a  specific  perfonu« 
anoe  of  the  eontraot^  where  the  danee 

ODiitted  tVirnuj;li  mistake  or  accid'.Mit 
i  would,  if  found  in  the  instrument, 

eooititttteagroundofdelb&ce.  Weed. 
*  wertk  V.  Oeek,  151 

%,  Bnt  iuch  a  defence  cannot  be  set  up 
where  the  rights  of  a  h(yti/}.fi<Ic  \mr. 
chaser  have  ioterrened,  which  would 
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or  ndght  bo  seriously  prejudiced  by 
giving  effect  (o  the  defence.  id, 

8.  It  is  not  sufficient  for  a  debtor,  or 
for  those  who  are  entitled  to  assert 
his  rights,  in  order  to  induce  a  Court 
of  Efiuily  to  relieve  agiinst  a  judg- 
nicnt  at  law,  to  show  that  the  debtor 
was  wrongfully  deprived  of  an  op- 
portunity of  making  a  <I(>ti  noe  in  the 
Ruit  at  law,  uidcss  a  defence,  appa- 
reutly,  would  have  been  available. 
To  entitle  them  to  the  interposition 
of  a  Court  or  Ei'iuity  in  tlieir  behalf, 
it  mu.st  a[)pear  tliat  tho  judguiont  h 
unjust  and  inc()uitul)li>,  und  ought  not 
to  be  enforced.  Bradley  v.  £ic?H>rd- 

4,  Where  property  of  a  d' '  tr  r,  wliich 
h  isubjcct  to  an  attachiueut  ui  a  suit 
pending  at  law,  is  sold  to  one  to 
hold  in  trust  for  certain  creditors  of 
the  debtor,  and  a  judgment  is  ren- 
dered in  the  suit  at  hwy,  and  the 
creditors  for  whose  bent  fit  tlie  pur- 
chase was  made  institute  proceed- 
ings in  Equity  to  be  relieved  against 
the  Jnd2:ment  so  ohfinmil,  a11>  t,'ing 
that  it  was  unduly  obt^dned  and  for 
too  large  an  amount,  the  CSourt  will 
not  iiii|uirt?  merely  whether  the 
judgment  was  just  and  equitable  as 
be^veen  the  parilee  to  it,  bnt 
whether  it  includes  elaiins  or  de- 
mands not  covered  by  th«  action,  or 
not  due  and  payable  at  the  com* 
mciicemont  of  the  acti<m,  or  whieli, 
by  a  proper  application  of  paymente 
or  credits,  will  appear  to  hare  been 
paid  and  satisfied,  and  were,  there- 
fore, not  existing  legal  claims ;  and, 
nnleaa  the  judgment  appears  to  be 
wrong  in  some  of  ihe^e  jmrtieulars, 
and  cooaequeDtly  to  have  been  ren- 
dered for  more  ttian  the  property 
ought  to  have  been  charged  with, 
the  plain  tiflii  will  have  no  ground  of 
complaint,  wtialerer  may  have  been 
tl.c  manner  in  wUdi  tlie  judgment 
was  obtained.  tdL 

Set  AmcnMENT,  1  to  fi. 
Ck>pr&ioHT,  4. 

PPCVRREB,  2  to  4. 

Eminknt  Uomaix,  C 

iKfVKCTIOir. 

ISTKIlPLEAnKn. 

liAUaiAoz,  2,  8. 
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Patintb,  60  to  65, 67  to  62, 110  to 

112. 

FOWBR,  5. 
Practice,  9iO%i. 
Kkceivku. 

liKKTS  AXU  FROriTS. 


ESTOPP£U 
Se§  JtJOQMKXT,  7,  8. 

UoNKT  BAD  AiiP  ftnotmni,  4. 
PArnm,  19, 76, 114  to  117. 


SVIDENOB. 

1.  Where,  on   a  joint  indictment 
■gainat  three  for  nrarder^  one  of 

them  U  trivil  separately,  it  is  not 
oompetent  for  hiiu  to  gi?e  in  evi- 
dence a  eoBTerMtlon  Detween  the 
other  two,  when  they  were  alone,  in- 
colpettog  thenudres  md  exculpat- 
ing him  from  all  participatifm  in 
the  crime.  TA#  ifmUd  SUUet  r. 
Lwghu,  S07 

2.  W!iat  Is  direct  cvideiMa,  and  what 
drotiimtatitial  evidenoe.  id, 

8.  In  a  ease  of  dretnntlaiitial  ertdenee, 

the  jury,  in  order  txj  (.-oiiviet,  niu.>t 
find  the  circumstances  to  bo  sutiafiic- 
torilj  prared  as  facts,  and  must  elso 
find  that  tiiose  facts  cloarlj  and  un- 
equivocalljr  impljr  the  guilt  of  the 
accused,  and  cannot  be  teasooably 
reconciled  with  any  hypotbeds  of 
his  innocence.  id. 

&$  Bill  of  Lsdivo,  %, 

BiLT.K  OF  KxCUASa%  1. 
CARRtKU,  5,  6. 

DuTiKS,  44. 

Guam.  Jury,  19  to  26. 
i     Patknts,  8, 26,  85  to  87, 75,  88, 89, 
91  to  M. 

pRAfTICK,,  15  to  S4. 
St£AMD0AT3,  9.  ^ 
t  YUDiICT. 


EXAMINEBa 
8m  PftAcnci,  16  to  SS. ; 


BXCEPTIONa 

See  Patents.  90. 
Pkacticc,  1,  2. 

KZFBRIMEirr. 

Set  1'atk.\T8,  16,  16,  140. 

SZTEKSION. 

Sm  Patbkts,  42  to  44* 


P 


FAGTOB. 

1.  The  undertaking  of  a  factor  is 
merely  to  answer  for  the  solveney 

of  the  buyer  of  tlie  ^ood;*,  or  rather 
to  guaranty  to  the  priiiei|>ul  the  pay- 
ment  of  the  debt  due  from  the  buy> 
er.  He  becomes  liable  to  pay  to  the 
priocipsil  the  amount  ot  the  pur- 
cbasc-inoney,  if  tho  bofer  £iiis  to 
pay  it  \\\ion  it  becomes  due.  And 
ht8  undertaking  i>i  not  coUaterai, 
wlthtn  the  statute  of  frauds,  tint  it 
an  original  and  absolute  agreement 
that  the  price  for  which  the  goods 
are  sold,  or  the  debt  created  by  the 
sale  of  the  ;^ood4,  fliall  be  paid  to 
the  principal  when  the  credit 
on  the  sale  shall  havooj^lrod.  Brmi' 
lig  w,  Hiekn^bon,  UZ 

a.  If  the  faotor  has  agreed  tfwt  be 

will  ndvfince  to  a  certain  amount 
upon  the  goods  consigned  to  him,  to 
that  extent  bis  adrancee  may  be 
treated  as  payment  in  admnco  of  so 
muoh  towards  the^ooda,  and,  so  far, 
the  one  may  be  set  off  against  the 
other.  But  all  moneys  nd'-aiiccd  on 
account  beyond  the  amount  agreed 
to  be  advanesd  upon  the  goods  will 
eonstltntc  a  present  leija]  I.  bt,  for 
wUdi  he  will  have  a  present  le^ 
fight  of  aetion. 

8.  If  the  prindpai  procures  and  hae 
the  benefit  or  the  advances,  he  Is 
tlienby  prei-lu  lt^  1  from  ol»jecting  to 
them  as  not  answering  tlie  agree- 
venti  wbaterer  nay  be  the  fonn  In 
which  they  are  made.  tf  . 


Digitized  by  Google 


INDEX. 


587 


4.  If  the  factor  commences  a  suit  at  law 
agaiiti^t  tlie  principal,  to  recover  the 
unpaid  balance  due  to  bim  Tor  bis 
actual  advances,  having  previously 
made  sales  of  goods  upon  a  credit 
not  jct  expired,  and  being  at  the 
same  time  liable  upon  acceptances 
and  bills  for  the  principal  not  yet 
matured,  he  is  entitled  to  have  the 
avails  of  the  sales,  as  they  become 
due,  applied  in  satisfaction  of  the 
additional  advances  which  be  is  com- 
pelled to  inuke  upon  such  bills  and 
acceptances  as  they  become  due,  and 
cannot  be  required  to  apply  such 
avails  in  satit>fuction  of  bis  present 
legal  claim?  existing  at  the  commence- 
ment of  his  suit.  id. 


;fees. 

See  Dptiks,  22. 


FEE  SIMPLE. 
See  Eminent  Douain,  2^  to  5. 


FOREIGN  COINS. 

See  DcTiES,  Ito8,22to25jl2to4a 
60,  61^  fiS. 

FORFEmTRE. 

See  Discovert,  1  to  fi. 
Patknts,  14  to  26^  £3. 
FfucTiCK,  32,  S3. 


FORGERY. 

L  An  indictment  for  forgery,  under 
8  U  of  the  Act  of  March  Sd,  1825, 

i  {^U.S.  Slat,  at  Large,  12U.)  in  alter- 
ing  a  certificnte  issued  under  &  il 
of  the  Act  of  Marcii  2d,  174*9,  (l  U. 
8.  Stat,  at  Large^  659,)  allegin<>;  that 
the  certificate  was  issued  by  the  col- 
lector ex-tifficioy  is  bad  on  demurrer. 
The  Unite  J  iHatte  v.  Schoyer^  63 

2.  By  the  Act  of  1799,  the  certificate 
was  to  be  issued  by  the  tupervinor  of 
the  revenue,  and  the  indictment 
ought  to  all'^ge  that  the  collector 
was  desiguaied  by  the  Fresiduut  to 


fulfil  the  duHcs  of  supervisor,  under 
the  Act  of  March  8d,  18i>3.  (2  U.  S. 
Stat,  at  Larr^e,  243.)  and  that  the 
certificate  was  granted  by  the  collec- 
tor in  that  capacity.  id. 


FRAUD. 

See  Bills  or  Exchangk. 
Patents,  A^L 


FREIODT. 

See  Bill  of  Lading,  2, 
Carrilr,  1. 

FUGITIVE  SLAVE  LAW. 

L  When,  under  §  6  of  the  Act  of  Sep- 
tember 18lh,  1860,  (9  [/.  S.  Slat,  at 
Large^  463,)  known  as  the  Fut/itli^ 
Slave  Act,  li  warrant  is  ifsued  by 
competent  authority,  that  is  sufficient 
to  justify  the  arrest  and  detention  of 
the  fugitive  until  he  is  dii<chai^ed  by 
due  course  of  law,  and  any  person 
concerned  in  rescuing  or  attempting 
to  rescue  such  fugitive  out  ol  the 
custody  of  the  law,  subjects  himself 
to  the  penalties  of  the  AcL  The 
United  State*  v.  Jteed,  ^ 

2.  So  fur  as  it  respects  an  obstruction 
to  the  execution  of  legal  process,  or 
a  forcible  rescue  of  a  fugitive  from 
service,  under  the  Act  of  September 
18th,  1860,  (?  U.  S.  Stat,  at  Large, 
462,)  commonly  called  "  Tlie  Fugi- 
tive Slave  Law,"  the  provisions  of 
that  Act  probably  supersede  titose  of 
the  Act  of  April  30th,  1790,  (1  U.  8. 
Slat,  at  Large,  112,)  with  one  excep- 
tion.   Tl^e  FvgUiue  Slave  Lav,  6fia 

3.  The  provision  in  the  22d  section  of 
the  Act  of  1790,  fur  the  case  of  as- 
saulting, beating  or  wounding  any 
Federal  officer,  or  other  person  duly 
authorized,  while  engaged  in  serving 
or  executing  any  process,  may  apply 
as  well  to  the  execution  of  procei^a 
under  the  Act  of  1850  as  under  any 
other  Act,  the  case  not  being  spe- 
cifically provided  for  in  the  Act  of 
1860,  and  there  being  no  necessary 
repu^ancy  between  tlie  two  Acts  in 
this  respect.  id^ 
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4^  There  is  8omc  doubt  whether  a  Cir-  i 
cuit  Court  huH  jurisdictiou  of  the 
ofTeiiceii  named  in  the  7th  section  of 
the  Act  of  1850,  as  that  Act  in  terras 
limits  co<;niz.ance  of  those  oilcuccd  to 


the  District  Court. 


id. 


JL  It  may  bo  a  question  whether  the 
provision  of  the  11th  paction  of  the 
Judiciary  Act  of  September  24th, 
1789,  Q  U^.  8.  Stat,  at  Large,  78J 
conferring  on  the  Circuit  Court  con- 
current jurisdiction  with  the  District 
Court  of  all  crimes  and  offences  cog- 
nizal>le  therein,  applies  to  jurisdiction 
subsequently  conferred  on  the  Dis- 
trict Court  in  as  specific  terms  as  that 
conferred  by  the  Act  of  1850.  id. 

fi»  The  provision  of  the  2d  section  of 
the  Act  of  August  8th,  184rt,  (9  U. 
8.  Stai.  at  Large,  72^)  by  which  the 
District  Court  is  authorized  to  remit 
to  the  Circuit  Court  any  indictment 
pending  in  the  District  Court, .  no 
doubt  embraces  the  cases  specified 
in  the  7  th  section  of  the  Act  of  1850. 

tU 

'L  The  consequences  of  forcible  resist- 
ance and  obstruction  to  the  execution 
of  the  Act  of  1850,  considered,  id. 


G 

GRAND  JURORS. 
Set  Granp  Jdrt. 

GRAND  JURY. 

L  The  Judiciary  Act  of  September 
24th,  1789,  (1  U.S.  Stat,  at  Large, 
88,  §  29J  the  Act  of  May  13th,  18()0, 
(2  Id.  82^)  and  the  Act  of  July  20th, 
1840,  ^Id.  394,)  adopt  the  State 
regulations  respecting  the  procure- 
mcut  of  grand  and  petit  jurors  tp 
serve  in  the  Federal  Courts,  and  ap- 
ply to  those  Courts  the  Slate  rt-L'iila- 
lions  respecting  the  qiialijicatiom 
and  the  exemptions  of  grand  and 
petit  jurors.  The  United  State*  v. 
Reed,  m 

2»  A  challenge  to  a  grand  juror  for  fa- 
Tor,  on  the  ground  that  ho  is  the 

prosecutor  or  complainant  upon  a 
charge,  or  that  he  is  a  witueaa  on  the 


part  of  the  prosecution,  and  has  been 
subpojuaeU  or  been  bound  in  a  re- 
cognizance as  such,  goes  to  the  guali- 
JieatioM  of  the  juror.  id. 

JL  A  challenge  to  the  array  of  the 

grand  jury  in  a  given  ease,  on  the 
ground  iluit  they  have  been  selected, 
summoned  and  returned  by  a  person 
unfit  to  summon  an  inJifTorent  jury 
in  the  case,  touches  the  quaIijicaiion9 
of  the^panel.  id. 

1.  Therefore,  Ftate  regulations  respect- 
ing such  challenges  are  applicable  in 
the  Federal  Courts.  id, 

iL  But  peremptory  challenges  in  crimi- 
nal cases  in  the  Federal  Courts  are 
regulated  by  the  common  law.  id. 

Q.  The  absence  of  a  venire  for  the  sum- 
moning of  a  grand  jury,  in  a  case 
where  it  is  required,  is  a  ground  of 
challenge  to  the  array.  id. 

2.  Challenges  to  the  array  of  grand 
jurors  are  abolished  by  the  laws  of 
New  York,  and  are  consequently 
also  abolished  in  the  Federal  Courts 
in  New  York.  tdL 

fi.  But  still,  where  there  has  been  any 

improper  conduct  on  tlio  part  of  the 
oflicerd  employed  in  designating, 
summoning  and  returning  the  grand 
jury,  nn  necnsed  person  who  is  pre- 
juiJiecd  thereby  hiis  his  remedy  by 
motion  to  the  Court  for  relief.  id. 

fl.  All  objections,  however,  to  the  pro- 
ceedings in  the  selection  and  sum- 
moning of  grand  jurors,  over  and  be- 
yond the  right  of  challenge,  are  pre- 
sented to  the  Court  for  the  exerciso 
of  its  sound  discretion,  and,  although 
there  may  be  technical  irregularities, 
it  will  not  interpose,  unless  satisfied 
that  the  accused  party  is  prejudiced 
by  them.  id, 

IIL  Under  the  Act  of  August  8th,  1846, 
(9  U.  8.  Stat,  at  Large,  73,  §  8J  pro- 
viding  that  no  grand  jury  shall  be 
summoned  in  the  Federal  Courts  ex- 
cept upon  an  order  for  a  venire,  to 
be  made  by  a  Judge,  a  vmire  should 
be  issued  by  the  clerli  of  the  Court, 
in  pursuance  of  the  order.  id., 

IL  A  verbal  order  given  by  a  Judge 
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to  the  clerk  In  puch  case  is  sufficient, 
though  no  order  be  filed  or  entered 
of  record.  id. 

12.  The  omission  to  issue  a  ve»tre  in 
such  case,  if  a  ground  of  challenge 
to  the  array,  and  if  taken  advantage 
of  at  the  proper  time,  is  fatal  to  the 
P^ncl  id. 

IjL  But,  if  not  a  pronnd  of  challenge, 
or  if  the  time  fur  inuking  the  chal- 
lenge be  paitsvd,  it  is  only  a  ground 
for  a  motion  to  set  aside  the  panel 
for  cause.  id. 

The  mere  omission,  howercr,  to 
issue  the  venire,  is  not  such  cause, 
whert!  the  application  is  addressed 
to  the  sound  discretion  of  the  Court. 

id. 

liL  By  the  law  of  New  York,  {2  R.  S. 

i  724,  27,  28j)  persons  "held  to 
answer,"  that  is,  arrested  and  held 
to  bail  to  appear  at  the  term  of  ihe 
Court  at  which  the  grand  jury  at- 
tendii,  to  answer  such  complaints  as 
may  be  presented  against  them,  are 
the  only  persons  who  can  challenge 
either  the  array  of  grand  jurors,  or 
the  indiTiduai  grand  jurors  for  fuvor. 

id. 

.  Ifi.  Whrrc  a  pnrty  npppnls  to  the 
sound  discretion  of  the  Court  to  set 
aside  an  iudictment  for  irregulnrities 
in  drawitip  or  summoning  the  gnmd 
jury,  he  niusi  iruplicate  the  good  faith 
of  the  officers  concerned  in  discharg- 
ing those  duties. 

17.  Tl»ose  officers,  in  New  York,  are 

bound  to  use  the  Ptate  hoses  and  the 
State  ballots  in  dniwing  grand  jurors, 
as  the  same  are  furnished  to  them  by 
the  Stale  officers,  and  have  no  right 
to  change  or  alter  either.  id. 

IS.  It  is  the  uniform  practice,  in  the 
Federal  and  State  Courts,  for  the 
clerk  and  assistant  of  the  District  At- 
tonicy  to  attend  the  grand  jury  and 
assist  in  investigating  the  accusations 
presented  before  them.  That  prac- 
tice must  be  regarded  as  settled ; 
but  any  abuse  or  improper  conduct 
on  the  part  of  any  person  admitted 
to  the  gnind  jury,  will  be  investiga- 
ted by  the  Court  id. 


19.  The  Court  has  no  power  to  inquire 
into  the  mode  in  which  the  exauiinH- 
tion  of  witnesses  was  conducted  be- 
fore the  grand  jury,  for  the  purpose 
of  invalidutiug  an  indictment.  id. 

20.  It  will  inquire,  however,  into  the 
manner  of  swearing  tlie  witno^^'S, 
when  they  are  sworn  in  open  Court, 
and  into  the  competency  of  the  evi- 
dence, whether  oral  or  documentary, 
and  into  the  manner  of  autiienticat- 
ing  the  latter  speeiea  of  evidence.  iJ. 

21.  Where  witnesses  before  a  grand 
jury  are  tesiilying  in  regard  to  facts 
about  which  they  have  previously 
made  ex  parte  aJlidavits,  it  is  not 
improper  for  them  to  consult  those 
affidavits,  to  refresh  their  recollec- 
tion ;  nor  is  there  any  objeeiion  to 
their  swearing  that  cert4iin  facts,  of 
which  they  have  previously  made 
statements  on  paper,  arc  true.  id. 

22.  Evidence  before  a  grand  jury  must 
be  competent  legal  evidence,  sueh 
as  is  legitimate  and  proper  before  a 
petit  jury.  «/. 

On  a  criminal  charge  agninst  sev- 
eral persons,  for  a  pHrtieipatiou  in 
the  rescue  of  a  person  Ironi  the  hands 
of  a  public  officer  who  held  him  in 
custody,  the  witnesses  who  were  to 
testify  before  the  grand  jury  were 
sworn  in  open  Court  in  the  following 
manner :  The  elerk  of  the  Court  was 
furnished  with  a  gcuend  deseription 
of  the  persons  accused — The  tnittd 
StaUn  v.  M.  S.  and  others — and  then 
administered  to  the  witnesses  this 
oath  :  "  You,  and  each  of  you,  do 
sevoriilly  solemnly  hwcar,  that  the 
evidence  you  shall  give  to  the  grand 
inquest  touching  charges  against  M. 
S.,  and  others,  concerning  which 
you  shall  be  intern)gated,  shall  be 
the  truth,  the  whole  truth,  and  noth- 
ing but  the  truth.  So  help  you 
God."  Upon  the  testimony  given 
under  this  oath,  twenty-four  bills  of 
indictment  were  found  against 
Iwenty-lbur  different  persons,  one 
against  each.  No  indietment  was 
found  against  "  M.  S.  and  others*," 
nor  was  any  indictment  found  against 
any  two  persons  jointly.  On  a  mo- 
tion by  K.  R.,  the  defendant  in  one 
of  the  indictments,  to  quash  it,  op 
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the  ^ound  tliat  the  oath  was  Toid  aa 
to  hiiu :  HeJd,  that  the  oath  was  free 
from  objeutioD.  idL 

2i>  A  general  onth  to  give  evidence 
touching  criminal  cliargcs  to  be  laid 
hflure  the  grand  jury,  without  rcfcr- 
cncc  to  any  particular  person,  u  un- 
objcctionablf.  id. 

2iL  If  the  oath  embraces  one  or  more 
pt'rsona  by  munc,  whose  cases  are 
»lx>ut  to  be  laid  before  the  grand 
jury,  and  in  respect  to  which  the 
oatli  is  administered,  nnd  nothing 
more,  evidence  cannot  be  given 
under  it  in  support  of  any  accusation 
against  others.  id. 

25.  Tlie  Court  has  no  power  to  revise 
the  judgment  of  a  gi-aud  jury  upon 
the  evidence,  for  the  purpose  of  de- 
termining whether  or  not  the  finding 
was  founded  upon  sufficieat  proof, 
or  whether  there  was  a  dt-ficiency 
in  respect  to  any  part  of  the  com- 
plaint, id. 

GRANT. 
See  Patents,  Sfi. 


I 


IMPORia 
See  DcTiBS. 

LVDICTMEXT. 

See  FoROEny. 

FcoiTivE  Slatk  Law,  6. 
Grand  Jcnv. 
Mi'RnF.R,  L 
Stkamuoats. 

INFORMER. 
See  Practice,  82,  23. 

INFRINGEMENT. 
Sec  CoPYHionr,  16^  12. 


DlSCOVKBT,  15, 

Patests,  10,  oO.  S*^.  49^  59,  £2  tt 
75^  82,  90j  108^  109,  111,  11^ 
122^        IM  to  136,  U!L 

Practice*,  5,  iL 

Vmdici. 


INJUNCTION. 

L  This  Court  has  no  power  to  restrain 
or  interfere  with  a  suit  prosecuted 
and  pending  in  a  State  Court,  by  en- 
joining tlie  further  prosecution  of 
such  suit.  The  City  Batik  of  Xev 
York  V.  Skelton,  U 

2.  Rut  tliia  Court,  in  executing  a  juris- 
diction vested  in  it,  may,  in  a  case 
of  which  it  has  cognizance,  act  upon 
parties  who  are  suitors  in  a  State 
Court  in  relation  to  the  same  § ubject- 
ni%tter,  so  far  at  least  as  to  compel 
their  submL^ion  to  such  judgment  as 
this  Court  nwy  render  in  the  case.  id. 

3.  Where  funds  were  deposited  in  a 
bank,  and  afterward  S.,  claiming 
the  funds  as  his  property,  commenced 
a  suit  for  their  i-ecovcry  in  a  State 
Court  against  the  bank  and  Y.,  the 
depositor  of  the  fund?,  and,  while 
tliat  suit  was  pending,  Y.  conimeuccd 
two  suits  in  this  Court  ap»in!«t  the 
bank,  to  recover  the  funds  and  dam- 
ages for  their  detention,  the  bank 
having  do  interest  in  the  funds: 
Jlcld,  on  a  bill  filed  in  this  Court  by 
the  bank  against  S.  and  Y.,  that 
although  this  Court  would  not  de- 
cree an  interpleader  in  the  case,  or 
enjoin  the  suit  in  the  State  Court, 
yet  it  would  enjoin  the  prosecution 
by  Y.  of  his  suits  in  this  Court,  until 
the  final  decision  of  the  suit  in  the 
State  Court  id. 

Held^  also,  that  this  Court  would 
give  the  parties  the  option  to  consent 
by  stipiilution  to  intcT[>lead  in  this 
Court  on  the  subject-mittter,  and,  in 
case  they  did  so,  would  allow  the 
bank  to  pay  the  luuds  into  Court, 
first  deducting  such  costs  and  ex- 
penses as  the  Court  should  allow,  id. 

C  This  Court  has  power,  in  a  proper 
case,  to  prohibit  a  non-resident  plain- 
tiff from  prosecuting  an  action 
against  a  defendant  residing  witlun 
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this  State.  77u  CUy  Bank  of  Nete 
York  T.  SktUon,  2& 

6.  The  Circuit  Courts  of  the  United 
States  have  power  to  control  luid 
Btaj  actiona  pending  before  them, 
cither  by  order  on  the  comnion  law 
side  of  the  Court,  or  by  ix)juQctiun 
on  the  Equity  side.  id, 

7.  But  they  will  not  exercise  such  au- 
thority over  actions  pending  in  a 

State  Court,  nor  will  a  State  Court 
interfere  with  actions  peudiug  in  the 
Federal  Courts.  id, 

8.  The  decision  in  this  same  case,  {anUy 
p.  14.)  that  thui  is  a  proper  case  fur 
this  Court  to  stay  by  injunction  an 
action  at  law  peuiiing  here,  reviewed 
and  affirmed.  id. 

&  ConsideraUons  stated,  in  regard  to 
the  granting  of  prorisional  injunc- 
tions.   Little  r.  Uouldy  IM 

See  Attachmxnt,  1  to  5. 

CoPYUtanT,  16j  li 
Pate.nt8,  75,  Lm  to  118,  135. 
Plkadino,  L 
Phactick,  6,  fi. 

RK?UUTi{,  8., 


INSURANCE. 

L  These  'points  arc  settled  in  the  con- 
struction of  policiea  of  insurance : 
First,  They  are  to  have  a  liberal  and 
benigTt  interpretation  in  behalf  of 
the  itisured  ;  Second,  They  are  to  be 
construed  and  enforced  according  to 
the  plain  intent  of  the  parties,  if  no 

•  settled  rule  of  law  interposes  to  pre- 
vent ;  Tlurd,  Whether  or  not,  by  the 
general  rules  of  instjrunce  lnw,  tlie 
lact  that  the  insured  party  had  no 
insurable  interest  in  the  subject  in- 
sured at  the  time  it  was  intended 
the  contract  should  commence  its 
operation,  although  ho  possessed 
pueh  interest  at  the  time  of  the  loss, 
would  reader  the  policy  invalid, 
yet  it  is  competent  for  the  parties  to 
contract  with  a  view  to  such  a  eon- 
dition  of  things,  JJeus/utui  v.  2'ht 
Mutual  Safety  Jm.  Co.  fiS 

2a  There  is  strong  color,  however,  for 
the  doctrine,  that  the  party  intended 


to  be  insured  will  be  protected,  if 
he  had  an  interest  at  the  time  of  the 
losp,  without  nny  express  slipiilntion 
to  that  eO'eci,  aUhuu|;h  he  had  ]io  in- 
terest at  the  coumeuccmcot  of  the 
risk.  id, 

2.  A  time  policy,  against  marine  risk, 
on  a  steam-vessel,  for  a  succession  of 
voynges,  each  voyapc  to  I)C;ir  its  own 
average,  made  at  the  insium  e  of  N., 
on  account  of  whom  it  may  concern, 
the  loss  payable  to  A>r  the  sum 
of  |!l5,(iiX>,  is  an  agreement  by  the 
underwriters  to  insure  all  tlie  inter- 
est to  that  amount  which  shall  bo 
owned  in  the  Tess(>l  at  the  time  of 
her  loss  within  the  policy,  and  to  pay 
the  lops  to  ILj  for  the  benefit  of  the 
actual  owners.  id. 

4.  Such  a  contract  is  legal,  and  II.,  in 
his  own  right,  or  as  trustee,  is  com- 
petent to  enforce  it.  id. 

iL  The  policy  might,  also,  bo  construed 
as  intending  each  separato  trip  of 
the  vessel  to  be  a  distinct  voyage, 
the  risk  on  which  would  commence 
at  its  inception,  and  thus  the  party 
interested  at  the  time  of  the  loss 
would  also  bo  interested  at  the  cuni- 
mencoment  of  the  risk.  id. 

6,  Where  the  deolamtion  on  such  a 
policy  averred  thut,  at  the  tin)e  of 
the  loss  of  the  vessel,  U.,  the  plain- 
tiff, was  interci^ted  in  her  to  the 
amount  of  the  said  insurance  :  //«/(/, 
that  it  need  not  aver  that  II.  was  in- 
terested in  her  at  the  time  of  the  in* 
surance,  or  at  the  time  of  the  com* 
mencemcnt  of  the  risk.  id. 

jL  And,  where  it  averred  that  the  in- 
surance  was  for  the  use  and  benefit 
of  «8  trustee  for  N.,  and  that,  as 
sucn  trustee,  was  interested  in 
the  vessel  at  the  time  of  her  loss : 
Jleld^  that  it  nec<l  not  set  forth  the 
nature  or  extent  of  the  trust,  they 
being  tuaiters  of  evidence.  td. 

INTEREST. 

St«  CoLLIglON,  S. 

Patints,  95,  101.  106.  IDIL 
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IXTEBPLEADER. 

L  Upon  tho  general  principles  of  Equi- 
ty jurisprudence,  a  bank  iniiy,  iti  a 
proper  case,  have  relief  by  bill  of 
iatcTpIcader  against  i»eparate  and 
advensary  partietf  who  claim  title  to 
moneys  therein  deposiU'd.  The  CU^ 
Bank  of  Xew  York  v.  SieUon,  U 

See  IxjCNCTiON,  8,  i. 

INTERROGATORIES. 
S:e  Attachment,  2  to  JL 

INVENTION. 
See  Patknts,  1  to  10,  Ui. 

INVOICE. 

Set  Duties,  7,12,16,21,23,24^26,81^ 
lo  3S.  40.  12  to  48,  50.  51. 

63. 

Rk VENUS  Laws. 


J 

'JUDGMENT. 

1  A  ju  lzment  or  decree  docketed  in  a 
C»)urt  of  the  United  Stales  for  the 
Soutliom  District  of  New  York,  is  a 
lien  on  the  lauds  of  the  defendant  in 
wTiatcver  county  of  the  District  they 
arc  situated.  Croptry  v.  Crattdall^  ail 

2*  It  is  not  necessary  to  the  creation 
of  such  lien,  thut  a  transcript  of  tlie 
judgment  or  decree  should  be  filetl 
in  the  office  of  the  clerk  of  any 

•  county  in  the  District.  ul. 

a.  The  statutes  of  New  York  wliich 
limit  the  duration  of  the  lii-n  of  tlie 
judjnnt-nts  and  decrees  of  the  State 
Courts  apply  to  the  judpnicnts  and 
decrees  of  the  Courts  of  the  United 
States  within  the  State.  id. 

L  But  the  New  York  statute  of  >fav 
lith,  1840.  {Lau-M  of  18 10,  chi}*.  380. 
§  2G,)  prescribing  what  acts  are 


necessary  to  bo  done  to  create  tho 
lien  of  a  State  judgment  or  decree, 
does  not  apply  to  the  judg;mentB  or 
decrees  of  a  Court  of  the  United 
States.  id. 

&.  As  a  general  if  not  unircrsal  rule, 
in  order  to  bind  a  defendant,  or  to 
confer  any  rights  upon  a  plaintiff,  by 
force  of  a  judgment  in  a  pertonal 
ac'ion,  the  former  must  be  served 
with  notice  of  the  institution  of  the 
suit,  so  that  he  may  have  an  oppor- 
tunity to  appear  and  defend.  The 
Globe,  421 

(L  Dut  a  proceeding  in  rem  forms  an 
exception  to  the  general  rule,  and 
hind«  the  re*  in  the  abwnce  of  any 
por&utul  notice  to  the  party  inter- 
ested, id. 

jL  A  foreijn  vessel  was  attached  by  a 
proceeding  in  rem,  under  a  law  of 
Ohio,  in  a  Court  of  that  State,  for 
repairs  made  and  supplies  furnished, 
and  sold  upon  a  judgment  duly  re- 
covered in  piirsimncc  of  Rich  attacli- 
ment :  Jhld,  that  the  judgment  was 
conclusive  upon  the  transfer  and  dis- 
position of  the  ve5«el,  in  whatever 
place  she  might  be  found,  and  upon 
the  title  to  her,  by  whomsoever  ic 
might  be  (HU'siionotl,  an  l  whether  in- 
volved ditccUy  or  collatcruily.  id. 

8»  ffcfd,  ahn,  that  thi^^'wjm  especially 
so  where  Uio  owner  of  the  vejisel  at 
the  time  appeared  in  the  suit  in  the 
Ohio  Court,  and  contested  the  pro 
ccedingfl  throughout.  id. 

See  Equity,  8, 4. 
Lien, 

Kknts  and  Profits. 

JUDICIAL  DECISIONS. 
See  Repokxs. 


JURISDICTION. 

L  Under  §  11  of  the  Judiciary  Act  of 
1789,  (lU.  &  8l<a.  at  Large,  78^ 
construed  in  connection  with  Art  8, 
sec.  2,  of  the  Constitution  of  the 
United  States,  it  is  not  sufficient  to 
give  jurisdiction  of  a  suit  to  a  Circuit 
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Coart,  that  one  of  the  parties  to  it 
is  ail  alicu.    PretUUs  v.  Brcntian, 

]M 

2.  The  controversy,  in  ortler  to  give 
Jurijtlictioii,  tnutit  be  one  in  whicli  a 
citizen  of  a  Slate  and  an  alien  arc 
parlies.  id. 

L  Where  tlie  pliuniiflT  was  a  native  of 
New  York,  but  had  resided  in  Canada 
and  been  in  business  there  for  thirty 
years  before  bringing  his  suit,  and 
resided  there  when  he  brought  his 
unit,  and  had  Uikeii  the  oath  of  allc- 

g'ance  there  to  tlie  Queen  of  Great 
rit^iin,  and  the  defendant  was  a  citi- 
zen of  Canada  and  u  subject  of  the 
(jueen  of  (ireat  Britain :  JlelJ,  that 
this  Cuurt  had  no  jurisdiction  uf  tlie 
case.  id. 

4.  Though  the  plaintiflf  might,  for  some 
purposes,  be  regarded  as  a  citizen  of 
the  L'nited  Slates,  lie  w;»s  iiot  a  citi- 
zen  of  the  State  of  New  York,  which 
was  essential  to  giro  jurisdiction,  id. 

See  Patfnts,  43^  44. 

PilACTKK,  30. 


JURORS. 

Sfe  Grand  Jpiiy. 
"Jury. 


JURY. 

L  A  qualified  peremptory  challenge  in 
a  criminal  case,  that  is,  a  right  to  set 
aside  a  juror  without  challenging  him 
for  principal  cause  or  to  the  fiivor, 
and  to  have  him  finally  excluded 
from  the  jury  unless  the  panel  is 
exhausted  by  tlic  cballcDges  uf  the 
prisoner,  exists  in  favor  of  the  Gov- 
ernment in  the  Courts  of  the  United 
States.  Per  Nklso.n,  J.  77u  UidUd 
State*  V.  DougluMK,  2i>2 

2^  This  is  itie  settled  doctrine  of  the 
common  law,  and  was  recognized  by 
the  Supremo  Court  of  the  United 
Slates  in  Thf  t'nUrd  State*  v.  J/«r- 
chatU^  (12  Wka^.  480.)  Per  Nkl- 
80I>,  J.  id. 

a.  The  Act  of  July  20th,  1840,  (5  U.  S. 


8!at.  at  Largty  "01.)  applies  only  to 
the  mode  of  selecting  the  jury,  that 
is,  by  ballot,  lot  or  otherwise,  as  pro- 
$:cTiliLHl  by  the  State  laws,  and  does 
not  uilect  the  questions  involved  in 
the  right  of  challenging  the  jurors 
called,  whether  peremptorily  or  for 
cause.  Tiiusc  questions  ttand  upon 
the  common  law,  except  where  regu- 
lated by  Act  of  Congress.    Per  Nel- 

id. 


SON,  J 


4.  Tlie  Act  of  July  20f.h,  1840,  (5  U.  JS. 
Stat,  at  Large^  394,)  manifests  a  pur- 
pose to  confonn  the  regulations  in 
regard  to  the  designation  and  im- 
panelling of  juroni  in  the  Courts  of 
the  United  States,  so  far  as  may  bo 
pnntieable,  to  the  existing  laws  of 
the  particular  States.    Per  Bettb,  J. 

id. 

IL  The  right  to  a  qualified  peremptory 
challenge  in  a  criminal  case  did  not 
belong  to  the  Crown,  at  common 
law.  It  rested  wholly  upon  a  con- 
struction of  the  statute  of  Edw. 
I.    Per  Bktts,  J.  frf. 

fi.  The  case  of  The  United  State*  v. 
Marehant,  (12  Wheat.  48<>,)  did  not 
involve  any  question  as  to  the  right 
of  the  Government  with  regard  to 
challenges  of  jurors.    Per  Betts,  J. 

id. 

1  Tlie  laws  of  the  State  of  New  York 
do  not  allow  to  the  prosecution,  in 
a  cciminnl  case,  such  qualified  per- 
emptory challenge,  and  the  practice 
of  the  Courts  of  the  United  States 
has  always  becti,  to  confonn  in  all 
respects,  in  trials  by  jury,  as  nearly 
as  practicable,  to  the  laws  of  the 
Slate  in  which  they  sit.  Per  Bett.s, 
J.  id. 

8-  The  Attorney  for  the  United  States 
is  bound  to  assign  and  substantiutc 
his  challenge  when  it  is  made,  and 
before  other  jurors  can  be  dniwn. 
Per  Bktts,  J.  id. 

JL  Peremptory  challenges  to  jurors  are 
not  allowed  in  the  Courts  of  the 
United  States  in  any  other  than  cap- 
ital cases,  even  though  they  are 
allowed  in  other  cases  by  the  State 
law.  The  United  State*  r.  Cottiug. 
ham,  ^  "  ^ 
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See  EviDHNCE,  8. 
Grand  Jurt. 

1'atknts,  2,  26,  2L  28^  ai  to  23. 
Verdict. 


LACHES. 

See  Practice, 
,Skizurk,  1, 


LAND. 
See  Emikkxt  Domain. 

JCDOMKNT,  1  to 

Power. 

Rknts  and  Profiw. 


LEASE. 
See  Power,  2  to  i, 

LEGISLAURE. 
See  Eminent  Domain,  1  to  4^ 

LETTER. 
See  PosT-OyricE. 

LETTER  CARRIER. 
See  PosT-OnricE,  3, 1, 

LEX  DOMICILII. 
See  Marriage. 

LEX  LOCI. 
Sre  Marriaur. 

LICENSE. 
See  Patents,  51  to  62. 

LIEN. 

It  is  sufficient  to  give  a  lien,  under 


I 


tlie  statute  of  New  York,  (2  Jt.  S. 
493.  g  1^  against  n  domestic  vessel, 
for  money  advanced  for  supplies  fur- 
ni^^bed  to  lier  in  her  home  port,  that 
the  items  of  account  for  such  ad- 
vances amount  in  the  aggregate  to 
$50.  It  is  not  necessary  that  each 
item  should  amount  to  #50.  The 
St.  Mary,  222 

2-  Where  S.,  having  a  claim  sffninst  F. 
for  ^5,000,  as  the  balance  of  sl2.iiOO. 
purchase-money  of  a  vessel,  took  a 
bill  of  sale  of  the  vessel  from  F.,  with 
power  to  sell  her  and  pay  hiniself 
said  balance,  and  at  that  time  W. 
had  a  claim  apiinst  F.,  for  disburse- 
ments for  stonvs  and  supplies  for  the 
vessel  and  for  a  commisijion  for  ser- 
vices in  fitting  the  vessel  for  sea  and 
procuring  freight  and  passengers  for 
her,  of  wiiich  claim  S.  had  knowledge 
at  the  time  :  IJeld^  on  a  libel  in  rrm 
filed  by  W.  to  recover  his  claim,  that 
S.  was  entitled  to  payment  of  his 
claim  for  the  balance  of  the  purchase- 
money,  before  W.  could  receive  any 
part  of  his  claim,  but  that  W.'s  claim 
had  priority  over  a  claim  by  S.  for 
disbursements  made  by  him,  after 
taking  said  bill  of  sale,  in  fitting  the 
vessel  for  sea. 

3.  The  terms  of  the  bill  of  sale,  con- 
sidered, id. 


4-  The  rule  in  respect  to  maritime  liens 
against  vessels  for  supplies  and  ma- 
terials furnished  to  her  tna.ster  at  a 
foreign  port  is,  that  the  party  first 
instituting  legal  proceedings  for  the 
purpose  of  enforcing  his  claim  against 
the  ves?ol,  is  entitled  to  satisfaction 
out  of  the  proceeds  of  her  ssile.  The 
Globe,  427 

The  true  meaning  of  a  maritime  lien 
is,  that  it  renders  the  pn>perty  liable 
to  the  claim  without  a  previous  judg- 
ment or  decree  of  the  Court  seques- 
tering or  condemning  it,  or  establish- 
ing the  demand,  as  at  common  law, 
and  tlie  action  in  rein  carries  it  into 
effect.  id. 

6.  The  apprnpriation  of  the  property 
to  that  end  becomes  absolute  and 
exclusive  on  suit  brought,  unless 
supersjedcd  by  some  pledge  or  lien 
of  paramount  order.  id. 
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I.  The  first  action  by  which  the  prop- 
erty ig  seized  is  entitled  to  hold  it  as 
aguin9t  nil  other  claims  of  no  higher 
character.  i<K 

tL  The  lieny  so  termed,  is,  in  reality, 
only  a  privileged  to  arreat  the  ressel 
for  the  demand,  wliich,  of  itself,  con- 
stitutes no  incumbninee  on  the  ves- 
sel, and  becomes  such  only  by  virtue 
of  an  actual  attachment  of  the  same. 

id. 

fi.  G.  filed  a  libel  iw  ?Ym  in  the  Adrai- 
raltv  in  New  York,  under  the  Act  of 
February  2«lh.  1845,  (5  U.  S.  SUd. 
at  l.'trge^  ''26,)  aguinst  a  vessel,  to 
recover  for  supplies  and  materials 
furnished  to  her  in  New  York,  as  a 
foreign  vessel,  owned  in  Michigan. 
Before  the  filing  of  the  libel,  she  had 
been  sold  in  Ohio  upon  a  judgment 
recovered  in  a  Stale  Court  in  Ohio, 
fur  supplies  and  materials  furnished 
to  her  by  C.  subsequently  to  the  time 
when  G.  furnished  his  supplies  and 
materials.  The  Ohio  judgment  was 
recovered  in  a  proceeding  in  rem 
against  the  vessel  by  attachment 
under  a  law  of  Ohio,  she  being  then 
also  a  foreign  vessel,  owned  in  Michi- 
gan :  //^W,  that  the  priority  of  time 
in  th<'  furnishing  of  the  supplies  and 
material  by  G.  gave  him  no  para- 
mount lien  on  the  vessel  over  the 
lien  of  0.  id. 

See  Caruikii,  1  to  4, 

JtrnOMKNT,  1  to  ^ 
KRSTS  AUtt  PUOFITS. 


M 

MAIL. 
See  PoST-Ot  riCE,  lii. 

MAIL-CARRIER. 
•S^  Post-Okfick,  L  3,  i. 

"MANIFEST. 
See  Hkven'DE  Laws. 


MANSLAUGHTER. 
See  Steamdoats. 

MARINE  INSURANCE, 
See  IssrRANCE. 

MARRIAGE. 

L  As  a  general  rule,  the  capacity  or 
incapacity  to  nuirry  depends  on  the 
law  of  the  place  where  the  marriage 
is  contracted,  and  not  on  the  place 
of  the  domicil  of  the  parties.  Pons- 
ford  V.  Johnv^n^  fij. 

2,  Prior  to  1826,  P.  was  married  in 
New  York  to  who,  in  that  year, 
obtained  from  tlie  Court  of  Chancery 
of  New  York  a  decree  of  divorce  on 
account  of  the  adultery  of  P.  The 
decree  dissolved  the  marriage,  and 
freed  each  of  the  parlies  from  the 
obligations  of  the  some.  The  Act 
under  which  the  divorce  was  grant- 
ed provided,  that  the  party  con- 
vicled  of  adultery  should  not  marry 
until  the  other  should  be  actually 
de.id.  In  1837,  while  IL  was  siill 
living,  P.  and  A.,  both  then  residing 
in  New  York,  were  married  to  each 
other  in  New  Jersey,  in  due  form 
and  according  to  the  laws  of  that 
State.  A.  then  knew  nothing  of  the 
divorce  or  of  11^  and  h;>d  only 
heard  that  P.  had  had  a  wife  who 
was  dead.  A.  wjis  married  in  New 
Jersey  in  compliance  with  the  wishes 
of  P.,  and  with  no  intention  on  her 
part  of  evading  any  law  of  New 
York.  P.  died  in  1843,  intestate, 
domiciled  at  the  tinie  in  Now  York. 
Under  the  laws  of  New  York,  A.,  if 
his  widow,  Wiis  entitled  to  a  share 
of  his  personal  estate.  The  defcnd- 
Hut  J.  obtained  aclministration  in 
New  York  on  P.'s  estate,  and  re- 
ceived assets  to  a  large  amount,  but 
refused  to  pay  any  portion  of  them 
to  A.  A  bill  filed  by  A.  to  compel 
such  payment,  having  been  demurred 
to  on  the  ground  that  the  marriage 
between  P.  and  A.  was  void  :  Held, 
that  the  decree  of  divorce  was  an 
absolute  dissolution  of  the  marriage 
contract  as  to  both  parties ;  that  the 
disability  to  marry  imposed  by  the 
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statute  of  New  York  nttuched  to  P., 
by  way  of  penalty,  ouly  within  that 
State  ;  tlint  the  marringe  between  A. 
and  P.  in  New  Jcrsev  was  valid  :  that 
A.  was  entitled  to  all  the  rights  of 
the  lawful  widow  of  P.  under  the 
laws  of  New  York  ;  and  that  J.  was 
bound  tu  pay  over  to  her  her  share 
of  P. '8  estate.  id. 

a.  Semble,  that  the  validity  of  the  New 
Jersey  marriage  would  not  have  been 
ftlfected  if  both  partiet;  had  resorted 
to  that  State  to  evade  the  prohibito- 
ry law  of  New  York.  And  clearly, 
where  one  party  was  innocent  and 
ignorant  of  such  purpose,  the  »i<i/a 
of  the  other  coiihl  not  impeach 
the  marriage,  If  it  was  lawful  in  otlier 
respects.  id. 


MASTER. 
See  Stkamboats. 


MEASURER. 
See  Duties,  21. 


MONEY  HAD  AND  RECEIVED. 

L  R.  B.  &  Co.,  a  copartnership,  acted, 
by  mutual  agreement,  as  the  i<elling 
agents  of  the  Burlington  Mills  Co., 
a  manufacturing  cor]>oration.  The 
copartnorHhip  of  R.  B.  k  Co,  was 
dissolved,  and  a  new  firm  constitu-  ' 
ted,  under  the  same  style  and  con- 
sisting in  part  of  the  same  members. 
The  new  firm  assumed  and  enntiniifd 
the  busine.s.s  of  the  old  Unu,  acting 
as  the  selling  agents  of  the  corpora- 
tion under  the  same  aprcement  which 
existed  with  the  old  linu.  The  cor- 
poration, by  its  treasurer,  requeste*! 
the  new  firm  to  pay  and  adjuist  the 
balance  due  from  the  corporation  to 
the  old  firm  and  charge  it,  in  their 
account,  to  the  corporation.  They 
did  adjust  it  accordingly,  and  the 
old  firm  credited  the  corporation 
with  the  amount  of  the  balance,  as 
received  of  the  new  firm,  and  ren- 
dered their  account  to  the  corpora- 
tion balanced  by  the  credit  in  full : 
Held,  that  it  must  be  inferred  that 


this  balance  was  discharged  by  the 
payment  of  money  or  what  was 
equivalent  thereto ;  that  the  corpo- 
ration thereby  became  debtors  to  the 
new  firm  for  the  amount ;  and  that 
it  might  be  recovered  by  tlieni,  in  an. 
action  for  money  had  and  received 
or  for  money  paid  and  advanced. 
Bradley  v.  RichardtoH,  843 

2.  The  treasurer,  being  not  merely  tlie 
keeper  of  the  money  of  the  corponi- 
tion,  but  empowered  by  the  director:* 
to  borrow  money  in  the  name  and 
for  the  use  of  the  corporaiion,  and 
having  a  general  authority  given 
him  by  the  by-laws  to  pay  the  debts 
of  the  corporation  :  Held,  that  he 
had  sufiicient  authority  to  give  the 
assent  of  the  corporation  to  the 
transaction  by  which,  the  balance 
due  to  the  old  firm  was  thus  paid. 

id. 

8^  Held,  alto,  that  it  could  not  be  ob- 

jtH,'tc>d  ftgainet  the  validity  of  tlse 
transaction  that  the  trvmsurer  was  a 
member  both  of  the  old  and  the  new 
firm,  that  fact  being  fully  known  to 
the  corporation.  id. 

4,  An  account  having  been  rendered  to 
the  corporation,  stating  the  balance, 
the  payment  of  it  and  by  whom  it 
wa<«  paid,  and  no  objection  having 
been  made  at  the  time  or  afterwards, 
until  a  suit  was  commenced  ngain&t 
the  corporation  by  the  new  firm  to 
recover  the  amount  due  to  them  : 
Held,  that  the  transacUon  must  be 
deemed  to  have  been  acquiesced  in 
by  the  corporation.  id. 

MONEY  PAID  AND  ADVANCED. 
S(c  MoNKY  nxn  and  rkceitbd. 

MULTIFARIOUSNESS. 
See  Deuurrkr,  8j 

MURDER. 

L  Where  a  person  is  present,  actually 
or  constructively,  at  a  murder,  aid- 
ing and  abetting  it,  that  is  sufficient, 
bojh  at  common  law  and  under  the 
statutes  of  the  United  States,  to 
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irarrant  hU  conviction  under  an  in- 
dictment charging  him  with  the 
murder,  though  cuutaiuing  no  count 
chiir^'ing  him  with  only  being  pres- 
ent at  the  murder,  aiding  and  abet- 
ting it.  The  Unittd  StaUa  v.  Dong- 
lau,  201 

2.  The  Acta  of  Congress  of  April  30th, 
1790,  (1  U.  R  Stat,  at  Lar<fe,  114^ 
g  lOJ  «nd  of  March  Sd,  1825,  (4  Id. 
115.  ft  4J  do  not  make  the  aiding  and 
abetting  an  act  of  murder  by  per- 
sonal presence  and  oitsistance,  a  sep- 
arate and  distinct  oftcncu.  id. 

Sf'e  ErinKSCK,  L 

MUSICAL  COMPOSITION. 
See  Copt  BIGHT,  IL 


N 

NAVIGATION  LAWS. 

tSfc  Skizurk. 

NAVY. 
&r  Salvahe. 

NEGLIGENCE. 

Sef  CoLLEfTOU, 

Tatests,  aa. 

NOVELTY. 
See  Patents,  6, 11^  113,126  to  133,  1 


PARTIES. 

See  JcRiSDnnrioN. 
Patent?,  fii 
Pkactice,  26  to  23. 

PARTSERSHIP. 
See  PiucTicK,  28. 

PASSENGER. 
See  Caurier,  1  to  4. 


PATENTABILITY. 

See  DiscovKRT,  UL. 

Patents.  L  2^  6,  7,  JL 

PATENTS. 

L  Invention.    (1  to  10.) 
2.  Novelty.  (11.) 
a.  Utility.  (12.) 

4,  Validity. 

6.  Combination.  (18.) 

fi.  Abandonment.   {JA  to  2fiJ 

2.  Specification.    (27  to  34.) 

5.  Drawings.    (35  to  37J 
a.  Disclaimer.    (88  to  4L> 

10.  Extension.    (42  to  44.) 

11.  Assignment.    (45  to  5Q.) 
LL  License.    (67  to  62j 

li  Infringement.    (68  to  76J 
11.  Declaration.    (76  to  84J 
li  Defence.    (85  to  87J 

Trial.    (88  to  90.) 
17.  Evidence. 

Damages,    {n  to  109.) 
IS.  Injunction.    (llO  to  113.) 
2SL  Interfering  Patents.    (114  to  117.) 
2L  Miscclbneous.  (118.) 
22.  Particular  Patents. 

(1.)  Mont?:omery   and    Harris' — 

Bulk- Mill.    (110  to  123  ) 
(2.)  McCormick's — Reaping  Ma- 
chine. (124.|^ 


(3.)  Foote's — Stovp-ftcgnlator. 

(126  to  133.) 
(4.)  Ide^Cultivutor.     (134  to 
186.) 

(5.)  Winans'— Eight-wheelcd  Car. 
(137  to  140.) 

(6.)  Woodworth's — Planing  Ma- 
chine. 

(7.)  Bluncliard'p — Turning  Irregu- 
lar Forms.    (HI.  142.) 

L  Invention. 

L  A  formal  change,  such  as  a  change 
of  proportions,  a  mere  change  of 
form,  or  a  different  sliape,  is  not, 
within  the  meaning  of  the  patent 
law,  a  change  sufficient  to  support  a 
patent ;  but  the  improvement  upr»n 
the  old  contrivance  must  embody 
some  originality,  and  something  sub- 
stantial in  the  change,  producing  a 
more  useful  effect  and  operation. 
Hally.  Wiles,  IM 

2»  In  detcrminiug  the  quesliou  of  pat- 
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cntnbility,  tlic  jury  Iiave  n  right  to 
take  into  ('oiisidcnition,  in  connec- 
tion with  the  t'hnnjje,  ihc  result 
which  has  been  productil ;  because 
the  re«ult,  i!"  !rre-.itly  more  beneficial 
than  it  wus  with  lh(>  old  contrivance, 
reflecta  buck,  and  lends  to  character- 
ire  in  80UH-  degree  il»e  importance  of 
the  chanfje.  id. 

3.  The  presumption  of  law  is,  that  a 
patentee  was  the  inventor  of  that 
wliich  he  patented,  and  the  burden 
18  thrown  on  the  defendant  to  dis- 
prove tlje  fact.  V.  Bali,  222 

1.  A  person,  to  be  entitled  to  the  char- 
acter of  an  inventor,  within  the 
meaning  ol  the  Act  of  Congret**, 
must  hiuisolf  have  conceived  the 
idea  embodied  in  hiti  improvement. 

id. 

^  But,  in  order  to  invalidate  a  patent 
on  the  ground  that  the  patentee  did 
not  conceive  such  idea,  it  must  ap- 
pear that  the  fiuggestions,  if  any, 
made  to  him  by  others,  would  fur- 
nish all  the  information  necessary  to 
enable  him  to  construct  the  improve- 
ment completely  and  perfectly.  i<L 

iL  In  an  action  for  the  infringement  of 
a  patent,  it  being  objected,  that  the 
arrangement  of  maeliinery  claimed 
in  the  patent  v&s  m  simple  and  ob- 
vious as  not  to  be  the  subject  of  a 
patent :  Held,  that  novelty  and  util- 

'  ity  in  an  improvement  are  the  only 
ct>nditiuns  requisite  to  the  granting 
of  a  patent.  McCormick  v.  Sey- 
mour, g4Q 

"L  Where  a  party  hns  discovered  a  new 
application  of  some  property  in  na- 
ture, never  before  known  or  in  use, 
by  wliicli  he  ha.^  produced  a  new  and 
useful  result,  the  discovery  Is  the 
subject  of  a  patent,  independently  of 
any  peculiar  or  new  arrangement  of 
machinery  for  the  purpose  of  apply- 
ing the  new  property.  Foo'e  v.  .S<7.<«. 
by,  iiiill 

a.  Ilcnce,  the  inventor  has  a  right  to 
U'^e  anv  means,  old  or  new,  in  the  ' 
applic;)tion  of  the  new  property  to  ; 
produce  tin*  new  and  useful  result, 
to  the  exclusion  of  all  other  means. 

id. 


8o.  The  ca^e  of  Keilsoti  v,  Harford, 
(  WtbKt.  P.  C.  296,)  cited  and  ap- 
proved, td. 

IL  A  mere  nlistract  conception  cannot 
be  the  Bubjcct  of  a  patent ;  but, 
when  it  is  reduced  to  practice,  1)? 
any  means,  oM  or  !iew,  resulting  use- 
fully, it  is  the  subject  of  a  piitent,  in- 
dependently of  the  machinery  by 
which  the  application  is  made.  id. 

10.  In  the  case  of  such  a  patent,  al- 
though old  means  be  u*ed  by  the 
patentee  fur  giving  application  to 
the  new  conception,  yet  the  patent 
excludes  all  persons  other  thnn  the 
patentcf  from  the  use  of  those 
means,  and  of  all  other  Dieaiis,  in  a 
bimilar  application.  id. 

See  IM. 


2.  Noveltij. 

LL  On  a  question  of  the  novelty  of  an 
improvement  in  a  reaping  machine, 
the  inquiry  lor  the  jury  whether 
the  alleged  prior  invention  is  identi- 
cal with  the  plaiiitift'V,  or  whether 
his  involves  a  new  operation  and 
produces  a  new  effect  on  the  stand, 
ing  or  tangled  grain,  in  the  use  of 
the  m.nchiue.  McCoi^iek  v.  i*y'v- 
mour,  240 

5«  6j  113,  12fi  to  133,  m. 


3-  Utility. 

12.  On  the  point  of  the  utility  of  an 
invention,  the  question  is  not,  wheth- 
er the  machine  invented  is  the  best 
one  known  to  the  community,  nor 
whether  it  does  it^  work  better  or 
faster  than  any  other  machine  in  the 
same  department  of  labor,  but  wheth- 
er it  is,  to  n  certain  degree,  useful. 
Wilbur  V.  Beecher,  m 

See  6,  120,  127,  133,  14IL 


Validity. 

See  23  to  34^  as  to  IL 
Discovert,  Ui  to  12. 


INDEX. 


599 


!L  Combiiiatton. 

liL  Where  one  part  of  a  combination 
is  new,  tlie  combination  is  a  new  one, 
though  the  other  parts  of  the  combi- 
nation may  be  old.    Hall  v.  ]Vtlrt, 

m 

63,  73,  74,  m  to  133,  HV,  112, 

AbandonmcrU. 

14.  An  inventor  may  forfeit  hU  right 
to  an  invention  by  u:iing  it  publicly, 
or  by  vending  it  to  otherd  to  use,  at 
any  time  prior  to  the  period  of  two 
years  before  his  application  for  u  pat- 
ent.   Piiijt  V.  flail,  223 

Lfi,  Sucli  U3C  must  be  a  i«e  by  the 
patoiiteu  himself,  publicly,  in  the 
ordinary  way  of  a  public  use  of  a 

•  machine,  and  not  a  use  for  experi- 
ment or  trial,  with  a  view  to  tejt  its 
oiHiration  or  a^icertain  its  defects. 

id. 

liL  A  forfeiture  of  an  invention  is  not 
favored  in  law  ;  and,  where  a  use  is 
relied  on  as  havin;;  worked  a  forfeit- 
ure, the  evidence  should  be  quite 
clear  that  tlie  uj»e  waa  not  by  way 
of  experiment,  or  for  the  purpose  of 
perfecting  the  machiue.  id. 

17.  An  inventor  may  abandon  his  in- 
vention, or  dedicjite  it  to  the  public, 
at  any  time  before  procuring  his  pat- 
ent, id. 

1R.  Hut  the  mere  use  or  sale  of  the 
invention  by  the  patentee  witliin  two 
years  before  his  application  for  a  pat- 
ent, will  not  alone  or  of  itself  work 
an  abandonenetit.  There  miist  be, 
in  addition,  some  declaration  or  act 
going  to  e!<t.'il)li:!^h  an  intention  on  his 
part  to  give  to  the  public  the  bencflt 
of  his  invention.  id, 

19.  DecliirHtiotiH  of  a  determination 
not  to  take  out  u  p;iteiit,  but  to  let 
the  public  have  the  invention,  will 
C!4top  the  party  making  such  declara- 
tions, and  any  one  holding  under 
him,  from  afterwards  ositcrting  his 
right  against  any  one  who  acts  on 
the  failli  of  them.  id. 

20.  But  declarations  of  an  intcDtion  to 


dedicate  an  invention  to  the  public, 
will  not  be  regarded  as  equivalent 
to  an  actual  dedication.  Besides 
words,  there  must  be  acts,  in  order 

I  to  fasten  on  a  patentee  the  intention 
which,  in  judgment  of  law,  will  work 
an  abaudoniueat  of  bis  invention. 

I  id. 

I  2L  Such  an  abandonment  operates  in 
the  nature  of  a  forfeiture  of  a  right, 

I  which  the  law  does  not  favor,  and 
must  be  made  out  beyond  all  reason- 

I      able  doubt.  id. 

I 

I  22.  Since  the  Act  of  March  Sd,  1839, 
I      (5  [/.  S.  ^at.  at  Large,  8S3.)  a  pat- 
I     entee  may  make  and  vend  or  use  his 
!     invention  within  two  entire  years 
[     before  the  lime  when  he  applies  for 
a  patent,  without  forfeiting  or  ne- 
cessarily abandoning  his  right  to  a 
patent ;  but,  if  he  cither  sells  a  ma- 
I     cliine,  or  use?  one,  or  puts  one  into 
I      public  use,  at  any  time  more  than 
two  years  before  his  application,  it 
I     works  a  forfeiture  of  his  rights.  Mc- 
!      C<trmick  v.  Seymour,  240 
• 

I  23.  The  Act  virtually  extends  the  pat- 
entee's privilege  to  E'ixtccn  years 
I     instead  of  fourteen.  id. 

I  2i.  The  mere  fact  that  an  inventor 
makes  and  sells  an  invention,  or  puts 
it  into  public  use,  at  any  lime  within 

I  two  years  before  he  applies  for  a 
patent,  is  no>,  of  itAelf,  an  abandon- 

'      ment  of  the  invention  to  the  public 

!  id. 

I    2IL  Something  more  must  be  done 

'  within  the  two  years — there  must  be 
some  acts  of  the  inventor,  indicating 

I  an  intention  on  his  part  to  devote 
his  improvement  to  the  public  in 
general — in  order  to  authorize  a  jury 
to  come  to  the  conclu.<iion  that  be 

I     ha.4  so  abandoned  it.  id. 

2iL  Those  who  rely  upon  the  ground 
that  a  party  has  forfeited  a  legal 
right  secured  to  him  in  due  form  of 
law,  for  the  purpose  of  defeating  his 
enjoyment  of  that  right,  must  make 
out  the  point  clearly  and  ^atibfac- 
torily,  beyond  any  rcasoiinble  doubt 
or  hcsit4itton  ;  because,  the  law  does 
not  favor  nn  abandonment,  and 
throws  upon  the  party  who  seeks  to 
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obtain  the  benefit  of  a  forffiture  the  . 
burden  of  proving  it  beyond  all  rea-  ' 
80uable  qucutiotu  id,  | 

2.  Specification.  j 

27.  It  is  the  province  and  the  duty  of  • 
the  Court  to  settle,  as  a  question  of 
law,  the  meaning  of  the  specification 
of  a  patent,  and,  if  ihat  cannot  be  j 
ascertained  satisfactorily  upon  its  ' 
face,  the  patent  is  void  for  uinbigu.  I 
ity.    Emerson  T.  IJoffff,              ^   1  ' 

28.  Accordingly,  wljere  it  was  object-  ' 
ed,  upon  the  face  of  tho  specifi cation 
of  n  patent  for  improvoruent^  in  the  j 
mode  of  propelling  vessels,  that  it  ' 
was  uncertain  whether  the  patentee 
claimed  a  vfieel  cotistructed  gfnraUyy 
or  only  spiral  paddle*  attj\ched  to  a 
wheel,  and  the  Court  instructed  the 
jury  that  the  question  whether  the 
specification  was  ambiguous  in  the  ; 
particidar  charged  was  one  com- 
pounded of  law  and  fact,  and  that, 
if  the  jury  should  find  that  a  xpiral 
whttl  and  a  spiral  propeller  were 
the  same  thing  in  ordinary  accepta. 
tion,  then  the  specification  was  Huffi- 
ciently  certain  in  that  respect :  ILld, 
that  the  instruction  was  erroneous.  I 

id. 

2fi»  A  patent  embracing  several  distinct  , 

inventions  is  valid,  where  they  are  i 

capable  of  being  used  in  connection,  ! 

and  to  subserve  the  same  common  ! 

cud.  id.  j 

31L  But  their  actual  employment  to-  ' 
getlier  is  not  required  to  sustain  the 
validity  of   the   patent,  and    the  | 
wroncrful   use  of  either  invention 
separately  is  a  violation  of  the  patent 
pro  tanto.  id. 

31.  Where  a  patent  contained  three  j 
claims,  viz. :  (1.)  A  mode  of  con- 
verting the  reciprocating  motion  of 
a  piston  into  a  continued  rotary 
motion,  by  a  new  combination  of 
machinery ;  (2.)  An  improved  spiral 
propelling-wheel ;  and  ^3).  The  ap- 
plication of  a  revolvmg  vertical 
shaft  t<»  the  turning  of  a  cap.sian  on 
the  deck  of  a  vessel ;  and  it  nppenr-  | 
ed  from  the  specification  that  the  ' 


three  inventions  were  contrived  with 
the  view  of  being  used  conjointly, 
and  as  conducing  to  a  common  end, 
in  the  better  propelling  and  navigat- 
ing a  ship :  Held,  that  the  patent  was 
valid.  id. 

a2.  Held,  also,  that  the  fact  that  the 
three  inventions  were  capable  of 
being  used  separately  and  indepen- 
dent of  each  other,  did  not  prevent 
their  being  embraced  in  one  patent. 

id. 

SB.  If  a  patent  describes  an  invention 
and  how  it  is  to  be  applied,  it  is  not 
necessary,  in  either  the  specification 
or  the  drawing,  to  describe  or  deline- 
ate the  old  machinery  with  which 
the  new  contrivance  is  to  be  con- 
nected, when  no  change  in  its  form 
or  proportions  CDtcrs  into  the  new 
invention.  id. 

21.  Under  the  act  of  Februarv  2l9t, 
1793,  {\  U.  S.  Siai.  at  J^rge, 
§  3^  it  is  suflicient  for  the  patentee 
to  put  on  file,  with  his  specification, 
drawings  and  written  references, 
without  their  being  mentioned  in  the 
specification  ;  and,  if  the  references 
are  written  on  the  drawings,  the 
terms  of  the  act  arc  complied  with. 

id. 

See  as  to  121^  ISii  \^  ISOi 
137  to  139,  IVL 


8.  Drauingt. 

3iL  A  patent,  which  was  issued  in  1834, 
had  no  drawings  originally  annexed 
to  it,  and  the  specification  contained 
no  reference  to  any  drawings.  The 
patent  was  recorded  anew  in  Juno, 
1837,  under  §  1  of  the  Act  of  March 
3d,  1837,  {^  U.  S.  Stat,  at  lAirge,  1«>1  ) 
and  a  dniwing  of  the  invention,  veri- 
fied by  the  oath  of  the  patentee 
under  said  ^  Ij  was  filed  in  Xoveni- 
ber,  1838  :  Held,  in  an  action  for  the 
infringement  of  the  patent,  that  a 
certified  copy  of  such  drawing  was 
admissible  in  evidence  under  §  2  of 
said  Act,  in  connection  with  certified 
copies  of  the  patent  and  specifica- 
tion, and  that  the  whole  together 
were  primd- facie  evidence  of  the  par- 
ticulars of  the  invention  and  of  the 
patent  granted  therefor.    Winans  v. 
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Tht  Schenectady  and  Troy  liaUroad  i 
Co.,  219  j 

M.  As  a  f^encral  rule,  such  a  drawing 
cannot  be  uiu^d  to  correct  any  ma-  \ 
teri^l  defect  in  the  specificaiion,  un- 
less it  corre>=ponds  with  a  drawing  j 
filed  with  the  original  specification 
for  the  patent ;  otherwise,  in  case  of  ! 
discrepancy,  the  specification  must 
prevail.  id.  | 

SI.  Nor  can  such  a  drawing  luive  the 
aarac  force  and  effect  ns  if  it  had 
been  referred  to  in  the  specification, 
nor  is  it  to  be  deemed  and  taken  as 
part  of  the  spectficution.  id. 


See  S3,  34^  88, 


89,  miL 


2.  Ditclaimer.  ' 

Where  a  patent,  contains  several 
claims,  and  the  invention  covered  by  , 
one  of  liiem  is  not  new,  the  patentee  i 
may,  under  tlie  7ih  and  Otii  sections  . 
of  tlie  Act  of  March  3d,  1S37,  (6  f 
A^,  Stat,  at  Laiyr^  19n^  194,)  niaintain  , 
an  action  for  the  infringenieitt  of  the 
patent,  so  far  as  regard.^  the  valid 
claims,  although  he  did  not,  before 
the  coinmeneement  of  the  action, 
make  or  record  a  disclaimer  of  so 
much  of  the  tldng  patented  as  he  i 
claimed  without  riglit ;  but  he  will 
not  be  entitled  to  cost.^.     Hall  v. 
TFiVw,  IM 

St>.  Under  the  0th  section  of  the  Act, 
the  question  whether  there  has  been 
unreasoniibh"  negligence  or  delay  on 
the  part  of  the  patentee  in  enterinj^ 
such  disolaimer,  is  a  questiojj  which 
goe^  to  his  right  of  action.  i /. 

40.  A  disclaimer   \a   necessary  only 
where   the  thing  claimed  without 
right  is  a  material  and  substantial  \ 
part  of  the  thing  patented.  id. 

41.  Where  the  thing  claimed  without 
right  is  a  part  of  a  machine,  if  it  is 
not  an  e3'M?ntial  part,  and  was  not 
introfliieed  into  the  patent  through 
the  wilful  default  of  the  patentee,  or 
with  intent  to  defraud  or  mislead  the 
public,  the  want  of  a  disclaimer  in 
regard  to  it  affords  no  ground  for 
invalidating  the  patent.  id. 


liL  Ezttmion. 

42.  Wlicre  an  application  for  the  ex- 
tension of  a  patent  under  §  1£  of  the 
Act  of  July  4th,  1836,  (6  V.  S.  Htat. 
at  Largt^  124,)  was  pending  at  the 
time  of  the  passage  of  the  Act  of 
May  'i7th,  1848,  (9  Id,  231,)  which 
conferred  upon  the  Commissioner  of 
Patents  alone  the  same  authority  to 
extend  patents  which  had  previously 
been  confided  to  the  Board  created 
by  the  Act  of  1886  :  Held,  that  it 
wag  not  necessary  to  renew  the  ap- 
plication, but  that  the  Commissioner 
was  authorized  to  go  on  with  the 
proceedings,  as  having  been  proper- 
ly instituted,  and  complete  them  by 
granting  the  extension.  Colt  v. 
YoH}t^,  471 

48.  Where  the  Commissioner  of  Pat- 
ents has  jurisdiction  over  an  applica- 
tion for  the  extension  of  a  patent,  his 
decision  is  conclusive  as  to  the  regu- 
larity of  the  proceedings  on  tbo  ex- 
tension, id. 

AA.  The  only  exception  to  the  conclu- 
siveness of  his  decision  is,  perhaps, 
the  case  of  fraud.  id. 

See  ^  to  65. 

11.  Aisiffnment. 

iiL  Under  the  Patent  laws  of  the 
United  States,  an  a«>.signee  of  a  pat- 
ent must  be  regarded  as  actiuiring 
his  title  to  it,  with  a  right  of  action 
in  his  own  name,  only  by  force  of 
the  statute.    Suijdam  v.  Dai/,  2Q 

Such  exclusive  right  of  action  ex- 
ists in  favor  of  a  sole  assignee  only 
in  two  cxses,  namely,  where  he  ac- 
quires, by  assignment,  the  whole  in- 
terest in  the  patent,  or  a  grant  or 
conveyance  of  the  whole  interest 
within  .some  particular  district  or 
territory.  id. 

Under  ^§11  and  11  of  the  Act  of 
July  4th,  1836,  (5  Cr.  S.  Stat,  at 
Larffe,  121,  123,)  an  action  is  given 
only  to  such  parly,  (composed  of  one 
or  more  persons,)  as  possesses  the 
whole  interest.  id. 

The  subject-matter  of  a  patent  is 
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iiot  |)artible  except  in  respect  to  ter- 
ritorial  asssignincnts.  idL  j 

liL  Whore  a  patent  was  granted  for  an 
improvement  in  the  mode  of  prcpar-  ! 
lug  india-rubber  with  sulphur  "  for  | 
the  maaufuclure  of  various  articles,"  ! 
and  S.  became  the  assigueo  of  the 
exclusive  riglit  to  une  the  im[)rove-  ■ 
ment  "  in  the  n):umfacturo  of  chirred  ' 
or  corrugated  india-rubber  gooda  :  " 
Hel    that  S.  could  not  maintiiin  an 
action  in  his  own  name  alone  for  an 
infringement  of  hia  right  by  the 
manufacture  of  such  goods.  id. 

50.  To  enable  «n  assignee  of  a  patent  j 
to  derive  any  benefit  from  a  subse-  | 
quent  extension  of  the  patent  by  Act 
of  Congress,  there  must  be  an  ex- 
press provision  in  the  assignment 
looking  to  such  renewal.  Oibton  v. 
Cook,  141  J 

iiL  Under  g  U  of  tlie  Patent  Act  of 
July  4th,  1836,  (5  U.  S.  Slat,  at  \ 
Large,  121,)  the  assignment  of  an  , 
exclusive  right  in  the  patent  wiihin  | 
a  given  territory  must  not  only  be  ' 
in  writing,  but  must  be  recorded 
within  three  months  after  its  execu- 
tion, to  defeat  the  title  ot  a  subse- 
quent purchaser  without  notice  and 
for  a  valuable  consideration.         id.  , 

£i2-  Within  three  month:^,  an  unrecord- 
ed prior  assignment  would  prevail ; 
but  it  mu.st  be  an  assignment  in 
writing,  that  maif  be  recorded  within  \ 
.  the  time  limited.  ul.  j 

fii  An  interest  in  a  grant  of  a  future  ' 
term  of  a  patent  not  yet  in  f»ni>,  is 
not  the  subject  of  a-ssigiirnent  at 
comiuon  law,  or  within  llie  sense  of 
g  U  of  th-  Act  of  July  4th,  18:5.'., 
antl  the  right  to  sueh  an  interest, 
when  siipuhued  for,  rests  only  in 
contract.  t</. 

As  between  tlie  right  of  a  person 
holiling  a  contract  for  such  an  inter- 
cut, and  the  right  of  a  b  ntd-Ji'lc  pur-  i 
chaser,  for  a  valuable  consideration  ; 
and  without  notice,  of  the  a. one  inter- 
est in  the  future  term,  after  itd  grant,  , 
the  latter  must  prevail,  id.  \ 

aiL  The  party  setting  up  such  a  con-  ! 
tract,  by  way  of  equitable  defence  to 


the  legal  title  to  the  same  interest, 
nmst  deny  that  the  plainulT  is  a  bona- 
fid-  pureliaser  for  a  valuable  consid- 
eration without  notice,  and  must  as- 
sume the  burthen  of  impeaching  the 
legal  title.  id^ 

fifi^  Where  W.  granted  to  V,  an  exclu- 
sive right  to  construct  and  use  and 
vend  to  others  to  construct  and  use 
ten  planin/f,  tongueinff  atul  grooving 
machines  under  the  Woodworth  pat- 
ent wiihin  a  particular  territory,  and 
the  grant  declared  that  V.  was  to 
enjoy  an  exclusive  use  of  the  patent 
wiihin  the  territory,  limited  to  said 
ten  machines :  Hftd,  that  the  entire 
uitcrest  in  the  patent  for  that  terri- 
tory was  thereby  vested  in  V,,  and 
that  a  subsequent  grant  by  W.  to  U. 
of  the  exclusive  right  under  the  pal- 
ent,  for  the  same  territory,  to  make, 
use  and  vend  moulding  planing  ma' 
cfiinex,  was  void.    /^liVr  v.  Scrrell, 

^79 

See  85^  IIT,  112^  ILL 

12.  Lictnxe. 

57.  A  license  given  by  W.,  the  paten- 
tee, to  C,  to  use  six  patented  plan- 
ing machines,  recited  that  C.  desired 
a  license  to  use  the  machines  in  a 
certain  county,  '*  on  the  conditions 
hereinafter  mentioned,"  and  then 
granted  to  C  permission  to  use 
the  six  machines  within  the  coun- 
ty, "  and  also,  within  said  limits, 
to  dispose  of  the  plunk  or  other 
things  dressed  and  prepared  on  the 
said  machines  ;  "  it  further  provided 
that  W.  should  not  permit  any  other 
person  than  C.  to  use  the  machines 
Within  the  county,  and  that  C. 
should  not  use  more  than  six  ma- 
chines there,  "  nor  use  any  such 
machines,  nor  sell  and  dispose  of 
any  plank  or  other  thing  dressed 
juuI  prepared  in  sueh  machines, 
anywhere  else  within  the  United 
States ;  "  and  it  concluded  thus  :  "  It 
is  understood  that  said  C.  hxs  all  the 
rights  I  (W.)  have  in  said  county, 
under  .said  patent,  to  use  six  ma- 
ehines,  and  no  more : "  I/eld,  that 
the  Side  of  the  products  of  the 
machines  wsis  restricted  within  the 
county,  and  that  there  was  nothing 
in  the  prior  clauses  of  the  license 
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necessarily  repugnant  to  the  last  ohe.  j 
Woodtrorth  v,  (/ooA*,  Iftl  j 

58.  But,  where  it  appeared  that  the 
actual  agrceiuont  between  W.  and  ' 
C.  at  the  I  hue  was,  thiit  C.  was  not  , 
to  be  restricted  as  to  place  in  selling 
the  dressed  plunk,  and  that  the  last  , 
clause  in  tlie  license  was  especially  ' 
inserted  for  tliat  purpose,  a  Court  of  | 
Equity  would,  |»robably,  on  a  proper  , 
npplicntion,  «lirect  the  contract  to  be 
reformed  by  the  iiii^ertion  of  a  clause 
to  the  eflect  claimed.  id.  j 

B9-  Under  the  license  in  this  case,  W.,  I 
on  a  breiich  by  C.  of  tlie  condition  as  i 
to  the  6alo  of  ilie  products  of  the  ma- 
chines, hail  a  right  to  avoid  the  con- 
tract, and  to  be  renntte<l  to  Ins  orif^i- 
n;d  ri^liL«,  ami  to  pro.Hecute  C  for  an  ' 
infringement  of  the  patent.  id. 

60.  But  C.  also  is  remitted  to  his  orijri-  I 
nal  position  and  rights  ;  for  the  con- 
tract mubt  be  avoided  altogether,  if  ' 
at  all.  itL  I 

fil.  And  C.  m.iy  set  up  any  right  he  had 
prior  to  the  license,  to  use  the  ma- 
chines; a-i,  for  instance,  where  tlie 
right  gr.witcii  by  the  license  wjis  for 
an  extension  of  the  patent  under  §  IS  : 
of  the  Patent  Act  of  July  4th,  1830, 
he  may  set  up  a  right,  under  the  de- 
cision in  Wi/g'tn  V.  liowutaUy  (4  How. 
646,)  to  use  the  innclnnes  as  having 
been  in  use  when  the  first  tc^i  of  the  , 
patent  expired.  t«/.  ^ 

r.'i.  In  a  suit  in  Equity  against  C,  to  I 
take  adviintage  of  a  breach  of  said  | 
comlition  of  the  licon.M?,  W.  is  prop-  , 
crly  joined  as  a  plaintifT  with  G.,  ■ 
althongii  the  latter  owns  the  whole 
of  the  beneficial  interest  in  the  sub- 
ject-matter  ;  becnuse  W.  wai*  a  party 
to  the  license,  and,  for  aught  that 
nppe;irs,  is  yet  tlic  owner  of  a  por- 
tion of  the  interest  in  the  patent, 
and,  a?  9uv\),  interested  in  upholding  I 
it,  and  niny  be  interested  indirectly  ' 
in  the  infringement  itself.  id, 

13.  IvfritigemenU 

f.?t-  In  this  ca«e  it  was  Held,  that  the 

thing  patented,  namely,  a  carriage  | 

in  a  briek-press,  was  not  a  combina-  ' 

tion  of  materials,  within  the  doctrine  ■ 

of  the  patent  law,  and  that  the  prin-  I 


ciple,  that  unless  tlic  defendant  had 
taken  the  whole  of  the  combination 
lie  was  not  liable,  did  not  applr. 
Hallw  Wdts,  lii 

tj4.  On  the  point  of  infringement,  the 
inquiry  is,  whether  the  defendant's 
machine  involves,  in  its  construction, 
some  new  idea  not  to  be  found  iti 
the  plaintiff's,  or  whether  the  plan 
of  the  former  is  in  subsUtnce  the 
same  as  that  of  the  latter,  tlic  difler- 
ences  introduced  in  the  former  being 
merely  iliflcrences  in  things  not  ma- 
terial or  im])ortant.  Mci'ormick  v.  ' 
Set/iiiour,  240 

6^  If  the  defendant  has  taken  the  same 
general  plan  and  applied  it  for  the 
same  purpose,  though  he  may  have 
varied  the  motlc  of  construction,  he 
will  only  have  introciueed  mechani- 
cal equivalents,  and  it  will  still  be, 
substantially,  and  in  the  eye  of  the 
patent  law,  the  Muue  thing.  id. 

(i£L  The  proper  tests  for  detcrndning  the 
identity  of  one  machine  with  anoth- 
er, on  the  question  of  infringement, 
defined,    lilamhard  v.  Bet-rf,     4 1 1 

ILL  The  rules  of  law  for  detennining  the 
question  of  identity  between  two  ma- 
chines, stated.  Tathamw  Le  Roy^A'tA 

QiL  Effect  of  u  mere  change  in  form  or 
proportions,  or  of  the  mere  substitu- 
tion of  one  mechanical  equivalent 
for  another.  »-/. 

dlL  Tests  for  detcrndning  what  is  a 
sul>stantial  change  in  u  ntachine.  id. 

70.  Where  the  plaintiff  was  the  first  to 
apply  a  hoUow  ram  sliding  upon  a 
core  in  a  cylinder  to  the  ntakitig  of 
lead  pipe  by  pressure,  (a  cylinder 
sliding  upon  a  rod  not  being  new  in 
machinery,)  and,  in  his  patent,  chiim- 
ed  as  his  invention  the  constructing 
of  the  ram  hollow,  m)  as  to  slide  upon 
the  core,  and  the  condtination  of  the 
same  with  the  core :  Held,  that  the 
mere  u.*e  of  a  hollow  ram  in  combi- 
nation with  a  core,  in  a  machine  for 
making  lead  pipe  by  pressure,  would 
not  be  an  infringement  of  the  patent, 
but  that  Uiere  n)Ust  be  a  u.se  of  such 
combination,  in  such  a  nutchine,  in 
substantially  the  same  way  in  which 
the  plaintiff  hud  applied  it.  id. 
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tL  Whore  the  change  from  a  patented 
machine  pruduces  an  effect,  in  the 
operation  of  the  machine,  different 
in  kind,  such  difference  in  effect  in  ; 
evidence  of  u  substantial  change, 
alfhoujrh,  without  connecting  the  new 
eflect  Willi  ilie  change,  the  change 
might  be  only  formal  and  unsubstan- 
tial, id. 

72.  But  .such  new  effect,  in  order  to 
give  materialiiy  to  an  apparently 
formal  change,  must  not  con^^i-^t  in  ; 
merely  douig  more  work  in  a  given  i 
time  or  in  merely  requiring  less 
power.  Tlieae  result#(,  if  found,  must 
follow  from  the  different  effect  in 
kind.  id. 

liL  Where  a  patent  was  granted  for  ' 
an  improvement  in  making  friction  , 
matches,  the  invention  being  only  a 
new  combination  of  old  materials  be- 
fore used  in  making  such  matchei*, 
and  consisting  in  a  coniposition  form- 
ed of  phosphoru-*  and  earthy  mate- 
rial and  a  pluthious  {•nbstance  only, 
without  chlor.vle  of  potash,  or  ativ 
highly  combustible  material,  in  addi- 
tion to  the  pho^phoni.s  :  Ih/J,  that 
it  was  no  infringenient  to  u.se  any 
one  or  all  of  the  niuteii.il.s  forming 
the  coni])0!<ition,  in  making  matches, 
provided  they  were  not  used  in  the  j 
combination    patented,   or   to    U!$e  i 
them  for  such  purpose  in  corabiua-  I 
tion  with  chlorate  of  potash,  a8  they  ' 
were  formerly  used.   Byam  v.  Eddy, 

74.  But  a  mere  colorable  difference,  or 
slight  variation  in  the  combination, 
will  not  excntpt  a  person  from  the 
charge  of  infringement.  id. 

I 

2JL  Where  a  defendant,  four  month.s  ! 
before  the  service  of  an  injunction  on 
him,  had  executed  a  b(md  to  the 
plaintiff,  acknowledging  the  validity 
of  his  patent,  and  \\U  riglit  to  all  that 
wa.s  grante<l  by  it :  Held,  that  the 
bond  was  no  evidence  of  a  breach  of 
the  injunction,  further  tlian  the  reci- 
tal in  it,  that  the  defendant  had  in- 
fringed the  patent,  might  have  a  ten- 
dency to  establish  sueh  breach  ;  and  , 
that  the  inference  or  presumption  ! 
arising  from  it  might  be  overcome  by  i 
credible  and  pos*itive  tcstitnony,  prov- 
ing no  infringement.  id.  \ 


109.  111.  U  2.122,  123.  IM  to 
186.  USL 
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Practice,  Bj  6» 
Verdict. 

lA.  Declara'.ioH. 

liL  In  A  declaration  on  Letters  Patent 
for.an  invention,  it  i.-t  not  neL*e58ary 
to  aver  at  what  epeciBc  time  the  in- 
vention patented  was  made  ;  it  need 
only  be  before  the  application  lor  the 
patent.     Wilder  v.  McVormiek,  SI 

77.  Tlte  grant  of  Letters  Patent  is 
itself  .salTicient  evidence  that  all  the 
preliminary  i<teps  required  by  law 
were  properly  taken  by  the  paten- 
tee ;  and  it  is  not  necesi<ary,  in  a 
declaration  on  a  patent,  to  plead  the 
taking  of  any  of  tlio.^c  steps.  id. 

78.  A  declumtion  on.  a  patent  must 
tender  an  issue  on  the  novelty  and 
utility  of  the  discovery  patented,  but 
it  need  not  show  the  regularity  of 
the  proceedings  in  the  Patent  Office 
preliminary  to  the  gnmt.  id, 

79.  The  authority  of  the  Commissioner 
of  Patents  in  grunting  a  patent  is 
not  of  the  nature  o(  jun$dif/io!>^  in 
its  common  law  acceptation,  and  the 
doctrine  appertaining  to  the  judg- 
ments of  tribunals  of  inferior  juris- 
diction, when  pleaded,  is  not  applica- 
ble to  his  acts.  »■«/. 

80.  A  declaration  on  a  patent,  which 
avers  the  patent  nn<l  BpeciHealion  t<t 
be  '*  in  language  of  the  intftort  and 
to  the  effect  following,"  and  then  sets 
them  forth  in  hac  verba,  is  sufficient, 
and  is  not  open  to  the  objection  that 
the  patent  is  not  set  forth  acconling 
to  its  legid  tmor  and  effect.  id. 

An  averment  that  tlic  patent  and 
8peci6cation  are  "  ready  in  Court  to 
be  pmducod,"  is  equivalent  to  a 
pro/ert  in  its  most  formal  terms,  id. 

S2.  A  reiteration  of  infringements  of  a 
patent  may  be  sued  for  in  one  action. 

id 

A  declaration  for  the  infringement 
of  a  patent,  commeuciug  in  case,  and 
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concluding  by  dcnmndhig  actual 
damages  in  gross  in  compensation  of 
the  wrong,  id  good. .  ul. 

fil.  Where  a  declaration  on  a  putent, 
though  not  rormul,  embodies  all  that 
is  essential  to  enable  the  plaintiff  to 
give  evidence  of  his  right  and  of  its  ' 
violation,  and  onVirde  to  the  defend- 
ant the  opportunity  to  interpose 
every  defence  allowed  ^xm  by  law, 
the  Court  will  not  encouragt?  merely 
critical  objeciions,  and  will  seek,  ! 
evfii  on  .Hpcciid  demurrer,  to  Buetain 
the  declaration.  id.  ' 

15.  Defence. 

86»  An  American  assignee  of  an  alien  ' 
inventor,  who  obtains  Letters  Patent  j 
in  his  own  name  from  the  United 
Slates,  under  8  fi  of  the  Act  of 
March  3(1,  1837,  (5  U.  S.  Slat,  at 
Largr^  19:<.)  u  not  within  the  alien 
chuise  of  ^  lik  of  the  Act  of  July  4th, 
1836,  (6  U.  S.  Stat,  at  Large,  123,) 
which  requires  the  patentee,  if  an  \ 
alien  at  the  time  the  {Mttent  was 
granted,  to  put  and  continue  on  sale  | 
to  the  public,  on  reasonable  terms, 
the  invention  for  which  the  patent  i.x- 
sued.    That  clause  applies  only  to  un 
alien  patentee.  Tatham  v.  Loitbtr,  IS 

8^  It  is  not  necessary,  under  that  ' 
clause,  for  an  alien  patentee  to  prove 
that  he  hawked  the  patented  inven- 
tion to  obtain  a  market  for  it,  ur  that 
he  endeavored  to  sell  it  to  any  ptr- 
Ron.  If/. 
•  , 
,  82.  But  it  rests  on  those  who  seek  to 
defeat  the  patent,  to  prove  that  the 
P'itentce  neglected  or  refused  to  sell 
tlie  patented  invention  for  reasonable 
prices  when  application  was  made  to 
him  to  purchase.  id. 

Sfe  DiscoVBRT,  liL 

Ifi.  Trial. 

SB.  Where  a  patent  wns  issued  in  1834, 
to  which  no  drawing  was  annexed, 
but  a  drawing  had  been  originally 
depo.'ited  in  the  Patent  Office,  and 
the  record  of  the  patent  and  draw- 
ing were  destroyed  by  fire  in  the 
burning  of  the  Office  in  December, 
1836,  and  tlic  patentee,  under  the* 


Act  of  March  Sd,  1837,  (5  U.  S.  Stat, 
at  Large,  191,)  restored  the  record 
of  his  patent  in  May,  1841,  but  did 
not  file  a  drawing  under  §  1  of  that 
Act,  verified  by  oath,  until  February, 
1844,  and  then,  in  March,  1844,  find- 
ing that  drawing  impi-rfcct,  made 
'and  swore  to  and  filed  a  second 
one,  and,  in  May,  1844,  commenced 
an  action  for  the  infringement  of  bis 
patent :  Jhld,  that  a  duly  certified 
copy  of  the  second  drawing,  as  so 
att]^'stcd  and  filed,  was  admissible  in 
evidence,  on  the  trial  of  such  action, 
under  §  2  of  that  Act,  Einerton  v. 
Jlogg^  1 

89.  It  being  alleged  that  the  patentee 
hod  abandoned  his  discovery,  and 
the  lap.«e  of  time  from  the  grant  of 
the  patent  to  the  commencement  of 
the  action  being  urged  as  proof  of 
that  fact :  Ildd^  that  he  was  entitled 
to  give  evidence  of  the  filing  of  his 
drawing?,  or  of  any  other  act  done 
by  him  in  assertion  of  his  right,  id. 

an  Where,  in  such  case,  on  a  motion 
by  the  defendant  for  a  new  trial,  it 
was  objected  that  the  plainlifi'  was 
not  entitled  to  damages  for  infringe- 
ments committed  prior  to  the  re- 
recording  of  his  patent,  the  charge 
of  the  Court  at  the  trial  having 
imported  a  general  lialiility  of  the 
defendant,  and  the  Court  nut  having 
been  prayed  to  instruct  the  jury 
otlierwi«>e,  and  no  exception  having 
been  Ukvn  to  the  directiua  iis  given  : 
Held,  that  the  objection  could  not 
now  be  taken.  id. 

fi^c  27,  28^  ftl  to  as. 

17.  L'vidt-tiee. 

3,  afi  to  37i  88^  89j  ai  to  23. 
VF.i;niCT. 

Ifi.  Datnafjrt. 

9L  On  the  trial  of  an  action  for  the 
infringement  of  a  patent  for  a  writ- 
ing fluid,  no  proof  was  given  of  tlie 
cost  of  the  manufacture  of  the  fluid, 
or  of  the  sale  price,  but  it  was  shown 
that  sales  were  highly  profitable,  and 
that  the  defendants  had  made  and 
sold  very  large  quantities.  The  de- 
fendants gave  no  evidence  of  the 
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amottat  of  tlicir  manufactarc  and 
sales,  or  of  the  cost  or  value  of  the 
article.  The  jury  fannd  a  verdict  of 
$2,000  for  the  plaintiff:  IJefl,  that 
the  verdict  must  stand,  it  not  being 
one  of  palpable  extravagance.  iS*' 
phtfu  T.  Aft,  87 

98.  In  such  a  case,  a  plaintiff  is  not 
held  to  the  moat  exMCt  proof  of  th« 

amount  of  IiIh  .lama;.'*  -,  and  the  jury 
are  warrauted  in  exercidiog  a  liberal 
dtacration.  «  mIL 

98.  If  the  tK'feiifl  int  prcfcn?  to  l.^ivn 
the  daamgOii  tu  gftieral  inference 
and  the  eatimatc  of  the  jttry,  when 
he  niiiiVit  maki;  tiu  ir  amount  reason- 
ably^ certain  by  evidence  on  bia  part, 
the  finding:  of  the  jury  will  not  be 
iutert.MO'l  wiih,  except  ia  a  case  of 
palpable  extravagance.  id. 

91.  T!ie  plaintifT.  in  n  patent  puit  for 
making  and  selling,  is  entitled  to  the 
actual  dumagRs  he  lias  anstained  by 
tiie  inrriti'-vinciit,  or,  in  othfr  word^, 
to  .the  prufiu  the  dcl'cndant  has  made 
thereby ;  for  the  law  preanme*,  that 
if  the  (Ifft  ndant  had  not  put  his  ma- 
chines into  the  market,  the  demand 
would  hare  been  for  the  plaintiff's, 
and  ho  would  have  received  the 
profits.    WU6w  v.  Beecher^  132 

95.  The  difTiT  -ncc  betweon  tho  aotn  i1 
oo«t  of  making  a  machine  and  it» 
sale  fMrice  is  not  all  nominal  profit ; 
but  the  jury  must  take  into  account 
the  interest  oo  capital,  tho  tuik.  of 
bad  debts  and  tlie  expeoMB  of  eell- 
ing,  in  arriving  nt  the  defendant's 
profits.  id. 

06.  The  rule  of  law  us  to  damages, 
when  an  infringement  is  mode  out, 
is,  to  give  to  tlie  plaintiff  the  actual 
loes  be  has  sustained,  and  nothing 
more.  Exemplary  or  vindictive 
damages  cannot  be  given.   Sail  v. 

mui,  m 

97.  In  this  case  it  was  Held,  that  the 
plaintiff  was  entitled,  if  his  case  vras 
made  out,  to  tlio  profit^i  on  all  the 
macliines  sold  by  the  duieudaut.  id. 


98.  In  putetit  ca-:-,  t'lc  plaintilT  U  en- 
titled to  the  actual  damages  he  ha» 
snstained  in  consequence  of  the  in- 
fringement of  his  patent,  as  coutra- 
distioguisbed  from  exemplary,  vin- 
dictive and  ponitire  damages.  PitU 
Salt,  9S» 


99.  One  mode  of  arriving  at  the 
ages  is,  to  a>ft'rtain  tiio  profits  which 
the  plaintitf  derives  from  tiie  ma- 
chines ho^akcs  and  selh  and  which 
have  been  tnade  and  aoid  bj  the  de- 
fisndank 

K)0.  Another  mode  is,  to  ascertain  the 
jtrufits  which  the  parly  inlringiog 
hsLii  derived  from  the  machines ;  but 
this  measure  of  damages  is  not  con- 
trolling, and  the  plaintiff  U  entitled 
to  the  profits  he  would  have  made  if 
not  interfered  irith,  id. 

lOi.  The  plaintiff  is  eniiUed  to  interest 
on  tiie  actual  damages,  iWim  tiie 
commencement  of  the  suit. 

lOS.  The  g(!nL'ral  rulo  OA  to  damages  in 
patent  suits  i-i,  that  the  plaintiff  i^ 
entitled  to  the  actual  damages  he 
has  sustained  by  reason  of  the  in- 
fringement ;  and  those  damages  niny 
be  determined  by  asceruiiiing  lUu 
profits  which,  in  judgment  of  law, 
he  would  have  made,  pnnliloJ  the 
defendant  had  not  inU'riered  wiih 
his  rights — upon  the  principle  that, 
if  tlie  «kTerulant  liail  not  80  inter- 
fered, all  persons  who  bought  ids  ma- 
chine woald  necessaril/ neve  pur> 
chased  the  patentee's.*  MeCormick 
v.  A-.vmour,  2-tO 

108.  There  is  no  distinction,  in  regard 
to  the  rule  of  damages,  between  an 
infringement  of  an  entire  machine 
and  an  infringement  of  a  mere  im- 
provt'uient  on  a  machine,  and  the 
damages,  in  the  hitter  case,  are  not 
to  be  lirintcd  in  proportion  to  the 
value  of  thu  iniprovcmenl.*  id. 

104,  The  inventor  of  an  improvement 
on  an  old  maenioe,  who  bae  a  right 
to  use  the  old  machine,  i.-  entl'.!i-il, 
under  a  patent  for  his  improvement, 
to  the  benefit  of  the  operation  of  the 


•  See  JSej/mour  r.  McUortnivk^  (16  Mem,  480,)  as  to  this  point. 
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nmchine  under  all  circumstaDccs, 
with  the  improvement  engmftt-d 
upon  it,  to  the  same  degree  in  which 
the  oriijinfil  ]iatontee  was  entitled  to 
the  old  inuchine.*  td. 

liliL  In  order  to  nnccrtain  the  net 
profits  on  the  making  and  selling  of 
inachines,  the  jury  must  tjike  into 
account,  as  making  up  the  cost  and 
to  be  deducte<l  from  the  sale  price, 
the  cost  of  materials  and  labor,  th.c 
interest  on  capital  used,  the  expenifc 
of  putting  the  machines  into  market, 
such  as  agencies  and  transportation 
and  insurance  ;  and,  where  the  arti- 
cle is  8old  on  credit,  a  deduction  must 
he  made  for  bad  dcbta.  id. 

KUL  When  the  actual  damages  are 
ascertained,  the  plaintiff  is  entitled 
to  interest  on  them  from  the  com- 
niencement  of  hie  suit.  id. 

107-  The  jury  may  also  allow  to  the 
plaintiff  the  damages  which  he  has 
sustained  beyond  those  ari.'-ing  from 
llie  actual  interference  of  the  defend- 
nnt  in  making  and  pintin;^  into  mar- 
ket machines  w  hii  h  iiilringe  the  pat- 
ent— such  as  damages  from  publica- 
tions by  the  defcnitant,  disparaging 
the  plaintiff's  iuiijrovement,  while 
engaged  in  violating  the  patent,  id. 

lOfi  The  rule  of  damages  for  the  in- 
fringement of  a  patent,  stated.  Tat- 
ham  V.  Lt  Tioif,  4*74 

109.  Interest,  by  way  of  damage.^,  may 
be  given  by  the  jury,  in  an  action 
for  the  infringement  of  a  fmtent. 

id. 

See  2(L 

12.  Injunction. 

U(L  Where,  on  the  Bling  of  a  bill 
against  K.  to  reslniin  him  from  vio- 
lating the  plaintiff's  patent,  a  pro- 
visional injunction  was  granted,  nnd 
afterwards  the  Court  allowed  a  sup- 
plemental bill  to  be  filed,  bringing 
in,  as  a  party  to  the  suit,  G.,  who  it 
was  alleged  had  become  intercste<I 
in  the  subject-matter  of  the  suit 
since  its  commencement,  and  also 


allowed  new  charges  in  regard  to 
K.  to  bo  inserted  in  the  supplemen- 
tal bill,  so  as  to  enibraee  trans^ac- 
lions  not  covered  by  the  injunction  : 
flfld  that,  as  the  tranhuctions  of  K. 
set  forth  in  the  suppkmentul  bill 
were  of  the  same  character  with 
those  firft  enjoined,  the  injunction 
must  be  extondeil  so  as  to  include 
them.    Parkhurnt  v.  Kimman^  Ifi 

111.  It  appearing  that  G.,  who  was  so 
made  a  party  by  supplemental  bill, 
was  the  clerk  of  K.  from  the  com- 
mencement of  the  suit  to  the  hear- 
ing of  the  application  for  the  injunc- 
tion against  K.,  and  knew  of  the  ex- 
istence of  the  suit  and  of  the  pro- 
ceedings for  the  injunction,  and,  on 
the  doy  the  application  was  heard, 
became  assig.nee  of  K.  of  his  rights 
in  litigation  in  the  suit :  hrld^  un  a 
motiiin  for  a  provisional  injunction 
against  G.,  that  he  took  the  subject- 
matter  assigned  to  him,  with  no 
higher  or  oihvr  rights,  as  respected 
the  plaintiff,  than  K.  po8.sessed,  but 
was  chargeable  with  llie  liabilities 
of  K.,  and  did  not  stand  before  the 
Court  as  un  independent  infringer. 

US.  Hel'\  further,  that  as  G.  was  a 
sheer  volunteer  in  the  controversy, 
and  the  mere  substitute  for  K.,  the 
like  injunction  as  uga'n^t  imi;t 
i^sue  against  him.  and  that  he  could 
not  be  allowed  to  give  security  and 
keep  an  account  till  the  hearing. 

tdL 

113.  The  defendant  was  enjoined,  be- 
fore  final  hearing,  from  infringing 
two  of  the  claims  of  a  patent,  al- 
though it  was  not  held  that  another 
claim  in  the  same  patent,  the  novel- 
ty of  which  was  dii<puted,  was  valid. 
(Jolty.  Youtiff,  in 

See  76,  ISfi. 

2fl-  Interfering  Patent*. 

Ui.  Where  T.,  a  patentee,  and  P.,  his 
assignee  of  an  undivided  intcivst  in 
the  patent,  brought  a  suit  in  Equity 
in  the  Circuit  Court  of  the  United 
States  in  Louisiana,  under  §  Lft  of 


•  See  Seymour  v.  McCormiek,  (16  i/ow.  480.)  as  to  this  point. 
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the  Act  of  July  4lh,  1836,  (5  If.  S. 
Slat,  at  Large ^  123,)  against  D.,  Uie 
patentee  of  a  junior  patent,  and 
other  parties  claiming  under  hiui, 
founded  on  the  intcrfert-nce  of  D.'b 
patent  with  T/s  )»atciit,  iiud  praying 
that  D/s  patent  might  be  declared 
void,  and  subsequently  T,  and  P. 
brought  an  action  at  law  in  thig 
Court,  for  the  infringement  of  T.'s 
patent,  against  iLj  who  was  not  a 
party  to  the  suit  in  Loui.sianu,  but 
who  owned  an  undivided  interest  in 
D.'s  patent,  by  title  tlcrived  from  D. 
after  the  t;ommeucerueiit  of  the  suit 
in  lioui.siana,  although  prior  to  the 
rendition  of  any  jiidginent  in  that 
suit :  Hfld^  that  the  purlieu  to  the 
Huit  in  this  Court  were  virtually 
within  the  provi.ao  to  said  §  Irt,  and 
that  their  rights  would  be  bound  by 
a  deci^iion  in  the  »uit  in  Louisiana 
pronouncing  judgment  that  the  two 
patents  interfered,  or  that  cither  of 
the  pntents  or  any  part  of  them 
wa«  valid  or  invalid.    Tyler  v.  Hyde^ 

lir>.  But,  where  H.  pleaded  in  bar  the 
bringing  of  the  suit  in  Louisiana 
and  the  dismissal  of  the  bill  therein 
by  the  judgtncnt  of  the  Ctjurt  uj>on 
the  merits  thereof:  //r/c/,  that  lliat 
judgment  did  not  necessarily  im- 
port that  the  patonL>*  of  T.  and 
D.  interfered,  or  that  T.'s  patent 
was  adjudged  void  and  inoperative. 

id. 

llfi.  In  order  to  be  received  and  acted 
upon  in  this  Court,  as  against  T.'a 
patent,  and  in  a  trial  between  other 
parties,  the  judgment  should  have 
been  direct  and  affirmative  in  terms, 
and  should  have  asserted  the  inter- 
ference of  the  patents,  and  have  de- 
clared T.'s  patent  voi«i  in  the  whole 
or  in  part,  or  inoperative  and  invalid 
in  some  particular  part  of  the  United 
States.  id. 

117.  Such  a  judgment  would,  under 
the  decision  in  Smith  v.  Krrnoc/iaty 
(7  Jfow.  198.)  have  been  a  bar 
to  the  action  at  law  in  this  Court. 

id. 

21.  Miteellaneout. 
US.  The  history  of  improvements  in 


machinery  for  making  lead  pipe  by 
pres.iure,  given.    Tatham  v.  Le  Ron, 

111 

22.  Particular  PaUnt$. 

(1.)  Montgomery  and  Harrit^ — Bark- 
MUl. 

Tiie  invention  covered  by  Mont- 
gomery and  Harris'  patent  of  the 
12th  of  August,  1840,  for  an  '*  im- 
provement in  the  mill  for  breaking 
and  grinding  bark,"  is  a  multiplica- 
tion of  the  griniiing-chambers  and 
apparatus  in  a  mill  of  a  given  size, 
and  which  may  still  be  driven  by 
the  same  power  as  a  mill  of  a  single 
clianjber.     Wiibur  v.  litecher^  1212 

120.  It  appearing  that  a  mill  con- 
structed according  to  the  specifica- 
tion of  the  patent,  witli  three  grind- 
ing-t'hanibers,  would  grind,  when  not 
in  very  rapi«l  openiiion,  say  at  a 
s;>eed  of  ^  or  ^  revolutions  in  a 
minut<*,  a  cord  of  bark  uu  hour 
through  the  day,  being  double  the 
quantity  ground  by  the  old  sioglc- 
chambered  mill :  //<■/</,  that  that  wu.-i 
evidence  enougli  of  the  utility  of  the 
invention.  id. 

121.  In  this  cose,  the  thing  discovered 
and  described  wa^i  the  formation  of 
grinding-chatnbers,  by  the  combina- 
tion of  movable  conical  rings  with 
.•itationnry  cylinders,  these  two  parts 
being  severally  brought  together  and 
fastened  by  cross-bars  ;  the  particu- 
lar description  in  the  speciHcntlon 
thowed  a  mill  with  three  grinding- 
cliambers ;  but  the  claim  was  to  the 
combination  of  stiitiouary  cyVwdera 
with  <'nf  or  mt>re  movable  conical 
rings,  thus  allowing  both  cylinders 
an»l  rings  to  be  multiplied  to  any  ex- 
tent, or  the  milt  to  be  Hmited  to  two 
cjlinders  and  one  ring;  Held^  that 
any  further  particular  description  in 
the  specification  was  unneccsj*ary,  in 
order  to  enable  a  mechanic  of  ordi- 
nary skill  to  make  a  mill  with  more 
chambers  than  three.  \d, 

122.  A  bark-mill  that  multiplies  the 
grinding-chambers  by  a  combination 
of  movable  conical  rings  with  station- 
ary cylinders  is  an  infringement  of 
Montgomery  and  Uarritt'  patent,  id. 
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123*  The  flhfipe  of  the  p'lntHnp  chain* 
here  and  the  form  of  the  teeth  in  the 
mill  are  no  part  of  the  patented  com- 
bination, i\nd,  tlicreforp,  aUlioiigh  the 
defendant's  mill,  by  a  change  in  those 
points,  grinds  better  and  faster  than 
the  patented  mill,  yet,  if  it  contains 
the  combination  of  the  movable  con- 
ical nuts  with  the  atatinnary  cylin- 
ders, it  is  atill  an  infringement,  id. 

(2.)  McGormiek*ii — Reaping  Maehine. 

In  McCormick'' $^ienX.  of  October 
23d,  1847,  for  improvement*  in  reap, 
inff  machine*^  the  claim  of  the  ar- 
rangement of  the  Stat  of  the  raker 
over  the  end  of  the  finger-piece, 
which  prujtH'ts  beyond  the  range  of 
fingers,  and  ju8t  back  of  the  driving- 
wheel,  'M  dejteribed,  in  combination 
with  and  placed  at  the  end  of  the 
reel,"  is  not  a  claim  for  tlie  seat  a$ 
a  seat,  or  for  its  particular  mode  and 
form  of  construction,  but  is  a  claim 
to  the  arr.mgetiient  and  combination 
of  machinery  described,  by  which  the 
benefit  of  a  scat  or  position  for  the 
raker  on  the  machine  is  obtained. 
MeComiick  v.  Seymour^  240 

(8.)  Footin—Stove'Reffidator. 

121L  In  Footc's  patent  for  an  "  Im- 
provement in  regulating  the  dntft 
of  stoves,"  the  first  clnim,  being  a 
claim  to  **  the  appliciition  of  the 
expansive  and  contracting  power  of 
a  metallic  rod  by  different  depprees  of 
heat,  to  open  and  close  a  damper 
which  governs  the  admission  of  air 
into  a  stove  in  which  it  may  ho  used, 
by  which  a  more  perfect  control  over 
the  heat  is  obtained  than  can  be  by 
a  damper  in  the  flue,"  is  a  claim  in- 
dependent of  any  particular  arrange- 
ment or  combination  of  machinery 
or  contrivance  for  the  purpose  of 
applying  the  principle  to  the  regula- 
tion of  the  heat  of  stoves.  Foo  e  v. 
SUtby,  260 

12fi^  The  novelty  of  the  invention  cov- 
ered by  said  first  claim,  can  be  de- 
feated only  by  showing  the  prior  ap- 
plication of  the  expansion  and  con- 
traction of  the  metallic  rod  to  regu- 
late the  hcnt  of  a  i4ore,  by  means  of 
the  kfa'  prodwd  by  the  utuve  it  set/. 
It  is  not  defeated  by  phnwinp  a  prior 
applicatiuu  uf  the  expaoi^iou  Mud  con-  ( 

89 


traction  of  a  n>f  t-allic  rod  to  open  and 
close  a  damper,  where  tlic  metallic 
rod  was  heated  indirectly  by  the  heat 
of  a  furnace,  by  being  immersed  in 
hot  water.  id. 

l^T-  But  the  prior  application,  in  order 
to  defeat  the  novelty  of  the  said  first 
claim,  need  not  have  been  made  by 
the  very  best  appnnttns  that  could  be 
devised.  The  question  does  not  de- 
pend upon  the  degree  of  usefulness, 
but  tipon  the  practically  useful  and 
successful  prior  application  of  the 
principle.  id, 

128.  Where,  prior  to  the  plaintiff's  in> 
vention  of  the  application  covered 
by  the  said  first  claim,  the  principle  of 
the  expaiutioo  and  contraction  of  a 
metallic  rod  heated  by  the  stove 
itself,  liad  been  applied  to  n^gulate 
its  heat,  the  rod  being,  however,  a 
compound  rod,  composed  of  a  slip  of 
brajtji  and  a  slip  of  iron,  firmly  fast* 
ened  together,  and  the  motion  of  the 
damper  being  produced  through  a 
deflection  of  the  rod  resulting  from 
ks  curvature,  caused  by  the  unequal 
dilatation,  under  a  given  degree  of 
heat,  of  the  two  nrtetals  coniposing 
it,  that  of  brass  l>eing  greater  tlian 
that  of  iron,  whereas,  in  the  plaintiff's 
invention,  the  motion  wa?  produced 
by  the  direct  linear  cxpaiiHon  of  a 
brass  rod  used  in  connection  with  an 
iron  stove  :  Held,  that  the  principle 
of  the  application  of  the  expansion 
and  contraction  of  the  metallic  rod 
to  regulate  the  thtmper,  by  cntising  it 
to  open  and  dose  aeconiing  to  the 
degrees  of  heat  in  the  stove  itbeli^  as 
covered  by  the  paid  first  claim,  was 
the  same  in  the  two  a])plicuUoii».  id. 

L22^  The  said  first  claim  does  not  in- 
volve any  mode  or  method  of  appli- 
cation, or  any  question  of  difference 
in  degree — as  ihut  an  apparatus  hav. 
ing  the  linear  expansion  as  distin> 
guished  from  curvature,  possesses 
greater  power  or  can  perform  what 
the  other  caimot.  id. 

180.  The  third  claim  of  the  patent, 
being  a  claim  to  "  the  combtnatlon, 
above  described,  by  which  the  regu- 
lation of  the  heat  of  a  Htove  in  which 
it  may  be  used  is  effected,"  Held  to  be 
a  claim  for  a  frunhinoffOTt,  cotiBiating 
of  four  parti*,  specifically  dthucd.  id. 
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l^L.  Thouf!;h  the  parts  i>cparate1y  may 
all  be  old,  yet,  if  ihe  pUintifT  was  the 
first  to  coiiihinc  all  lour  of  them,  for 
the  paraculnr  purpose  of  regulating 
the  beat  of  a  stove  by  means  of  its  ' 
own  heat,  he  is  entitled  to  be  pro- 
tected in  that  improvement.  id. 

132.  The  novelty  of  the  Baid  third 
claim  li  not  defeated  by  showing  a 
prior  combination  of  the  same  four 
partd,  in  which  the  expansion  and 
contraction  of  the  metjillic  rod  were 
produced  by  its  inimeri^iion  in  hot 
water,  and  not  directly  by  the  heat 
of  the  stove  itself  whose  heat  was  to 
be  regulated.  id. 

IM.  The  prior  combination,  to  defeat 
the  novelty  of  said  third  claim,  must 
have  been  an  apparatus  of  practical 
utility,  and  must  have  embraced  all 
the  elementa  embraced  in  the  plain- 
tifif's  cotubiuation.  id. 

(4.)  hWs^Cultivator. 

Where  a  patentee  of  an  improve- 
ment in  cultivators  claimed  in  his  pat- 
ent the  arrangement  of  the  teeth 
in  two  rows,  in  combination  with  a 
pair  of  wheels  the  treads  of  which 
are  in  a  line  midway  between  the 
points  of  the  two  rows  of  teeth,  sub* 
stantially  as  described,"  and,  in  his 
specification,  described  the  nature  of 
his  invention  as  consisting  in  the 
arrangement  of  the  teeth  in  two 
row5,  one  back  and  the  other  front, 
when  this  was  combined  with  a  pair 
of  sustaining  and  carrying  wheels  the 
bearing  points  of  which  were  in  a 
line  midway  between  the  two  rows 
of  teeth,  St)  that  any  tendency  which  ! 
one  row  of  teeth  might  have  to  cut 
too  deep  was  resisted  by  the  weight 
of  earth  on  the  other  row,  the  tread 
of  the  wheels  be.  ween  them  acting 
as  the  fulcrum,  so  that  the  team,  by 
this  means,  was  entirely  relieved  of 
any  strain  which  they  otherwise 
would  have  to  sustain  in  eonseqitpnce 
of  the  motion  of  the  beam  up  and 
down  as  the  teeth  ran  too  deep  or 
too  shUlow,  and  stated  that  by  that 
arrangeiueint  the  necessity  for  guid-  | 
ing  h  mdies  and  the  employment  of  ! 
four  wlieels  were  entirely  dii^pcnsed 
with,  and  also  described  the  teeth  as 
seven  in    number,  arranged  in  two 


straight  rows,  three  teeth  in  one 
row  and  four  in  the  other,  the 
points  of  the  three  teeth  being  in 
front  of  the  line  of  the  wheels,  and 
the  points  of  the  four  teeth  being 
behind  the  line  of  the  wheels  :  Hfldy 
that  a  cultivator  which  differed  from 
that  described  in  the  patent  only  in 
having  the  axle  of  the  wheels  tlirown 
forward  and  the  hind  teeth  thrown 
backward  so  far  that  the  tread  of 
the  wheels  was  not  midway  between 
the  points  of  the  two  rows  of  teeth, 
(which  increai»ed  the  leverage  behind 
and  reduced  the  strain  on  the  horses 
still  more  than  in  the  plaintiff's  ar> 
rnngcment,)  and  in  having  I  lie  middle 
tooth  of  the  forward  three  moved 
forward,  and  the  two  middle  teeth  of 
the  four  behind  also  moved  forward, 
so  that  the  two  rows  were  not  straight, 
infringed  the  patented  combination  ; 
that  the  infringing  machine  contained 
the  principle  and  substance  of  the 
patented  invention,  merely  carrying 
it  out  further  in  practice  than  had 
been  done  by  the  patentee  when  he 
took  out  his  patent ;  and  that  the  in- 
fringing arrangement  was  not  in  law 
even  an  improvement  on  that  of  the 
patentee,  because  it  was  only  the  re- 
sult of  practical  experience  in  the 
use  of  the  patentee's  arrangement, 
and  involved  no  invention  beyond 
what  was  embodied  in  that  and  was 
clearly  set  forth  in  the  specification. 
Tracy  v.  Tarrrtf,  22fi 

IBiL  Htld,  also,  that  the  case  was  a 
proper  one  for  a  provisional  injunc- 
tion ;  and  that,  the  infringement  be- 
ing clear,  and  tlie  right  to  the  injunc- 
tion manifest,  the  injunction  ought  not 
to  be  stayed  on  the  defendant's  giv- 
ing security  to  the  plaintiff  and  ren- 
dering a  periodical  account  of  sales, 
although  the  defendant  was  a  man  of 
pecuniary  responsibility.  id. 

IM^  fhld^  also,  that  another  machine 
which  differed  from  the  former  in- 
fringing  machine  in  having  the  mid- 
dle tooth  of  the  forward  three  set 
back  instead  of  forward,  thus  bring- 
ing the  points  of  two  teeth  f'orwnrd 
of  the  wiieela  and  the  points  of  five 
teeth  behind  the  wheels,  infringed 
the  patented  combination.  Cham- 
berlain V.  Oaruotif  22S 
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(S.)  Winaru' — EigJlt-wheeUd  Car.  \ 

ia2.  The  claim  of  Winana'  patent,  ' 
prunted  October  Ist,  1834,  for  an 
**  improvement  in  the  construction  ' 
ot  cars  or  carriages  intended  to  run 
on  railroads,"  which  claim  is  "  the 
before-described  manner  of  arrang- 
ing and  connecting  the  eight  wheels, 
which  constitute  the  two  btaring- 
carriagos,  with  a  railroad  car,  so  as 
to  accomplish  the  end  proposed  bj 
the  means  set  forth  or  by  any  othrrs 
which  are  analogous  and  dependent 
upon  the  same  principles,"  is  a  claim 
for  the  cnr  iu>t*lf  constructed  and 
arranged  as  described  in  the  patent, 
and  evidence  that  parts  of  the  ar- 
rangement and  construction  were 
before  known  does  not  affect  the 
novt'lty  of  the  invention.  Winant 
The  Schntectady  and  Troy  Eml- 
road  Co.,  2'i9 

138.  The  location  of  the  trucks  rela- 
tively to  each  other  under  the  boily 
of  the  car,  ns  well  as  the  near  prox- 
imity of  the  two  axles  of  each  truck 
to  each  other,  form  an  ef^ential  part 
of  the  arrangement  of  the  patentee, 
who  states,  in  his  specification,  that  | 
the  closeness  of  the  fore  and  hind  i 
wheels  of  each  truck,  taken  in  con- 
nection with  the  use  of  two  trucks 
arranged  as  remotely  from  each 
other  as  can  conveniently  be  done 
for  the  support  of  the  car-body,  with 
a  view  to  the  objects  and  on  the  I 
principles  set  forth  by  him,  is  con-  I 
sidercd  by  him  as  an  important  fea-  i 
ture  of  his  invention.  But  the  ini- 
pmvement  does  not  consist  in  placing 
the  axles  of  the  two  trucks  at  any 
precise  distance  apart,  or  at  any  pre- 
cise distance  from  each  end  of  the 
body  ;  and  the  specification  is  suffi- 
cient, although  it  does  not  state  in 
feet  or  inches  the  exact  distance  from 
the  enils  of  the  car-body  at  which  it 
would  be  best  to  arrange  the  trucks, 
or  what  should  be  the  exact  distance 
between  the  axles.  id. 

189.  The  Bpecification  of  Winans'  pat- 
ent said  nothing  about  the  mode  of 
attaching  the  car  to  the  motive-power 
or  to  the  next  car  in  a  train,  nor  any- 
thing about  the  use  of  ^ide-bearings 
to  prevent  the  rocking  of  the  car 
from  side  to  side,  but  the  drawing 


filed  in  November,  1838,  showed 
that  the  car  was  to  be  attached  to 
the  motive-power  and  to  the  next 
car  in  a  train  by  its  body,  and  not 
by  a  perch  from  the  truck,  and  ah,o 
showed  a  provision  for  side-bearings : 
Held,  that  the  specificaiion  afforded 
a  sufficient  description  of  the  inven- 
tion independently  of  the  drawing, 
and  that  the  mode  of  attaching  the 
car  and  the  use  of  side-bearings  did 
not  enter  into  the  essence  of  the  in- 
vention or  constitute  any  substantial 
part  of  the  improvement.  id. 

140.  The  law  allows  an  inventor  a  rea- 
sonable time  to  perfect  his  invention 
by  experiment  and  as(  ertain  its  util- 
ity, before  it  obliges  him  to  take  out 
his  patent ;  and,  in  the  case  of  Wi- 
nans' invention,  experiments  could 
be  made  only  by  putting  the  car  into 
the  service  of  tliose  controlling  lines 
of  railroads.  In  applying  the  rule, 
a  jury  must  take  into  consideration 
the  nature  of  the  invention,  and  all 
the  circnnjstances  of  the  case.  But 
an  inventor  is  bound  to  act  in  good 
faith,  and  must  not  suffer  his  inven- 
tion to  be  used  except  for  the  pur- 
poses of  experiment.  id. 


(6.)  Woodworih** — Planing  Machine. 


(7.)  Blanehard^* — Turning  Irregular 
Form*. 

141.  The  claim  in  Thomas  Blanchard'8 
patent  of  January  20th,  1820,  for  "  a 
machine  for  turning  and  cutting 
irregular  forms,"  construed  and  de- 
fined.   Blanchard  v.  B*^$,  411 

14g  A  person  who  uses  the  combina- 
tion claimed  by  Blanchard,  though 
in  a  moc'liiiie  which  will  make  only 
wagon-»pokes,  infringes  the  patent. 

id. 


PENALTY. 

See  Discovert,  I  to  5,  18,  li, 
PtrT?R8,  7,  ISj  2|726j  £L 
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PERU. 
Ste  DcTiEs,  fil. 


PETITION. 
Set  Practick,  fi  to  12. 

PILOT. 

8e«  STBAMBOATSf  2,  ^ 


PLEADING. 

L  Where  a  bill  in  Equity  agtinst  three 
defendants  showed  title  in  the  plain- 
tiff to  a  copyright,  and  a  wronj;fiil 
Tlolatjon  of  it  by  all  the  defendant;^ 
and  injuries  inflicted  and  appre- 
hondt'd  from  such  vinlution,  and 
prayed  for  an  injunction  ajjaiunJt  all 
the  defendants,  and  also  for  a-  die- 
covery  from  all  in  aid  of  a  suit  at 
law  against  one  for  the  same  viola, 
tion  :  ffeU,  on  general  demurrer  to 
the  whole  bill,  that  the  relief  by  in- 
junction wad  not  dependent  on  the 
discovery  prayed,  and  that,  although 
the  bill  was  bad  as  a  bill  of  dis- 
eorery,  yet  it  was  good  as  an  injunc- 
tion bill,  and  that  the  demurrer 
nmst  be  overruled.    Alteitt  t.  i^<?r- 

2.  A  general  demurrer  to  the  whole 
bill  must  be  overruled  if  any  inde- 
pendent part  of  the  bill  is  sufficient.  I 

id.  I 

I 

8.  Nor  will  a  formal  protestation  ac- 
companying the  demurrer  avoid  the 
force  of  the  rule.  id. 

&e  COPTRIOHT,  4» 

DkMI'RKKR. 

Jnsdranck,  6j  'L 
Mahriaoe,  2^  2* 

Patkjits,  65j  tt2j  2fi  to  84, 116,  Ufl. 
PaACTicK,  7,  8, 


POLICY. 
See  Iksdbamck. 


POST-OFFICE. 

L  The  22d  section  of  the  Post-Office 
Act  of  March  8d,  1826,  (4  U.  S.  Stat, 
at  Large,  108,)  which  mokes  it  an 
offence  for  any  person  to  open  any 
letter  wliich  ahnll  have  been  in  a 
Po--t  Office,  or  in  the  custody  of  a 
mail-carrier,  before  it  shall  be  de- 
livered to  the  person  to  whom  it  is 
directed,  with  a  design  to  obstruct 
the  correspondence,  and  for  any  per- 
son to  secrete,  embezzle  or  destroy 
any  such  letter,  dues*  not  look  lieyond 
a  possession  of  letters  obtained 
vprongfvllij  from  the  Pof^t-Office  or 
from  a  uiuil-currier.  lit*  United 
State$  V.  PartoHM,  IM 

2.  After  the  voluntary  termination  of 
the  custody  of  a  letter  by  the  Post- 
Office  or  itA  agents,  the  rights  of  the 
real  proprietor  of  the  letter  are  under 
the  guardianship  of  tiie  local  law,  and 
not  of  that  of  the  United  States. 

id, 

3.  Where  a  letter,  mailed  at  Boston 
and  directed  to  a  person  at  New 
York,  reached  the  Post-Offlce  there, 
and  was  taken  by  a  letter-carrier  for 
delivery:  Held  that,  under  §  11  of 
the  Act  of  July  2d,  1836,  (6  U.  fl. 
Stai.  at  Jjargr,  89,)  such  letter-car- 
rier was  a  mail-carrier  within  §  22 
of  the  said  Act  of  March  8d,  1826. 

id. 

4.  But,  the  letter-carrier  having  given 
the  letter  to  a  person  in  the  defend- 
ant's hooiie,  the  defendant  not  being 
present,  and  not  participating  in  tiie 
delivery,  and  that  penion  having  sub- 
sequently and  at  a  different  place  de- 
livered it  to  the  defendant,  and  the 
defendant  having  opened  it  and  em- 
l>ezzled  money  from  it,  it  not  being 
intended  for  him,  but  for  another 
person  of  the  same  name,  the  letter, 
however,  not  having  come  into  the 
possession  of  the  defendant  within 
view  of  tlie  letter-carrier,  or  with  his 
knowledge,  or  while  he  remained  at 
the  place  where  he  left  it:  Hdd, 
that  the  defendant  wus  not  liable  to 
indictment  under  §  22  of  the  said 
Act  of  March  8d,  1826.  id. 

(L  All  action  and  authority  of  the  Post- 
Offlce  Department,  in  respect  to  the 
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letter,  terminated  with  its  delivery 
to  the  third  person,  and  §  22  of  the 
Act  applies  onlv  while  the  letter  is 
within  the  power  and  control  of  that 
Department.  id. 

fi.  Whether  CTongrcss  has  power  to  pam 
laws  ffoverntiif^  the  conduct  of  per- 
sons in  retiiject  to  letters  whicli  have 
been  mailed,  after  such  letters  hjive  j 

become  strictly  iliseonnected  from  i 
the  Posl-Ollicc  Dcpurtraeut,  quert.  j 

id.  I 

2.  To  constitute  a  Pott-Offiety  under  §  \ 
22  of  the  Post-Office  Act  of  March  , 
8d,  1826,  (4  U.  8.  titat.  at  Larg>-^  108,)  ; 
the  pUce  where  the  business  of  Iteep- 
ing,    forwarding    and    distributing  ' 
mailable  matter  is  conducted  need 
not  be  a  building  set  apart  for  that 
use,  or  any  apartment  or  room  in  a 
building ;  but,  according  to  the  ex- 
tent of  the  business  done,  may  be  a 
desk,  or  a  trunk  or  box  carried 
about  a  house,  or  from  one  building 
to  another.    Th«  United  StaUt  v. 
Maraelia,  1Q& 

8.  The  place  of  the  deposit  of  the  mail- 
able matter  would,  in  this  sense,  con- 
stitute the  Post-Office^  and  anything 
taken  out  of  that  place  of  reception 
or  keeping  would  be  taken  from  or 
out  of  the  Pott-Office,  within  §  22  of 
said  Act,  without  regard  to  the  dis-  ' 
tance  of  removal,  or  to  circumjacent 
enclosures  or  rooms.  xd. 

&  If  a  person  takes  a  letter  containing 
money,  in  a  Post-Office  building,  from 
and  out  of  that  part  of  it  appropri- 
ated to  the  deposit  of  the  letter,  with 
intent  to  convert  its  contents  to  his 
own  use,  he  is  guilty  of  Hfealinp  the 
letter  from  and  out  of  the  Pott-f  Iffice, 
within  §  22  of  said  Act,  even  though 
he  only  tnosfers  the  letter  to  his 
pocket,  and  does  not  remove  it  be- 
yond the  building  containing  the 
PosUOffice.  id. 

in  But,  whether  he  is  guilty  of  tteal- 
inff  the  maii,  under  the  same  section, 
qttert.  id. 

11.  And  he  is  liable  to  be  convicted 
under  §  22  of  said  Act,  although  he 
was  a  clerk  employed  in  the  Post- 
Office  at  the  time  of  the  larceny,  and 


although  he  might,  perhaps,  be  sub- 
ject to  indictment  for  the  same 
offence  under  §  21  of  said  Act.  id. 

12.  A  decoy-letter,  containing  money, 
mailed  for  the  purpose  of  entrapping 
a  clerk  in  a  Post-Offiee,  who  opens  it 
and  takes  the  money,  is  within  the 
21st  section  of  the  act  of  March  8d, 
1826,  (4  If.  8,  Stat,  at  Large,  107.) 
The  United  Statttv.  Cottiughatn, 

POWER. 

L  E.  made  his  will  in  1819,  devising 
real  esUite  to  U.  his  wife,  for  life, 
or  during  her  widowhood,  for  the 
support  of  herself,  her  three  daugh- 
ters, and  one  P. ;  and,  on  the  death 
or  re-marriage  of  R.,  the  etttate  was 
devised  to  P.  for  his  life,  for  the  sup« 
port  of  himself  and  the  dsnghters ; 
uiui,  alter  the  death  or  re-marriage 
of  R.  and  the  death  of  P.,  the  estate 
was  devised  to  the  three  daughters 
in  fee.  The  will  gave  power  to  R., 
so  long  as  she  shyuld  remain  single, 
and  to  P.  after  her  death  or  re- 
marriage, to  sell  and  convey  the  real 
estate,  provided  that  B.  should  in 
wridiir/,  sifjned  with  fiiit  hand,  ap- 
prove and  comeid  to  such  sale,  with- 
out which  approbation  and  consent 
no  such  sale  should  be  valid.  The 
moiieyj*  arising  from  the  sale  were 
directed  to  be  invested  in  such  man- 
ner as  B.  should  direct,  for  the  pur- 
poses of  the  will.  R.  was  appointed 
executrix :  Held,  that  R.  had  only  a 
naked  power  in  respect  to  the  dispo- 
sition of  the  estate,  and  that  the 
power  could  be  rightfully  efurcised 
only  by  a  sale  of  the  estate  in  fee. 
WaldroH  V.  Chatteney,  62 

2.  The  testator  having  died,  and  the 
will  having  been  proved,  R.,  in  1826, 
leased  the  real  estate,  as  executrix 
and  trustee,  to  X.,  setting  forth  the 
will  at  large  in  the  lease,  for  21 
years,  the  lessee  to  pay  to  R.,  her 
heirs  and  assigns,  yearly  during  the 
term,  if  she  should  so  long  live  and 
remain  the  widow  of  E.,  and,  after 
her  death  or  murriuge,  during  the 
residue  of  the  term  tiien  unexpired, 
unto  P.,  a  certain  rent :  Held,  that 
the  lease,  as  a  conveyance  under  the 
power  of  sale  in  the  will,  was  void, 
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as  not  fulfilling  the  intent  of  the  tes- 
tator, and  not  a  sale  of  the  estate  for 
cash,  or  something  which  could  be 
invested  as  its  representative.  id. 

But  he!d,  alto,  that  R.,  having  an 
absolute  estate  for  her  widowiioud, 
could  lease  that,  independently  of 
the  power  of  sale,  and  ihHt  the  lease 
was  good  for  ihe  interest  stie  had, 
and  only  void  for  any  surplus  of  the 
term  unexpired  at  her  decease.  id. 

4.  R.  having,  in  1827,  sold  and  con- 
veyed the  same  real  estate  in  fee  to 
H.>  the  conveyance  purporting  to  be 
made  by  her  as  executrix  and  trus- 
tee under  the  will  and  in  pursuance 
of  tlie  power  of  sale  :  Beldy  that  the 
lease  to  N.  was  no  impediment  to  the 
exercise  of  the  power  of  sale.  id. 

R.  In  ejectment  brought  by  the  re- 
mainder-men under  the  will,  to  re- 
cover the  real  estate,  after  the  death 
of  li.  and  P. :  Held,  that  qtieistions 
touching  the  discreet  exercise  of  the 
power  of  sale  belonged  to  a  Court 
of  Equity,  and  that  the  dec«i  to 
if  vtdid  on  its  face,  must  operate  as 
such  at  law.  id, 

a.  The  approbation  and  consent  of  B. 
to  the  deed  to  IL  were  given  by  his 
writing  at  the  foot  of  the  deed,  and 
directly  following  the  signature  of 
R.  :  "I  rouaent  to  the  above,"  and 
sub^^criblng  his  name  thereto  :  Held, 
that  the  requirement  of  the  proviso 
in  the  power  of  sale  was  thereby  sat- 
isfied, and  that  the  eonnent  of  B.  im- 
ported his  approbation.  id. 

PRACTICE. 

L  Where  prayers  for  instructions  to 
the  jury  are  made,  and  are  not  com- 
plied with  by  the  Court,  they  are  to 
be  considered  as  refused.  Bmerton 
V.  Hoffp,  I 

2.  Exceptions  will  lie  to  the  rcfu-ials  of 
tl>e  Court  to  give  instructions  when 
requested,  in  like  manner  as  to  the 
insi ructions  actually  given.  id. 

2.  In  a  proceeding  in  this  Court  under 
g  Ih  of  the  Judiciary  Act  of  Septem- 
ber 24Ui,  1789,  {I  U.S.  Stat,  at  Large, 


82.)  to  obtain  a  discovery,  in  an  ac 
I  tiou  at  law,  of  documents  in  the  pos- 
j  session  of  the  adversie  party,  it  Is 
only  requisite  that  the  cau^e  should 
be  at  issue,  and  that  the  Court  should 
be  satisfied  tliat  the  evidence  re- 
quired to  bo  dtiiclosed  will  be  perti- 
nent to  such  issue,  and  that  the  cir> 
cumstances  should  be  thot^e  in  which 
a  discovery  would  be  decreed  io 
Cluuicery.    Jacqii^-t  v.  Collin*,  22 

1.  It  is  not  necessary  that  the  petition 
for  the  discovery  ^*hould  contain  the 
formalities  of  a  bill  of  discovery  in 
Chancery  ;  but  it  is  enough  if  it  con- 
I  tains  a  notice  to  the  opposite  party 
I  of  the  time  and  plac*e  ol  making  the 
application,  and  a  plain  designation 
of  the  documents  sought  for.  id, 

JL  Where  a  plaintiff,  who  had  obtained 
an  injunction  from  this  Court  re> 
straining  a  defendant  from  the  in- 
fringement of  a  patent,  set  on  foot 
a  stratagem  to  leii«l  the  defendant  to 

I  violate  the  injunction,  and  imme- 
diately made  a  motion  for  an  attach- 
ment, knowing  the  defendant  to  be 
innocent  of  any  wrongful  act,  and  it 
clearly  appeared  that  there  had  been 

I  no  violation  of  the  injunction  :  Htld, 
that  the  plaintilf  must  pay  the  costs 

j      of  the  motion.     SparktiMn  v.  Hi<j- 

I     ginn,  29 

6,  Even  if  there  had  been  an  actual 
violation  of  the  injunction,  induced 
by  the  stratagem  of  the  plaintifT,  an 
application  for  an  attachment  would 
not,  il  steint,  be  justified,  either  in 
conscience  or  in  law.  uL 

L  Whci*e  it  is  assigned,  as  cause  of  de- 
murrer to  a  declaration,  that  it  is  not 
properly  entitled,  but  the  defect  ia 
not  pointed  out  until  the  argument, 
and  is  then  ullepetJ  to  consist  in  a 
variance  bctwut*n  the  declaration  and 
the  writ,  the  Court  cannot  act  upon 
it  on  such  a  suggestion.  WiUkr  v. 
McCormtek, 

I  a.  But,  even  if  such  an  objection  were 
j  properly  raised,  an  amendment  of 
'     the  error  would  be  allowed.  i(L 

a.  Under  Rule  fil  in  Equity,  requiring 
notice  to  be  given  on  an  ap|>!ication 
for  leave  to  file  a  supplcmcnial  bill 
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it  19  not  neccsMry  that  the  petition 
for  leave  8liould  embrace  the  aver- 
ments iiiton<ied  to  be  iiiflorted  in  the 
Bupplcmentiil  bill,  but  only  that  it 
ehuuM  advise  the  opposiu,'  party  and 
the  Cimrt  of  the  ground  on  which 
the  rehef  is  applied  for.  Parkhurnt 
V.  Kinaman,  12. 

10.  All  that  the  Court  inquires  into,  on 
such  a  petition,  is  to  see  whether 
probable  cause  exist ■»  for  grintin,' 
the  leave,  and  whether  the  petition 
HUites  fiit  ts  or  clrcumstincL'S  wliich, 
if  properly  pleaded,  would  Hustuin  a 
Buppletnentdl  bill.  >  id. 

11.  Where  the  original  bill  was  agiiinst 
K.,  and  wiui  founded  mainly  on  an 
agreement  between  the  plaintiff  and 
K.,  in  relation  to  a  machine  patented 
to  the  former,  which  gave  K.  the 
right  Ui  make  and  vend  tlic  machine.^ 
on  certain  condition.'^,  and,  on  filing 
the  bill,  an  injunction  was  i^ued 
against  K.,  prohibiting  hii4  further 
making  or  selling  the  machines : 
Hd  /,  that  a  petition  alleging  that, 
since  the  filing  of  the  bill,  (1.  had,  an 
Uie  plaintiff  witu  iu  formed  and  Miei'e  lj 
become  ia  some  way  interested  in 
the  m:ichines,  and  was,  *m  /A<  />lain. 
tiff  hfliei'cd^  acting  in  collusion  with 
K.  in  making  and  vending  them,  and 
represented  himself  so  interested, 
was  sutficient  to  authorize  the  plain- 
tiff to  nuike  (J.  a  party  to  ti»e  same 
suit  by  Bupplentental  bill.  id. 

12.  Where  the  same  petition  a*ked 
leave  to  insert  in  a  supplemental  bill 
new  matters  in  regard  to  K, :  field, 
that  altliougli  most  of  them  would 
be  pi-oper  subjects  of  amemlment  to 
the  original  bill,  and  could  not  lay 
the  foundation  for  a  supplemental 
bill,  yet,  as  a  discovery  was  sought 
from  K.  in  regiird  to  particulars  not 
Htateil  in  the  oripinal  bill,  and  K.  had 
already  answered  that  bill,  the  leave 
ougiit  to  be  granted.  id. 

IS.  Circumstances  stated  under  which 
laches  will  not  be  imputed  to  the 
plaintiff  as  a  ground  for  denying  him 
leave  to  tile  a  supplemental  bill.  td. 


1 

14.  The  principles  which  govern  the  i 
pracUce  of  the  United  States  Courts 


in  Efpiity,  considered. 
T.  Pendleton^ 


Van  Hook 


15.  Tlie  practice  as  to  examining  wit- 
nesses in  suits  in  Equity,  considered. 

id. 

16.  The  Circuit  Courts  of  the  United 
States  have  power  to  appoint  Kxani- 
iners  in  suits  in  Equity.  id. 

17.  It  is  a  matter  of  discretion  whether 
such  Examiners  shall  be  standing 
Exinniner.«,  or  be  designated  as  the 
occasiiMi  arises  for  their  .services  in 
any  cause.  id. 

^  Ifl.  Where  the  plaintiff  in  a  suit  in 
'      Equity,  proceeded,  after  the  cause 
was  at  issue,  to  take  jiro<ifs  before 
I      one  of  the  standing  Examiners  of 
!      the  Court,  without  his  having  been 
I      specially  appoitiWjd  as  Examiner  or 
Commissioner  in  the  *uit :  Jleld,  that 
the  Examiner  was  competent  to  take 
I     the  evidence.  id. 

ItiL  An  oral  examination  before  an  Ex- 
aminer, without  any  agreement  be- 
'      tween  the  parlies  to  waive  written 


interrogatories,  is  irregular. 


id. 


'  20.  Such  agreement  ought  to  be  in 
writing.  id. 


21.  But,  where  a  party  has  due  notice 
that  such  an  oral  examination  is  to 
j      be  t;iken  or  has  been  taken,  and  ac- 
I      quiesces  in  it,  he  waives  his  right  to 
I      require  written  interrogatories.  id. 


22.  Where,  more  tftan  ten  months 
after  such  an  oral  examination,  and 
nearly  five  months  after  publication, 
the  defendant,  who  had  due  notice 
of  the  time  and  place  of  the  exami- 
nation, moved  to  set  the  proofs  aside 
because  they  ««  re  not  iiikin  on  writ 
ten  interrogatories :  Held,  that  he 
was  guilty  of  laches,  and  that  it  was 
too  late  for  him  to  raise  the  objec- 
tion, id. 

22.  Under  Rule  IB  of  the  Rules  in 
Equity  of  1812,  it  is  a  matter  of  dis- 
cretion with  the  Court  whether  it 
will  or  will  not  stay  the  proceedings 
in  a  cause  to  allow  a  party  to  cross- 
examine  or  take  a  new  deposition  of 
a  witness  already  (xaniined  by  de- 
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position  for  the  opposite  party  ander 
§  ail  of  tlie  Act  of  Septetuber  24th, 
178U,  Q  U.  S.  Stat,  at  Large,  88J  id. 

21^  Tiic  practice  iti  tatting  depositions 
under  that  Act,  contiidered.  id. 

Sfi.  It  is  a  well-8eitled  principle,  in  the 
jurisprudence  of  tlie  Uiii  ed  Staled, 
that  rules  of  S'.nte  praciice  acted 
upon  by  the  Courts  of  the  United 
States  in  a  Stiite,  as  obligatory  upon 
them,  have  the  elHciicy  of  rules 
adopted  by  express  order  of  those 
Courts.  Pei-  HktTjI,  J.  The  United 
Slate*  V.  Doayltut,  207 

2lL  In  a  eotninuu  law  action,  in  the 
Circuit  Court  for  the  Southern  Dis- 
trict of  New  York,  the  assignee  of  a 
non-negotiable  cuntt-act  has  no  ca- 
pacity to  sue  upon  it  in  his  own 
name,  the  provision  of  the  State 
Code  of  Procedure,  requiring  every 
suit  to  be  brouglit  in  the  name  of 
the  real  puny  in  interest,  not  having 
been  adopted  by  that  Court.  8>i%j. 
dam  y.  Kwing, 

22.  And  this  practice  applies  not  only 
to  an  aciiun  originally  uommenced 
in  that  Court,  but  to  oite  removed 
into  that  Court  from  a  Court  of  the 
State,  and  to  all  the  proceedings  in 
such  action  after  its  reiuoval.  id. 

28.  Accordingly,  where  a  debt  was 
contracted  wiili  a  copartnership,  and 
afterwards  the  interests  of  some  of 
the  members  (^f  tiie  copartnership  in 
the  debt  were  asaigiied,  and  then  a 
suit  at  law  wa^s  brought  thereon  in  a 
Court  of  the  St^ite,  in  the  names  of 
the  real  parties  in  interest,  and  was 
removed  into  the  Circuit  Court  for 
the  Southern  District  of  New  York, 
and  afterwards  one  of  the  partners 
died :  Held,  that  the  suit  must  be 
continued  in  the  Circuit  Court  in  the 
names  of  the  surviving  partners, 
without  any  reference  to  the  real 
parties  in  interest.  t</. 

29.  When  a  cause  is  removed  from  a 
State  Court  into  a  Circuit  Court  of 
the  United  States,  under  the  provis- 
ions of  the  Sd  section  of  the  Act  of 
March  2d,  lUSit,  (4  U.  S.  Stat,  ad  \ 


La<-ge,  633,)  as  having  been  com- 
menced against  an  officer  of  the  Uni- 
ted Sutes,  for  an  act  done  under 
the  revenue  laws  of  the  United 
States  or  un«ler  color  thereof,  the 
question  whether  the  property  for 
ttie  taking  of  which  the  action  was 
brought  was  seized  by  Uie  defendant 
in  the  performance  of  his  duty  as  an 
office^  of  the  customs  under  th« 
revenue  laws,  is  a  matter  of  focC 
involved  in  the  merits  of  the  case, 
and  cannot  be  raised  or  determined 
upon  a  motion  to  dismi^  the  suit. 
Wood  v.  Mattheux,  ^ 

30.  The  Act  of  Congress  gives  the 
jurisdiction  and  right  of  removal  "  in 
any  caae  "  falling  within  the  particu* 
lar  class  of  eases  provided  for,  with- 
out any  regard  to  the  amount  in 
controversy  in  the  suit.  Hence,  no 
question  can  be  raised  in  the  Circuit 
Court  bused  upon  the  trifling  value  of 
the  property  for  the  taking  of  which 
the  suit  was  commenced.  id. 

31.  The  sufficiency,  in  point  of  sub- 
stance, of  a  plea  which  is  regular  in 
form,  cannot  be  in.iuircd  into  on 
motion.    Tyler  v.  //ycfc,  m 

82.  A  collector  who  withholds  from  an 
informer  the  proceeds  of  goods  con- 
demned as  forfeited  for  a  breach  of 
tlie  revenue  laws,  can,  when  sued  for 
such  proceeds,  by  such  informer,  in 
a  State  Court,  remove  the  action  by 
certiorari  into  a  Circuit  Court  of  the 
United  Suites,  under  §  3  of  the  Act 
of  March  2d,  1833,  (4  U.  S.  Stat,  at 
Lar,ie,  633.)    Van,  Zatuli  v.  Maz- 


welt. 


i21 


32  Whether,  when  such  an  action  is 
improperly  removed,  the  pluintiflT 
can,  upon  a  motion,  have  it  remitted 
to  the  State  Court,  yucre.  id. 

See  Admiraltt. 
Attachmknt. 
Courts  ov  U.  States. 

DlHIdVEUY,  11  to  13. 
I.NJUNCTJON,  1  to 
JUBT,  1. 

Patents,  27^  28^     to  SiL 
Seizcue,  1. 
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PROCESS. 
See  FuoiTirE  Slati  Law,  1  to  8,  2. 

PROFITS. 

See  Pammtb,       96,  9Y,  99^  100,  102, 

105. 

liEJiTS  AMD  PROriTS. 


PROTEST. 

See  DrriES,  12  to  17,  19,  20,  24,  28, 

29,  32,  84,  85,  aS  to  41,  45,  &iL 


PUBLICATIONS. 
See  Patents,  107. 

PUBLIC  USE. 
See  Eminsnt  Domai:*. 


REAL  ESTATE. 
^        See  Eminem T  Domaik. 

JtrOOMENT,  1  to  4^ 

Power. 

Rents  and  Profits. 


RECEIPT. 

See  Bills  or  Excuanoi,  L 
Carrier,  9,  i. 


RECEIVER. 

L  The  peril  of  a  fund  in  litigation  is 
cause  for  the  interference  of  the 
Court  to  secure  and  protect  it  bj  the 
appointment  of  a  Receiver.  Park- 
hurai  T.  Kinsman^  Jfi 

See  Rents  and  Profits. 


REMOVAL. 

Se(  Practice,  27  to  80. 


RENTS  AND  PROFITS. 

L  Where,  on  the  filing  of  a  bill  to  re- 
DQOve  an  incumbrance  on  land,  m 
that  it  may  be  sold  under  the  pluin- 
tiff's  judgment,  a  receiver  is  ap- 
pointed  of  the  rents  and  profits  of 
the  land,  tbej  are,  in  equity,  subject 
to  the  Hen  and  claim  of  the  judg- 
ment, the  same  as  the  land  it«elf. 
The  United  iStaies  v.  Buller^  2Ul 

2.  Where  the  parties  to  such  a  suit 
settle  it,  the  plaintiff  getting  rid  of 
the  incunibnince  by  pacing  to  its 
holder  a  certain  sum,  and  the  land 
being  thus  left  subject  only  to  his 
judgment,  the  result  is,  in  legal 
effect,  the  same,  as  it  respects  the 
lien  of  the  judf^nicnt,  if  a  decree 
were  to  be  made  in  the  suit  that,  on 
payment  of  the  sum,  the  prior  in- 
cumbrance  should  be  discharged,  id. 

8.  On  the  payment  of  such  sum  by  the 
plaintiff,  under  a  decree,  the  land 
and  the  rents  and  profits  would  be 
applicable  to  the  plaiutifl"'s  judg- 
ment; and,  the  incumbrance  being 
disposed  of  by  settlement,  the  land 
and  the  rents  and  profits  that  have 
accrued  become  subject  to  the  judg- 
ment.  id. 

4.  Nor  does  the  fact  that  the  laud  is 
then  sold  under  the  judgment,  and 
Batiafaotion  entered  of  the  judgment, 
thiit  being  done  in  pursuance  of  an 
agreement  with  the  defendant  in  the 
judgment,  affect  the  right  of  the 
plaiutitf  to  tho^c  rents  and  profits. 
They  are,  in  equity,  immediately  ap- 
plicable to  the  juilgment  when  the 
right  under  the  incumbrance  is  dis- 
posed of ;  and  the  agreement  to  enter 
the  satisfaction  after  selling  the  land 
and  applying  the  proceeds,  will  be 
construed,  upon  a  fair  interpretation, 
to  intend  that  the  rents  and  profits 
which  have  accrued  and  arc  in  the 
bands  of  the  receiver  shall  also  be 
applied  on  the  judgment.  id. 


REPLEVIN. 
Set  Duties,  LL 
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REPORTER. 
Se«  RspoRTS. 


REPORTS. 

L  The  provision  of  the  22d  section  of  j 
the  6Ui  Article  of  ttie  Constitution 
of  the  Sute  of  New  York,  adopted 
in  1846,  that  all  "judicial  decisions 
shall  be  free  for  publication  by  any 
person,"  is  not  repugnant  to  the  Con- 
stitution and  laws  of  the  United 
Sutes.    Liitte  v.  Ooutd^  IM 

2,  Nor  is  the  2d  section  of  the  Act  of  ! 
the  Legislature  of  the  Sute  of  New 
York,  passed  April  9th,  1850,  {Law»  ' 
of  1860,  chap.  245,)  which  provides  \ 
that  "  the  copyright  of  any  notes  or  } 
references  made  by  the  State  Re- 
porter" to  any  of  the  Report*  of  tlie  j 
decisions  of  the  Court  of  Appeals 
"  shall  be  vested  in  tlie  Secretory  of 
State  for  the  benefit  of  the  People  " 
of  the  Sute,  inconsistent  with  the 
said  provision  of  the  Constitution  of 
the  State  of  New  York.  id. 

a.  The  various  Acts  pasised  in  relation 
to  the  publication  of  the  reporijj  of 
the  Court  of  Appeals  of  the  Sute  of 
New  York,  reviewed.  id. 

I 

The  word  "  notes  "  in  the  said  Act 
of  1860,  comprises  the  summary  of 
the  points  ilofi<k'd  by  the  Court 
which  iiuinodiiiicly  folluwg  the  title 
of  the  suit  in  each  case  reported,  and 
Ahp  foot-notes  in  the  volume  of  Re- 
ports, and  inthe  statement  of  the 
arguments  of  counsel.  id. 

IL  The  abstracts  of  the  pleadings  and 
the  stati'iuents  of  fuct^,  wliich  form 
the  biisis  of  the  decisions  reported, 
are  neither  "  notes "  nor  "  refer- 
ences.^' id, 

fi.  The  "  notes  and  references  "  intend- 
ed by  the  Act  do  not  embrace  such 
original  notes  and  references  as  the 
Reporter  may  sec  fit,  of  his  own  ac- 
cord, to  superadd  to  what  would 
otherwise  be,  in  themselves,  com- 
plete Reports  of  the  cases  reported 
by  him.  id. 


As  to  what  i<«  covered  by  the  words 
"  referenced  "  iu  tlie  Act,  guere.  id. 

In  pursuance  of  law,  the  Stote  Re- 
porter, the  Secretary  of  State  and 
the  Comptroller  of  the  Stote  of  New 
York,  contracted  with  L.  that  he 
should,  during  the  term  of  five  years, 
publish  the  decisions  of  the  Court  of 
Appeals,  and  have  the  exclusive 
benefit  of  the  copyright  to  be  taken 
out  in  behalf  of  the  Stote,  of  the 
notes  and  references  and  other  mat- 
ter furnished  by  the  Stote  Reporter 
connected  with  such  decisions,  which 
contract  was  therein  declared  to  be 
an  assignment  and  transfer  to  L.  of 
the  copyright  of  the  matter  so  pub- 
lished. The  contract  was  made  after 
the  passage  of  naid  Act  of  1850. 
The  Reporter,  w  as  a  salaried  officer, 
appointed  by  the  Stote  authorities, 
under  laws  which  declared  that  be 
should  have  no  pecuniary  interest  in 
his  Report^s  but  that  they  should  be 
published  by  contract,  and  that  it 
should  not  be  lawful  for  the  Re- 
porter, or  any  other  person  within 
the  Stote,  "  to  secure  or  obtoin  any 
copyright  for  said  Reporto  of  judi- 
cial decisions,"  but  that  the  same 
might  bo  published  by  any  person. 
Afier  said  cuntiact  was  made,  the 
Reporter  prepared  a  volume  of  said 
Reports,  and  the  necessary  steps  to 
obtoin  a  copyright  fur  it  under  the 
Acts  of  Congress  were  token  in  the 
name  of  the  Secretary  of  Stote  of  the 
Stote  of  New  York,  in  trust  for  said 
Stote.  This  volume  was,  during  the 
fi%-o  rears,  printed  and  published  by 
L.  uudi;r  liis  coutmcU  Sub-equeutly, 
and  during  the  five  years,  G.  reprint- 
ed and  ptihlidhed  the  volume  :  Held, 
on  a  motion  by  L.  for  a  provisional 
injunction,  that  ho  was  entitled  to 
such  an  injunction  restmininp  G. 
from  publishing  or  selling  any  copies 
of  the  Reports  of  cases  argued  and 
determined  in  said  Court,  already 
published  or  to  be  thereafter  pub- 
lished by  L.  in  pursuance  of  Ids  con- 
tract, containing  any  of  the  head- 
notes  or  summary  stotements  of 
points  decided,  or  any  foot-notes, 
copied  or  taken  or  eolorably  altered 
from  any  book  so  published  by  L.  id. 

See  CoPYRioHT,  12  to  12. 
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RES  ADJUDICATA. 
8u  Patents,  111  to  112. 


RESCUE. 
8c'c  FooiTivE  Slavb  Law,  1  to  8, 1. 

REVENUE  LAWS. 

L  The  1st  section  of  the  Act  of  March 
2tl,  1821,  (3  U.  ti.  &at.  at  Lart/e, 
^10 j  aa  re-oriucted  by  the  Act  of 
March  3d,  182:<,  {Id.  781,)  which 
imposes  a  penalty  for  bringing  into 
tliu  United  SlatcH  from  udjucent  ter- 
ritory  goods  subject  to  duty,  and  not 
delivering  a  manifest  thereof  at  the 
nearest  Collector's  office,  is  not  re- 
pealed by  §  of  the  Act  of  August 
80th,  1842,  [6  Jd.  665.)  The  United 
ikaUt  V.  ibVrti//i,  121 

2.  The  first  two  Acts  and  the  last  Act 
provide  for  u  very  ditforeut  class  of 
oB'ences.  The  former  attach  the 
penalty  to  the  mere  neglect  to  de- 
liver a  manifest^  no  matter  what  the 
intent.  In  tlie  latter,  there  must  be 
an  intent  to  defraud  the  revenue, 
and  either  smuggling  or  an  attempt 
to  pass  a  fraudulent  invoice.  id. 

2.  The  Act  of  1821  does  not  require 
eitlier  a  formal  entry  at  the  CQllect- 
or's  office  or  an  invoice,  and  the  sys- 
tem estatilished  by  it  is  a  distinct 
one,  applicuble  to  the  frontiers  adja- 
cent to  lureigu  territories.  id. 

The  Act  of  1842  is  aimed  at  frauds 
on  the  revenue,  in  cases  where  an 
entry  of  goods  anl  an  invoice  are 
required,  as  prescribed  by  the  Act 
of  March  1st,  1823,  [/.  S.  Stal.  at 
Large,  729.)  id 

See  Costs,  2  to  JL 

FOKOBRT. 

PRACTtcK,  29,  3n,  32,  aa. 


RULES. 
See  PaACTiCK,  21L 


s. 

SALE. 
See  DrTiKS,  10^  SiL 

JUUOMKNT,  7^  8. 

LiKN,  £,  IL 
Patk.nts?,  iii  to  fi2. 

POWKK. 


SALVAGE. 

L  Where  the  officers  and  crew  of  a 
vessel  of  war  belonging  to  the  United 
States  Government  rendered,  under 
the  direction  of  her  commander,  and 
in  obedience  to  the  general  instruc- 
tions of  the  Government  to  all  its 
vessels  to  render  relief  freely  and 
promptly  to  American  vessels  in 
distress,  services  in  towing  into  an 
Amorican  port  an  American  mer- 
chant-vessel found  abandoned  at  sea 
five  hundred  miles  distant,  but  the 
delay  thus  caused  was  one  of  only 
two  days,  and  no  extraordinary  ser- 
vice was  rendered,  and  no  unusual 
hardrihip  or  peril  was  encountered  : 
Jitld,  tliat  thu  officers  and  crew  were 
not  entitled  to  salvage.  The  Jo- 
eephitUy  322 

2.  Whether  the  officers  and  crews  of 
the  naval  vessels  of  the  United  States 
are  in  any  case  entitled  to  salvage  for 
services  rendered  to  American  mer- 
chant-vessels in  distress,  notwith- 
standing such  instructions,  quere. 

id. 


SEIZURE. 

L  Where  a  vessel  was  seiz^ed  by  a  Col- 
lector  for  an  alleged  violation  of  the 
navij^iition  laws  of  the  Unitetl  States, 
but  was  discharged  from  arrest  by 
this  Court  on  a  hearing  of  the  libel 
filed  against  her,  on  the  grniimi  that 
the  statute  had  not  been  viukted, 
and  the  Collector  afterwards  applied 
to  the  Court,  under  §  1  of  the  Act  of 
February  24th,  1807,  (2  IT.  S.  Stat, 
at  Large,  422,)  for  a  certificate  of 
rea8onid>le  cause  for  the  seizure,  and 
it  appeared  that  the  vest>el  waa  seized 
upon  a  construction  of  the  statute 
adopted  by  the  Secretary  of  the 
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Treasury,  in  conformity  with  the 
opiaioii  of  the  Attoniey-Ueneral,  and 
that  the  CulK-cU)r  ucied  under  the 
injitructions  of  the  former  officer  in 
luakitig  the  seizure :  Held^  that  tlie 
certificate  muitt  be  granted.  The 
UniUd  St'Urs  v.  The  ifhij)  Recorder, 

m 

2.  It  makes  no  diiTerencc  whether  the 
Collector  actv<l  under  a  mistake  as 
to  facts  on  which  he  had  reason  to 
rely,  or  as  to  the  kw.  id. 

3.  A  reasonable  ground  of  suspicion  is 
reasonable  cause  for  a  seizure.  id. 

^  Where  the  application  for  a  certifi- 
cate was  not  made  until  more  than 
two  years  and  four  months  after  the 
dcciaiun  of  the  cause,  and  until  after 
tlio  clniriiiint  had  brought  suit  ogaintit 
the  Collcftor  for  the  seizure :  Held 
that,  although  the  lapse  of  time  was 
not  a  bar  to  the  application,  yet,  as 
there  had  been  laches  in  not  making 
it  until  after  the  claimant  bad 
broiif^lit  such  suit  and  incurred  con- 
sequent expenses,  those  costs  must 
be  paid  him.  id. 


SHIPPING. 

See  Bill  or  Lading. 
Carrier. 
Collision. 

LiKN. 

Saltaor. 
8kizurr. 
Steamboats. 


SLAVE. 
Set  FooiTiVB  Slate  Law. 

SMUGGLING. 
See  RsTEKVK  Laws,  2. 

SPECinCATION. 

See  PATBNT8,  25  to  37,  121,  124^  125. 
129,  130,  m  to  13H,  LLL 


SPECIFIC  PERFORMANCE. 
See  Eqcitt,  1^  2. 

STATE  COURTS. 

See  AcTio.v. 

Isjonctios,  1  to  3i  6^  7» 
Practice,  21  to  80.  82,  M. 

STATUTES  COMMENTED  ON. 


United  Statks. 


1789,  Sept.  21 


1790,  Apl. 
1793,  Feb. 

1799,  Mch. 

1800,  May 

1803,  Mch. 

1807,  Feb. 

1821,  Mch. 

1823, 
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41 
It 
t< 


30, 

2, 
13, 

24 

L 
it 


1825, 


1881,  Feb. 
1838,  Mch. 
1836,  July 


1837,  Mch. 

1838,  July 

1839,  Mch. 

1840,  July 
1842,  Aug. 

1845,  Feb. 


1846,  May 
July 
Aug. 


tt 
if 

tt  tt 


1848,  May 
1860,  Sept 


tt 

I 

20, 
SO, 

26j 
tt 

22, 

80,^ 

6, 
li 
2L 
18. 


Judiciary,  23,  85,  162. 
228.  801.804.435.  &iifl 
Crimes,  207,  hhSL 

Patent*,  1 
Revenue,  69,  220.  316. 

fill 

Juries,  435 
Revenue,  59 

m 
m 

2')  7 
104.  108. 
470 
202 


Crimes, 
PosuOffice, 

Crimea, 
C<ipyright,  S9.  82,  2112 
Revenue,  804,  370,  lil 
Post-Office,  IM 
Patents,  20,  49,  144, 
151,  301,  308,  ill 
"  1,  19,  194,  ^ 
Steam  vessels,  628 
Puleiits,  240 
Juries,  207. 
Tariff,     127,  814,  885. 

401, 

Revenue,  885 

Adniinilty,  422 
Rt venue,"  ijOi,  370,  421 
Tariff,  810,  a^u),  -.^^  liiS 
Revenue,  121 
Courts,  435,  559 

Patents,  ill 
Fugiti  ve  slaves,  435,  iiAa 


New  Yobs. 


a  R.  &  493.  g  1, 

"  "  724,  27,  28, 
1840,  chap.  886. 


1847, 
1848, 
1860, 


It 
It 


280, 
224, 
245. 


485 
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165.  8fi2 
165.  m 
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STEALING. 
8t$  Po0r*Ontai»  8  to  10. 

STBAMBOiLTQ. 

1.  On  an  indictment  for  nianalaiip^hfer, 
under  the  12lh  section  of  the  Act  of 
July  1th,  1838,  (5  U.  S.  Siat.  at 
Large,  806,)  against  the  captain  of  a 
Steamboat^  it  is  not  nec'-i'iiury  for 
tbe  proMcaUoQ  to  abow  wttful  mis- 
conduct, negliponcp  or  inattention 
in  the  captaiD.    The  United  Utaiea  v. 

2.  Tbe  captain  of  a  steam  bout  ib 
sponsible  for  liie  proper  perfurinitnce 
by  the  <  ngineer,  the  pilot,  mid  uU  tlif 
other  officers,  of  their  liutifs  on 
board,  unless  their  authority  is  ex- 
picttlj  made  independeiil  of  him. 

id. 

8.  The  duties  and  responsibilities  of 
the  captain  of  a  steamboat  are  ttie 
Mme  RB  thoao  of  Ibo  capido  of  any 

other  vpssel ;  and,  a?*  tti  the  relative 
duties  and  responsibitiiie8  of  the  dif- 
ferent offloera  of  ateam  Teasels,  there 
Lf  no  distinction  brtwe<'ii  those  wliich 
navigate  inland  waters  exclusiTelT 
and  aca-goiug  Toawb.  to, 

4.  The  lib  section  of  the  Act  abovo 
named  makeo  it  the  doty  of  ibo  moa* 

Irr  to  see  thuf  ifety-vulvc  of  the 
boUff  is  raised  when  the  steamboat 
ilopi.  id. 

6.  Under  that  section,  it  is  not  auffi- 
dent  to  raise  tbe  aafety-vaWe  only 
whon  tlie  pre:**iure  of  steam  i-  lusher 
■ftar  tiiaii  before  tbe  atoppage  ol  the 
boat  id. 

6.  Kor  is  tbe  aAfety.valve  to  be  raised 
only  when  tbe  premor»  of  atiam  be>- 
oomes,  during  the  stoppage,  higher 
than  that  named  in  the  <%nifica(e 
(fi  the  inapeotora  aa  tbe  preasure  the 
boiler  wUi  bear.  id. 

7.  Nor  can  otb*»r  methods  of  lowering 
the  prear^ure  of  steam — such  as  op<<!n- 
iog  the  furnace-doors — be  substi- 
tuted for  the  raising  of  the  safety- 
vilvn.  id. 


S.  It  is  a  culpable  oinisifion  in  the  cap- 
tain to  leoTe  it  to  the  discretion  of 
the  engineer  whether  to  rnise  the 
sa/ety-valve  daring  a>  stoppage  or 
not.  U. 

9,  Tbe  omission  of  the  captain  to  give 
ordera  for  the  nMn|^  of  the  aafety- 
viilvo  when  the  boat  stops,  is  legal 
evidence  to  support  an  indictment 
againat  him  under  tbe  18tb  section 
or  the  Act,  provided  tlie  o^)i^siou  to 
raise  the  ftifcty-vaive  was  the  proxl* 
mate  mum  of  tb«  dcstraction  of  life. 

id. 
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STIPULATION. 

&t  ADMlfUtTT,  8. 

SUPERVISOR. 
S$§  Foioiftr. 

SDFFLBHEMTAL  BILL. 

i'KACTicK,  V  to  13. 

SURETY. 
See  AoMUALTT,  8. 

T. 

TARIFF. 
JSee  DuTica. 

TESTIMOXY, 
Sf9  PBAcnoi^  16  to  ti. 

TITLK. 

&€  Discovert,  16,  16. 
JTvoeiunir,  7, 8. 
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TRESPASa 

See  ri)rTr.i(;!tT,  n. 


TKIAL. 

PjucncK,  1,  2. 


TROVXa 

TRDBT  AND  TRD8TEBL 

LvsuiUKcc,  3  to  7. 

u. 

UNITED  STATES. 
^  DoniB,  9  to  H. 

UNITED  STATES  COURTa 

See  CoifttTs  or  U.  Statu. 

UTILOT. 

PATlHii.      12,  120, 127,  133,  140. 

V. 

VARUNGE. 

DKMtTRftEn,  1. 
FttAOTICE,  7,  8. 

VGNIRG. 
^OftAiiDj»r,6,10tol4. 


VRRDICfT. 
''iSr  ''^'^io'  o£  a  jury 

Jjbmuted  U>  the  jury,  a.  a  que^^^^ 
Of  fact,  whether  th.-  ,l..f..„.Unt  wa« 
ooncerned  m  uang  the  infringfrij; 

W  the  articles  mn.iuf«ctured  br  it. 
that  ihVd"T  ':.'"°«  '^^^  in^tr.K  t.Hl 

found  for  the  plaS.T/i''*r"^^ 
tJ.erewasevJere'^;;,^^^^^^ 
the  qoertion,  and  the  verdict  f  *" 
clearly  ag,u'n8t  the  i^t  ""^^ 
deuce,  it  muat  rtand     ^  ^ 


^PATlMn,  91  to  93. 


TBSSBL 

&e  Biu.  or  Laouro. 
Carkieh. 

OotUOIOH. 

LtSK. 

Baltaoi. 

^TKAlIfiOATS. 


.WABEflOUfifiL 

^  OoLLKToa 

WARRANT. 

See  1- ooiTir£  SiAVi  Law,  l 
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WXIOHKB. 
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WEIGHT. 

Ota  PuTiu,  26. 

WIDOW. 


fin  PowiB. 

WITNSBa 

iSee  ATTAcmuMT,  6  to  8. 
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